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I. STATEMENT OF THE PRECISE RELIEF REQUESTED

SL Corporation (“Petitioner” or “SL Corp.”) respectfully submits this

Motion for Joinder, together with a Petition for Inter Partes Review of U.S. Patent

No. 7,241,034 (“the ‘034 Patent”) (“Petition”). Pursuant to 35 U.S.C. § 315(c), 37

C.F.R. §§ 42.22 and 42.122(b), SL Corp. requests institution of an inter partes

review and joinder with the inter partes review concerning the same patent in

Koito Manufacturing Co., Ltd. v. Adaptive Headlamp Technologies, Inc., Case No.

IPR2016-00079 (the “Koito IPR”), which was instituted on May 5, 2016.

In accordance with the Board’s Representative Order identifying matters to

be addressed in a motion for joinder (Kyocera Corp. v. SoftView LLC, IPR2013-

00004, Paper No. 15, (PTAB Apr. 24, 2013)), SL Corp. submits that: (1) joinder is

appropriate because it will promote efficient determination of the validity of the

‘034 Patent without prejudice to the Patent Owner, Adaptive Headlamp

Technologies (“AHT”); (2) SL Corp.’s Petition includes grounds that are identical

to the ground instituted in the Koito IPR; (3) joinder would not affect the pending

schedule in the Koito IPR nor increase the complexity of that proceeding,

minimizing costs; and (4) SL Corp. is willing to agree to consolidated filings with

Koito, that is, to accept an understudy role, to minimize burden and schedule

impact.

Accordingly, joinder should be granted.
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II. STATEMENT OF MATERIAL FACTS

1. AHT is the owner of the ‘034 Patent.

2. On July 6, 2015, AHT served a complaint against real party-in-

interest Hyundai Motor America, Inc. (“Hyundai”) for infringement of the

‘034 Patent (the “Underlying Litigation”).

3. Hyundai is indemnified by SL Corp. in the Underlying

Litigation.

4. On October 23, 2015, Koito filed its petition for inter partes

review of claims 3-26 and 28-35 of the ‘034 Patent (IPR2016-00079).

5. On November 13, 2015, SL Corp. filed a petition for inter

partes review of claims 3-39 of the ‘034 Patent (IPR2016- 00193).

6. 5. On May 5, 2016, a decision instituting inter partes

review of claims 3-26, 28-32, and 35 of the ‘034 Patent was entered in the

Koito IPR (Paper No. 11, IPR2016-00079).

7. On June 7, 2016, a decision instituting inter partes review of

claims 7-10, 12-21, 23, 24, and 28-39 of the ‘034 Patent was entered in the

SL Corp. IPR (Paper No. 10, IPR 2016-00193).

8. The only event that has occurred in the Koito IPR schedule is

the Initial Conference Call; every other date on the scheduling order is in the

future. (Paper No. 12, IPR2016-00079),
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