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1 APPEARANCES: 1 THE VIDEOGRAPHER: We are now on the record.
2 .
2
ON BEHALF OF THE PETITIONERS: ~ MynameisTerry Kupperman. | ama
3 McNEELY, HARE & WARLLP 3 videographer for Golkow Technologies.
5335 Wisconsin Avenue, NW, Suite 440 4 Today's date is January 23, 2017. The
4 Washington, DC 20015 5 i . 857
202-640-1801 imeisnow 8:57 am.
5 BY: WILLIAM D. HARE, ESQ. 6 This video deposition is being held in
bill @miplaw.com 7 Chicago, Illincisin the matter of Amerigen
6 CHRISTOPHER CASIERI, ESQ. . L.
chris@miplaw.com 8 Pharmaceuticals Limited vs. Janssen Oncology, Inc.,
7 9 for the United States Patent and Trademark Office.
g 10 The deponent's name is
ON BEHALF OF THE PATENT OWNER: 11 Dr. Mark J. Ratain.
10 SIDLEY AUSTINLLP 12 Will counsel please identify yourselves
787 Seventh Avenue 13 forth d
11 New York, New York 10019 or the record.
212-839-5696 14 MR. KRAUSE: Todd Krause of Sidley Austin
12 BY: TODD L. KRAUSE, ESQ. 15 representing Patent Owner, Janssen.
tkrause@sidley.com . .
13 16 MR. CASIERI: Chris Casieri of McNeely, Hare &
14 17 War representing the Petitioners and with meis
15 .-
18
16 VIDEOTAPED BY: TERRY KUPPERMAN William Hare. .
17 19 THE VIDEOGRAPHER: Will the Court Reporter
18 20 pleaseidentify yourself and swear in the witness.
1 : . .S.R. No. 84- . .
23 REPORTED BY: CORINNE T. MARUT, C.S.R. No. 84-1968 21 THE REPORTER: My name is Corinne Maru.
21 22 (WHEREUPON, the witness was duly
22 23 sworn.)

Find authenticated court documents without watermarks at docketalarm.com.



https://www.docketalarm.com/

DOCKET

_ ARM

Mark J. Ratain, MD.
Page 6 Page 8
1 MARK J. RATAIN, M.D., 1 Q. Arethereany errorsin your declaration
2 called as awitness herein, having been first duly 2 that you're aware of?
3 sworn, was examined and testified as follows: 3 A. Wadl, | wasreviewing it in preparation
4 EXAMINATION 4 for this. | note that Exhibit A ismissing and
5 BY MR. KRAUSE: 5 never was apparently -- | thought counsel was doing
6 Q. Good morning, Dr. Ratain. 6 that. That'smy error. And| -- thereis some
7 A. Good morning. 7 parentheses missing in some places but nothing --
8 Q. Canyou please state your name and home | 8 no substantive errors.
9 address for the record. 9 Q. When wereyou first asked to provide
10 A. Sure. Mark Jeffrey Ratain. 1040 West 10 opinions on the subject matter in your declaration?
11 Oakdale, Chicago, 60657. 11 A. It would have been sometime in the fall.
12 Q. Haveyou ever been deposed before? 12 Q. Canyou -- amonth maybe, November,
13 A. Yes 13 December, early fal, late?
14 Q. Thereareafew pointsl'dliketo 14 A. It would have been Octaber or November.
15 review before we get started. 15 Q. Okay. When did you begin working on the
16 If | ask a question that's not clear or 16 opinions that you have expressed in your
17 you didn't hear me, please let me know so | can ask |17 declaration?
18 the question again. If you answer, I'll assumeyou |18 A. That was probably in November.
19 understood and heard my question. Okay? 19 Q. About how many hours total did you spend
20 A. Okay. 20 working on the declaration from the very beginning
21 Q. We have aCourt Reporter taking down 21 of thetime until you signed it?
22 your answersto my questions. So, pleasetry to 22 A. Until? I'm sorry.
23 giveverba answersto my questions. Okay? 23 Q. Until you signed it.
24 A. Yes 24 A. Wadl, let'ssee. I'veinvoiced about 40
Page 7 Page 9
1 Q. Well try to take breaks about every 1 hoursso far, but | haven't invoiced for my recent
2 hour or so, but please let me know if you need a 2 work. So, and that's -- recently it's been at
3 break. I'll finish whatever question I'monandwe | 3 least aday aweek. So, | don't know. A lot of
4 cantake abreak. 4 time.
5 Is there any reason you can't give 5 Q. A day aweek since when?
6 complete and accurate testimony here today? 6 A. | would have last invoiced sometimein
7 A. No. 7 December. | don't -- | just don't remember.
8 Q. I'vehanded you adocument that's been 8 Q. Sure
9 previously marked Amerigen Exhibit DX 1091. 9 A. [I'veobvioudy put in time since I've
10 Do you recognize this document? 10 signedit aswell.
1 A. Yes. 11 Q. Doyouregularly invoicein the
12 Q. Andisthisyour declaration in this 12 beginning of the month or the end of the month?
13 matter? 13 A. Thereisno regularity to that.
14 A. Yes. 14 Q. Okay. How did you gather the
15 Q. Andisthat your signature on the first 15 information that you relied on in your declaration?
16 page of the declaration? 16 A. Firstof dl, | knew alot of it and,
17 A. Yes. 17 second of al, | was asked to primarily respond to
18 Q. Isthisdeclaration an accurate 18 Dr. Rettig. So, | reviewed hisdeclaration. |
19 statement of the opinionsthat you'vereachedin |19 reviewed his deposition transcript.
20 thiscase? 20 And then | did my own independent review
21 A. Checking to make sure thereis no 21 of what | asa physician and professor call the
22 missing pages. 22 |iterature but you in the law call the prior art.
23 Q. Sure 23 So, | looked at both literature before the filing
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and expectation of success and then | looked at
more recent literature in the context of his
opinions regarding unexpected results.

And | used the standard approach | use
in my daily professional work as a professor,
physician and investigator and used searches with
PubMed and Google Scholar.
Q. And how did you decide which references
you would identify in your declaration based on the

Page 12
relied on in your declaration that you did not
identify in your declaration?

A. | would have to go through and sit here
and go through it word by word to make sure there
is nothing else missing.

Q. Wasthere ever adraft Exhibit A?

A. Notthat | saw.

Q. Didyou keep alist of the references
that you were reviewing in the preparation of your

10 searchesthat you performed? 10 declaration?
1 A. Wadl, asl said, | was asked to respond 11 A. Not-- notinaformal way, no. | was
12 to Dr. Rettig and so, you know, | cited references |12 relying on counsel for -- to legalize my
13 that -- that supported my opinions. 13 declaration, so to speak.
14 Q. Didyou read every page of every 14 Q. What do you mean by that?
15 reference that you cite in your declaration? 15 A. To get thereferencesin the proper
16 A. [think so. It'sconceivable thereisa 16 |egal format.
17 book cited that | didn't read every page of, but | 17 Q. Didyou actualy draft your declaration?
18 read every page of any article or book chapter that |18 A. Yes.
19 wasrelevant. 19 Q. About how many hours did you spend
20 Q. Didyou speak with anyone other than 20 drafting your declaration?
21 Petitioner's counsel in preparing the opinionsthat |21 A. | can'ttell you that because | spend a
22 you've expressed in your declaration? 22 ot of time reviewing the literature and
23 A. No. 23 formulating my opinions and communicating my
24 Q. Youdidn't speak with any other 24 gpinions with counsel and making sure they
Page 11 Page 13
1 colleagues? 1 understood what my opinions were and making sure
2 A. No. 2 that my -- that we were on the same page as how my
3 Q. No other experts? 3 opinions would fit into the case legally.
4 A. No. 4 And | was not asked to provide any
5 Q. And ]I believe you mentioned that you 5 opinions on primary obviousness, only to respond to
6 read Dr. Rettig's deposition transcript, is that 6 Dr. Rettig, and that's therefore the scope of my
7 right? 7 declaration.
8 A. Yes. 8 Q. And when was your declaration completed?
9 Q. Youdontidentify Dr. Rettig's 9 A. It was completed on January 16.
10 deposition transcript in your declaration, do you? |10 Q. Didyou read any deposition transcripts
1 A. Wadll, in theory it would have beenin 11 other than Dr. Rettig's?
12 Exhibit A because | certainly reviewed it. | do 12 A. Yes
13 note-- | guessit's not cited as specifically, but 13 Q. What other deposition transcripts did
14 there are certainly, you know, for example, 14 you read?
15 paragraph 29, | say, "l first note that Dr. Rettig 15 A. |read Dr. Auchus deposition. | read
16 admitted in his deposition that he did not perform |16  Dr. Chodak's deposition. | read Dr. Serels
17 areview of any literature other than that provided |17 deposition. | read Dr. McDuff | believe, isthe
18 to him by counsdl for Janssen." 18 economist, his deposition. | don't remember if |
19 So, you are technically correct in that 19 reviewed the other economist's, the one that your
20 my declaration doesn't cite the exhibit number that |20 client hasretained. And then I'vereviewed the
21 would be associated with his deposition transcript, |21 deposition transcripts that have been obtained
22 put | presume that the basis for that sentence 22 since| filed this declaration.
would be clear to the Board. 23 Q. Andwhat transcripts are those?
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1 reviewed the various petitions, the original 1 substantive factsin the case. Isn't that fair to
2 petition | reviewed, the response, thereply. I've 2 say?
3 reviewed the declarations of the various experts. 3 A. | would say it was more for my curiosity
4 Q. And your declaration doesn't identify 4 than as being -- my opinions would be no different.
5 that you reviewed any of those deposition 5 My declaration would be no different if | had never
6 transcripts, isn't that correct? 6 seen Dr. Auchus declaration or Dr. Auchus
7 A. That would have been in Exhibit A. 7 deposition transcript, for example.
8 Q. Which doesn't exist? 8 Q. And how would you know that?
9 A. Which does not exist. 9 A. I'mjust telling you now that | -- |
10 Actually, my declaration does address 10 know alot of thingsthat -- you could ask meif |
11 thedeposition transcripts. I'm sorry. It 11 didn't have a particular piece of prior art, how
12 addresses the declarations, paragraph 16 where | 12 would that change my opinion. | could give you an
13 notethat | reviewed the declaration or at least | 13 answer to that.
14 note that the materials discussed in the 14 So, | can -- | can say here under oath
15 declarations, which would imply that | reviewed the |15 that if | had never seen Dr. Auchus' deposition
16 declarations. 16 transcript it wouldn't impact my -- my opinions.
17 Q. Why would saying the materials discussed |17 Q. Youwerereferring to paragraph 16 in
18 in the declarations would imply that you read the 18 your declaration, and this paragraph identifies at
19  deposition transcripts? 19 |east aportion of what you considered in
20 A. No. Thedeclaration. No, you're 20 formulating your opinion.
21 correct. 21 This paragraph is the only mention of
22 Q. Oh, I'msorry. 22 the Chodak declaration, isthat correct?
23 A. Yeah. No. 23 A. Yes
24 And, you know, my understanding wasthat |24 Q. And your declaration provides no
Page 15 Page 17
1 alsothat | reviewed these other documents, but | 1 opinionswith respect to the opinions expressed by
2 haven't cited them with the exception of Rettig's 2 Dr. Chodak's declaration, isthat right?
3 deposition. 3 A. That's correct.
4 In other words, they're not -- they -- 4 Q. AndDr. Auchus declarationisalso
5 it was of interest to me to understand what 5 mentioned in paragraph 16. It's also mentioned in
6 everybody was saying, but it doesn't impact my own | 6 paragraph 19 of your declaration when you refer to
7 opinions. 7 the standard for a person of ordinary skill that he
8 Q. Butitinformsyour understanding of the 8 applied, and then paragraph 35 where you say
9 issuesinthe case, correct? 9 Dr. Dorinwill address Dr. Auchus opinions, is
10 A. Itinforms my understanding of the legal 10 that right?
11 jssues, yes. 1 That's a pretty loaded question.
12 Q. Andthefactua issues, correct? 12 So, Dr. Auchusis mentioned in paragraph
13 MR. CASIERI: Object to form. 13 16, hisdeclaration. He's also mentioned in 19 and
14 BY THE WITNESS: 14 35.
15 A. | think the factual issues| can -- | 15 But | guessmy questionis: Isthere
16 can form my opinions regarding the factual issues, |16 any other mention of Dr. Auchusin your
17 the scientific medical issues, without reviewing, 17 declaration?
18 for example, the deposition transcript of the 18 A. Now I'm going to have -- if you're going
19 endocrinologists, | mean, because I'm -- I'm not 19 to ask me aquestion like "Isthere any other," I'm
20 providing opinions, you know, from their 20 going to have to go through and read it. So, if
21 perspective. 21 you want to represent to me that thereisn't,
22 BY MR. KRAUSE: 22 that'sfine. Otherwise --
23 Q. Butit gaveyou abetter understanding 23 Q. I'mnot aware of any. Areyou aware of
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