UNITED STATES PATENT AND TRADEMARK OFFICE

BEFORE THE PATENT TRIAL AND APPEAL BOARD

NU MARK LLC
The Petitioner

V.

Fontem Holdings 1 B.V.
Patent Owner

Case IPR. No. Unassigned
U.S. Patent No. 8,365,742
Title: AEROSOL ELECTRONIC CIGARETTE

Petition for Inter Partes Review of U.S. Patent No. 8,365,742 Under
U.S.C 88 311-319 and 37 C.F.R. §§42.1-.80, 42.100-.123

Mail Stop “PATENT BOARD”
Patent Trial and Appeal Board
U.S. Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450

DOCKET

A R M Find authenticated court documents without watermarks at docketalarm.com.



https://www.docketalarm.com/

Petition for Inter Partes Review of U.S. Pat. No. 8,365,742

Table of Contents

1. INTRODUCTION ..ottt 2
2. REQUIREMENTS FOR PETITION FOR INTER PARTES REVIEW.......... 2
2.1.  Grounds for Standing (37 C.F.R. § 42.104()) ......cceeveurrvrriieiirriennnns 2
2.2.  Notice of Lead and Backup Counsel and Service Information............. 2
2.3.  Notice of Real-Parties-in-Interest (37 C.F.R. § 42.8(b)(1))........ccerv... 3
2.4. Notice of Related Matters (37 C.F.R. 8 42.8(0)(2))....c.ccccvevvervrrirrnnn 4
2.5.  Fee for Inter ParteS REVIEW ..........cccovieiiiiiiiiieceee e 13
2.6.  Proof Of SEIVICE.......cccoiiiiiii e 13

3. IDENTIFICATION OF CLAIMS BEING CHALLENGED
(8 42.104(B)) vevevereriererieieeieie sttt 13
4., OVERVIEW OF THE 742 PATENT ..ottt 16
S. PATENT PROSECUTION HISTORY ...ooiiiiiiiiiiic e 19
5.1. First Office Action and RESPONSE ........cccvveiiviiiieiie e, 19
5.2, EXamiINer INTEIVIEW ........ccoiiiiiiiiiiiieeee e 21
5.3. Notice of AHIOWANCE........cceiiiiiiieie e 21
6. CLAIM CONSTRUCTION ..ottt 21
6.1.  APPHICADIE LAW ..o 21
6.2. Construction of Claim Terms........ccooeiiiiimriiieeee e 22
6.2.1. “frame” (ClaimS 2, 3)..cccciiieie e 22
6.2.2. “substantially” (claims 2, 3).......cccovviiiiiieiie e 23
6.2.3. “porous component” (claims 1, 2, 9, 10) ....cccovvvvevvevieiieenn, 24
7.  PERSON HAVING ORDINARY SKILL IN THE ART ...cccoeiiiiieriinee, 24
8.  DESCRIPTION OF THE PRIOR ART ...ocoiiiiiiirninee e 25

DOCKET

A R M Find authenticated court documents without watermarks at docketalarm.com.



https://www.docketalarm.com/

Petition for Inter Partes Review of U.S. Pat. No. 8,365,742

8.1. UNITED STATES PATENT NO. 6,155,268 (“Takeuchi”)............... 25
8.2. UNITED STATES PATENT NO. 2,057,353

(“WHITTEMORE) . 28
8.3. UNITED STATES PATENT NO. 4,947,874 (“BROOKS”) ............. 30

9. GROUND #1: CLAIMS 2 AND 3 OF THE 742 PATENT ARE
UNPATENTABLE AS OBVIOUS OVER TAKEUCHI IN VIEW OF

WHITTEMORE ... 32
9.1. Itwould have been obvious to a person of ordinary skill in the
art to combine Takeuchi with Whittemore............cccoocvvvcvivieiieinenn, 33
9.2. Claim 2 is obvious over Takeuchi in view of Whittemore.................. 41
9.2.1. Claim 2: [2.P] An electronic cigarette, comprising: ................ 41

9.2.2. [2.1] a battery assembly and an atomizer assembly within
a housing with the battery assembly electrically
connected to the atomizer assembly; ..........ccccevvvevieiiecieccieen, 41

9.2.3. [2.2] a liquid storage component in the housing; ............c.c...... 46

9.2.4. [2.3] with the housing having one or more through-air-
inlets; 47

9.2.5. [2.4] the atomizer assembly including a porous
component supported by a frame having a run-through
hole; 48

9.2.6. [2.5] a heating wire wound on a part of the porous
component in the path of air flowing through the run-

through hole; and ..., 54
9.2.7. [2.6] the porous component substantially surrounded by
the liquid storage COmMPONENt. .........ccveveeiieiie e, 58
9.3. Claim 3 is obvious over Takeuchi in view of Whittemore.................. 60
9.3.1. Claim 3: [3.P] An electronic cigarette comprising: .................. 60

9.3.2. [3.1] a battery assembly and an atomizer assembly within
a housing with the battery assembly electrically
connected to the atomizer assembly; ........cccoceveiiiniiiiinneen 60

DOC KET

A R M Find authenticated court documents without watermarks at docketalarm.com.



https://www.docketalarm.com/

Petition for Inter Partes Review of U.S. Pat. No. 8,365,742

9.3.3. [3.2] with the housing having one or more through-air-
inlets and an QULIET; .........ooveviriiii e, 60

9.3.4. [3.3] the atomizer assembly includes a frame having a
run through hole, and a porous component between the
frame and the OULIEt; ..........ovvveeieiieeeee e 62

9.3.5. [3.4] a heating wire wound on a part of the porous
component which is substantially aligned with the run-

through hole; and ..o, 67
9.3.6. [3.5] with the porous component in contact with a liquid
supply in the NOUSING. ....cccvvvvieiiicec e, 71

10. GROUND #2: CLAIMS 2 AND 3 OF THE 742 PATENT ARE
UNPATENTABLE AS OBVIOUS OVER BROOKS IN VIEW OF

TAKEUCHI ...t 73
10.1. It would have been obvious to a person of ordinary skill in the
art to combine Brooks with Takeuchi ..........cccccevvviineniniienciece 73
10.2. Claim 2 is obvious over Brooks In View of Takeuchi............c.c......... 76
10.2.1. Claim 2: [2.P] An electronic cigarette,
(o10] 0 0] o] 1] [0 PSSR 76
10.2.2. [2.1] a battery assembly and an atomizer
assembly within a housing with the battery assembly
electrically connected to the atomizer assembly; .........cc........ 76
10.2.3. [2.2] a liquid storage component in the housing; ....... 80
10.2.4. [2.3] with the housing having one or more
through-air-inNlets; ..., 82
10.2.5. [2.4] the atomizer assembly including a porous
component supported by a frame having a run-through
hole; 83
10.2.6. [2.5] a heating wire wound on a part of the
porous component in the path of air flowing through the
run-through hole; and.........ccccooeeii i, 84
10.2.7. [2.6] the porous component substantially
surrounded by the liquid storage component..............cccccveeeee. 88
10.3. Claim 3 is obvious over Brooks in view of Takeuchi.............cccccue..... 90

DOC KET

A R M Find authenticated court documents without watermarks at docketalarm.com.



https://www.docketalarm.com/

Petition for Inter Partes Review of U.S. Pat. No. 8,365,742

10.3.1. Claim 3: [3.P] An electronic cigarette

(010 001 o] 13 [0 SR 90
10.3.2. [3.1] a battery assembly and an atomizer

assembly within a housing with the battery assembly

electrically connected to the atomizer assembly; .........ccccee..... 90
10.3.3. [3.2] with the housing having one or more

through-air-inlets and an outlet;..........ccccocovevieeiiec e, 90
10.3.4. [3.3] the atomizer assembly includes a frame

having a run through hole, and a porous component

between the frame and the outlet; ..., 91
10.3.5. [3.4] a heating wire wound on a part of the

porous component which is substantially aligned with the

run-through hole; and............cccoooeeii i, 94
10.3.6. [3.5] with the porous component in contact with

a liquid supply in the housing. .........ccccoevieiieenicsecc e 96

11, CONCLUSION. ..ottt sre e raenneanes 98

DOCKET

A R M Find authenticated court documents without watermarks at docketalarm.com.



https://www.docketalarm.com/

Nsights

Real-Time Litigation Alerts

g Keep your litigation team up-to-date with real-time
alerts and advanced team management tools built for
the enterprise, all while greatly reducing PACER spend.

Our comprehensive service means we can handle Federal,
State, and Administrative courts across the country.

Advanced Docket Research

With over 230 million records, Docket Alarm’s cloud-native
O docket research platform finds what other services can't.
‘ Coverage includes Federal, State, plus PTAB, TTAB, ITC
and NLRB decisions, all in one place.

Identify arguments that have been successful in the past
with full text, pinpoint searching. Link to case law cited
within any court document via Fastcase.

Analytics At Your Fingertips

° Learn what happened the last time a particular judge,

/ . o
Py ,0‘ opposing counsel or company faced cases similar to yours.

o ®
Advanced out-of-the-box PTAB and TTAB analytics are
always at your fingertips.

-xplore Litigation

Docket Alarm provides insights to develop a more
informed litigation strategy and the peace of mind of

knowing you're on top of things.

API

Docket Alarm offers a powerful API
(application programming inter-
face) to developers that want to
integrate case filings into their apps.

LAW FIRMS

Build custom dashboards for your
attorneys and clients with live data
direct from the court.

Automate many repetitive legal
tasks like conflict checks, document
management, and marketing.

FINANCIAL INSTITUTIONS
Litigation and bankruptcy checks
for companies and debtors.

E-DISCOVERY AND

LEGAL VENDORS

Sync your system to PACER to
automate legal marketing.

WHAT WILL YOU BUILD? @ sales@docketalarm.com 1-866-77-FASTCASE




