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GE hereby submits its Brief on Remand pursuant to the Board’s April 5,
2019 Remand Order (Paper 28) for this IPR concerning the 360 Patent.

On January 25, 2019, the Federal Circuit issued its opinion in which it
adopted UTC’s construction of the claim term “bond layer,” defining it as “a layer
of material designed to adhere another layer to a substrate.” United Tech. Corp. v.
General Electric Co., 2019 WL 332754, *2 (Fed. Cir. Jan. 25, 2019). The Court
remanded to the Board to consider invalidity under the Court’s construction.

As explained herein, the evidence shows that the challenged claims of the
360 Patent (claims 1-14) are unpatentable under 35 U.S.C. § 103 under the Court’s
construction of “bond layer.” Terentieva teaches that its “bond layer” (referred to
as a “coating” in Terentieva and composed of the same refractory metal
disilicide/silicon eutectic as claimed in the 360 Patent) has adherent properties and
thus is designed to adhere another layer to a substrate. As the Court’s opinion does
not impact any other aspect of the Board’s invalidity finding in the FWD,
including motivation to combine and reasonable expectation of success, the Board
may confirm the invalidity of the challenged claims upon determining that
Terentieva meets the Court’s claim construction for “bond layer.”

ARGUMENT
Claim 1 of the 360 Patent requires a “silicon based substrate,” at least one

“environmental barrier layer” (“EBL”) that is an alkaline earth aluminosilicate
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based on, e.g., barium and strontium, and a “bond layer” between the substrate and
EBL that “comprises an alloy comprising a refractory metal disilicide/silicon
eutectic.” GE-1001, claim 1. The Board found that “Terentieva discloses a
silicon-containing substrate coated with a refractory metal disilicide/silicon
eutectic layer, which meets the compositional requirements of the ‘bond layer’
specified by claim 1.” FWD at 11-12 (hereinafter, Terentieva’s “coating layer”).
The Board found that Eaton (Ex. 1006) “describes a prior art BSAS coating
[‘alkaline earth aluminosilicate based on barium and strontium,” FWD at 3] that
meets the compositional requirements of the [EBL] specified in claim 1.” Id. at 12.

After thoroughly considering the evidence (id. at 12-20), the Board found
that a POSITA “would have been led to apply Eaton’s BSAS layer over the article
disclosed in Terentieva, and that the modified article would have met every
limitation of claim 1.” Id. at 20. The Board thus held claim 1 unpatentable, and,
upon consideration of the parties’ evidence and arguments concerning the
dependent claims, also found claims 2-14 would have been obvious over the
Terentieva/Eaton combination. 1d. at 20-22.

A.  Terentieva Discloses the Claimed Bond Layer

The question on remand is whether the Terentieva coating layer meets the
Court’s claim construction of “bond layer,” that is, whether it is designed to adhere

another layer to a substrate. The evidence confirms that it does.
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