UNITED STATES PATENT AND TRADEMARK OFFICE

BEFORE THE PATENT TRIAL AND APPEAL BOARD

R.J. Reynolds VVapor Company,
Petitioner
V.
Fontem Holdings 1 B.V.
Patent Owner
U.S. Patent No.: 8,365,742

Issue Date: Feb. 5, 2013
Title: Aerosol Electronic Cigarette

Inter Partes Review No. IPR2016-01268

PETITION FOR INTER PARTES REVIEW OF
U.S. PATENT NO. 8,365,742 PURSUANT TO
35 U.S.C. 88 311-319 AND 37 C.F.R. 8§42

DOCKET

A R M Find authenticated court documents without watermarks at docketalarm.com.



https://www.docketalarm.com/

TABLE OF CONTENTS

Page
EXHIBITS LIST ettt sttt sne e e eneens Y
l. INTRODUCTION ...ttt se e nee s 1
II.  MANDATORY NOTICES UNDER 37 C.F.R. §42.8(A)(1) ..cccovvvririirnnn 1
A Real Party-in-INterest .........ccccoveiie i 1
B.  Related MAatters.......cccoiiiiieiie e e 2
C.  Lead and Back-Up Counsel..........cccoovieiiiiiiiie e 5
D Service INFOrmMation..........ccooveiiiee e 5
E.  Proof OF SEIVICE.......coci i 5
[1l.  GROUNDS FOR STANDING........ccceitiieitiieiieie et 6
IV. IDENTIFICATION OF CHALLENGE AND STATEMENT
OF THE PRECISE RELIEF REQUESTED ......ccccoovivieiicieceee e, 6
V. THRESHOLD REQUIREMENT FOR INTER PARTES
REVIEW ...ttt ettt e te e nneeneenneens 7
VI. STATEMENT OF REASONS FOR THE RELIEF
REQUESTED ..ottt st nne e 7
A.  Summary of the Argument..........cccocveiieiii i, 7
B.  Background of the ‘742 Patent...........ccccvvviieiiiiii i 8
1. Summary of the ‘742 Patent ..........cccccvvvviiviiiiiiei e, 8
2. Prosecution History of the ‘742 Patent..........cccccccveivcvneiiinnnnnne, 10
C.  Person Having Ordinary Skill in the Art (“PHOSITA”)........ccceeveene. 11
D.  Claim CoNStIUCTION. ....c.iiieiiiieiiesie e 11
1. B 2 141 SRR 11
2. “Porous component substantially surrounded by
the liquid storage component” ...........cccccverveereeniee e 12
E.  Patents and Printed Publicaitons Relied Upon in this
=] LX) o SRS 13
1. Hon 043 (Ex. 1002; EX. 1003)...ciiiivirnenesisressesnessesssenineons 13
2. Whittemore (EX. 1004) ......coviiiiiiieiiee e, 16

DOCKET

_ ARM

Find authenticated court documents without watermarks at docketalarm.com.



https://www.docketalarm.com/

DOCKET

_ ARM

THERE IS A REASONABLE LIKELIHOOD THAT
CLAIMS 2 AND 3 ARE OBVIOUS OVER THE

COMBINATION OF HON 043 AND WHITTEMORE..

1. Motivation For Combining Hon ‘043 With

WHhIttEMOTe. ...,
2. Claim 2 1S OBVIOUS ...

a. “an electronic cigarette” ........ccccevviveeiiiineennnn

b. “a battery assembly and an atomizer
assembly within a housing with the battery
assembly electrically connected to the

atomizer assembly”..........ccccocoiiiiiii e,

“a liquid storage component in the housing”

“with the housing having one or more

through-air-inlets”.........cccoovveveeneenieenie e,

e. “the atomizer assembly including a porous
component supported by a frame having a

run-through hole”...........ccccooviiiiii

f. “a heating wire wound on a part of the
porous component in the path of air flowing

through the run-through hole”.......................

g. “the porous component substantially
surrounded by the liquid storage
COMPONENE™ ..tviiieiiiiiiieeseirieee e s eirree e e snirreee e

3. Claim 3 IS ODBVIOUS .......c.ocviiiiiiiieieeee e

a. “an electronic cigarette” ..........ccoceviivrrieeennnn.

b. “a battery assembly and an atomizer

assembly within a housing with the battery
assembly electrically connected to the

atomizer assembly”..........ccccocveiiinii i,

C. “with the housing having one or more

through-air-inlets and an outlet”....................

d. “the atomizer assembly includes a frame
having a run through hole, and a porous
component between the frame and the

101011 (<] AT URPTRUPPRRPI

Find authenticated court documents without watermarks at docketalarm.com.



https://www.docketalarm.com/

e. “a heating wire wound on a part of the
porous component which is substantially

aligned with the run-through hole”............ccooceiiiiininnn, 34
f. “with the porous component in contact with
a liquid supply in the housing” .........ccccevvii i, 35
VI, CONCLUSION. ..ottt 36

DOCKET

A R M Find authenticated court documents without watermarks at docketalarm.com.



https://www.docketalarm.com/

TABLE OF AUTHORITIES

CASES
Cuozzo Speed Techs. v. Lee,

B79U. S, (2016) oo ee e, 11
In re Cuozzo Speed Techs., LLC,

793 F.3d 1268 (Fed. Cir. 2015) .....coiieieiesie st 11
KSR Int’l v. Co. v. Teleflex Inc.,

550 U.S. 398 (2007) ..ueeveereerieieiiesiesiesiestesteseeeeeesie e ste e ssesne e sneeseeeseesseseennes 4,19
STATUTES
35 U.S.C. 8 103 it 1,6,8
S5 UL.S.C. 8 112 ittt nrs 10
35 U.S.C. 88 311-319. . ittt 1,7
OTHER AUTHORITIES
MPEP 8 2143 ... oot 4,19
Patent Trial Practice Guide

77 Fed. Reg., VOL. 77, NO. 157 (2012) ....coceiieiiieieieieie st 2
REGULATIONS
7 CLFLR. 8 A2 ..t 1,6,11

DOCKET

A R M Find authenticated court documents without watermarks at docketalarm.com.



https://www.docketalarm.com/

Nsights

Real-Time Litigation Alerts

g Keep your litigation team up-to-date with real-time
alerts and advanced team management tools built for
the enterprise, all while greatly reducing PACER spend.

Our comprehensive service means we can handle Federal,
State, and Administrative courts across the country.

Advanced Docket Research

With over 230 million records, Docket Alarm’s cloud-native
O docket research platform finds what other services can't.
‘ Coverage includes Federal, State, plus PTAB, TTAB, ITC
and NLRB decisions, all in one place.

Identify arguments that have been successful in the past
with full text, pinpoint searching. Link to case law cited
within any court document via Fastcase.

Analytics At Your Fingertips

° Learn what happened the last time a particular judge,

/ . o
Py ,0‘ opposing counsel or company faced cases similar to yours.

o ®
Advanced out-of-the-box PTAB and TTAB analytics are
always at your fingertips.

-xplore Litigation

Docket Alarm provides insights to develop a more
informed litigation strategy and the peace of mind of

knowing you're on top of things.

API

Docket Alarm offers a powerful API
(application programming inter-
face) to developers that want to
integrate case filings into their apps.

LAW FIRMS

Build custom dashboards for your
attorneys and clients with live data
direct from the court.

Automate many repetitive legal
tasks like conflict checks, document
management, and marketing.

FINANCIAL INSTITUTIONS
Litigation and bankruptcy checks
for companies and debtors.

E-DISCOVERY AND

LEGAL VENDORS

Sync your system to PACER to
automate legal marketing.

WHAT WILL YOU BUILD? @ sales@docketalarm.com 1-866-77-FASTCASE




