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UNITED STATES PATENT AND TRADEMARK OFFICE

BEFORE THE PATENT TRIAL AND APPEAL BOARD

TAIWAN SEMICONDUCTOR MANUFACTURING COMPANY, LTD.
and GLOBALFOUNDRIES U.S. INC.,
Petitioners,

V.

GODO KAISHA IP BRIDGE 1,
Patent Owner.

Case IPR2016-01264'
U.S. Patent No. 6,538,324

PATENT OWNER’S MOTION FOR OBSERVATIONS REGARDING THE
CROSS-EXAMINATION OF SANJAY K. BANERJEE, PH.D.

! GlobalFoundries U.S. Inc.’s motion for joinder in Case IPR2017-00920 was

granted.
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Pursuant to the Scheduling Order dated December 21, 2016 (Paper 8), Patent
Owner provides the following observations on the cross-examination testimony of
Sanjay K. Banerjee, Ph. D., a reply declarant of Petitioner. The transcript of this
cross-examination testimony was previously filed as Exhibit 2044.

Observation No. 1:

In Exhibit 2044, on p. 53:3-16, the witness testified that the broadest
reasonable interpretation of “composed of” as recited in the challenged claims of
the ‘324 patent and the proposed Substitute Claims (together “Claims”) means
“consisting essentially of” or “consisting of™:

Q So composed of can mean either consisting of or consisting
essentially of, correct?
A Yes.

Id., p. 53:14-16.

The testimony is relevant to the issue of claim construction. The testimony
contradicts Petitioner’s argument that “composed of” does not mean “consisting
essentially of.” Reply, Paper 19, p. 6. The testimony also supports Patent Owner’s
claim construction (PO Response, Paper 14, pp. 12-13), and evidences how a
person of ordinary skill in the art (“POSITA”) would have understood and

construed “composed of” as recited in the Claims.
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Observation No. 2:

In Exhibit 2044, on p. 54:7-18, the witness testified that “composed of” as

recited in the Claims of the ‘324 patent means “consisting essentially of” as stated
in the MPEP (Exhibit 2012):

Q So my question is, how are you applying your understanding of
the term "composed of"? Is it more in line with comprising, which is
open ended, or more limited as consisting essentially of, which we
saw on the previous page means it’s limited to the scope of a claim
to the specified materials or steps and those that do not materially
affect the basic and novel characteristics of the claimed invention?
MR. KABAKOFF: Objection, form.
THE WITNESS: I interpreted that as described in page 9 [of the
MPEP section, Exhibit 2012], consisting essentially of.

Id., p. 54:7-18.

The testimony is relevant to the issue of claim construction. The testimony
contradicts Petitioner’s argument that “composed of” does not mean “consisting
essentially of.” Reply, Paper 19, p. 6. The testimony also supports Patent Owner’s
claim construction (PO Response, Paper 14, pp. 12-13), and evidences how a
POSITA would have understood and construed “composed of” as recited in the

Claims.
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Observation No. 3:

In Exhibit 2044, on p. 56:4-13, the witness testified:

Q So we’re just talking about a first film composed of crystalline
metal containing nitrogen therein, and claim 11 adds the nitrogen
being present throughout the first film. Again, I just want to make
sure that you agree that composed of as used in that claim
limitation would be properly construed to mean consisting
essentially of as set forth in the MPEP section that we read, Exhibit
2012.

A Yes.

The testimony is relevant to the issue of claim construction. The testimony
contradicts Petitioner’s argument that “composed of” does not mean “consisting
essentially of.” Reply, Paper 19, p. 6. The testimony also supports Patent Owner’s
claim construction (PO Response, Paper 14, pp. 12-13), and evidences how a
POSITA would have understood and construed “composed of” as recited in the
Claims.

Observation No. 4:

In Exhibit 2044, on pp. 115:1-116:15, the witness testified that the district
court’s claim construction of a film being composed of crystalline metal containing
nitrogen therein, which in pertinent part states that “the first film consists
essentially of a mixture of crystalline or polycrystalline metal with nitrogen
throughout” looks reasonable:

Q Okay. Do you disagree with the court’s construction?
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A As Isaid, I didn’t analyze it in depth, but offhand it looks reasonable.
Id., p. 116:12-15.

The testimony is relevant to Petitioner’s arguments regarding claim
construction. Petitioner’s Reply, Paper 19, pp. 2-6. The testimony is relevant
because it contradicts Petitioner’s claim construction arguments, and supports
Patent Owner’s claim construction arguments. PO Response, Paper 14, pp. 8-19.

Observation No. 5:

In Exhibit 2044, on pp. 48:6-51:12, the witness testified that “consisting
essentially of” means that the material can consist of what’s specified in the claim
limitations and other components which do not impact those limitations, and that
amorphous tantalum nitride added to a film composed of crystalline metal
containing nitrogen therein would impact the properties of the film:

Q Do you understand what the definition here of consisting
essentially of means?

A Yes.

Q And what does it mean to you that it limits the scope of the
claim to the specified materials or steps and those that do not
materially affect the basic and novel characteristics of the claimed
invention?

MR. KABAKOFF: Objection, scope.

DOCKET

A R M Find authenticated court documents without watermarks at docketalarm.com.



https://www.docketalarm.com/

Nsights

Real-Time Litigation Alerts

g Keep your litigation team up-to-date with real-time
alerts and advanced team management tools built for
the enterprise, all while greatly reducing PACER spend.

Our comprehensive service means we can handle Federal,
State, and Administrative courts across the country.

Advanced Docket Research

With over 230 million records, Docket Alarm’s cloud-native
O docket research platform finds what other services can't.
‘ Coverage includes Federal, State, plus PTAB, TTAB, ITC
and NLRB decisions, all in one place.

Identify arguments that have been successful in the past
with full text, pinpoint searching. Link to case law cited
within any court document via Fastcase.

Analytics At Your Fingertips

° Learn what happened the last time a particular judge,

/ . o
Py ,0‘ opposing counsel or company faced cases similar to yours.

o ®
Advanced out-of-the-box PTAB and TTAB analytics are
always at your fingertips.

-xplore Litigation

Docket Alarm provides insights to develop a more
informed litigation strategy and the peace of mind of

knowing you're on top of things.

API

Docket Alarm offers a powerful API
(application programming inter-
face) to developers that want to
integrate case filings into their apps.

LAW FIRMS

Build custom dashboards for your
attorneys and clients with live data
direct from the court.

Automate many repetitive legal
tasks like conflict checks, document
management, and marketing.

FINANCIAL INSTITUTIONS
Litigation and bankruptcy checks
for companies and debtors.

E-DISCOVERY AND

LEGAL VENDORS

Sync your system to PACER to
automate legal marketing.

WHAT WILL YOU BUILD? @ sales@docketalarm.com 1-866-77-FASTCASE




