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I. STATEMENT OF THE PRECISE RELIEF REQUESTED 

Petitioner Breckenridge Pharmaceutical, Inc. (“Breckenridge” or the 

“Petitioner”) respectfully requests joinder pursuant to 35 U.S.C. § 315(c) and 37 

C.F.R. § 42.122(b) of the above-captioned inter partes review directed to Claims 

1-13 of U.S. Patent No. RE38,551 (hereinafter “Breckenridge IPR”) with the 

pending inter partes review concerning the same patent and the same grounds of 

invalidity in Argentum Pharmaceuticals LLC v. Research Corporation 

Technologies, Inc., Case No. IPR2016-00204 (hereinafter “Argentum IPR”), which 

was instituted on May 23, 2016 (Paper No. 19).1   

The instant Motion for Joinder on behalf of Breckenridge is consistent with 

the substance of Motion for Joinder of Claims 1-13 of the '551 patent filed on 

behalf of Mylan Pharmaceuticals Inc. in IPR2016-01101, Paper No. 3 (hereinafter 

“Mylan IPR”). To the extent the Motion for Joinder (Paper No. 3) filed on behalf 

of Mylan Pharmaceuticals Inc. in IPR2016-01101 is granted, Breckenridge 

requests this Motion for Joinder of Claims 1-13 also be granted, as the arguments 

and substance are essentially the same. Joinder is appropriate because it will 

promote efficient and consistent resolution of the validity of a single patent and 

will not prejudice any of the parties to the instituted Argentum IPR (IPR2016-
                                           
1 U.S. Patent No. RE38,551 (hereafter "the '551 patent") is purportedly assigned to 

Research Corporation Technologies, Inc. ("Patent Owner"). 
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00204) or the pending Mylan IPR (IPR2016-01101).  This Motion for Joinder is 

timely under 37 C.F.R. §§ 42.22 and 42.122(b), as it is submitted within one month 

of May 23, 2016, the date of institution of the Argentum IPR. (IPR2016-00204). 

II. STATEMENT OF MATERIAL FACTS 

1. Breckenridge is not aware of any reexamination certificates 

concerning the '551 patent, which is the subject of the Argentum IPR (IPR2016-

00204), the Mylan IPR (IPR2016-01101), and the present Breckenridge IPR 

petition. However, Breckenridge is aware of Ex Parte Reexamination Control No. 

90/013,709 involving the '551 patent that was recently ordered.  

2. On July 10, 2013, Patent Owner and others filed a complaint 

accusing Breckenridge of infringing the '551 patent. UCB, Inc., UCB Pharma 

GmbH, Research Corporation Technologies, Inc., and Harris FRC Corporation v. 

Breckenridge Pharmaceutical, Inc. and Vennoot Pharmaceuticals, LLC, C.A. No. 

1:3-cv-01211-UNA (D. Del.).   

3. On July 10, 2014, Breckenridge (as a co-Petitioner) filed a petition 

for an inter partes review of claims 1–13 of the '551 patent on different grounds 

than those in the instant Breckenridge IPR petition.  Actavis, Inc., Actavis 

Laboratories FL, Inc., Actavis Pharma, Inc., Amneal Pharmaceuticals, LLC, 

Amneal Pharmaceuticals of New York, LLC, Aurobindo Pharma LTD., Aurobindo 

Pharma USA, Inc., Breckenridge Pharmaceuticals, Inc., Vennoot Pharmaceuticals, 

f 

 

Find authenticated court documents without watermarks at docketalarm.com. 

https://www.docketalarm.com/


 

3 
 

LLC, Sandoz Pharma Global FZE, and Sun Pharmaceutical Industries, LTD. v. 

Research Corporation Technologies, Inc., IPR2014-01126 ("the Actavis IPR").   

4. On January 9, 2015, the Board declined to institute a review on the 

grounds pursued in IPR2014-01126. The grounds that were declined institution 

differ from the grounds on which joinder is sought in this motion.   

5. On November 23, 2015, Argentum filed its petition for inter partes 

review of the '551 patent. (Argentum IPR, IPR2016-00204). 

6. The Argentum IPR petition (IPR2016-00204) included eight grounds 

for challenging the validity of the '551 patent: 

Ground 1A: Claims 1 and 3-8 are Invalid under 35 U.S.C. § 102 on the 

Ground That They Are Anticipated by LeGall;  

Ground 1B: Claims 2 and 9 are Invalid under 35 U.S.C. § 103 on the Ground 

That They Are Rendered Obvious Over LeGall and the ‘729 patent;   

Ground 2A: Claims 1-9 are Invalid under 35 U.S.C. § 103 on the Ground 

That They Are Rendered Obvious Over Choi and Kohn 1991;  

Ground 2B: Claims 10-13 are Invalid under 35 U.S.C. § 103 on the Ground 

That They Are Rendered Obvious Over Choi, Kohn 1991, and the ‘729 patent;  

Ground 3A: Claims 1-9 are Invalid under 35 U.S.C. § 103 on the Ground 

That They Are Rendered Obvious Over Kohn 1991 and Silverman;  
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