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JOINDER UNDER 35 C.F.R. § 315(c) AND 37 C.F.R. §§ 42.22 and 42.122(b)

DOCKET

A R M Find authenticated court documents without watermarks at docketalarm.com.



https://www.docketalarm.com/

Motion for Joinder re Inter Partes Review |PR2016-01232
U.S. Patent No. 8,629,111

TABLE OF CONTENTS

I. STATEMENT OF PRECISE RELIEF REQUESTED .......c.ccoooiiiiiiiiiciececene
[1.  STATEMENT OF MATERIAL FACTS......oo e
1. APPLICABLE LEGAL STANDARD.......cccoiiiiieiieieteeeeesee e
V. STATEMENT OF REASONS FOR RELIEFREQUESTED ..........cccccoviiiennns

A. Joinder is Appropriate Because It Would Promote Efficient Resolution of

Identical ChallengesinaSingle Proceeding.........ccccovevieeicennenneenie e
B. No New Grounds of Unpatentability .........ccccccererriiniienninnn e
C. Nolmpact ontheTrial Schedule ..o
D. How Briefing and Discovery May be Simplified ...,

V. CONCLUSION ..ot n e

DOCKET

A R M Find authenticated court documents without watermarks at docketalarm.com.



https://www.docketalarm.com/

Motion for Joinder re Inter Partes Review |PR2016-01232
U.S. Patent No. 8,629,111

. STATEMENT OF PRECISE RELIEF REQUESTED

Petitioner Argentum Pharmaceuticals LLC (“Argentum”) submitsthis
Motion for Joinder under 35 U.S.C. § 315(c) and 37 C.F.R. 88 42.22 and
42.122(b), together with a Petition for Inter Partes Review of U.S. Patent No.
8,629,111. Argentum requests joinder of the instant PR proceeding with an IPR
filed by Mylan Pharmaceuticals Inc. (“Mylan™) involving the same patent claims
and the same grounds of unpatentability. Mylan Pharms. Inc. v. Allergan, Inc.,
Case |PR2016-01128 (filed June 3, 2016) (the “Mylan IPR").

Argentum’ s request for joinder istimely because it was filed before the
institution date of the Mylan IPR and, therefore, “no later than one month after the
institution date of any inter partes review for which joinder is requested.” 37
C.F.R. 8§42.122(b). See Mercedes-Benz USA, LLC v. Innovative Display Techs.
LLC, Case |PR2015-00360, lip. op. at 4 (FTAB May 22, 2015) (Paper 22)
(holding joinder motion timely, as it was filed more than one month before
institution decision); Taiwan Semiconductor Mfg. Co. v. Zond, LLC, Case
IPR2014-00781, dlip. op. at 4 (PTAB May 29, 2014) (Paper 5) (explaining that pre-
institution joinder movant “should indicate whether it would withdraw non-
instituted grounds of unpatentability should the Board institute an inter partes
review with less than all of the asserted grounds of unpatentability in [the earlier-

filed, not-yet-instituted | PR] proceedings’).
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1.  STATEMENT OF MATERIAL FACTS

1. On June 3, 2016, Mylan filed an IPR petition against claims 1-27 of
U.S. Patent No. 8,629,111, which was accorded Case No. |PR2016-01128 (the
“Mylan IPR").

2. The Mylan IPR Petition asserts the following grounds of
unpatentability:

a. Ground 1: Claims 1-27 are anticipated under § 102 by Ding
'979;

b. Ground 2: Claims 1-27 are obvious under Ding ' 979 and Sall;
and

c. Ground 3: Claims are obvious under 8103 over Ding ’ 979, Sall,
and Acheampong.

3. Today, concurrent with the instant motion for joinder, Argentum filed
an | PR petition that was accorded Case No. IPR2016-01232, asserting the same
grounds of unpatentability against the same patent claims asin the Mylan IPR. As
stated in Argentum’s IPR Petition and in this motion, Argentum iswilling to
withdraw any grounds of unpatentability that the Board deniesin the Mylan IPR
Petition.

4, Argentum’s IPR Petition is substantively identical to Mylan's IPR

Petition and includes all the same exhibits as those filed in the Mylan IPR, except
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for additional Exhibits 1025-1026 and the “ Additional Arguments And/Or
Reasoning” section of Argentum’s PR Petition. Asstated in Argentum’s PR
Petition and in this motion, Argentum is willing to withdraw Exhibits 1025-1026
and the “Additional Arguments And/Or Reasoning” section to facilitate joinder If
the Board deems such awithdrawal necessary in order to join the two proceedings.
[11. APPLICABLE LEGAL STANDARD

The Leahy-Smith America Invents Act (AlA) givesthe Board discretion to
join any person as a party to another petitioner’sIPR. 35 U.S.C. 8 315(c). In
deciding whether to exercise its discretion, the Board considers factors including:
(1) the movant’ s reasons why joinder is appropriate; (2) whether the new petition
presents any new grounds of unpatentability; (3) what impact, if any, joinder would
have on the trial schedule for the existing review; and (4) how briefing and
discovery may be simplified. Dell Inc. v. Network-1 Security Solutions, Inc., Case
IPR2013-00385, lip. op. at 4 (PTAB July 29, 2013) (Paper 17).
IV. STATEMENT OF REASONSFOR RELIEFREQUESTED

A. Joinder isAppropriate Because It Would Promote Efficient Resolution
of Identical Challengesin a Single Proceeding

Joinder is appropriate here because it is the most expedient way to secure the

just, speedy, and inexpensive resolution of two related proceedings involving the

same patent in asingle inter partesreview. See 35 U.S.C. § 316(b); 37 C.F.R.

DOC KET

A R M Find authenticated court documents without watermarks at docketalarm.com.



https://www.docketalarm.com/

Nsights

Real-Time Litigation Alerts

g Keep your litigation team up-to-date with real-time
alerts and advanced team management tools built for
the enterprise, all while greatly reducing PACER spend.

Our comprehensive service means we can handle Federal,
State, and Administrative courts across the country.

Advanced Docket Research

With over 230 million records, Docket Alarm’s cloud-native
O docket research platform finds what other services can't.
‘ Coverage includes Federal, State, plus PTAB, TTAB, ITC
and NLRB decisions, all in one place.

Identify arguments that have been successful in the past
with full text, pinpoint searching. Link to case law cited
within any court document via Fastcase.

Analytics At Your Fingertips

° Learn what happened the last time a particular judge,

/ . o
Py ,0‘ opposing counsel or company faced cases similar to yours.

o ®
Advanced out-of-the-box PTAB and TTAB analytics are
always at your fingertips.

-xplore Litigation

Docket Alarm provides insights to develop a more
informed litigation strategy and the peace of mind of

knowing you're on top of things.

API

Docket Alarm offers a powerful API
(application programming inter-
face) to developers that want to
integrate case filings into their apps.

LAW FIRMS

Build custom dashboards for your
attorneys and clients with live data
direct from the court.

Automate many repetitive legal
tasks like conflict checks, document
management, and marketing.

FINANCIAL INSTITUTIONS
Litigation and bankruptcy checks
for companies and debtors.

E-DISCOVERY AND

LEGAL VENDORS

Sync your system to PACER to
automate legal marketing.

WHAT WILL YOU BUILD? @ sales@docketalarm.com 1-866-77-FASTCASE




