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I.  The Board both overlooked and misapprehended arguments about
Kitazoe cannot show the only when behavior

Petitioners ask the Board to continue to overlook and misapprehend Patent
Owner’s argument that Petitioners had the burden to show that when Kitazoe had
stored Msg3 buffer data and received a UL Grant on the PDCCH, it did not
transmit the stored Msg3 buffer data. Indeed, Petitioners assert that the Board
considered this argument when it relied upon disclosures in Kitazoe that message 3
Is only transmitted when a random access response is received. Opp. at 2-9. That
Is not Patent Owner’s argument, much less the claim limitation.

As Patent Owner argued in its Response, under the properly adopted
construction of “if” in limitations 1(e) and 7(e) of the challenged claims,
Petitioners were required to show that in all circumstances Kitazoe allegedly
disclosed that stored Msg 3 buffer data would be sent “only when” the claim
limitations were true. Res. at 38-42. Importantly, the challenged claims do not
claim merely transmitting message 3. Rather, they claim what data should be
transmitted in certain situations, either stored Msg3 buffer data or new data. EXx.
1001 at 16:50-18:54.

Petitioners’ entire opposition rests on the premise that the Board considered
and rejected Patent Owner’s argument because Kitazoe explicitly defined message
3 to only be sent in response to a random access response. Opp. at 2. That premise

Is irrelevant because the challenged claims do not claim sending of message 3.
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Rather, as argued by Patent Owner, the claims are directed transmitting certain
data, stored Msg3 buffer data or new data, in certain situations. Res. 38-42. Thus,
Petitioners’ premise is wrong. Petitioners’ reliance on an incorrect premise
demonstrates that: one, the Board overlooked and/or misapprehended Patent
Owner’s argument; and two, the only conclusion that can be reached upon
consideration of the argument is to find the challenged claims patentable.

Il. Kitazoe’s Disclosure Regarding Transmitting Message 3 Does Not

Disclose Transmitting Stored Msg 3 Buffer Data “Only When” the
Claimed Conditions are True.

The Board misapprehended Patent Owner’s argument by focusing on
Kitazoe’s definition of message 3. As Patent Owner argued, Petitioners were
required to show that the Kitazoe disclosed that in all circumstances the stored
Msg 3 buffer data would be transmitted only when the two claimed limitations
were true. Res. at 38. The definition of message 3 in Kitazoe offers no disclosure
as to what data is included in the message 3, much less that stored Msg 3 buffer
data will be sent only when the two claimed limitations are true. FWD at 32; Ex.
1005 at 8:32-35. This disclosure cited by Petitioners and relied upon by the Board
only discloses that message 3 is sent in response to a random access response.
That simply is not the claim limitation at issue here.

In other words, the definition of Kitazoe offers no disclosure that stored Msg

3 buffer data will be sent in its message 3 or that new data would be sent in the
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message 3. There simply is no link that the message 3 in Kitazoe only includes
stored Msg 3 buffer data. While Petitioners are notably silent on this key issue in
their opposition brief and Petition, such proposed linkage would not address
whether the message 3 in Kitazoe could ever include new data when there was no
stored Msg 3 buffer data as required by the claims under the Board’s construction.
Moreover, Kitazoe’s definition of message 3 does not preclude sending
stored Msg 3 buffer data in response to an UL Grant received on the PDCCH as
argued by Patent Owner. Nowhere in Kitazoe, or in the Petition, does Kitazoe
disclose it would not transmit a message with the stored Msg 3 buffer data when
the device receives the UL Grant on the PDCCH in Patent Owner’s hypothetical as

shown below in 404:
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Res. at 40.

DOCKET

A R M Find authenticated court documents without watermarks at docketalarm.com.



https://www.docketalarm.com/

Nsights

Real-Time Litigation Alerts

g Keep your litigation team up-to-date with real-time
alerts and advanced team management tools built for
the enterprise, all while greatly reducing PACER spend.

Our comprehensive service means we can handle Federal,
State, and Administrative courts across the country.

Advanced Docket Research

With over 230 million records, Docket Alarm’s cloud-native
O docket research platform finds what other services can't.
‘ Coverage includes Federal, State, plus PTAB, TTAB, ITC
and NLRB decisions, all in one place.

Identify arguments that have been successful in the past
with full text, pinpoint searching. Link to case law cited
within any court document via Fastcase.

Analytics At Your Fingertips

° Learn what happened the last time a particular judge,

/ . o
Py ,0‘ opposing counsel or company faced cases similar to yours.

o ®
Advanced out-of-the-box PTAB and TTAB analytics are
always at your fingertips.

-xplore Litigation

Docket Alarm provides insights to develop a more
informed litigation strategy and the peace of mind of

knowing you're on top of things.

API

Docket Alarm offers a powerful API
(application programming inter-
face) to developers that want to
integrate case filings into their apps.

LAW FIRMS

Build custom dashboards for your
attorneys and clients with live data
direct from the court.

Automate many repetitive legal
tasks like conflict checks, document
management, and marketing.

FINANCIAL INSTITUTIONS
Litigation and bankruptcy checks
for companies and debtors.

E-DISCOVERY AND

LEGAL VENDORS

Sync your system to PACER to
automate legal marketing.

WHAT WILL YOU BUILD? @ sales@docketalarm.com 1-866-77-FASTCASE




