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L. Introduction

Patent Owner’s Request for Rehearing (Paper 28, hereinafter the “Request”)
should be denied because neither of the two bases for rehearing identified by the
Request is sustainable.

First, contrary to Patent Owner’s allegations, the Board did not overlook
Patent Owner’s hypothetical modification of Kitazoe’s disclosure, or that
hypothetical’s introduction of an additional UL grant. Rather, the Decision
directly addressed the hypothetical, noting expressly that the hypothetical’s
addition of a UL grant contradicted disclosure from Kitazoe. See Decision, pp. 32-
34.

Second, while Patent Owner attempts to demonstrate that the Board
misapprehended its flawed argument that Kitazoe “does not create the conditions
that test the only when behavior” of the *236 patent claims, the record also belies
this argument. The Decision shows how the Board sagely embraced Kitazoe’s
express definition of “message 3 (which the Request and, notably, the Patent
Owner Response fails to even mention) as teaching the “only when behavior.” See
Decision, pp. 32-34. In doing so, the Board demonstrated its understanding of the

argument; it just simply, and correctly, found the argument uncompelling.
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The Request fails to show that the Decision overlooked or misapprehended
any argument. Accordingly, the Board should deny Patent Owner’s Request for
Rehearing in full.

II. In arguing that the Board overlooked and misapprehended arguments

about Kitazoe, Patent Owner conveniently ignores the Decision’s
acknowledgement of Kitazoe’s express definition of “message 3”

Without equivocation, the Decision expressly credits Kitazoe as defining, for
the purposes of its disclosure, the term message 3 as a message that is “sent only
when the random access response is received.” Decision, p. 32 (emphasis added)
(citing Kitazoe, 8:32-35 (“the term ‘message 3’ refers to the scheduled
transmission sent by the access terminal to [the] base station [] as granted by the
random access response message from [the] base station.”) (emphasis added)
(cited at Petition, p.43); Wells, 4 98). The Request for Rehearing simply ignores
the Decision’s reliance on Kitazoe’s definition of “message 3” or the Decision’s
discussion of the clear inconsistency between Kitazoe’s disclosure and Patent
Owner’s hypothetical. As described below, these aspects of the decision make
clear that the Board addressed both arguments identified in the Request and rightly
found each wanting; it did not misapprehend or overlook anything about Kitazoe,

as Patent Owner contends.

DOCKET

A R M Find authenticated court documents without watermarks at docketalarm.com.



https://www.docketalarm.com/

Proceeding No.: IPR2016-01228
Attorney Docket: 00035-00091P1

III. The Board did not overlook Patent Owner’s argument that its
hypothetical example of an additional PDCCH UL Grant is grounded in
the °236 patent’s specification

Patent Owner argues that the “the Board overlooked the Patent Owner’s
argument that the additional PDCCH UL Grant was ‘the very grant that was
contemplated by the inventors of the *236 [patent].”” Request, p. 11. The Board
did not overlook this argument. To the contrary, the Decision plainly demonstrates
that the Board clearly considered the argument in correctly holding Patent Owner’s
hypothetical to be inconsistent with Kitazoe’s disclosure, and therefore contrived.
See Decision, p. 34.

The Decision addresses Patent Owner’s hypothetical modification of
Kitazoe. In particular, the Decision acknowledges two specific contentions by
Patent Owner: (1) that “Kitazoe takes a narrow view of what can occur during a
random access procedure” and (2) that Kitazoe “‘does not consider the more

complex case’ in which a ‘UL Grant is not in a random access response message

but is instead contained in a PDCCH communication.”” Id. at pp. 33-34 (emphasis

added) (quoting POR, pp. 40-41). As to the second contention, the Decision

remarks, “[i]n such a ‘more complex case,” Patent Owner argues, ‘the Msg3 buffer

data is sent responsive to a [different message], an UL Grant not in a random

299

access response.’” Decision, p. 34 (emphasis added). Yet, Patent Owner contends

that the Board overlooked inserting a “UL Grant... in a PDCCH communication”
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to yield an “additional PDCCH UL Grant.” See Request, p. 11. This position is
unsupportable.

The Board correctly found that Patent Owner’s hypothetical directly
contradicts Kitazoe’s express definition of a “message 3” (discussed above).
Decision, pp. 32, 34. Indeed, as the Board recognized in the Decision, sending
Kitazoe’s message 3 using “an UL Grant not in a random access response,” as
proposed in Patent Owner’s hypothetical, is contrary to the Kitazoe’s definition of
“message 3,” as Kitazoe is clear that it sends its message 3 data only “as granted

by the random access response message.” Decision, p. 32 (citing Petition, p. 42;

Kitazoe, 8:32-35; Wells, 49 98). Thus, it is not sent using UL grants from other
received messages. Id.

The Decision also found that Patent Owner “hypothesize[d] a system that is
more complex than Kitazoe.” Decision, p. 34. To this point, the Decision
disapproved of Patent Owner’s conjuring of a hypothetical that mended together
features of Kitazoe with those of a purported background system—rather than the
claims—of the 236 patent. Decision, p. 34 (citing to Patent Owner Response at
pp. 40-41, which compare Fig. 7 of Kitazoe with the background system of Fig.8
of the ‘236 Patent). The Decision noted that this contrived hypothetical was both
contrary to Kitazoe’s express disclosure and ineffective at demonstrating Kitazoe’s

lack of satisfaction of the claims of the *236 patent. Decision, p. 34. To this later

DOCKET

A R M Find authenticated court documents without watermarks at docketalarm.com.



https://www.docketalarm.com/

Nsights

Real-Time Litigation Alerts

g Keep your litigation team up-to-date with real-time
alerts and advanced team management tools built for
the enterprise, all while greatly reducing PACER spend.

Our comprehensive service means we can handle Federal,
State, and Administrative courts across the country.

Advanced Docket Research

With over 230 million records, Docket Alarm’s cloud-native
O docket research platform finds what other services can't.
‘ Coverage includes Federal, State, plus PTAB, TTAB, ITC
and NLRB decisions, all in one place.

Identify arguments that have been successful in the past
with full text, pinpoint searching. Link to case law cited
within any court document via Fastcase.

Analytics At Your Fingertips

° Learn what happened the last time a particular judge,

/ . o
Py ,0‘ opposing counsel or company faced cases similar to yours.

o ®
Advanced out-of-the-box PTAB and TTAB analytics are
always at your fingertips.

-xplore Litigation

Docket Alarm provides insights to develop a more
informed litigation strategy and the peace of mind of

knowing you're on top of things.

API

Docket Alarm offers a powerful API
(application programming inter-
face) to developers that want to
integrate case filings into their apps.

LAW FIRMS

Build custom dashboards for your
attorneys and clients with live data
direct from the court.

Automate many repetitive legal
tasks like conflict checks, document
management, and marketing.

FINANCIAL INSTITUTIONS
Litigation and bankruptcy checks
for companies and debtors.

E-DISCOVERY AND

LEGAL VENDORS

Sync your system to PACER to
automate legal marketing.

WHAT WILL YOU BUILD? @ sales@docketalarm.com 1-866-77-FASTCASE




