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INTER PARTES REVIEWS  
U.S. PATENT NOS. 9,179,005 & 8,542,815 

Apple Inc. v. Voip-Pal.com, Inc. 
Case IPR2016-01198; U.S. Patent No. 9,179,005 
Case IPR2016-01201; U.S. Patent No. 8,542,815 
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INSTITUTED GROUNDS 

Petitioner’s DX-2   

•  IPR2016-01198: 
•  Claims 1, 24-26, 49, 50, 73-39, 83, 84, 88, 89, 92, 94-96, 98, and 99 (“’005 Challenged 

Claims”) over Chu ’684 and Chu ’366 
•  ‘005 Challenged Claims over Chu ’684 and Chen 

•  IPR2016-01201: 
•  Claims 1, 7, 27, 28, 34, 54, 72-74, 92, 93, and 111 (“’815 Challenged Claims”) over Chu 

’684 and Chu ’366 
•  ‘815 Challenged Claims over Chu ’684 and Chen 

•  PO’s Challenges in Response (Both Proceedings) 
•  Challenged Claims are not obvious in view of either combination 
•  Chu ’366 and Chen are not prior art because the claimed invention was actually 

reduced to practice on June 6, 2005 

IPR2016-01198: Paper 6, Institution Decision at 31; Paper 17, Response at 4, 47, and 48 
IPR2016-01201: Paper 6, Institution Decision at 32; Paper 17, Response at 4, 38, and 39 
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‘005 & ‘815 PATENTS  
(“CHALLENGED PATENTS”) 

Petitioner’s DX-3   Ex. 1001 at Abstract 
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CHALLENGED PATENTS – MAIN CONCEPTS 

Petitioner’s DX-4   Ex. 1001 at Abstract, FIGS. 1 and 8B (both proceedings) 

•  VoIP-based caller can place calls to destinations on 
either private network (IP-based callee) or public 
network (PSTN-based callee)  

•  Caller information (“caller attributes,” e.g., country 
code, area code, etc.) is used to reformat dialed digits 
into E.164 compliant number  

•  Reformatted number is used to determine whether 
routing messages should be generated identifying (1) a 
network address on the private network or (2) a 
gateway to the public network  
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PATENT PROSECUTION FOCUSED ON SINGLE 
REFERENCE THAT LACKED REFORMATTING 

Petitioner’s DX-5

• ‘005 Prosecution
• “Alexander is completely silent as to performing any functions related

to the caller or caller dialing profile and only locates a callee
telephone number.”
• IPR2016-01198, Ex. 1002, Office Action Response dated May 15, 2015 at

792-93 (emphasis in original).
• Examiner agreed that “Alexander fails to teach claimed limitations of

determingng (sic) if a calling attribute meets (matches) a portion of a
callee's identifier, and producing a routing message accordingly.”
• Id., Interview Summary dated June 2, 2015 at 768

• ‘815 Prosecution
• Alexander “simply looks up the callee number [and] fails to disclose or

suggest any criteria that are used in conjunction with the comparison
involving calling attributes . . . to classify a call.”
• IPR2016-01201, Ex. 1002, Office Action Response dated April 29, 2013, at

96-129

IPR2016-01198 & IPR2016-01201 
Apple EX1018

f 

 

Find authenticated court documents without watermarks at docketalarm.com. 

https://www.docketalarm.com/


Real-Time Litigation Alerts
  Keep your litigation team up-to-date with real-time  

alerts and advanced team management tools built for  
the enterprise, all while greatly reducing PACER spend.

  Our comprehensive service means we can handle Federal, 
State, and Administrative courts across the country.

Advanced Docket Research
  With over 230 million records, Docket Alarm’s cloud-native 

docket research platform finds what other services can’t. 
Coverage includes Federal, State, plus PTAB, TTAB, ITC  
and NLRB decisions, all in one place.

  Identify arguments that have been successful in the past 
with full text, pinpoint searching. Link to case law cited  
within any court document via Fastcase.

Analytics At Your Fingertips
  Learn what happened the last time a particular judge,  

opposing counsel or company faced cases similar to yours.

  Advanced out-of-the-box PTAB and TTAB analytics are  
always at your fingertips.

Docket Alarm provides insights to develop a more  

informed litigation strategy and the peace of mind of 

knowing you’re on top of things.

Explore Litigation 
Insights

®

WHAT WILL YOU BUILD?  |  sales@docketalarm.com  |  1-866-77-FASTCASE

API
Docket Alarm offers a powerful API 
(application programming inter-
face) to developers that want to 
integrate case filings into their apps.

LAW FIRMS
Build custom dashboards for your 
attorneys and clients with live data 
direct from the court.

Automate many repetitive legal  
tasks like conflict checks, document 
management, and marketing.

FINANCIAL INSTITUTIONS
Litigation and bankruptcy checks 
for companies and debtors.

E-DISCOVERY AND  
LEGAL VENDORS
Sync your system to PACER to  
automate legal marketing.


