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Today, the Federal Circuit, vacated-in-part and remanded the Patent Trial and Appeal Board’s
obviousness determination regarding a Securus Technologies patent directed to systems and
methods for reviewing conversation data for certain events and bookmarking portions of the
recording when something of interest is said, finding that the Board failed to provide any
explanation for its decision with respect to certain challenged claims.

Securus Techs., Inc. v. Global Tel*Link Corp. (Appeal Nos. 2016-1992 and -1993) involved the appeal of
two inter partes review (“IPR”) proceedings initiated by Global Tel*Link Corp. against Securus
Technologies, Inc.’s U.S. Patent No. 7,860,222 (the “’222 Patent”). The Board issued a Final Written
Decision in both IPRs, finding all claims of the ’222 Patent unpatentable as obvious over the cited
prior art references. In finding some of the dependent claims to be obvious, the Board provided only
a generic sentence: “After consideration of the language recited in the [the claims], the Petition,
the Patent Owner Response, and the Petitioner’s Reply, as well as the relevant evidence discussed in
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those papers, we find that one of ordinary skill in the art [“POSITA”] would have considered these
dependent claims obvious over [the asserted art].” Slip Op. at 5-6.

On appeal, Securus argued, among other things, that the Board failed to articulate any reason
supporting its decision that certain dependent claims were unpatentable. The Federal Circuit
agreed.

The Court first reiterated that the Board must “make the necessary findings and have an adequate
evidentiary basis for its findings” and “examine the relevant data and articulate a satisfactory
explanation for its action including a rational connection between the facts found and the choice
made.” Slip Op. at 13-14 (internal citations omitted). While perfect explanations are not required,
“it is not adequate to summarize and reject arguments without explaining why the [Board] accepts
the prevailing argument.” Id. at 14. That is, the “Board must provide some reasoned basis for
finding the claims obvious in order to permit meaningful review by this court.” Id. As such, the
Federal Circuit held that the Board’s failure to provide any reasoning for its decision that certain
dependent claims were unpatentable was insufficient and, therefore, remanded the case for further
proceedings.

This case highlights the importance of the Board to adequately explain its findings. Practitioners
should take extra care in reviewing decisions by the Board in post-grant review proceedings to
ensure all of the Board’s findings are adequately explained, as a failure by the Board to provide
adequate explanations could create an issue ripe for appeal.

©1994-2018 Mintz, Levin, Cohn, Ferris, Glovsky and Popeo, P.C. All Rights Reserved.

PRINTER-FRIENDLY EMAIL THIS ARTICLE

DOWNLOAD PDF REPRINTS & PERMISSIONS

RELATED ARTICLES
Federal Circuit Lifts Bar on Judicial Review of PTAB Time-Bar Determinations
PTO Litigation Report — January 11, 2018

Will the Sharing Economy Extend to Automotive Patents?

Advertisement

DOCKET

A R M Find authenticated court documents without watermarks at docketalarm.com.



https://www.docketalarm.com/

Federal Circuit to PTAB: No Short Cuts Allowed | The National Law Review Page 3 of 5

TRENDING LEGAL ANALYSIS

By Ballard Spahr LLP

NAS Emerging Science Committee Holds

Workshop on Genome Editing Tools
By Bergeson & Campbell, P.C.

New Year's Resolution #5: Four Employee

Benefits Resolutions for 2018!
By Mintz, Levin, Cohn, Ferris, Glovsky and Popeo, P.C.

Court dismisses defendants’ counterclaims

against CFPB for fees and expenses
By Ballard Spahr LLP

Department of Labor Scraps Prior Unpaid

Intern Test and Adopts More Flexible Approach
By Covington & Burling LLP

Taesce e 11 AN TN TAT=1Y X7 e AR . s _T1la._ T

Advertisement

DOCKET

A R M Find authenticated court documents without watermarks at docketalarm.com.



https://www.docketalarm.com/

Federal Circuit to PTAB: No Short Cuts Allowed | The National Law Review Page 4 of 5

Advertisefnent

MAX DEDUCTIONS,
BIGGER REFUND.

Get yours.

DOCKET

A R M Find authenticated court documents without watermarks at docketalarm.com.



https://www.docketalarm.com/

Federal Circuit to PTAB: No Short Cuts Allowed | The National Law Review Page 5 of 5

THE

NATIONAL LAW REVIEW
ANTITRUST LAW HEALTH CARE LAW
BANKRUPTCY & RESTRUCTURING IMMIGRATION
BIOTECH, FOOD, & DRUG INTELLECTUAL PROPERTY LAW
BUSINESS OF LAW INSURANCE
ELECTION LABOR & EMPLOYMENT
CONSTRUCTION & REAL ESTATE LITIGATION
ENVIRONMENTAL & ENERGY MEDIA & FCC
FAMILY, ESTATES & TRUSTS PUBLIC SERVICES, INFRASTRUCTURE,
FINANCIAL, SECURITIES & BANKING TRANSPORTATION
GLOBAL WHITE COLLAR CRIME & CONSUMER RIGHTS

LAW STUDENT WRITING COMPETITION SIGN UP FORNLRBULLETINS TERMS OF USE PRIVACY POLICY FAQS

You are responsible for reading, understanding and agreeing to the National Law Review's (NLR’s) and the National
Law Forum LLC's Terms of Use and Privacy Policy before using the National Law Review website. The National Law
Review is a free to use, no-log in database of legal and business articles. The content and links on
www.NatLawReview.com are intended for general information purposes only. Any legal analysis, legislative updates
or other content and links should not be construed as legal or professional advice or a substitute for such advice. No
attorney-client or confidential relationship is formed by the transmission of information between you and the
National Law Review website or any of the law firms, attorneys or other professionals or organizations who include
content on the National Law Review website. If you require legal or professional advice, kindly contact an attorney or
other suitable professional advisor.

Some states have laws and ethical rules regarding solicitation and advertisement practices by attorneys and/or other
professionals. The National Law Review is not a law firm nor is www.NatLawReview.com intended to be a referral
service for attorneys and/or other professionals. The NLR does not wish, nor does it intend, to solicit the business of
anyone or to refer anyone to an attorney or other professional. NLR does not answer legal questions nor will we refer
you to an attorney or other professional if you request such information from us.

Under certain state laws the following statements may be required on this website and we have included them in order
to be in full compliance with these rules. The choice of a lawyer or other professional is an important decision and
should not be based solely upon advertisements. Attorney Advertising Notice: Prior results do not guarantee a similar
outcome. Statement in compliance with Texas Rules of Professional Conduct. Unless otherwise noted, attorneys are
not certified by the Texas Board of Legal Specialization, nor can NLR attest to the accuracy of any notation of Legal
Specialization or other Professional Credentials.

The National Law Review - National Law Forum LLC 4700 Gilbert Ave. Suite 47 #230 Western Springs, IL 60558
Telephone (708) 357-3317 If you would ike to contact us via email please click here.

Copyright ©2018 National Law Forum, LLC

DOCKET

A R M Find authenticated court documents without watermarks at docketalarm.com.



https://www.docketalarm.com/

