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I. INTRODUCTION 

Inter partes review is respectfully requested of claims 1, 6, 15, 17, 18, 31 

and 34 (the “Challenged Claims”) of U.S. Patent No. 8,504,746 (“the ’746 Patent”) 

(Ex. 1003).  

The ’746 Patent is part of a chain of applications dating back to 1997, which 

were acquired by Papst Licensing GmbH & Co., KG (“Papst” or the “Patent 

Owner”) in 2006.  Papst has filed multiple patent infringement suits against Peti-

tioners.  During the past decade in which those patent infringement suits have been 

pending, Papst has continued to serially file continuation applications in an attempt 

to broaden the claims of its patents and capture Petitioners’ accused products.   

But the patent family to which the ’746 Patent belongs does not cover the 

technology that Papst has accused of infringement.  Thus, Papst presented claims 

to the Patent Office through numerous applications in the family, that are broad in 

scope, go beyond what is disclosed in its specification and read directly on the 

prior art.  Because of this, it took over fifteen years to prosecute the many applica-

tions in the family, and during that time, Papst presented hundreds of different 

claims for consideration and submitted dozens of different amendments. 

Papst primarily cited and focused solely on distinguishing digital camera 

prior art over the course of prosecution.  This resulted in the Examiner citing digi-

tal camera prior art almost exclusively in his examination.  Because of the focus on 
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