Dr. Thomas E. Sawyer
3626 E. Little Cottonwood Lane
Sandy, Utah 84092

October 23, 2017

The Honorable David P. Ruschke

Chief Judge for the Patent Trial and Appeal Board
Patent Trial and Appeal Board

P.O. Box 1450

Alexandria, VA 22313-1450

Joseph Matal

Acting Director of the USPTO
P.O. Box 1450

Alexandria, VA 22313-1450

Dear Judge Ruschke and Mr. Matal,

Having dedicated much of my life to public service, including having had the honor to serve four
US presidential administrations, | well understand the difficulties you each face on a daily basis.
As public servants, we have the utmost responsibility to preserve our shared values and protect
America’s position of prominence in the world. The world has always looked up to the United
States as a symbol of freedom, democracy, and justice.

As the media has extensively reported, the passage of the America Invents Act, which brought
about the PTAB and the IPR, was the direct result of years of aggressive lobbying and large
financial contributions to politicians by the Silicon Valley and pharmaceutical industry. | am
disturbed that large private corporations may have exercised undue influence on an agency
which was intended to stimulate and protect the inventive process.

Over the last several months, | have participated in a series of meetings and consultations with
attorneys for Voip-Pal, a software development company for which I served as CEO for several
years, and for which I continue to serve as an adviser. Their perceptions suggest very serious
concerns that the Patent Trial and Appeals Board (PTAB) and implementation of the Inter Partes
Review (IPR) process have deviated far from the initial purposes of the America Invents Act.
The shared perception of the attorneys was that the administration of the process has included
practices leading to results that are inequitably administered and anticompetitive.

However, before sharing my concerns, | wish to express thanks for the conscientious and capable
Patent Examiners with whom the Voip-Pal engineers have had the opportunity to work. They
have reported that the examiners have been skillful and unbiased. Given this very positive
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experience, | am frustrated to have to share my concerns about some most unfortunate matters
concerning the Patent Trial and Appeals Board.

I am aware that the United States Supreme Court has recently granted a Writ of Certiorari in the
Oil States Energy Services LLC v. Greene’s Energy Group, LLC, which challenges the
constitutionality of the PTAB and its IPR process. As those issues are before the Supreme Court,
I will not share the concerns that | heard that are fundamentally constitutional in nature, but there
are additional concerns, some of which may impact constitutional issues, but which were
primarily discussed in the context of possible civil litigation against the USPTO and the
individual administrators and judges who have allegedly engaged in behavior that may
support a civil Racketeering Influenced and Corrupt Organizations Act (RICO) action.

I sincerely hope that these concerns are ill-founded, as | believe that perceptions of collusion and
misrepresentation would greatly weaken the trust of our citizens and harm the image of the
United States in the eyes of the world. My hope is that this letter will provide you notice of their
concerns and prompt a discussion that will lead to a satisfactory resolution for all parties. (So
that my letter would be clear, | asked my legal colleagues to identify the sections of the law that
they feel have been offended by the current implementation of the PTAB.)

I. Racketeering Influenced and Corrupt Organizations Act (RICO)

a. The first concern they shared with me involved actions that appear to violate the
Racketeering Influenced and Corrupt Organizations Act (RICO). Racketeering is
defined in U.S. Code > Title 18 > Part | > Chapter 95 > § 1951 as:

(a) Whoever in any way or degree obstructs, delays, or affects commerce or the
movement of any article or commodity in commerce, by robbery or extortion or
attempts or conspires so to do, or commits or threatens physical violence to any
person or property in furtherance of a plan or purpose to do anything in violation of
this section shall be fined under this title or imprisoned not more than twenty years, or
both. [Emphasis added.]

(b) As used in this section—

@ ...

(2) The term “extortion” means the obtaining of property from another, with his
consent, induced by wrongful use of actual or threatened force, violence, or
fear, or under color of official right. [Emphasis added.]

(3) The term “commerce” means commerce within the District of Columbia, or
any Territory or Possession of the United States; all commerce between any
point in a State .... [Emphasis added.]

b. The attorneys explained that any criminal action against any of the involved parties
could only be initiated by federal police authorities. However, they indicated that 18
U.S.C. 8§ 1964(c) allows civil suits for:
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Any person injured in his business or property by reason of a violation of
section 1962 of this chapter may sue therefor in any appropriate United States
district court and shall recover threefold the damages he sustains and the cost of
the suit, including a reasonable attorney’s fee... [emphasis added].

c. The basis for such civil suit could involve:

I. Wrongly invalidating patents is anti-competitive and restrains trade, since
patents that are invalidated may no longer be used in commerce.
Consequently, the PTAB “obstructs, delays, or affects commerce or the
movement of any article or commodity in commerce.”

ii. Extortion is defined as “obtaining of property ... under color of official
right.”* The wrongful invalidation of patents occurs “under color of
official right.” Therefor the process of having an inventor pay for filing,
searching, examination, and issuing fees, and then having the benefit of any
of those fees taken away by the same agency invalidating the patent
constitutes “obtain[ing] of property under color of official right.”

An additional claim might involve fraudulent misrepresentation due to the
illusory benefit received from the fees charged to the patent holder by the
(USPTO) for filing, examining, and issuing the patent. This same agency then
charges additional fees for institution of IPR, which in most cases, results in
the cancellation of the originally issued claims from the same agency.

d. Inthat regard, several attorneys referred, with approbation, to a statement by Randall
Rader, then Chief Judge of the Federal Circuit Court, who presciently described the
current USPTO in a 2013 address to the American Intellectual Property Law
Association as, “An agency with 7,000 people giving birth to property rights, and
then you’ve got, in the same agency, 300 or so people on the back end . . . acting as
death squads, kind of killing property rights.”

e. After discussing the alleged fraud described in number 1, above, there was additional
discussion by the attorneys about the role of the Circuit Court of Appeals for the
Federal Circuit in remedying the due process deficits. The history of the AIA
suggests that the appeal process was intended to “cure” any of the due process lapses
of the PTAB. That was countered by a recent article that showed that, given the
huge increase in patent appeals since the advent of the PTAB, the vast majority of
appeals of IPR decisions are disposed of by the court, based upon local “rule 36”
which allows the court to deal with an appeal with a single word, “affirmed,” without
any discussion of arguments by either side. While the decisions of the Federal
Circuit Court are not imputable, the knowledge that there exists little likelihood
of meaningful appeal has allowed the PTAB to make decisions with impunity.

! https://www.justice.gov/usam/criminal-resource-manual-2404-hobbs-act-under-color-official-right
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My attorney friends felt that a constitutionally flawed agency court that had no
meaningful opportunity for appeal except a Writ of Certiorari to the United States
Supreme Court, would likely be found to fail to provide even the most limited semblance
of “appellate review.”

Il. Manipulating Judicial Panels to Protect a Policy Bias is a Misrepresentation of
Judicial Independence

The conversation then moved to a discussion of the practice, initiated by Undersecretary
Lee, of “stacking” the panel of PTAB judges to achieve a particular policy point of view.
The question of judicial independence is not only a constitutional issue; it may also
be seen as an unlawful misrepresentation. There are at least three oral arguments in
appeals to the Federal Circuit, in which USPTO attorneys described the practice which |
reproduce here:

1. The first is from the oral argument before the Federal Circuit Court in Yissum Research
Development Co. v. Sony Corp., where the USPTO attorney was quite frank in
acknowledging that the Director selects judges for a reconfigured panel so as to achieve a
decision opposite to that of the original panel:

PTO: And, there’s really only one outlier decision, the SkyHawke decision, and
there are over twenty decisions involving joinder where the . . . .

Judge Taranto: And, anytime there has been a seeming other-outlier you’ve
engaged the power to reconfigure the panel so as to get the result you want?
PTO: Yes, your Honor.

Judge Taranto: The Director is not given adjudicatory authority, right, under § 6
of the statute that gives it to the Board?

PTO: Right. To clarify, the Director is a member of the Board. But, your Honor
is correct. . ..

Judge Taranto: But after the panel is chosen, I’m not sure | see the authority
there to engage in case specific re-adjudication from the Director after the panel
has been selected.

PTO: That’s correct, once the panel has been set, it has the adjudicatory
authority and the . . . .

Judge Taranto: Until, in your view, it’s reset by adding a few members who will
come out the other way?

PTO: That’s correct, your Honor. We believe that’s what Alappat holds.

2. In asubsequent oral argument — Nidec v. Zhongshan — the USPTO attorney was a bit

less direct with his answer when asked the question of whether judges are selected to rule
a certain way:
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Judge Reyna: What kind of uniformity or certainty do we have in that where the
PTAB can look at a prior decision and say well we don’t like that, let’s jump back
in there and change that?

PTO: Well, ....

Judge Wallach: How does the Director choose which judge to assign to expand
the panel?

PTO: Uh, that’s provided, your Honor, by our standard operating procedure.
And, the Chief Judge actually makes that decision. And, the judges are selected
based on their technical and legal competency. And, over the years, many panels
at the Board have been expanded. In fact if you looked at the thirty . . . .

Judge Reyna: Are they selected on whether they’re going to rule in a certain way?
PTO: Uh, well, people can be placed on the panel . . . for example, the Director
can place him or herself on the panel, and certainly the Director knows how
they’re going to rule. Nidec has not said and they say at their blue brief at page
43 that they don’t challenge the independence of these judges on this panel. Um,
these judges were not selected and told to make a particular decision. If judges
could be told to make a particular decision, there would be no need to expand a
panel in the first place.

3. A third occasion where the Federal Circuit noted the issue of panel-stacking was this past
May in the en banc oral argument of WI-FI One v. Broadcom. During that oral
argument, Judge Wallach noted that on the list of “shenanigans” — see the Supreme
Court’s Cuozzo decision for more context on the “shenanigans” reference — was the
Director appointing judges to come out the way that the Director wanted a case to be
decided on re-hearing:

Judge Wallach: No, no, no . . . according to the Government, it’s not individual
panels —it’s the Director. Because, on the list of shenanigans, the Director, if the
Director doesn’t like a decision, and someone seeks an expanded panel, can
appoint judges who take a different position which is more in line with what the
Director wants. So, in the long run, what you’re really saying is, it’s the Director
who decides it, as opposed to this court.

Later in the oral argument, Judge Wallach would ask the attorney for the
opposing side similar questions :

Judge Wallach: The situation I described to your esteemed colleague where in
effect the Director puts his or her thumb on the outcome . . . shenanigan or not?
It’s within the written procedures.

Attorney: So, your hypothetical is the Director stacks the Board?

Judge Wallach: Yeah, more than a hypothetical, it happens all the time. It’s a
request for reconsideration with a larger panel.

Attorney: That’s within the Director’s authority. The make-up of the Board to
review the petition is within the Director’s authority. Whether that rises to the
level of shenanigans or not . . . .
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