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. 

 Pursuant to the Board’s February 24, 2017 authorization (Paper 48), Patent 

Owner respectfully submits this Motion to Vacate Institution Decision and 

Terminate Proceeding, for Petitioners’ failure to identify Rubicon 

Communications, LLC, Jamie Thompson, and James Thompson as real parties-in-

interest (“RPIs”) in the Petition requesting an inter partes review (Paper 1) 

(“Petition”).   

I. INTRODUCTION 

Exactly one-year to the day after Patent Owner served a complaint in the 

U.S. District Court for the District of Connecticut, Rubicon Communications, LP 

filed the Petition as the sole petitioner and challenged the validity of U.S. Patent 

No. 8,894,066.  Approximately a month later, Rubicon Communications, LP 

sought permission to correct the Petition and retroactively add SmallWorks, LLC 

as an RPI.  In response, Patent Owner requested dismissal of the Petition in its 

Preliminary Response (Paper 20), and in its Opposition to Motion to Correct 

Clerical Mistake under 37 CFR § 42.104(C) (Paper 32).  Furthermore, Patent 

Owner noted that not only SmallWorks, LLC, but also Rubicon Communications, 

LLC, Jamie Thompson, and James Thompson should have been identified in the 

Petition as RPIs.  Opp’n to Mot. to Correct at 12–14.  Ruling on the specific relief 

requested � submission of a corrected petition listing SmallWorks, LLC as an RPI, 

the Board granted the Motion to Correct on December 16, 2016 and noted,  
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At the same time, we reiterate that listing all real parties-in-interest 

constitutes a significant issue.  Accordingly, neither this Decision nor 

our concurrent institution of a trial forecloses further consideration of 

whether the Petitioner has correctly identified all real parties-in-

interest.  To the extent that further correction of the listed real parties-

in-interest may be required, Petitioner is encouraged to pursue such 

correction promptly.  The more promptly and proactively Petitioner 

acts to correct any further errors in the listed real parties-in-interest, 

the more favorably we may treat any requests for further correction.   

 

Decision - Granting Motion to Correct RPI at 5–6 (Paper 40).  Despite the Board’s 

urging, Petitioners did not take any action to correct their errors in omitting 

Rubicon Communications, LLC, Jamie Thompson, and James Thompson as RPIs.  

Indeed, they continue to deny that any of these missing parties should have been 

identified as RPIs.  Accordingly, Patent Owner moves for relief based on 

Petitioners’ failure to satisfy the statutory and regulatory burden and respectfully 

requests the Board vacate the decision instituting trial and terminate the instant 

proceeding.   

II. FACTUAL BACKGROUND 

Patent Owner served Rubicon Communications, LP dba SmallWorks on 

June 10, 2015 with a complaint alleging infringement of U.S. Patent Nos. 

7,731,191; 8,091,862; 8,628,085; and 8,894,066 before the District Court for the 

District of Connecticut.  (Ex. 1024.)  Rubicon Communications, LLC and 
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SmallWorks, LLC answered on July 31, 2015, claiming that Rubicon 

Communications, LP no longer existed and that “[t]here are now two separate 

companies: Rubicon Communications, LLC and SmallWorks, LLC. . . . 

SmallWorks[, LLC] should be the only defendant entity in this lawsuit.”  

(Ex. 2011 ¶ 2.)  Based on these statements, Patent Owner amended the complaint 

to add SmallWorks, LLC as a defendant.  (Ex. 2004.)  Since then, the parties have 

been engaged in extensive discovery and disputes regarding, inter alia, the 

Petitioners’ corporate structure and transactions.  Consistent with their 

misdirection in this proceeding,
1
 Petitioners have represented in at least four 

pleadings in the related litigation and in numerous discovery documents that 

                                                
1
 Petitioners continue to play hide-the-ball, even as recently as the conference call 

ordered by the Board to discuss this very Motion.  At the beginning of the call, 

counsel for Petitioners represented that Rubicon Communications, LLC is not an 

RPI and that Petitioners did not seek to add it as an RPI.  Reluctantly, and only 

after being asked directly by Judge Powell, did Petitioners for the first time 

indicate that they would seek to add Rubicon Communications, LLC.  The 

requirement to identify all RPIs is not a sliding scale requirement to identify RPIs 

only after the petitioner is caught hiding one or two; instead, Petitioners have a 

duty of candor to identify all RPIs at the outset, which they have unquestionably 

failed to do in this case. 
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Rubicon Communications, LLC is not a necessary party in the related litigation.  

See Ex. 2003 ¶ 2; Ex. 2013 ¶ 2; Defs.’ Resp. to Pl.’s Second Mot. for Leave to 

Amend Its Compl. to Add Additional Defs. (Ex. 2021); see also infra pp. 12–13. 

In December of 2016, Patent Owner deposed Jamie and James Thompson on 

various topics including the Petitioners’ corporate structure and transactions.  They 

testified that, as sole owners and officers of at least Rubicon Communications, LP, 

Rubicon Communications, LLC, and SmallWorks, LLC, they have made, offered 

for sale, and sold products accused of infringing Patent Owner’s patents in the 

related litigation.  Starting in 2011, they directed Rubicon Communications, LP to 

engage in conduct accused of infringing Patent Owner’s patents.  James Thompson 

Dep. (Ex. 2022) 43:15–23, 83:12–16, Dec. 5, 2016.  Then, Jamie and James 

Thompson “re-formed Rubicon Communications as an LLC” after an IRS audit in 

either 2013 or 2014.  Id. at 58:19–59:15;  Jamie Thompson Dep. (Ex. 2023) 22:4–

8, Dec. 6, 2016.  Following the conversion, they directed Rubicon 

Communications, LLC to engage in conduct accused of infringing Patent Owner’s 

patents.  James Thompson Dep. at 83:7–25.   

On June 5, 2015 — approximately a year after the conversion and few days 

after commencement of the related litigation, Jamie and James Thompson created 

SmallWorks, LLC.  Id. at 68:11–16.  On the same day, they executed an agreement 
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