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BEFORE THE PATENT TRIAL AND APPEAL BOARD

FACEBOOK, INC.,
Petitioner,

V.

WINDY CITY INNOVATIONS, LLC,
Patent Owner.

IPR2016-01156; Patent 8,458,245 B1*
IPR2016-01159; Patent 8,694,657 B1?

Before KARL D. EASTHOM, DAVID C. McKONE, and J. JOHN LEE,
Administrative Patent Judges.

McKONE, Administrative Patent Judge.

AMENDED SCHEDULING ORDER

1 Case IPR2017-00709 has been joined with this proceeding.
2 Case IPR2017-00659 has been joined with this proceeding.
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On July 31, 2017, we instituted a trial in IPR2017-00659 and joined it
to IPR2016-01159. IPR2016-01159, Paper 34. On August 1, 2017, we
instituted a trial in IPR2017-00709 and joined it to IPR2016-01156.
IPR2016-01156, Paper 34. On August 2, 2017, via email, we directed the
parties to meet and confer to propose, by August 9, 2017, agreed reasonable
adjustments to the schedule of the joined cases to accommodate the claims
newly challenged in the joinder petitions, and an agreed proposal on the
scope of additional discovery, if requested, or, if the parties could not reach
agreement, to submit competing proposals. The parties did not reach
agreement and submitted competing proposals by email. The parties
propose as follows:

Petitioner’s Proposal

Patent Owner shall submit a Supplemental Response (no more
than three pages) by September 11, followed by the Petitioner’s
Supplemental Reply (no more than three pages) on September
25. The Supplemental Response and Supplemental Reply shall
be limited to the joined claims and, with respect to those claims,
identifying where in previously-filed Patent Owner Responses or
Petitions the limitations recited in those claims were
addressed. No new evidence may be presented.

Patent Owner’s Proposed Modifications to the Schedule

Patent Owner proposes no changes to the existing due dates,
including the hearing date. Patent Owner proposes the following
additions to the schedule for supplemental briefing, which shall
be limited solely to the newly-added claims from IPR2017-
00709 and -00659, now joined to IPR2016-01156, -011509,
respectively.

Patent Owner will submit a Supplemental Response (20-pages
limit) by September 11. Petitioner may submit a Supplemental
Reply (10-page limit) by September 25. Depending on whether
Patent Owner and/or Petitioner submit supporting evidence with
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their briefs, additional dates are provided for motions and
responses regarding observations and excluding evidence.

Patent Owner’s proposed schedule is outlined in the table

below.
Proposed Schedule in IPR2016-01156, -01159
Due Date 5 -Resp. to Observations 8/16/2017
(unchanged) | -Reply to Mot. to Exclude
Due Date 6 -Reply to Mot. to Exclude 8/23/2017
(unchanged) (DD6);

Due Date 1A | -PO Supplemental Response, 9/11/2017

-PO Motion to Amend Joined
Claims

Due Date 2A | -Petitioner’s Supplemental 9/25/2017
Reply

-Petitioner's Supplemental
Opposition to Supplemental
Motion to Amend

Due Date 4A | -Motion for Observations on 10/5/2017
supplemental cross-
examinations

-Motion to Exclude evidence
submitted with supplemental
briefing

Due Date 5A | -Response to supplemental 10/12/2017
observations

-Opposition to motion to
exclude evidence submitted
with supplemental briefing

Due Date 6A | -Reply to opposition to motion | 10/17/2017
to exclude evidence submitted
with supplemental briefing
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Due Date 7
(unchanged)

Oral Hearing 10/19/2017

As can be seen, the parties agree on dates for submitting Patent
Owner’s response to the petitions submitted in IPR2017-00659 and
IPR2017-00709 (“the joinder petitions™) and Petitioner’s corresponding
replies to those responses (September 11, 2017, and September 25, 2017,
respectively). The parties also agree that any additional briefing and
discovery will be limited to the claims newly challenged in the joinder
petitions. The parties do not agree, however, on page limits for those papers
or the allowed scope. The parties also do not agree on the scope of
additional discovery to accommodate the joinder petitions. Petitioner would
preclude new evidence and limit Patent Owner to identifying where, in
Patent Owner’s previous responses, particular claim limitations were
addressed. Patent Owner’s proposal contemplates additional evidence and
depositions, but does not provide specificity. It also limits Patent Owner to
addressing the newly-challenged claims, but does not limit Patent Owner to
referencing its earlier responses. Patent Owner’s proposal also provides
adjustments to the schedule for a motion to amend, observations (in the
event of new depositions), and motions to exclude as to the joinder petitions,
while Petitioner is silent as to those dates.

We conclude that Patent Owner’s proposal is reasonable and
Petitioner’s proposal is unreasonable. Focusing on IPR2016-01159 and
IPR2017-00659, Petitioner filed 68 pages of briefing and over eighty pages
of declaration testimony as part of the joinder petition.®> IPR2017-00659,

3 The same issues are present in IPR2016-01156 and IPR2017-00709.
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Paper 2, Ex. 1002. In granting joinder, we noted that the joinder petition
raised issues very similar to those raised in the original petition. IPR2017-
01159, Paper 34, 8-9. Nevertheless, the issues are not identical. The newly-
challenged claims are similar to those previously challenged, but not the
same. Likewise, the new testimonial evidence Petitioner advances is similar,
but not the same as, that previously introduced. Patent Owner should be
given an opportunity to respond, introduce evidence of its own, and
challenge Petitioner’s new evidence. See 35 U.S.C. § 316(a)(8). A response
limited to 3 pages with no additional evidence and limited to referencing
prior papers effectively would deny Patent Owner a response under these
circumstances. Thus, Petitioner’s proposal is unreasonable on its face.

On the other hand, Patent Owner’s proposed limit of 20 pages allows
for a meaningful response without significantly adding to the complexity of
the case. Patent Owner’s proposed schedule also provides timing for
additional discovery, provides for objections to that discovery, and
contemplates Patent Owner’s right to file a motion to amend the claims first
challenged in IPR2017-00709.* See 35 U.S.C. 88 316(a)(5), 316(a)(9).

As to limits on any additional depositions, we direct the parties to
meet and confer and reach agreement on the time and location. See
37 C.F.R. 8§42.53(d)(2). We remind Petitioner that, in granting its joinder
petitions, we accepted its representations that it would agree to “reasonable
and appropriate” adjustments to the schedule. IPR2016-01159, Paper 34,
10. Given the tight time frames remaining in these proceedings, we

recognize that the requirement that cross-examination should take place

4 Because the 657 patent is expired, no motion to amend is available in
IPR2016-01159.

DOC KET

A R M Find authenticated court documents without watermarks at docketalarm.com.



https://www.docketalarm.com/

Nsights

Real-Time Litigation Alerts

g Keep your litigation team up-to-date with real-time
alerts and advanced team management tools built for
the enterprise, all while greatly reducing PACER spend.

Our comprehensive service means we can handle Federal,
State, and Administrative courts across the country.

Advanced Docket Research

With over 230 million records, Docket Alarm’s cloud-native
O docket research platform finds what other services can't.
‘ Coverage includes Federal, State, plus PTAB, TTAB, ITC
and NLRB decisions, all in one place.

Identify arguments that have been successful in the past
with full text, pinpoint searching. Link to case law cited
within any court document via Fastcase.

Analytics At Your Fingertips

° Learn what happened the last time a particular judge,

/ . o
Py ,0‘ opposing counsel or company faced cases similar to yours.

o ®
Advanced out-of-the-box PTAB and TTAB analytics are
always at your fingertips.

-xplore Litigation

Docket Alarm provides insights to develop a more
informed litigation strategy and the peace of mind of

knowing you're on top of things.

API

Docket Alarm offers a powerful API
(application programming inter-
face) to developers that want to
integrate case filings into their apps.

LAW FIRMS

Build custom dashboards for your
attorneys and clients with live data
direct from the court.

Automate many repetitive legal
tasks like conflict checks, document
management, and marketing.

FINANCIAL INSTITUTIONS
Litigation and bankruptcy checks
for companies and debtors.

E-DISCOVERY AND

LEGAL VENDORS

Sync your system to PACER to
automate legal marketing.

WHAT WILL YOU BUILD? @ sales@docketalarm.com 1-866-77-FASTCASE




