IPR2016-01159
PATENT NO. 8,694,657

UNITED STATES PATENT AND TRADEMARK OFFICE

BEFORE THE PATENT TRIAL AND APPEAL BOARD

FACEBOOK, INC.,
Petitioner,

WINDY CITY INNOVATIONS LLC,
Patent Owner.

Patent No. 8,694,657
Issue Date: April 8, 2014
Title: REAL TIME COMMUNICATIONS SYSTEM

WINDY CITY INNOVATIONS LLC’S RESPONSE
TO PETITION FOR INTER PARTES REVIEW
OF U.S. PATENT NO. 8,694,657

Case No. IPR2016-01159

DOCKET

A R M Find authenticated court documents without watermarks at docketalarm.com.



https://www.docketalarm.com/

IPR2016-01159
PATENT NO. 8,694,657

TABLE OF CONTENTS
Page No(s).
l. INTRODUCTION ...t 1
1. SUMMARY OF THE 657 PATENT .....ooviiiiiii e 3
[1l.  SUMMARY OF THE ALLEGED PRIOR ART ..o, 5

A. U.S. Patent No. 6,608,636 to Roseman -“Server based virtual
CONTETENCING ...ttt 5

B. EP 0621532 Al to Eugene Rissanen - “Password Verification

SYSTEIM ..t 6
C.  Ronald J. Vetter, “Videoconferencing on the Internet”...............c....... 6
D.  Mary Ann Pike et al., “Using M0SaIC” ........cccovvirimiernienie e 6
E.  Tom Lichty, “The Official America Online for Macintosh
Membership Kit & Tour GuIde” ..........ccooviiiiieniee e 7
V.  PROPER CONSTRUCTION OF DISPUTED TERMS. ..., 7
AL TOKEN o 7
B.  Database ........cccoiiiiiiiiii e 8
V. IT WOULD NOT HAVE BEEN OBVIOUS TO COMBINE THE
REFERENCES AS SET FORTH BY PETITIONER..........cccooiiiiic 12
A.  Claim 189 is Not Obvious Over Roseman, Rissenan Vetter,
Pike and LIChLY.....ccovviiiiice e 15
1. Repository Of TOKENS .......cccveiieiie e 18

2. Database ... for Other Programs to Access, Thereby
Affording Information to Each of a Plurality of

Participator COMPULETS ........coeeiiiiiiieie e, 20
3. Via the Internet NEtWOIK ........cccoovviiiiiiiiiee e 25
B.  Independent Claim 465 Is Not Unpatentable.............cccoceoeviiennnennn. 30

DOCKET

A R M Find authenticated court documents without watermarks at docketalarm.com.



https://www.docketalarm.com/

IPR2016-01159
PATENT NO. 8,694,657
C.  Dependent Claims 334, 342, 348, 580, 584, and 592 Are Not

Unpatentable..........ooii 31
D.  Dependent Claims 334 and 580 Are Not Unpatentable..................... 31
VI, CONCLUSION. .. .cooiiiit ettt snens 35

DOCKET

A R M Find authenticated court documents without watermarks at docketalarm.com.



https://www.docketalarm.com/

IPR2016-01159
PATENT NO. 8,694,657

TABLE OF AUTHORITIES
Page(s)

Federal Cases
Amgen Inc. v. F. Hoffman-La Roche Ltd.,

580 F.3d 1340 (Fed. Cir. 2009) .....ccoeiieiiiienieiie et 14
Broadcom Corp. v. Emulex Corp.,

732 F.3d 1325 (Fed. Cir. 2013) ..oocveeeiieeiiesiesie st 14
Callaway Golf Co. v. Acushnet Co.,

576 F.3d 1331 (Fed. Cir. 2009) .....cccoeiiereeeesie e e e e see e see e s, 31
Graham v. John Deere Co.,

1 T O T I (1 ) OSSPSR 15
Innogenetics, N.V. v. Abbott Labs.,

512 F.3d 1363 (Fed. Cir. 2008) .......cccciiverieeieriesiesieeiesee e see e e e see e esee e, 14
Intelligent Bio-Sys., Inc. v. lllumina Cambridge Ltd.,

821 F.3d 1359 (Fed. Cir. 2016) ...ccceeceeieeieceesie e sie e se e se e 13,14
Kinetic Concepts, Inc. v. Smith & Nephew, Inc.,

688 F.3d 1342 (Fed. Cir. 2012) ...ccocoveiieie ettt 12
KSR Int’l Co. v. Teleflex Inc.,

550 U.S. 398 (2007)...ccueeeiiiieieeiiesieeiesieeie e sie e sie e sre e steeneesneenes 12,18
Los Angeles Biomedical Research Inst. at Harbor-UCLA Med. Citr. v.

Eli Lilly & Co.,

849 F.3d 1049 (Fed. Cir. 2017) cveieeeeieeieeeesie e se e te e ste e s 13
Medichem, S.A. v. Rolabo, S.L.,

437 F.3d 1157 (Fed. Cir. 2000) .....cccccveeeireiesieeieseesiesee e see s sa e e 14,15
Pers. Web Techs., LLC v. Apple, Inc.,

848 F.3d 987 (Fed. Cir. 2017) .ocveceeeie et 13
Stratoflex, Inc. v. Aeroquip Corp.,

713 F.2d 1530 (Fed. Cir. 1983) ...ccvcoiiieieiiesie et 13

DOCKET

A R M Find authenticated court documents without watermarks at docketalarm.com.



https://www.docketalarm.com/

IPR2016-01159
PATENT NO. 8,694,657
In re Van Os,

844 F.3d 1359 (Fed. Cir. 2017) cuoiieeecieeeee ettt 14
Verizon Servs. Corp. v. Vonage Holdings Corp.,

503 F.3d 1295 (Fed. Cir. 2007) ..ccveiieieeiecieeiee ettt s 9
W.L. Gore & Assocs., Inc. v. Garlock, Inc.,

721 F.2d 1540 (Fed. Cir. 1983) ....ccoiiieie et 15
Other Authorities
K O o = 4 (o) TSSOSO 31
A O8I O TR 1

DOCKET

A R M Find authenticated court documents without watermarks at docketalarm.com.



https://www.docketalarm.com/

Nsights

Real-Time Litigation Alerts

g Keep your litigation team up-to-date with real-time
alerts and advanced team management tools built for
the enterprise, all while greatly reducing PACER spend.

Our comprehensive service means we can handle Federal,
State, and Administrative courts across the country.

Advanced Docket Research

With over 230 million records, Docket Alarm’s cloud-native
O docket research platform finds what other services can't.
‘ Coverage includes Federal, State, plus PTAB, TTAB, ITC
and NLRB decisions, all in one place.

Identify arguments that have been successful in the past
with full text, pinpoint searching. Link to case law cited
within any court document via Fastcase.

Analytics At Your Fingertips

° Learn what happened the last time a particular judge,

/ . o
Py ,0‘ opposing counsel or company faced cases similar to yours.

o ®
Advanced out-of-the-box PTAB and TTAB analytics are
always at your fingertips.

-xplore Litigation

Docket Alarm provides insights to develop a more
informed litigation strategy and the peace of mind of

knowing you're on top of things.

API

Docket Alarm offers a powerful API
(application programming inter-
face) to developers that want to
integrate case filings into their apps.

LAW FIRMS

Build custom dashboards for your
attorneys and clients with live data
direct from the court.

Automate many repetitive legal
tasks like conflict checks, document
management, and marketing.

FINANCIAL INSTITUTIONS
Litigation and bankruptcy checks
for companies and debtors.

E-DISCOVERY AND

LEGAL VENDORS

Sync your system to PACER to
automate legal marketing.

WHAT WILL YOU BUILD? @ sales@docketalarm.com 1-866-77-FASTCASE




