Paper No.
Filed: December 1, 2017

UNITED STATES PATENT AND TRADEMARK OFFICE

BEFORE THE PATENT TRIAL AND APPEAL BOARD

MYLAN PHARMACEUTICALS INC., TEVA PHARMACEUTICALS USA,
INC., and AKORN INC,,
Petitioners,

V.

SAINT REGIS MOHAWK TRIBE, Patent Owner,
Patent Owner.

Case IPR2016-01127 (8,685,930 B2)
Case IPR2016-01128 (8,629,111 B2)
Case IPR2016-01129 (8,642,556 B2)
Case IPR2016-01130 (8,633,162 B2)
Case IPR2016-01131 (8,648,048 B2)
Case IPR2016-01132 (9,248,191 B2)*

BRIEF OF BSA | THE SOFTWARE ALLIANCE AS AMICUS?
REGARDING APPLICABILITY OF TRIBAL SOVEREIGN IMMUNITY
IN IPR PROCEEDINGS

1 Cases IPR2017-00576 and IPR2017-00594, IPR2017-00578 and IPR2017-00596,
IPR2017-00579 and IPR2017-00598, IPR2017-00583 and IPR2017-00599,
IPR2017-00585 and IPR2017-00600, and IPR2017-00586 and IPR2017-00601,
have been joined with the captioned proceedings.

2 See IPR2016-01127, Paper No. 96, at 3, 5 (Nov. 3, 2017) (authorizing amicus
briefs “related to the Tribe’s motion to terminate” of no more than 15 pages by
December 1, 2017 because “we are persuaded that briefing from interested amici is
now warranted in these proceedings”).

DOCKET

A R M Find authenticated court documents without watermarks at docketalarm.com.



https://www.docketalarm.com/

TABLE OF CONTENTS

Page
l. INTEREST OF THE AMICUS ... 1
II.  INTRODUCTION AND SUMMARY ...ttt 2
I1l. TRIBES ARE SUBJECT TO THE AMERICA INVENTS ACT. ................. 3

A. Other Federal Agencies Operating Under Similar Statutory Schemes
Have Jurisdiction over TriDes. ... 5

B. PTAB Agency Action in IPRs Implicates None of the Exceptions to the
TUSCArOra RUIE. ... 7

IV. THEPTO CAN REVIEW TRIBE-OWNED PATENTS IN IPR

PROCEEDINGS. ...t 9
V. PTAB STATE IMMUNITY RULINGS ARE NOT CONTROLLING........ 13
VI. BY PARTICIPATING IN DISTRICT COURT LITIGATION, A TRIBE

WAIVES ANY CONCEIVABLE IMMUNITY ..o 14
VI, CONCLUSION ..o 15

DOCKET

A R M Find authenticated court documents without watermarks at docketalarm.com.



https://www.docketalarm.com/

TABLE OF AUTHORITIES

Page(s)

Cases
Allergan, Inc. v. Teva Pharm. USA, Inc.,

2017 WL 4619790 (E.D. Tex. Oct. 16, 2017) (Bryson, J., by

o[ 1 To | 0T A o] ) SRS 14,15
Cardinal Chem. Co. v. Morton Int’l, Inc.,

508 U.S. 83 (1993) ...cuiiiie ittt ettt ettt st b e b e 10
Cherokee Nation v. State of Georgia,

30 U.S. 1 (1831) (Marshall, C.J.) .cceeiieieeeececcc e 3,4
Commil USA, LLC v. Cisco Sys., Inc.,

135 S. Ct. 1920 (2015) ..ueeiiieiieeieecee ettt 10
Covidien LP v. Univ. of Fla. Res. Foundation Inc.,

IPR2016-01274, Paper No. 21 (PTAB Jan. 25, 2017) ....ccccovvevveieeiie e 13
Cuozzo Speed Techs., LLC v. Lee,

136 S. Ct. 2131 (2016) ...ccveeiiiecieeie ettt 10, 12
Donovan v. Coeur d’Alene Tribal Farm,

751 F.2d 1113 (9th Cir. 1985) ....oiiiiiieciie et 7,8
Duro v. Reina,

495 U.S. 676 (1990)......ciiiiiieiiieie ittt 6
eBay Inc. v. MercExchange, LLC,

547 U.S. 388 (2006) (Kennedy, J., CONCUITING) ....oevvveiieiieiieciie et see e 10
EEOC v. Fond du Lac Heavy Equip. & Constr. Co.,

986 F.2d 246 (8th Cir. 1993) ....cveiiiiiiece e 6
Fed. Maritime Comm’n v. S.C. State Ports Auth.,

535 U.S. 743 (2002).....ccueeiuieirieiie e ste e st e etee e ste st sre e s e s ae e sbe e sbaesraeeteeraenaeas 11
Fed. Power Comm’n v. Tuscarora Indian Nation,

362 U.S. 99 (1960)......ciiiieiieiieciie et 4,7,14

DOCKET

A R M Find authenticated court documents without watermarks at docketalarm.com.



https://www.docketalarm.com/

Fla. Paraplegic Ass’n v. Miccosukee Tribe of Indians,

166 F.3d 1126 (11th Cir. 1999) ....oviiiciiecc e 9
Menominee Tribal Enters. v. Solis,

601 F.3d 669 (7th Cir. 2010) ...oceeiee e 5
Mescalero Apache Tribe v. Jones,

411 U.S. 145 (1973) ettt ettt sttt sttt e sbe e sre e e 4
Navajo Tribe v. NLRB,

288 F.2d 162 (D.C. Cir. 1961) ....ccciieeiiieiie ettt e st 6
NeoChord Inc. v. Univ. of Md.,

IPR2016-00208, Paper No. 28 (PTAB May 23, 2017) ....ccccveveeieeiiesie s 13
NLRB v. Fainblatt,

306 U.S. 601 (1939)....cciiiiiieiee e siie sttt 6
NLRB v. Little River Band of Ottawa Indians Tribal Gov’t,

788 F.3d 537 (6th Cir. 2015) ...ecvieiiecie e 5,6
Plains Commerce Bank v. Long Family Land,

554 U.S. 316 (2008).....ccuieirieirieiriecieeite ettt ae bbb reeae s 14
Reactive Surfaces Ltd., LLP v. Toyota Motor Corp.,

IPR2016-01914, Paper No. 36 (PTAB July 13, 2017) ....ccceevveieecieciecieeeee 13
Reich v. Mashantucket Sand & Gravel,

95 F.3d 174 (2d Cir. 1996) ....oeiueeiiiieeie ettt nae e 5
San Manuel Indian Bingo & Casino v. NLRB,

475 F.3d 1306 (D.C. Cir. 2007) ....ccciiiii et 4,8
Santa Clara Pueblo v. Martinez,

436 U.S. 134 (1980).....cciuiiiieirieiiie e sttt st e sae s te e te et eeae e te e ste e sra e e anee s 3
Smart v. State Farm Ins. Co.,

868 F.2d 929 (7th Cir. 1989) ....cueiiiiiiece et 5
Ultratec, Inc. v. Captioncall, LLC,

872 F.3d 1267 (Fed. Cir. 2017) .ueeireeeeee ettt 11

DOCKET

A R M Find authenticated court documents without watermarks at docketalarm.com.



https://www.docketalarm.com/

United States v. Am. Bell Tel. Co.,

128 U.S. 315 (1888)...ruveeveerereeeeeereseeeseseesseessessseesseeeseses e essseesessssesseeesesesssessens 10
United States v. Farris,

624 F.2d 890 (9th Cir. 1980) .....veeeveeeeeeeereeeeeeeseeseeeeeeseeeesessseessessssess e esseesseons 7
Vas-Cath, Inc. v. Curators of Univ. of Mo.,

473 F.3d 1376 (Fed. Cir. 2007) ..ecciueeiiee e st sve e s 14,15
Washington v. Confederated Tribes,

O TV O (1 130 ) RSP 4
Statutes
SU.S.CL88AT0 ..ottt 12
B ULS.CL B 102 ittt bbb 11
S5 ULS.C. B 103 ittt re b nne s 11
35 U.S.C. 88 31107 it 10, 11
35 U.S.C. § BLL(D) weoveeeeeeeeeeeeeereeseeeeseeeeeeeeee e s ee s es e 10
35 U.S.C. § BLA() oot eee e ee e 11
35 U.S.C. 8 3L7(Q) cvvrverereereieereiietesieesietesisie st e et se et see e see e e ne e 11
B8 U.S.C. 8 5302....ieiiieiee ettt nre e 12
A2 U.S.C. 84D ... et 12
A7 U.S.C. 8 312 et rs 12
A9 U.S.C. 8 AT09 ...ttt ettt bttt 12
49 U.S.C. 8 13905(U)(2) ..vvrereeerererereereseeereseessessseseseessessseseseesseesesaseeesseeseseseesesens 12
L S O I 5 I 0 SRS 12
LEAHY-SMITH AMERICA INVENTS ACT, 125 Stat. 284-341 (2012)................... passim

DOCKET

A R M Find authenticated court documents without watermarks at docketalarm.com.



https://www.docketalarm.com/

Nsights

Real-Time Litigation Alerts

g Keep your litigation team up-to-date with real-time
alerts and advanced team management tools built for
the enterprise, all while greatly reducing PACER spend.

Our comprehensive service means we can handle Federal,
State, and Administrative courts across the country.

Advanced Docket Research

With over 230 million records, Docket Alarm’s cloud-native
O docket research platform finds what other services can't.
‘ Coverage includes Federal, State, plus PTAB, TTAB, ITC
and NLRB decisions, all in one place.

Identify arguments that have been successful in the past
with full text, pinpoint searching. Link to case law cited
within any court document via Fastcase.

Analytics At Your Fingertips

° Learn what happened the last time a particular judge,

/ . o
Py ,0‘ opposing counsel or company faced cases similar to yours.

o ®
Advanced out-of-the-box PTAB and TTAB analytics are
always at your fingertips.

-xplore Litigation

Docket Alarm provides insights to develop a more
informed litigation strategy and the peace of mind of

knowing you're on top of things.

API

Docket Alarm offers a powerful API
(application programming inter-
face) to developers that want to
integrate case filings into their apps.

LAW FIRMS

Build custom dashboards for your
attorneys and clients with live data
direct from the court.

Automate many repetitive legal
tasks like conflict checks, document
management, and marketing.

FINANCIAL INSTITUTIONS
Litigation and bankruptcy checks
for companies and debtors.

E-DISCOVERY AND

LEGAL VENDORS

Sync your system to PACER to
automate legal marketing.

WHAT WILL YOU BUILD? @ sales@docketalarm.com 1-866-77-FASTCASE




