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I. STATEMENT OF PRECISE RELIEF REQUESTED 

 Patent Owner Novartis AG (“Novartis”) opposes the May 17, 2016 joinder 

motion by Petitioner Par Pharmaceutical, Inc. (“Par”).  In that motion, Par seeks to 

join its newly filed petition for IPR2016-01059, which challenges claim 7 of U.S. 

patent No. 5,665,772 (“’772 patent”), with its recently instituted proceeding 

IPR2016-00084 (“-84 IPR”), which challenges claims 1-3 and 8-10 of the ’772 

patent. 

 Par’s joinder motion should be denied for four reasons.   

 First, Par’s May 17, 2016 petition for IPR2016-01059 (“-1059 petition”) is 

time-barred.  On October 27, 2014, Novartis served on Par a complaint alleging 

that Par infringed the ’772 patent.   The one-year period under 35 U.S.C. § 315(b) 

for Par to file a petition challenging any claim of the ’772 patent thus expired on 

October 27, 2015.  And 35 U.S.C. § 315(c) does not permit Par, under these 

circumstances, to circumvent that one-year § 315(b) deadline through joinder. 

 Second, Par’s joinder motion provides no explanation for its delay in filing 

the -1059 petition. Even accepting as true Par’s counsel’s representation that “I 

wasn’t on the team at the time, but it was an inadvertent omission” (Ex. 1031 at 

19), that delay permitted Par to conceal the fact that its obviousness ground for 

claim 7 conflicts with its obviousness grounds for claims 1-3 and 8-10.  By 

delaying the -1059 petition, Par unfairly denied Novartis and the Board an 
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