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I. STATEMENT OF PRECISE RELIEF REQUESTED

Patent Owner Novartis AG (“Novartis”) conditionally opposes the

May 10, 2016 joinder motion by Petitioner Breckenridge Pharmaceutical,

Inc. (“Breckenridge”). (IPR2016-01023, Paper 5.) In that motion,

Breckenridge seeks to join its newly filed petition for IPR2016-01023 with

Par Pharmaceutical, Inc.’s (“Par”) pending IPR proceeding IPR2016-00084.

Breckenridge’s late-filed petition and joinder motion prejudices

Novartis because the petition relies on a new expert declaration and a new

argument, and risks prejudicing Novartis, Par and the Board by opening the

door to the possibility that Breckenridge will raise further new exhibits or

arguments in reply to Novartis’s patent owner response if Breckenridge’s

petition is instituted and its joinder motion is granted. For these reasons,

Breckenridge’s joinder motion should be denied.

Novartis nevertheless will not oppose joinder, provided that the

Breckenridge agrees, or the Board orders, that (i) the joint proceeding be

based exclusively on the petition and evidence filed by Par in IPR2016-

00084, (ii) Breckenridge share with Par the pages currently allotted to Par in

IPR2016-00084 for any written work product; and (iii) Breckenridge share
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with Par the time currently allotted to Par in IPR2016-00084 for the cross

and re-direct examination of any witness.

II. RESPONSE TO BRECKENRIDGE’S
STATEMENT OF MATERIAL FACTS

Novartis does not dispute Statements 1-5 and 7 set forth in

Breckenridge’s Statement Of Material Facts. (IPR2016-01023, Paper 5 at

§ II.)

Novartis disputes Statement 6 insofar as the exhibits and arguments of

Breckenridge are not identical to those of Par. First, whereas Par’s petition

in IPR2016-00084 relies on the expert declaration of Dr. William L.

Jorgensen, Breckenridge’s petition relies on the expert declaration of a new

expert, Dr. Steven W. Baldwin, who is not an expert in Par’s IPR2016-

00084. Even if Breckenridge withdraws Dr. Baldwin’s expert declaration—

which Breckenridge said it would do, but to date has not done—Novartis

still must respond to Breckenridge’s petition, which relies solely on Dr.

Baldwin’s declaration, and does not cite any part of Dr. Jorgensen’s

declaration. Second, Breckenridge alleges that the Morris 1992 reference

(Ex. 1005), which Par characterizes only as pre-AIA § 102(a) art, also

qualifies as pre-AIA § 102(b) art. (Compare IPR2016-01023, Paper 4 at 24

and IPR2016-00084, Paper 2 at 26.)
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