UNITED STATES PATENT AND TRADEMARK OFFICE

BEFORE THE PATENT TRIAL AND APPEAL BOARD

Apple Inc.,
Petitioner

V.

OpenTV, Inc.,
Patent Owner.

Case No.

PETITION FOR INTER PARTES REVIEW
OF U.S. PATENT NO. 6,148,081 CHALLENGING CLAIMS 1-3, 23 AND 24
UNDER 35 U.S.C. § 312, 37 C.F.R. § 42.104

DOCKET

A R M Find authenticated court documents without watermarks at docketalarm.com.



https://www.docketalarm.com/

U.S. Patent No. 6,148,081 (claims 1-9, 23-26)
Petition for Inter Partes Review

TABLE OF CONTENTS

L INErOAUCTION. ...ttt s 1
II.  Grounds for Standing, Mandatory Notices, and Fee Authorization............... 1
A.  Grounds for Standing and Real Party-in-Interest............ccccevvveereennen. 1
B.  Related Matters........oovuiiiiiiiiieieeeeeee e 1
C.  Counsel and Service Information...........c.ccceeeceeniiiiiiiineiniieneeneee 3
D.  Fee AUthOTIZAtiON .....cccueiiiiiiiiiiiiieeiee ettt 4
II.  Summary of Challenges...........cccviereiiiiiiiiieeieeeee et 4
IV.  The Challenged Patent............ccccviieiiiiiiiiiieeiie e 4
A.  Overview of the 081 Patent...........cccveeeriiieiniiieeiie e 4
B.  Level of Ordinary Skill In The A1t .......ccoovviiiiiieeiee e 5
C.  Summary of the Prosecution History of the 081 Patent ..................... 6
V.  Claim Construction Of Challenged Claims............ccccocviieeciieiiciieeeciiee e, 7
A.  “Credential” (claims 1-3 and 23) .....ccceeeeiiiiieiiieecee e 8
VI.  Specific Explanation Of Grounds For Invalidity...........cccocevviiniinninnnnnnnn. 9
A.  Ground 1: Rohatgi 786 anticipates claims 1-3 and 23........................ 9
1. Summary of Rohatgi >786..........ccccevviiiriiiiiieeieeeeeeee e, 9
2. CIaim 1o 13

3. Claim 2: “storing said information if said credential is
VALIA” Lo s 18

4. Claim 3: “wherein said credential contains an expiration
date and wherein said step of verifying said credential
further comprises determining whether said expiration

date has PasSed™ ......c.eeeeeiiiieiiieeeee e 18

Claim 23 .ot et e 19
6. Claim 24: “wherein said control unit comprises a

general-purpose COMPULET™ ........ccveeeeuiieeeiiieeeeiiee e 23
7. Claim Charts for Claims 1-3, 23, 24 Based On Rohatgi

T8O ettt et e e e beeenaeenes 24

DOCKET

A R M Find authenticated court documents without watermarks at docketalarm.com.



https://www.docketalarm.com/

U.S. Patent No. 6,148,081 (claims 1-9, 23-26)
Petition for Inter Partes Review

B.  Ground 2: Apperson *484 and Metz *539 render obvious claims

1-3,23 a0 24 ..o e 27
1. Summary of Apperson "484.........cooeciieiiiiiieiieeeeeeee e, 27
2. Summary of Metz 539 ..o 28
3. Reasons To Combine Apperson *484 With Metz 539 ........... 29
4. Grounds 1 and 2 Are Not Redundant..............cccooceeniinnnne. 31
5. Claim 1o 33
6. Claim 2: “storing said information if said credential is

VALIA” oo s 41

7. Claim 3: “wherein said credential contains an expiration
date and wherein said step of verifying said credential
further comprises determining whether said expiration

date has Passed™ ......c.oeeeeviiieeiie e 43
Claim 23 .o 44
0. Claim 24: “wherein said control unit comprises a
general-purpose COMPULET™ ........ccuveeeeciiieeriiieeeriiee e e 50
10.  Claim Charts for Claims 1-3 and 23-24 Based On
Apperson *484 and Metz *539 .......coovveviiiiiiieee e, 51
VL. CONCIUSION ...ttt ettt ettt e e e e 56

DOCKET

A R M Find authenticated court documents without watermarks at docketalarm.com.



https://www.docketalarm.com/

U.S. Patent No. 6,148,081 (claims 1-9, 23-26)
Petition for Inter Partes Review

LIST OF EXHIBITS
Exhibit No. | Description
1001 U.S. Patent No. 6,148,081
1002 Prosecution File History of U.S. Patent No. 6,148,081
1003 Declaration of Richard Kramer
1004 Curriculum Vitae of Richard Kramer
1005 European Patent Application No. EP 0752786 (“Rohatgi *786”)
1006 U.S. Patent No. 5,768,539 (“Metz *°539”)
1007 U.S. Patent No. 5,978,484 (“Apperson *484”)
1008 U.S. Patent No. 5,625,693 (“Rohatgi *693”)
1009 The American Heritage Dictionary (3d Ed. 1994) (excerpt)
1010 OpenTV, Inc. v. Apple Inc., No. 5:15-CV-02008-EJD, Dkt. No. 72
(N.D. Cal. Jan. 28, 2016).

DOCKET

A R M Find authenticated court documents without watermarks at docketalarm.com.



https://www.docketalarm.com/

U.S. Patent No. 6,148,081 (claims 1-9, 23-26)
Petition for Inter Partes Review

I. INTRODUCTION

Pursuant to 37 C.F.R. § 42.100, et seq., Apple Inc. (“Petitioner” or “Apple”)
hereby petitions the United States Patent and Trademark Office (the “Office”) to
institute an inter partes review of claims 1-3 and 23-24 of U.S. Patent No.
6,148,081 (“the 081 Patent™). The *081 Patent, attached as Ex. 1001, is assigned
to OpenTV, Inc. (“Patent Owner”). The *081 Patent relates to a method and
system “for restricting or controlling the access rights of interactive television
applications and carousels.” Ex. 1001 at Abstract. As set forth below, claims 1-3
and 23-24 of the 081 Patent are anticipated and rendered obvious by the prior art.
This petition presents two non-cumulative grounds of invalidity. These grounds
are each reasonably likely to prevail, and this petition, accordingly, should be
granted on all grounds.

II. GROUNDS FOR STANDING, MANDATORY NOTICES, AND FEE
AUTHORIZATION

A.  Grounds for Standing and Real Party-in-Interest

Petitioner certifies that the real party-in-interest is Apple Inc., and that the
’081 Patent is available for inter partes review and that Petitioner is not barred or
estopped from requesting an inter partes review challenging the patent claims on
the grounds identified in this petition.

B. Related Matters

Patent Owner has asserted the 081 Patent against Petitioner in OpenTV,
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