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Atty. Docket No.2 0905-O02

CONTROLLER FOR VIDEO GAME CONSOLE

BACKGROUND OF THE INVENTION

The present invention relates to video game consoles, in particular to hand held controllers for

video game consoles.

Conventional controllers for most game consoles are intended to be held and operated by the
user using both hands. A conventional controller will generally comprise a hard outer case with

a plurality of controls mounted about the controller. Typically the controls include buttons,

analogue control sticks, bumpers, and triggers. An example of a conventional controller is

shown in Figure 1.

As can be seen in Figure 1, all of the controls are mounted on the front and top edge of the

controller 1. Specifically, there are left and right analogue thumb sticks 2, 3 which normally

control movement and are intended to be operated by the user's left and right thumb

respectively. There are four buttons 4, located on a front right portion of the controller 1 which

normally control additional actions and are intended to be operated by the user's right thumb.

There is a direction pad 5 located on the lower portion of the front leftof the controller 1. The

direction pad 5 islntended to be operated by the user’s left-thumb, typically either as an

alternative to the left thumb stick 2. or toprovide additional actions. There is‘a left trigger 6, a

right trigger 7, a left bumper 8, and ‘a right bumper 9 located on the top edge of the controller

1. The left and right triggers 6, 7 are typically operated by the user’5 index fingers. The left and

right bumpers 8, 9 may also be operated by the user's index fingers.

The only way to operate the four buttons 4 is for the user toremove his or her right thumb

from the right thumb stick 3. This takes time and, in some games, can cause a loss of control.

This is a particular problem in games where the right thumb stick 3 is used for aiming. A similar

problem may arise in games where the direction pad 5 provides additional actions and the user

has to remove his or her thumb from the left thumb stick 2 in order to operate the direction

pad 5.
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In light of the above, there is a need for an improved controller which removes the need for a

user to remove his or her thumb from the left or right thumb stick 2, 3 in order to operate

additional actions controlled by the four buttons 4 andfor the direction pad 5.

SUMMARY OF THE lNVENTlON

The present invention provides a hand held controller for a video game console having a hard

outer case and a plurality of controls located on the front and top edge of the controller. The

controller is shaped to be held in both hands of the user such that the user's thumbs are

positioned to operate controls located on the front of the controller and the user's index

fingers are positioned to operate controls located on the top edge of the controller. The

controller further includes one or moreadditional controls located on the back of the controller

in a position to be operated by the user’s other fingers.

In one embodiment, each additional control is an elongate member which is inherently resilient

and flexible such that it can.b'e.displaced by a user to activate control function.

Preferably, each elongate member is ‘mounted within a respective recess located. in the case of

the controller.

Preferably, each elongate member comprises an outermost surface which is disposed in close

proximity to the outermost surface of the controller such that the user’5 finger may be received

in said respective recess.

Preferably, each elongate meinber has a thickness less than 10mm thick, more preferably less

than 5mm thick, and most desirably between 1mm and 3mm.

Preferably, there are two additional controls which are elongate members that are parallel to

each another. in another embodiment, the elongate members converge towards the front end

of the controller with respect to one another.

Optionally, a portion of each of the elongate members is in registry with a switch mechanism

disposed within the controller, such that displacement of the elongate member activates the

switch mechanism.
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Optionally, a switch mechanism is disposed between the elongate members and an outer

surface of the controller.s

The controller of the present invention may be very similar to controllers according to the prior

art. in particular,~the outercase of the controller and the type, number and positioning of the

controls located on the front and top edge of the controller may be the same asa controller

according to the prior art, as described above and as illustrated in the figures.

The controller of the present invention is particularly advantageous over controllers according

to the prior art as itcornprises one ‘or more additional controls located onthe back ofthe

controller in a position to be operated by middle fingers ofa user. The additional controls may

either replicate the-functions of one or more of-the controls located on the front or top edge of

the controller or provide additional functionality.

in a preferred embodiment of the invention the additional controls replicate the function of a

{ control located on the front of the controller. This means that a userdoes not need to remove

his or her thumb from one of the thumb sticks in order to operate the buttons and/or direction

pad located on the front of the controller and can instead perform the function by manipulating

an additional control located on the back of the controller with a finger.

Alternatively, the additional controls may provide additional functionality in that they do not

replicate the function of controls located on the frontor top of the controller but may perform

different functions. in this manner a controller according to the present invention may provide

more functions than prior art controllers.

Preferably, the controls located on the back of the controller are paddle levers. Suitable paddle _

levers may be formed integrally with the outer case of the controller or may be substantially

separate fromthe outer case. This may be done in any manner apparent to the person skilled

in the art. However, it is to be appreciated that the additional controls may comprise any other

control suitable for use by a hand held controller.
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Advantageously, if the additional controls are paddle levers, they will be formed such that they

are substantially vertically aligned with respect to the controller. This may allow the most

ergonomically efficient activation of the paddle levers by the middle fingers of the user.

Further features and advantages of the present invention will be apparent from the specific

embodiment illustrated inthe drawings and discussed below.

BRIEF DESCRIPTION OF THEDRAWINGS

FIGURE 1 is a schematic illustration of the front of a conventional game controller according to

the prior art.

FIGURE 2 is a schematic illustration of the back of a gamecontroller‘ according to the present

invention.

FlGURE 3 is a schematic illustration of the back ofa game controller according to the present

invention as held and operated by a user.

DETAILED DESCRlPTlON OF THE INVENTION

The particular embodiment described, below and, illustrated.by Figures 2 and 3 serves to further

illustrate the invention, to provide those of ordinary skill in the art with a complete disclosure

and description of the devices claimed herein, and is not intended to limit the scope of the

invention. For example, the additional controls are described below as two paddle levers but

the term ”control" as used in the claims, unless otherwise made clear in‘ the claim, refers to

paddle levers as well as other controls such as buttons, analogue control sticks, bumpers, and

triggers.

The game controller 10 according to the present invention is illustrated in Figures 2 and 3. The

front of the game controller 10 of Figures 2 and 3 is the same asa conventional controller 1, as

illustrated in Figure 1 and as discussed above. Therefore, where appropriate the same

reference numerals have been used to indicate the features of the controller according to the

present invention 10 that are identical to-the features of a conventional controller 1.
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Game controller 10 differs fromthe conventional controller 1-in that it additionally comprises

two paddle levers 11 located on the back of the controller. The paddle levers 11 are vertically

orientated with respect to the controller 10 and are positioned to be operated by the middle

fingers of a user 12, as shown in Figure 3.

in one embodiment the paddles 11 are formed from a thin flexible material such as a plastics

material for example polyethylene. Preferably, the paddles 11 are less than 10mm thick, but

may be less than 5mm thick, and more preferably are 3mm thick or less.

The paddles 11 areinherently resilient, which means that they return to an unbiasedposition

when not under load. A user may displace or depress either of the paddles 11 by engaging an

outer surface thereof; such displacement causes the paddle 11 to activate a switch mechanism

mounted within the body of the controller 10. The paddles 11 are mounted within recesses

located on the case of the controller 10; and are disposed in close proximity to the outer

surface of the controller body. in this way a user may engage the paddles 11 with the tips of the

fingers, preferably the middle fingers, without compromising the user’s grip on the controller

10. While the example shows the paddles 11 engaged by the middle fingers, they could also be

engaged by the index, ring, or little fingers. The index fingers may also engage trigger style

controls mounted on the top edge of the controller 10 while the thumbs may be used to

activate controls onvthe front of the controller 10.

The paddles 11 are elongate inshape and substantially extend in a direction from the top edge

to bottom edge of the controller 10. In one embodiment the paddles are orientated parallel

with each other. in an alternative embodiment the paddles are orientated such that they

converge towards the top edge with respect to each other. This elongate shape allows a user to

engage the paddles with any of the middle, ring, or little finger; it also provides that different

users having different size hands can engage with the paddles in a comfortable position thereby

reducing the effects of prolonged or repeated use such as repetitive strain injury.

in one embodiment, the paddle levers 11 replicate the functions of»two of the four buttons 4

located on the front of the controller 10 and thereby allow a user to operate the functions of

the relevant buttons using his or her middle fingers 12, without the need to remove either of
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his or her thumbs from the left or right thumb stick 2, 3. in alternative embodiments a paddle

lever 11 may activate a new function not activated by a control on the front or top edge of the

controller 10.

lt is envisaged that the paddles 11 could be fitted.to an existing controller 10. in such

embodimentsvthe paddles would be mounted on the outer surface of the controller body by

means of a mechanical fixing such as a screw or bolt or alternatively bonded or welded to the

controller body by adhesive or other suitable means. A switch mechanism would be mounted

within the controller in vertical registry with a portion of each paddle. A portion of the switch

mechanism may extend through the controller body and be disposed in close proximity or in

contact with an innermost surface of the paddle 11.

in alternative embodiments it is envisaged that the paddles 11 would be integrally formed with

the controller body, the paddles 11 being configured to be resilient and flexible such that they

can be‘ depressed by a user to activate a switch mechanism. This could be achieved by moulding

the controller body to have a U-shaped slot extending through the controller body;

alternatively a U-shaped slot could be cut into the controller body after the moulding process.

Preferably, the paddles 11 would comprise a raised outermost surface with respect to the

surrounding area such that a user may locate the paddles 11. This may be achieved by

moulding the paddle such that- is thicker than the surrounding area. It will b'e recognised that as

used herein, directional references such as "top", "bottom", "front",,“back", "end", "side",

"inner", "outer", "upper", and "lower" do not limit the respective features to such orientation,

but merely serve to distinguish these features from one-another.

Modifications and variations of the present invention will beapparent to those skilled in the art

from the forgoing detailed description. All modifications and variations are intended to be

encompassed by the following claims. All publications, patents, andpatent applications cited

herein are hereby incorporated by reference in their entirety.
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tLAlMS

1. A hand held controller for_:_a game consolecomprising:

an outer case,-' and

a plurality ofcontrols located on a front of-the controller;

wherein the controller is shaped to be held in the hand of a user such that the user's

thumb is positioned to operate the controls located on the front of the controller;

and wherein the controller further comprises one or more additional controls located '

on a back of the controller.

2. The. controller of claim 1, further having controls located on the top edge of the

controller and wherein the-.cont'roller is shaped such thatithe user's index fingers are positioned

to operate controls located on the top edge

3. The controller of claim 1 wherein each additionalcontrol is in a position to be operated

bya finger of’ a ‘user.

4. The controller of claim 1 wherein there are two additional controls on the back- of the

controller, each of which is positioned to be operated by a middle finger of a user.

5. The controller of claim 1 wherein each additional control comprises an elongate

member which is inherently resilient and flexible such that it can be displaced by a user to

activate control function.

6. The controller of claim 5 wherein each elongate member is mounted within a respective

recess located in the case of the controller.

7. The controller of claim 6 wherein each elongate member comprises an outermost

surface which is disposed in close proximity to the outermost surface of the controller such that

a user's finger may be received in said respective recess.
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8. The controller of claim 1 wherein each elongate member has a thickness between about

1mm and 10mm.

9. The controller of claim 1 wherein each elongate member has a thickness betweenabout

1mm and 5mm.

10. The controller of claim 1 wherein each elongate member hasa thickness between about

1mm and 3mm.

11. The controller of claim 5 wherein the elongate members are parallel to one another.

12. The controller of claim 5 wherein the elongate members converge towards the front

end of the controller with respect to‘ one another.

13. The controller of claim I wherein a portion ofeach additional control is in registry with a

switch mechanism disposed within the controller, such that displacement of the additional

control activates the switch mechanism.

14. The controller of claim 5 wherein a switch mechanism is disposed between each of the

elongate members and an outer surface of the base of the controller.

15. The controller of claim 2 wherein the one or more additional controls replicate the

function of one or more controls located on the front or top edge of the controller.

16. The controller of claim 2 wherein the one or more additional controls have functions in

addition to the controls located on the front or top edge of the controller.

17. The controller of claim 1 wherein the one or more additional controls are paddle levers.
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18. The controller of claim 1 wherein the additional controls are substantially vertically

orientated with respect to the controller.

19. The controller of claim 1 wherein the one or more additional controls are formed as an

integral part of the outer'ca§e.

20. The controller of claim 1 wherein th_e on or _m.or_e additional controlsare formed

separate from the outer case of the controller.
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CONTROLLER FOR GAME CONSOLE

ABSTRACT

( An improved controller (10) for a game console that is intended to be held by a user in both

hands in the same manner as a conventional controller (1), which has controls on the front

operable by the thumbs (2), (3), (4), (5), and has two additional controls (11) located on the

back in positions to be operated by the middle fingersof a user.

10
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ATLANTA, GA 30338

Date Mailed: 06/30/201 1

Receipt is acknowledged of this non—provisionaI patent application. The application will be taken up for examination
in due course. Applicant will be notified as to the results of the examination. Any correspondence concerning the
application must include the following identification information: the U.S. APPLICATION NUMBER, FILING DATE,
NAME OF APPLICANT, and TITLE OF INVENTION. Fees transmitted by check or draft are subject to collection.

Please verify the accuracy of the data presented on this receipt. if an error is noted on this Filing Receipt, please
submit a written request for a Filing Receipt Correction. Please provide a copy of this Filing Receipt with the
changes noted thereon. if you received a "Notice to File Missing Parts" for this application, please submit
any corrections to this Filing Receipt with your reply to the Notice. when the USPTO processes the reply
to the Notice, the USPTO will generate another Filing Receipt incorporating the requested corrections

Appiicant(s)
Simon Burgess, Loughborough, UNITED KINGDOM;
Duncan lronmonger, Atlanta, GA;

Assignment For Published Patent Application
IRONBURG INVENTIONS LTD., Wincanton, UNITED KINGDOM

Power of Attorney: None

Domestic Priority data as claimed by applicant

Foreign Applications (You may be eligible to benefit from the Patent Prosecution Highway program at the
USPTO. Please see http://www.usptg.gov for more information.)

If Required, Foreign Filing License Granted: 06/28/2011

The country code and number of your priority application, to be used for filing abroad under the Paris Convention,

is US 13/1 62,727

Projected Publication Date: To Be Determined - pending completion of Missing Parts

Non-Publication Request: No

Early Publication Request: No
“* SMALL ENTITY **

page I of 3
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Title

CONTROLLER FOR VIDEO GAME CONSOLE

Preliminary Class

340

PROTECTING YOUR INVENTION OUTSIDE THE UNITED STATES

Since the rights granted by a US. patent extend only throughout the territory of the United States and have no
effect in a foreign country, an inventor who wishes patent protection in another country must apply for a patent
in a specific country or in regional patent offices. Applicants may wish to consider the filing of an international
application under the Patent Cooperation Treaty (PCT). An international (PCT) application generally has the same
effect as a regular national patent application in each PCT—member country. The PCT process simplifies the filing
of patent applications on the same invention in member countries, but does not result in a grantof "an international
patent" and does not eliminate the need of applicants to file additional documents and fees in countries where patent
protection is desired.

Almost every country has its own patent law, and a person desiring a patent in a particular country must make an
application for patent in that country in accordance with its particular laws. Since the laws of many countries differ
in various respects from the patent law of the United States, applicants are advised to seek guidance from specific
foreign countries to ensure that patent rights are not lost prematurely.

Applicants also are advised that in the case of inventions made in the United States, the Director of the USPTO must
issue a license before applicants can apply for a patent in a foreign country. The filing of a U.S. patent application
serves as a request for a foreign filing license. The applications filing receipt contains further information and
guidance as to the status of applicant's license for foreign filing.

Applicants may wish to consult the USPTO booklet. "General Information Concerning Patents" (specifically, the
section entitled "Treaties and Foreign Patents") for more information on timeframes and deadlines for filing foreign
patent applications. The guide is available either by contacting the USPTO Contact Center at 800-786-9199, or it
can be viewed on the USPTO website at http://www.uspto.gcv/web/offices/pac/doc/general/index.htmi.

For information on preventing theft of your intellectual property (patents, trademarks and copyrights), you may wish
to consult the U.S. Government website, http://www.stopiakes.gov. Part of a Department of Commerce initiative,
this website includes self-help "toollrits" giving innovators guidance on how to protect intellectual property in specific
countries such as China, Korea and Mexico. For questions regarding patent enforcement issues, applicants may
call the US. Government hotline at i—866—999-HALT (1 -866-999-4158).

LICENSE FOR FOREIGN FlLiNG UNDER

Title 35, United States Code, Section 184

Title 37, Code of Federal Regulations, 5.11 8: 5.15

§FlANTED

The applicant has been granted a license under 35 U.S.C. 184, if the phrase "IF REQUIRED, FOREIGN FILING
LICENSE GRANTED“ followed by a date appears on this form. Such licenses are issued In all applications where
the conditions for issuance of a license have been met, regardless of whether or not a license may be required as

page 2 of 3
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set forth in 37 CFR 5.15. The scope and limitations of this license are set forth in 37 CFR 5.l5(a) unless an earlier
license has been issued under 37 CFR 5.l5(b). The license is subject to revocation upon written notification. The
date indicated is the effective date of the license, unless an earlier license of similar scope has been granted under
37 CFR 5.13 or 5.14.

This license is to be retained by the licensee and may be used at any time on or after the effective date thereof unless
it is revoked. This license is automatically transferred to any related applications(s) filed under 37 CFR 1.53(d). This
license is not retroactive.

The grant of a license does not in any way lessen the responsibility of a licensee for the security of the subject matter
as imposed by any Government contract or the provisions of existing laws relating to espionage and the national
security or the export of technical data. Licensees should apprise themselves of current regulations especially with
respect to certain countries, of other agencies, particularly the Office of Defense Trade Controls, Department of
State (with respect to Arms, Munitions and Implements of War (22 CFR 121-128)): the Bureau of Industry and
Security, Department of Commerce (15 CFR parts 730—774); the Office of Foreign Assetscontrol, Department of
Treasury (31 CFR Parts 500+) and the Department of Energy.

NQT QRANTED

No license under 35 U.S.C. 184 has been granted at this time, if the phrase "lF REQUIRED, FOREIGN FlLING
LlCENSE GRANTED" DOES NOT appear on this form. Applicant may still petition for a license under 37 CPR 5.12,
it a license is desired before the expiration of 6 months from the filing date of the application. If 6 months has lapsed
from the filing date of this application and the licensee has not received any indication of a secrecy order under 35
U.S.C. 181, the licensee may foreign tile the application pursuant to 37 CFR 5.15(b).

page 3 of 3
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PATENT APPLICATION FEE DETERMINATION RECORD APP“°aI'°"°’ D°‘=“9‘ NU"‘b°'
Substitute for Form PTO-875 13/152727

APPLICATION AS FILED - PART I OTHER THAN
Icoiumn I) (Column 2) SMALL ENTITY OR SMALL ENTITY

FOR NUMBER FILED NUMBER EXTRA RATE($) FEE($)
BASIC FEE

we» —— WA

 

SEARCH FEE

I37 cm 1.IG(I-<). (I). or (Inn N/A N/A N/AEXAMINATION FEE

W W W 

 
 

   
 
 

  

TOTAL CLAIMS
2°INDEPENDENT CLAIMS -

—
II the specification and drawings exceed 100
sheets of paper. the application size fee due is
$270 ($135 Ior smali entity) Ior each additional50 sheets or Iraction Ihereof. See 35 U.S.C.
41(a)(1)(G) and 37 CFFI1.16(s).

MULTIPLE DEPENDENT CLAIM PRESENT (37 CFR 1.16(j))

‘ II the difference in column I is Iess than zero‘ enter "0" in coIumn 2.

 
 

  

 
  

APPLICATION SIZE
FEE
(37 CFR1.16(s))

TOTAL

 
APPLICATION AS AMENDED ~ PART II

OTHER THAN
SMALL ENTITY SMALL ENTITY
 
 

 
 

CLAIMS HIGHEST

 
  

 
  

  
  

REMAINING NUMBER ADDITIONAL RATES) ADDITIONAL< AFTER PREVIOUSLY FEEISI

IE AMENDMENTLLI Total

2 0“j0 Ind a

5 Im%%°»"»aI‘» 0“T
<E T

0“jjTOTAL

(Column 2) {CoIumI\ 3)
CLAIMS HIGHEST

REMAINING NUMBER PRESENT ADDITIONAL
C0 AFTER PREVIOUSLY EXTRA RATEIS) FEE($)
E AMENDMENT PAID FORLL} Tong Minus

2jfijj ORT
E Independent Minus ORLu (37 CFR I.I6(h))

3 Avvwn jjOR
FIRST PRESENTATION op MULTIPLE DEPENDENT CLAIM (37 cm III6(I))

OR TOTALADD‘I_ FEE ADD‘L FEE
' II Ihe entry in ooiumn 1 is less than Ihe emry In coiumn 2. write "0" In ooiumn 3.

“ II the “Highest Number Previously Paid For" IN THIS SPACE is less than 20, enter “2D".
'" II (he "Highest Number Previousiy Paid For“ IN THIS SPACE is Iess than 33. anter "3’.

The "Highest Number PI9viousIy Paid For‘ (Tom! or Independent) Is the highest fauna in the appropriate box In coiumn I
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UNITED S’1‘A'i‘ES PATEN1‘ AND TRADEMARK OFFICE Ui'\'I'|'T*‘.U .‘W'.-\'I'I".S DFII’A RTM EVT OF’ (7()l\’m‘"‘.R(TT*f
United States l’ntcnt and 'l‘rndeniurk ()l‘fie::

r\<3\|:rss. iL;'0T\{ 5~';«.’:“iE)Cl.\i'T:'Ti IVGR P;-\TEN‘1‘S
(~-, ,

i\1é.\.m ‘ -:A"ll’j_t,‘)I.lil 223134 use\VVV\\'.|LS, gov

APPLIC‘i\TIO\’ NUMBER FILING OR 3711(3) DATE FIRST NAMED APPLICi\N'l‘ ATTY. DOCKET NOfI'ITI.E
 

  

13/i62.727 06/17/201 1 Simon Burgess 0905-002
CONFIRMATION NO. 8138

52245 FORMALITIES LETTER
Parks IP Law LLC .

1117 PERIMETER CENTER WEST lllllllllilllllli W t 3 it i H lllilllll 2'iiiilliililliiliii
ATLANTA, GA 30338

Date Mailed: 06/30/2011

NOTICE TO FILE MlSS|NG PARTS OF NONPROVISIONAL APPLICATION

FlLED UNDER 37 CFR 1.53(b)

Filing Date Granted

|mFi ir TAviAnnmn:

An application number and filing date have been accorded to this application. The item(s) indicated below,
however, are missing. Applicant is given TWO MONTHS from the date of this Notice within which to file all
required items below to avoid abandonment. Extensions of time may be obtained by filing a petition accompanied
by the extension fee under the provisions of 37 CFR 1.136(a).

- The statutory basic filing fee is missing.

Appiicant must submit $82 to complete the basic filing fee for a small entity.
- The oath or declaration is missing.

A properly signed oath or declaration in compliance with 37 CFR 1.63, identifying the application by the above
Application Number and Filing Date, is required.
Note: If a petition under 37 CFR 1.47 is being filed, an oath or declaration in compliance with 37 CFR 1.63
signed by all available joint inventors, or if no inventor is available by a party with sufficient proprietary interest,
is required.

The applicant needs to satisfy supplemental fees problems indicated below.

The required item(s) identified below must be timely submitted to avoid abandonment:

- A surcharge (for late submission of filing fee, search fee, examination fee or oath or declaration) as set forth in
37 CFR 1.16(f) of $65 for a small entity in compliance with 37 CFR 1.27, must be submitted.

§LjMMARY OF FEES DUE:

Total feets) required within TWO MONTHS from the date of this Notice is $527 for a small entity
- $82 Statutory basic filing fee. '
° $65 Surcharge.

- The application search fee has not been paid. Applicant must submit $270 to complete the search fee.
- The application examination fee has not been paid. Applicant must submit $110 to complete the examination
fee for a small entity in compliance with 37 CFR 1.27.

page i of 2
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Replies should be mailed to:

Mail Stop Missing Parts
Commissioner for Patents
P.O. Box 1450
Alexandria VA 22313-1450

Registered users of EFS-Web may alternatively submit their reply to this notice via EFS-Web.
mime;/1§p_gr§gi.gisptg.gov[guthentiggte[Agitl3gn1ic;aLeLJ§erLg;ga|EPF.l;itml

For more information about EFS-Web please call the USPTO Electronic Business Center at 1-866-217-9197 or
visit our website at htlpj/www.i;spLQ.,g9v/_e;2g:_.

If you are not using EFS-Web to submit your reply, you must include a copy of this notice.

/aabranyos/

Office of Data Management. Application Assistance Unit (571) 272-4000, or (571) 272-4200, or 1-888-786-0101

page 2 of 2
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

Inventors: Burgess et ai. Docket No.: 0905-002

Serial No.: 13/162,727 Art Unit: 2612

Fiiing Date: June 17, 2011 Confirmation No.: 8138

For: CONTROLLER FOR VIDEO GAME CONSOLE

Mail Stop: Missing Parts
Commissioner for Patents

P. O. Box 1450

Alexandria, Virginia 22313-1450

RESPONSE TO NOTICE TO FILE MISSING PARTS OF

NONPROVISIONAL APPLICATION

Sir:

In response to the Notice to File Missing Parts of Nonprovisional

Application mailed June 30, 2011, enclosed are the foilowlng:

1. Executed Deciaration by inventors Simon Burgess and Duncan

lronmonger;

2. Petition for Extension of Time (one month); and

3. Payment in the amount of $527.00 ($82.00 Basic filing fee; $65.00

Surcharge; $270.00 Search fee; $110.00 Examination fee).

Applicant believes this to be a complete reply to the Notice and believe

that no additional fees are due; however, the Commissioner is hereby authorized

to charge any additional fees due to Deposit Account 50-3447.

 
Parks IP Law LLC

1 1 17 Perimeter Center West

Suite E402

Atlanta, GA 30338
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PTO/SBr22 (07-09)
Approved for use through 07/31/2012. OMB 0851-0031

U.S. Patentand Trademark Office; (1.8. DEPARMENT OF COMMERCE
Under the paperwork Reduction Act of 1995. no persons are required to respond to a collection of information unless it displays a valid OMB control number.

PETITION FOR EXTENSION OF TIME UNDER 37 CFR 1.136(a) Dockel Number (0915003)

FY 2009 0905-002
Fees pursuant to the Consolidated A ropriations Act, 2005 (H.R. 4818).

Application Number 13/162,727 Filed June 17, 2011

F0’ CONTROLLER FOR VIDEO GAME CONSOLE

Art Unit 2612

This is a request under the provisions of 37 CFR 1.136(3) to extend the period for filing a reply in the above identified
application.

The requested extension and fee are as follows (check time period desired and enter the appropriate fee below}:

E_e_e Small Entity Fee

One month (37 CFR 1.t7(a)(1)) $130 $65 $ 55

Two months (37 CFR 1.1 '/(a)(2)) $490 $245 $

Three months (37 CFR 1.17(a](3)) $1110 $555 $

Four months (37 CFR 1.1‘/(a)(4)) $1730 $865 $

$Five months (37 CFR t,‘i7(a)(5)) $2350 $1175

Applicant claims small entity status. See 37 CFR 1.27.

E] A check in the amount of the fee is enclosed.

Payment by credit card. Form PTO-2038 is attached.

E] The Director has already been authorized to charge fees in this application to 3 Deposit Account.

The Director is hereby authorized to charge any fees which may be required, or credit any overpayment, to
Deposit Account Number 50-3447
WARNING: information on this term may become public. Credit card Information should not be Included on this form.
Provide credit card information and authorization on PTO-2038.

lam the D appiicantfinventor.

D assignee of record of the entire interest. See 37 CFR 3.71.Statement under 37 CFR 3.73(b) is enclosed (Form PTO/SB/96).

attorney or agent of record. Registration Number 52095

lroseptzoll
Cynthia Parks 678) 3256601

Typed or printed name Telephone Number

NOTE: Signatures of all the inventors or assignees at record of the entire interest or their representatlve(s) are required. Submit multiple torms it more than one
signature is required, see below.

I: Totaiof ________e forms are submitted.
This collection of information is required by 37 CFR t.186(a). The information is required to obtain or retain a benefit by the public which is to me (and by the
USPTO to process) an application. Confidentiality is governed by 35 U.S.C. 122 and 3? CFR 1.11 and 1.14. This collection is estimated to lake 6 minutes to
complete, inciuding gathering. preparing. and submitting the completed application form to the USPTO. Time will vary depending upon the individual case. Any
comments on the amount of time you require to complete this form andfor suggestions {or reducing this burden, should be sent to the Chlet information Olfioer.
US. Patent and Trademark Ollice, U.S. Department of Commerce, PO. Box 1450, Alexandria, VA 223134450. DO NOT SEND FEES OR COMPLETED
FORMS TO THIS ADDRESS, SEND TO: Commissioner for Patents, P.O. Box 1450, Alexandria, VA 22313-1450.

Ifyou need assistance in completing the form, call H700-PTO-9199 and select option 2.
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Attorney Docket No. 0905-002

DECLARATION Ai\iD POWER OF A'I'l'Ol'-tNEY

{Z Original [3 Supplemental [:1 Substitute E] PCT

As a below named inventor, l hereby declare that:

My residence, post office address andvcitizenship are as stated below next to my name.

i believe I am the original, first and sole inventor (if only one name is listed below), or an
original, first and joint inventor (if plural names are listed below) of the subject matter which is
claimed and for which a patent is sought on the invention entitled:

CONTROLLER FOR VIDEO GAME CONSOLE

(Title of the invention)

 

the specification of which (check one)

Cl is attached hereto

El was filed on June 17 2011 and assigned serial no. 13/162 727

and was amended on (if applicable)

  

l hereby state that l have reviewed and understand the contents of the above—identified
specification, including the claims, as amended by any amendment referred to above.

I acknowledge the duty to disclose information which is material to the patentabiiity of
this application in accordance with Title 37, Code of Federal Regulations, § 1.56.

I hereby claim foreign priority benefits under Title 35, United States Code, § H9 (a) — (cl)
or § 365(b) of any foreign applicatlon(s) for patent or inventors certificate, or § 365{a) of any
PCT international application which designated at least one country other than the United
States of America, listed below and have also identified, by checking the box below, any foreign
application for patent or inventors certificate, or of any PCT international application having a
filing date before that of the application on which priority is claimed.

Porein/Mics ‘I claimed ‘> (0 Attache  

       
 

As a named inventor, I hereby revoke all prior powers and appoint the attorney(s) and/or
agent(s) associated with:

Customer No. 52245

to prosecute this application and transact all business in the Patent and Trademark Office
connected therewith.

I acknowledge the above—iisted attorneys and agents and their firm Parks IP Law LLC
represent my employer (if i am an employee and this application has been or will be assigned
to my employer) or the entity with which i have contracted (if i am an independent contractor
and this application has been or will be assigned to such entity) and in such cases do not
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inventors: Simon Burgess and Duncan lronmonger
For: Controller for Video Game Console

Page 2 of 2

represent me individually. I further acknowledge l have not established, nor will i seek to
establish, any personal attorney/client relationship with Parks lP Law LLC in connection with
this application and understand that, should i require legal representation, i will obtain such, at
my expense, other than through Parks IP Law LLC.

Send Correspondence to the Address associated with Customer Number 52245

Direct telephone calls to: Collen A. Beard, Esq. (678) 325-6601

I hereby declare that all statements made herein of my own knowledge are true and that
all statements made on information and belief are believed to be true; and further that these

statements were made with the knowledge that willful false statements and the like so made are
punishable by fine or imprisonment, or both, under Section 1001 of Title 18 of the United States

Code and that such willful false statements may jeopardize the validity of the application or any
patent issued thereon. s 

Full name of first inventor Simo Burgess

- » :3" W’inventor s signature /1” Date: Z? '2 9 H
Residence Loughborough, Leicestershire

Citizenship United Kingdom

Post Office Address 39 Jubilee Avenue, Sileby. Loughborough, Leicestershire LE2
7TH United Kingdom

Full name of first inventor Duncan lronmonger

inventors signature Date: jug’ '23”! Qoli
Residence Atlanta, GA

Citizenship United States of America

Post Office Address 3820 Roswell Road, Suite 306, Atlanta, GA 30342
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Electronic Patent Application Fee Transmittal

Application Number: 13162727

Filing Date: 17-Jun-2011 

 

 
 
 
 

  
 

Title of Invention: CONTROLLER FOR VIDEO GAME CONSOLE

 
 

Cynthia R. Parks/Virginia Keenan

Attorney Docket Number: 0905-002

Filed as Small Entity

Utility under 35 USC 111(a) Filing Fees

Pages: '

Claims:

Miscellaneous-Filing:
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Sub-Total in

USD($)
 
 Description

 
 

 

Patent—Appeals-and-Interference:

 
 
 

Post-A!|owance—and~Post-lssuance:

Extension-of-Time:

Total in USD (S) 527  
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Electronic Acknowledgement Receipt

T

—

 
 

Title of Invention: CONTROLLER FOR VIDEO GAME CONSOLE

“

Payment information:

2816
5°34“

The Director of the USPTO is hereby authorized to charge indicated fees and credit any overpayment as follows:

 
  

 

 

 
  

 
  

Cynthia R. ParksNirginia Keenan

 

  

 
  
 

  
  

  

 

 

Charge any Additional Fees required under 37 CPR. Section 1.16 (National application filing. search,ar1d examination fees)

Charge any Additional Fees required under 37 C.F.R. Section 1.1 7 (Patent application and reexamination processing fees)
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Charge any Additional Fees required under 37 C.F.R. Section 1.19 (Document supply fees)

Charge any Additional Fees required under 37 C.F.R. Section 1.20 (Post Issuance fees)

Charge any Additional Fees required under 37 CFR. Section 1.21 (Miscellaneous fees and charges)

File Listing:

Document Document Description File Size(Bytes)l Multi Pages
Number Message Digest Part l.zip (if appl.)

Applicant Response to Pre-Exam
Formalities Notice ReSp°n$eMP'pdf 13!}?l(.la95<3»\:\l)ldl2(I>3?Mo~1)Ll6cSll)lt(iii?!

Information:

2 Extension of Time
’sf>8(>4I.1(yl?i)8I¢l1fi37c‘)t: $1‘)at9)h9lWlile

6'lI.'l|')a

Warnings:

Information:

Oath or Declaration filed Declarationpdf S7}i()l?la\*'}l 2c iB36.‘xti.'nlIl39(Ji3lli l‘?<. I31}:
4G2

Information:

Fee Worksheet (SE06) fee-info.pdf (4 82r.l67’/edit’! §44ccac:27i8lr>bl:<Iad(l1xi49(«Mk

Information:

This Acknowledgement Receipt evidences receipt on the noted date by the USPTO of the indicated documents,
characterized by the applicant, and including page counts, where applicable. It serves as evidence of receipt similar to a
Post Card, as described in MPEP 503.

New Applications Under 35 U.S.C. 111
if a new application is being filed and the application includes the necessary components for a filing date (see 37 CFR
i.53(b)—(d) and MPEP 506), a Filing Receipt (37 CFR 1.54) will be issued in due course and the date shown on this
Acknowledgement Receipt will establish the filing date of the application.

National Stage of an International Application under 35 U.§.C. 371

If a timely submission to enter the national stage of an international application is compliant with the conditions of 35
U.S.C. 371 and other applicable requirements a Form PCTIDOIEO/903 indicating acceptance of the application as a
national stage submission under 35 U.S.C. 371 will be issued in addition to the Filing Receipt, in due course.

New International Application Filed with the USPTO as a Receiving Office
If a new international application is being filed and the international application includes the necessary components for
an international filing date (see PCT Article 11 and MPEP 1810), a Notification of the international Application Number
and of the international Filing Date (Form PCT/R0/105) will be issued in due course, subject to prescriptions concerning

national security, and the date shown on this Acknowledgement Receipt will establish the international filing date of
the application.
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PTO!SB!22 (07-09)
Approved for use through or/3112012. OMB 0651-0031

u.s. Patent and Trademark Omen; u.s. DEPARMENT OF COMMERCE
Under the paperwork Reduction Act oi 1395. no person: are required to respond to a collection of information unless it displays a valid OMB control number.

PETiTiON FOR EXTENSION OF TIME UNDER 37 CFR 1.136(3) 900“ Numbfif (0t>“0fl9l)

FY 2009 0905-002
Fees mum! to ma ConsoIIrIeted'A~ ro t rlailona Act. 2005 .R. rm .

Application Number 131162.27 Filed June 17. 2011

F“ CONTROLLER FOR ViDEO GAME CONSOL

This is a request under the provisions of 37 CFR 1.136(3) to extend the period for filing a reply in the above identified
application.

The requested extension and fee are as follows (check time period desired and enter the appropriate fee below):

EQQ §.".1_3LEuil1Z.Efi

One month (37 cm t.17(a)(1)) $130 $65 3 65

D Two months (37 CPR ‘i.17(a)(2)) $490 $245

E] Three months (37 CFR 1.‘i7(a)(3)) $1110 $556

[:1 Four months (37 cm 1.17(a)(4)) $1730 $865

[:3 Five months (37 CFR 1.‘i7(a)(5)) $2350 $1175

Applicant claims srnaii entity status. See 37 CFR1.27. , 09/23/2011 iiTEiiLEi4I 00000018 503447 13162727

D A check in the amount of the fee is enclosed. 01 P933351 55-90 D“

V Payment by credit card. Form PTO~2038 is attached.

E] The Director has already been authorized to charge fees in this application to :3 Deposit Account.

The Director is hereby authorized to charge any fees which may be required. or credit any overpayment. to
Deposit Account Number 50-3447 .
WARNING: iniormation on this form may become public. Credit card information should not he included on this form.
Provide credit card lniormation and authorization on PTO-2038.

lam the E] appiicantfmventor.

D assignee of record of the entire interest. See 37 CFR 3.71.Statement under 37 CFR 3.736)) is enclosed (Form PTOISBIQB).

attorney or agent of record. Registration Number 52095
age under 3 CFR 1.34.v ‘ = 2 under97 OFR 1.34

 icaeegtzoii
Cynthia Parks 678) 325-6601

Typed or printed name Telephone Number

NOTE: Signatures oi all the inventors or asslgnees oi reoorrt oi the entire internal or their representetlveu) are required. submit multiple term: it more than one
signature is required. see below.

[3 Toiaiot _______.____._____,__. forms are submitted.
This collection 0! information is required by 37 CFR Mattie). The Information is required to obtain or retain a benalit by the public which is to lite (and by the
USPTO be process) an application. confidentiality is governed by 35 U.S.C. 122 and 37 CPR H1 and 1.14. This coilection is estimated to intro 0 minutes to
complete. including gathering. propanng. and submitting the completed application term to the USPTO. Time will vary depending upon the individual case. Any
comments on the emounlot time you require to cempicbe this form enrifor suggestions lor reducing this burden. should be sent to the chlel lnlormetlon Oilioer.
0.8. Patent and ‘rredernont Otiloe. U3. Department oi Commerce. r>.o. Box 1450. Alexandria. VA 223134450. 00 NOT SEND FEES OR COMPLETED
FORMS T0 was nnoaess. SEND To: commissioner for Patents, no. Box 1450. Alexandria. VA 22313-1460.

ifyou need assistance In completing the form, call l«800~PTO-9199 and select option 2.
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NAME OF APPLICANT, and TlTLE OF INVENTION. Fees transmitted by check or draft are subject to collection.

Please verify the accuracy of the data presented on this receipt. It an’ error is noted on this Filing Receipt, please
submit a written request for a Filing Receipt Correction. Please provide a copy of this Filing Receipt with the
changes noted thereon. if you received a "Notice to File Missing Parts" for this application, please submit
any corrections to this Filing Receipt with your reply to the Notice. when the USPTO processes the reply
to the Notice, the USPTO will generate another Filing Receipt incorporating the requested corrections

Applicant(s)
Simon Burgess, Loughborough, UNITED KINGDOM;
Duncan lronmonger, Atlanta, GA;

Assignment For Published Patent Application
IRONBURG INVENTIONS LTD., Wincanton, UNlTED KINGDOM

Power of Attorney: The patent practitioners associated with Customer Number 52245

Domestic Priority data as claimed by applicant

Foreign Applications (You may be eligible to benefit from the Patent Prosecution Highway program at the
USPTO. Please see hnp://www.uspto.gov for more information.)

it Required, Foreign Filing License Granted: 06/28/2011

The country code and number of your priority application, to be used for filing abroad under the Paris Convention,

is US 13/162,727

Projected Publication Date: 12/20/2012

Non-Publication Request: No

Early Publication Request: No
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Title

CONTROLLER FOR VIDEO GAME CONSOLE

Preliminary Class

340

PROTECTING YOUR INVENTION OUTSIDE THE UNlTED STATES

Since the rights granted by a U.S. patent extend only throughout the territory of the United States and have no
effect in a foreign country, an inventor who wishes patent protection in another country must apply for a patent
in a specific country or in regional patent offices. Applicants may wish to consider the filing of an international
application under the Patent Cooperation Treaty (PCT). An international (PCT) application generally has the same
effect as a regular national patent application in each PCT~member country. The PCT process simplifies the filing
of patent applications on the same invention in member countries, but does not result in a grant of "an international
patent" and does not eliminate the need of applicants to file additional documents and fees in countries where patent
protection is desired.

Almost every country has its own patent law, and a person desiring a patent in a particular country must make an
application for patent in that country in accordance with its particular laws. Since the laws of many countries differ
in various respects from the patent law of the United States, applicants are advised to seek guidance from specific
foreign countries to ensure that patent rights are not lost prematurely.

Applicants also are advised that in the case of inventions made in the United States, the Director of the USPTO must
issue a license before applicants can apply for a patent in a foreign country. The filing of a US. patent application
serves as a request for a foreign filing license. The application's filing receipt contains further information and
guidance as to the status of applicant's license for foreign filing.

Applicants may wish to consult the USPTO booklet, "General Information Concerning Patents“ (specifically, the
section entitled "Treaties and Foreign Patents") for more information on timeframes and deadlines for filing foreign

patent applications. The guide is available either by contacting the USPTO Contact Center at 800-786-9199, or it
can be viewed on the USPTO website at http://wwwuspto.gov/web/offices/pac/doc/general/index.html.

For information on preventing theft of your intellectual property (patents, trademarks and copyrights), you may wish
to consult the U.S. Government website, http://www.stopfakes.gov. Part of a Department of Commerce initiative,
this website includes self—help “toclkits" giving innovators guidance on how to protect intellectual property in specific
countries such as China, Korea and Mexico. For questions regarding patent enforcement issues, applicants may
call the U.S. Government hotline at i~866—999—HALT (1 666-999-4158).

LICENSE FOR FOREIGN FlLlNG UNDER

Title 35, United States Code, Section 184

Title 37, Code of Federal Regulations, 5.11 & 5.15

§fiANT_E_D_

The applicant has been granted a license under 35 U.S.C. 184, if the phrase "lF REQUIRED, FOREIGN FlLlNG
LiCENSE GRANTED" followed by a date appears on this form. Such licenses are issued in all applications where
the conditions for issuance of a license have been met, regardless of whether or not a license may be required as
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set forth in 37 CFR 5.15. The scope and limitations of this license are set forth in 37 CFR 5.15(a) unless an earlier
license has been issued under 37 CFR 5.15(b). The license is subject to revocation upon written notification. The
date indicated is the effective date of the license, unless an earlier license of similar scope has been granted under
37 CFR 5.13 or 5.14.

This license is to be retained by the licensee and may be used at any time on or after the effective date thereof unless
it is revoked. This license is automatically transferred to any related applications(s) filed under 37 CFR 1.53(d). This
license is not retroactive.

The grant of a license does not in any way lessen the responsibility of a licensee for the security of the subject matter
as imposed by any Government contract or the provisions of existing laws relating to espionage and the national
security or the export of technical data. Licensees should apprise themselves of current regulations especially with
respect to certain countries, of other agencies, particularly the Office of Defense Trade Controls, Department of
State (with respect to Arms, Munitions and implements of War (22 CFR 121-128)); the Bureau of industry and
Security, Department of Commerce (15 CFR parts 730-774); the Office of Foreign Assetscontrol, Department of
Treasury (31 CFR Parts 500+) and the Department of Energy.

N T RANTED

No license under 35 U.S.C. 184 has been granted at this time, if the phrase "lF REQUIRED, FOREiGN FlLlNG
LlCENSE GRANTED" DOES NOT appear on this form. Applicant may still petition for a license under 37 CFR 5.12,
it a license is desired before the expiration of 6 months from the filing date of the application. If 6 months has lapsed

from the filing date of this application and the licensee has not received any indication of a secrecy order under 35
U.S.C. 181, the licensee may foreign file the application pursuant to 37 CFR 5.15(b).
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Application No. AppIicant(s)

is/152,727 BURGESS ET AL.

Office Action Summary Examine M Um, “-

STEVEN J. HYLINSKI 3717

-- The MAILING DATE of this communicatin appears on the cover sheet with the correspondence address --
Period for Reply

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE ,3 MONTH(S) OR THIRTY (30) DAYS,
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION.

Extensions of time may be available under the provisions cl 37 CPR 1.136(3). in no event. however. may a reply be timely filed
alter SIX (6) MONTHS from the mailing dale of this communication.

« ll NO period for reply is specified above. the maximum statutory period will apply and will expire SIX (6) MONTHS {mm the mailing date of this communication.
~ Failure to reply within the set or extended period tor reply will. by statute. cause the application to become ABANDONED (35 U.S.C. § 133).

Any reply received by the Oilice later than three months after the mailing date of this communication. even it timely iiled. may reduce any
earned patent term adjustment. See 37 CFR t.704(b).

Status

l)iZl Responsive to communicatlon(s) filed on 09/16/2011.

2a)E] This action is FINAL. 2b)IZl This action is non—final.

3)I:I An election was made by the applicant in response to a restriction requirement set forth during the interview on

_______; the restriction requirement and election have been incorporated into this action.

4)I:] Since this application is in condition for allowance except for formal matters, prosecution as to the merits is

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 1 t, 453 0G. 213.

Disposition of Claims

5)® Claimts) _1_-_2_‘Qis/are pending in the application.

523) Of the above clalm(s) __ is/are withdrawn from consideration.

6)I:I Clalmts) __ is/are allowed.

7) Clairnts) _1_-gfls/are rejected.

' 8)[] Claim(s) __ is/are objected to.

9)I:I Claim(s) __ are subject to restriction and/or election requirement.

Application Papers

10)l:I The specification is objected to by the Examiner.

mm The drawlng(s) filed on 17 June 2011 is/are: a)E accepted or b)E] objected to by the Examiner.

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a).

Replacement drawing sheet(s) including the correction is required if the drawingjs) is objected to. See 37 CFR 1.12l(d).

12)[] The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152.

Priority under 35 U.S.C. § 119

13)[] Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1t9(a)—(d) or (f).

ailff] All oil] Some * o)[‘_"l None of:

1.[] Certified copies of the priority documents have been received.

2.1:] Certified copies of the priority documents have been received in Application No. _.

8.1:] Copies of the certified copies of the priority documents have been received in this National Stage

application from the international Bureau (PCT Rule 17.2(a)).
' See the attached detailed Office action for a list of the certified copies not received.

Attachment(s)

1) Notice of References Cited (PTO-892) 4) D interview Summary (PTO-413)
2) D Notice of Draftsperson’s Patent Drawing Review (PTO-948) Paper NOIS)/Ma" D3‘9~ ........_ v
3) [:1 information Disclosure Statementjs) (PTO/SB/08) 5) I:I N°‘I‘39 0‘ I“I°”'“3I Patel“ APPII°<”m°"

Paper No(s)/Mail Date . 6) C] Other: .
US. Patent and Trademark Office

PTOL-326 (Rev. 03-1 1) Otfice Action Summary Part of Paper No./lvlail Date 20120616
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Application/Control Number: 13/162,727 Page 2

Art Unit: 3717

DETAlLE.D ACTION

Claim Rejections - 35 USC § 102

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that

form the basis for the rejections under this section made in this Office action:

A person shall be entitled to a patent unless —

(b) the invention was patented or described in a printed publication in this or a foreign country or in
public use or on sale in this country, more than one year prior to the date of application for patent in
the United States.

1. Claims 1-7, 11, 13-14, and 17-20 are rejected under 35 U.S.C. 102(b) as

being anticipated by US 6,394,906 to Ogata.

Re Claim 1 ,

Ogata discloses a hand held controller for a game console (Abstract) comprising:

an outer case (Fig. 1 and 4:35-40, main body unit 4 made up of upper half 2 and

lower half 3 abutted and connected to each other by fasteners) and

a plurality of controls located on a front of the controller (Figs. 12, controls 9, 12,

16, 22-24 are all located on upper half 2 of controller 1)

wherein the controller is shaped to be held in the hand of a user such that the

user’s thumb is positioned to operate the controls located on the front of the controller

(Fig. 7, the user’s thumb’s L11 and R11 are used to operate all controls 9, 12, 16, 2224

located on upper half 2 of controller 1)

and therein the controller further comprises one or more additional controls

located on a back of the controller (Figs. 1-8, trigger buttons 19b and 20b are located on

lower half 3 of the controller body, facing away from the player as shown in Fig. 7 and

therefore are on the back of the controller)
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Art Unit: 3717

Re Claim 2,

Ogata discloses the controller of claim 1 further having controls located on the

top edge of the controller and wherein the controller is shaped such that the user's

index fingers are positioned to operate controls located on the top edge (Fig. 7, buttons

19a and 20a are buttons located on the top edge of upper half 2 of the main body unit 4

which are operated by the user's index fingers U2 and Rf2).

Fte Claim 3,

Any of the plurality of controls shown in Figs. 1~8, which are additional controls

relative to any other controls on the unit, is positioned to be operated by fingers Lf1-5

and Rfl -5 of the user’s hands Lf, Rf as shown in Fig. 7.

Re Claim 4,

Fig. 7 shows two additional controls 19b and 20b positioned to be operated by

middle fingers Fife} and U3 of the user.

Re Claim 5,

The buttons 19a~b and 20a—b are depicted in Fig. 4 as being rectangular and are

therefore elongate members, which because they are operated by depressing them into

the housing renders them inherently resilient and flexible (13:13-25 describes buttons

19a-b and 20a-b as thrusting actuators that protrude from the housing and contact

switch elements located inside the housing 4, and that the thrusting actuators may

further be covered in an elastomer for improved operating feeling.)

Re Claim 6,
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Art Unit: 3717

See Fig. 9 19a-b protruding from recesses in the housing 4, and also see 13:13-

25.

Re Claim 7,

Figs. 7-8 show elongate members 19a-b and 20a-b comprising an outermost

surface disposed in close proximity to the outermost surface of the controller housing 4

such that user's fingers Rf2,3 and Lf2,3 may be received in the recess depicted in Fig. 8

with respect to buttons 19a,b.

Re Claim 11,

Fig. 4 shows elongate members 19a,b and 20a,b being parallel to one another.

Re Claims 13-14,

See 13:19-21 which describes a portion of each additional control being in

registry with a switch mechanism disposed within the controller and in between each of

the elongate members and an outer surface of the base of the controller, such that

displacement of the additional control activates the switch mechanism.

Re Claim 17,

The controls 19a-b and 20a—b that provide flat button surfaces, the exposed part

of which face away from the user and are operated by the user's fingers wrapping

around the controller body and depressing them as shown in Fig. 7, can be interpreted

as paddle levers.

Re Claim 18,

Fig. 4 shows the additional controls 19a~b and 20a-b being substantially vertically

oriented with respect to the controller.
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Art Unit: 3717

Re Claims 19-20,

The additional controls 19a-b and 20a-b shown in Figs. 1-8 are placed such that

they are integral with the case yet they are distinct components from the case body 4.

Claim Rejections - 35 USC § 103 M

The following is a quotation of 35 USC. 103(a) which forms the basis for all

obviousness rejections set forth in this Office action:

(a) A patent may not be obtained though the invention is not identically disclosed or described as set
forth in section 102 of this title, if the differences between the subject matter sought to be patented and
the prior art are such that the subject matter as a whole would have been obvious at the time the
invention was made to a person having ordinary skill in the art to which said subject matter pertains.
Patentability shall not be negatived by the manner in which the invention was made.

2. Claims 8-10, 12, and 15-16 are rejected under 35 U.S.C. 103(3) as being

unpatentable over US 6,394,906 to Ogata.

Re Claims 8-10 and 12,

These claims recite alternative possible size and shape considerations for the

same elongate members 19a~b and 20a-b disclosed by Ogata and visible in Figs. 1-8,

without claiming any unexpected result of these size and shape considerations,

especially in light of the several thickness ranges and the parallel vs. converging size

and shape limitations being presented in the alternative, which indicates the function of

the apparatus is unchanged as these parameters are varied.

Regarding claims 8-10, in Gardner‘ 1/. ‘l7z’E’O figrsiems, inst, 725 F-2:21 if-338, 220

‘)3USPCE W‘? {R-ad. Cir. 7.984}, cert. derrieci, 469 U.€€?.. 8‘. 0, 22:3 LSSPQ (@984), the

Federal Circuit heid t'nai.'. where the only diiierertce l:>etweeri the prior art and the claims

was a recitation of relative ciirnensions cf the claimed device and 3, device having the

claimed relative dimensions would not perform ditierently than the prior art device the
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CE:-zimed «:i{-zvicc-2 was not gzatc-zmabiy giisténct from prim art <:i<~;\/fizz:-2.39 See aiso M959

2144.04 Seczti-an iv A.

Re:-garding oiaim 12, MPEF’ 2344.04 Saction N B Szzatees that a change in shape

of an a_p;2a:'ams: w<:»u£<§I be c;bvi<:2u$ is one having ordinary ;~3%<i§i in tfze art absent

persuasive évidence that the pamczziar shagtxe is sig:;néi‘§can:.

Re Siairm 15-3 5,

r

Aitfaeugrt 5:483»-$3 «:3? Ogata states that the czontrois; 19a~b am} 2Sa~b have

functions that affect the -game character's in ways that correspond to pmgramming of the

game, Ogata (meg mt go into detaéé as to whether the button mapping of his conimiier

is 531.30%’: that (me or rmm-2 <:<>mrois re;::§é<:at<-2 me functéarzs 0‘? other controisa Cu“ whether

one or m-::sr=e:: canzrais have functions different from ether «zzcmimis on the from ar tap

edge :2? the cantmiier. Because ciaims 15 and garment dupéicaténg vs. mi dupficaténg

buttcn magpéng functions as aétematévea, and because there is §uri;her no maimed

specific: purpose} pematern being soévc-ad by, car acivaniage caused by mgzfiéczaééng basitetm

m«:«1pp£r:g :3: nm ciwérxg 5:0, ii. would ‘nave been an obvicus matier of deségrz -::hoic:e to (am

having os'ci§r'zary s¥~:EE¥ in the av: at the time the invention was: made wt':e$:her to map the

prepregramnwed bums": functions for the c:<3:":§s‘o§Ee—r shown it: Figs.) '3 ~8 0? Qgata such that

funcmns are f’:3§f}fiC;£~}i-3C3 0:‘ mt. <‘3e'~.«.=3 of s§<.éE§ in 31:52 art wcmiri has/<2 exp:-c-acteed C>gat:»a’ss

coratroiiar £0 mraction Wei! r~:eg;23.rdEes;~3 of what specific szsfiware carnmzarzd nxapgérsg $5

appiieci by the game rjesigner is the butter cantr'0is..

Conclusion
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The prior art made of record and not relied upon is considered pertinent to

applicant's disclosure and is included in the Notice of References Cited. Any inquiry

concerning this communication or earlier communications from the examiner should be

directed to STEVEN J. HYLlNSKl whose telephone number is (571)270-1995. The

examiner can normally be reached on Mon-Fri 9am-7pm.

If attempts to reach the examiner by telephone are unsuccessful, the examiners

supervisor, Melba Bumgarner can be reached on (571)272-4709. The fax phone

number for the organization where this application or proceeding is assigned is 571 ~

273-8300.

Information regarding the status of an application may be obtained from the

Patent Application information Retrieval (PAIR) system. Status information for

published applications may be obtained from either Private PAlR or Public PAlR.

Status information for unpublished applications is available through Private PAIR only.

For more information about the PAlR system, see http://pair-direct.uspto.gov. Should

you have questions on access to the Private PAlR system, contact the Electronic

Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a

USPTO Customer Service Representative or access to the automated information

system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000.

/STEVEN J HYLINSKV

Primary Examiner, Art Unit 3717
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lnventor(s): Simon Burgess et al. Conf. No.: 8138
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Art Unit: 3717 Examiner: Hylinski, Steven J.

Title: CONTROLLER FOR VIDEO GAME CONSOLE

Docket No.: 0905-002

Mail Stop: AMENDMENT
Commissioner for Patents

U .S. Patent and Trademark Office

P.O. Box 1450

Alexandria, VA 22313-1450

RESPONSE TO NONFINAL OFFICE ACTION

This Response is filed in reply to the non—final Office Action mailed June

28, 2012. The Assignee requests consideration of the following amendments

and remarks.

Amendments to the Claims begin on page 2.

Remarks begin on page 6.
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CLAIM LISTING

The following set of claims replaces all previous versions of the claims.

1. (Currently Amended) A hand held controller for a game console

comprising:

an outer case comprising a front, a back, a top edge, and a bottom edge,

wherein the back of the controller is opposite the front of the controller and the

top edge is opposite the bottom edge; and

a plelralityef front control[[s]] located on the {[a}] front of the controller;

wherein the controller is shaped to be held in the hand of a user such that

the user's thumb is positioned to operate the front contro|l[s]] leeateden—the—£rent

 ;and

whereimtheeentreflepienheeeempdseeeneeemereedditionale

control{[s]] located on [la]] th_e back of the controller wherein the back control is

an elongate member that extends between the top edge and the bottom edge

and is inherently resilient and flexible.

 

2. (Currently Amended) The controller of claim 1, further having a top edge

control[[s]] located on the top edge of the controller and wherein the controller is

shaped such that the user’s index finger[[s are]] i§ positioned to operate mejglg

edge control[[s located on the top edge]].

3. (Canceled)

4. (Currently Amended) The controller of claim 11 wherein there are two

[[additional]] back controls on the back of the controller, each of which is

positioned to be operated by a middle finger of a user.

5. (Canceled)

Page 2 of10
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6. (Currentty Amended) The controller of claim _L [[5]] wherein each the

elongate member is mounted within a r-eseeetive recess located in the case of

the controller.

7. (Currently Amended) The controller of claim 6; wherein eaeh th_e elongate

member comprises an outermost surface which is disposed in ciose proximity to

the outermost surface of the controller such that a user's finger may be received

in said respective recess.

8. (Currently Amended) The controtler of claim 1; wherein each th_e elongate

member has a thickness between about 1mm and 10mm.

9. (Currently Amended) The controller of claim 1, wherein eaeh fie elongate

member has a thickness between about 1mm and 5mm.

10. (Currently Amended) The controller of claim 1; wherein eaeh the elongate

member has a thickness between about 1mm and 3mm.

11. (Currently Amended) The controller of ctaim 514 [[5]] wherein the elongate

members are parallel to one another.

12. (Currently Amended) The controller of ciaim 51; [[5]] wherein the elongate

members converge towards the front end of the controller with respect to one

another.

Page 3 of 10
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13. (Currently Amended) The controller of claim 1‘ wherein a portion of each

addétieaai the back control is in registry with a switch mechanism disposed within

the controller, such that displacement of the aelditienal back control activates the

switch mechanism.

14. (Currently Amended) The controlier of claim 5, [[5]] wherein a switch

mechanism is disposed between each of the elongate members and an outer

surface of the base of the controller.

15. (Currently Amended) The controller of claim 2; wherein the eaeeemere

adelitienal back control[[s]] replicates the function of one or more of the top edge

control and the front control 

eentrelter.

‘l6. (Currently Amended) The controller of claim 2‘ wherein the eeeeiemere

adeiitienai back control[{s]] lease LWs_ functions in addition to the top edge control

and the front control eentrolstoeated onthe front-or-tep—edge—ef—the~eentFeller.

17. (Currently Amended) The controller of ciaim 1,) wherein the eaeeemere

adeiitienal back controt[[s]] are Egg paddle lever[[s]].

18. (Currently Amended) The controller of ctaim 1 wherein the additional back

control[{s}} are i_s_ substantialiy parallel to the frontof

respeette the controller.

19. (Currently Amended) The controller of claim 1‘ wherein the eneeemere

edditienat back control[[s}] is are formed as an integral part of the outer case.

Page 4 of 10
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20. (Currently Amended) The controller of claim ti wherein the erH3r—mere

edelitieeal back control[[s]] are is formed separate from the outer case of the

controiler.

21. (New) The controller of ciaim 2, wherein the top edge is substantialty

perpendicuiar to the front.

22. (New) A hand held controtler for a game console comprising:

an outer case comprising a front, a back, atop edge, and a bottom edge,

wherein the back of the controller is opposite the front of the controller and the

top edge is opposite the bottom edge;

a front control located on the front of the controlier, wherein the controller

is shaped to be held in the hand of a user such that the user's thumb is

positioned to operate the front control; and

a back control located on the back of the controller, wherein the back

control is an elongate member that extends between the top edge and the

bottom edge.

Page 5 of ‘lo
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REMARKS

SUMMARY OF THE CLAlMS

The application has been carefully reviewed in light of the Office Action

dated June 28, 2012. This communication is beiieved to be a complete response

to that Office Action. Claims 1-20 were pending in the present application prior to

entry of the present amendments. By the present Office Action, claims 1-20

have been rejected.

By the present amendment, claims 1-2, 4, and 6-20 have been amended.

Claims 3 and 5 have been canceled. New claims 21-22 have been submitted for

entry. Upon entry of the present amendment, claims 1-2, 4, and 6-22 are

present.

Support for these amendments can be found in the original specification,

and thus, no new matter has been added. Applicant reserves the right to pursue

all original claims in this or other patent applications. Reconsideration and

reexamination of the present application is respectfuliy requested in light of the

foregoing amendments and in view of the following remarks, which establish that

the pending ciaims are directed to ailowabie subject matter.

SECTION 102 REJECTIONS

Claims 1-7, 11, 13-14, and 17-20 are rejected under 35 U.S.C. 102(b) as

being anticipated by U.S. Pat. No. 6,394,906 (Ogata). Claims 1, 2, 4, 6, 7, 11,

13-14, and 17-20 have been amended. Claims 3 and 5 have been canceled.

The rejections to claims 1 and 5 are traversed for the reasons provided below.

On pages 2 and 3, the Office Action alieges that “a back” and “top edge"

recited in at least claims 1 and 2 can be interpreted to include lower half (3) and

upper half (3) of main body unit (4) of Ogata. However, this interpretation is not

compatible with the present specification and, therefore, is a misapplication of

MPEP § 2111.
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The underlying meaning of the words “back” and “top edge” as recited in

the ctaims cannot be dismissed. While the claims must be given the broadest

reasonable interpretation, this is not the complete standard. As required by

MPEP § 2111, the claims must be given their broadest reasonable interpretation

consistent with the specification. The Federal Circuit elaborated on this

standard by requiring that the broadest reasonable interpretation must be "in light

of the specification as it would be interpreted by one of ordinary skiil in the art"

per In re Am. Acad. of Sci. Tech. Cfrt, 367 F.3d 1359, 1364 (Fed. Cir. 2004)

(emphasis added).

in the present case, in some embodiments, the specification discusses the

claimed terms as follows. “A left trigger 6, a right trigger 7, a left bumper 8, and a

right bumper 9 {are} located on the top edge of the controller 1” (page 1, lines 15-

20; see FIG. 1) and additionally "two paddle levers 11 [are] located on the back

of the controller." (page 5, lines 1-5) Thus, the “top edge" and the “back” are

differentiated from one another (e.g. different locations on the-controller including

different elements).

On the other hand, the Office Action indicates that the broadest

reasonable interpretation of “back” allegedly inctudes lower half (3) of main

portion (4) (so as to include thrusting actuators 19b and 20b) and the

interpretation of “top edge" allegedly includes upper half (2) main portion (4) (so

as to include thrusting actuators 19a and 20a). The Office Action alleges this

interpretation even though Ogata does not differentiate between the upper half

(2) and the lower half (3) of the main portion (4) when describing the thrusting

actuators (19a, 19b, 20a, 20b). Rather, Ogata describes the position of the

thrusting actuators (19a, 19b, 20a, 20b) on a single side of the main body unit

(4). Specifically, Ogata discloses that “on the front side of the main body unit

4...are arranged fifth and sixth actuating units 17, 18. The fifth and sixth

actuating units 17, 18 are provided with first and second thrusting actuators 19a,

19b, and 20a, 20b." (column 5, lines 37-51, emphasis added) Further, Ogata only
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mentions “upper half 2 and lower half 3” one time in column 4, line 38. As such,

the front side of Ogata has been artificially divided into different parts in order to

make the rejections.

Similarly. the Office Action’s position that anything that faces away from

the player is therefore the back of the controller is not consistent with the

specification. For example, the Office Action does not explain why both the

upper half (2) and the lower half (3) would be the back of the controller under this

interpretation.

The record is otherwise devoid of any evidence supporting the Office

Action’s conclusion as to why a person of ordinary skill in the art would allegedly

construe the front side of the main body (4) as both the "top edge” and “back” as

recited in the claims. if the Examiner elects to maintain the position that a the

front side of the main body (4) can be both the "top edge” and “back” as recited in

the claims, Applicant respectfully requests that the Examiner provide

documentary evidence on the record supporting this position. Otherwise,

Applicant respectfully asserts that the conclusory assertion presented in support

of this rejection is insufficient to maintain the rejection.

Accordingly, it is respectfully submitted that the rejection is overcome and

respectfully requested that the rejection be withdrawn. For at least these

reasons, claim 1 and claims 2-7, 11, 1344, and 17-20 that depend therefrom are

patentable over Ogata.

With respect to claim 5, Ogata fails to disclose “an elongate member

which is inherently resilient and flexible such that it can be displaced by a user to

activation control function.” Ogata discloses atop layer 88 of rotation actuator 16

(see column 12, iine 33 to column 13, line 11). However, rotation actuator 16 is

not “located on the back of the controller" or "an elongate member" as claimed.

Moreover, Ogata does not disclose that the thrusting actuators (19a, 19b, 20a,

20b) are "inherently resilient and flexible” as recited in claim 5.
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MPEP § 2131 states that ’"[a] claim is anticipated only if each and every

element as set forth in the claim is found, either expressly or inherently [See

related post] described, in a single prior art reference.’ Verdegaal Bros. v. Union

Of! Co. of California, 814 F.2d 628, 631, 2 USPQ2d 1051, 1053 (Fed. Cir. 1987)”

(emphasis added). “‘The identical invention must be shown in as compiete

detail as is contained in the claim.’ Richardson v. Suzuki Motor Co., 868 F.2d

1226, 1236, 9 USPQ2d 1913, 1920 (Fed. Cir. 1989)" (emphasis added).

Moreover, “[e]very element of the claimed invention must be literally present,

arranged as in the claim.” Id. (emphasis added). in the present case, the Office

Action has not established that each element of the claims is disclosed in Ogata.

For at least these reasons, claim 5 is patentable over Ogata.

SECTION 103 REJECTIONS

Claims 8-10, 12, and 15-16 are rejected under 35 U.S.C. 103(a) as being

unpatentable over Ogata. Claims 8-10, 12, and 15-16 depend from claim 1 and

are patentable over Ogata for at least the reasons provided above.

FEES

Payment of the fee covering a one-month extension of time is submitted

herewith.

Applicant betieves no other fees are due with the filing of this

communication.

The Commissioner is hereby authorized to charge any fees or credit any

overpayment to Deposit Account No. 50-3447.

CONCLUSION

It is respectfully submitted that the application is in condition for allowance,

and notice to that effect is respectfully requested.
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lf Examiner Hytlnski has any new concerns, the Examiner is respectfutly

urged to contact the undersigned representative at her earliest convenience in

order to effictentiy advance prosecution of this application.

Respectfully Submitted,

PARKS IP LAW LLC

by /Stephen Terrell!

Stephen Terreli; Reg. No. 62,734

Agent for the Assignee

Parks lP Law

Attention: Patent Docketing
730 Peachtree Street NE.

Suite 600

Atlanta, Georgia 30308

Page10of1O

IRONBURG EXZOO1, Page 66



Doc code: ‘D3 PTOISB/O8a(01«10). . _ . . . Approved for use through D7l31!2012. OMB 0651-0031
Doc description. Information Disclosure Statement (IDS) Filed Us pa,“ and mdemam mm; US. DEPARTMENT OF COMMERCE

Under the Paperwork Reduction Act of 1995. no persons are required to respond to a collection of information unless it contains a valid OMB control number.

  
13162727

Filing Date 2011-06-17

Fmlamed 'nve"*°r
Art Unit 3717

Examiner Name Hylinski, Steven J.

Attorney Docket Number i09o5-oo2

Application Number

 

  
 

 
INFORMATION DISCLOSURE

STATEMENT BY APPLICANT

( Not for submission under 37 CFR 1.99)  

  

  
 
 

 

U.S.PATENTS Remove

If you wish to add additional U.S. Patent citation information please click the Add button,

U.S.PATENT APPLICATION PUBLICATIONS R€l“°Ve

 

 
 

 

  

  

Pages,Colurnns.Lines where
Relevant Passages or Relevant
Figures Appear

 Examine
|nitial*

Name of Patentee or Applicant
of cited Document

  
 
  

  

  
 

  

  
  

 

Pages,Columns, Lines where
Relevant Passages or Relevant
Figures Appear

Publication Kind Publication Name of Patentee or Applicant
Cite No Number Code? Date of cited Document

 
Add
 if you wish to add additional U.S. Published Application citation information please click the Add button.

FOREIGN PATENT DOCUMENTS RENO‘-'9

Pages,Columns,Lines
where Relevant

Passages or Relevant
Figures Appear

 Name of Patentee or

Applicant of cited
Document

Examine Cite Foreign Document Country Kind Publication
No Number3 Code? i, Code4 Date

   if you wish to add additional Foreign Patent Document citation information please click the Add button Add

NON-PATENT LITERATURE DOCUMENTS Rem°Ve

include name of the author (in CAPlTAL LETTERS), title of the article (when appropriate), title of the item

(book, magazine, journal. serial, symposium, catalog, etc). date. pages(s). volume~issue number(s).
publisher, city and/or country where published.

 
  

 
  

 
 

 
 

Examine Cite
initials‘

EFS Web 2.1.17

IRONBURG EX2001, Page 67



Application Number 13162727

Filing Date 2011-06-17

INFORMATION DISCLOSURE Simon Burgess
STATEMENT BY APPLICANT *1 3717
( Not for submission under 37 CFR 1.99)

Examiner Name Hylinski, Steven J.

Attorney Docket Number 0905-002

hltp:/lbenchmarkreviewscomlindex.php?option=com__content&task=view&ld=235&ltemid=65&limit=1&limitstart=2
Benchmarkreviewscom - Thurstmaster Run—N-Drive PCIPS3 Wireless Gampad - Written by Oline Coles, April 8, 2009. [:|

if you wish to add additional non-patent literature document citation information please click the Add button Add
EXAMINER SIGNATURE

‘EXAMINER: initial if reference considered, whether or not citation is in conformance with MPEP 609. Draw line through a
citation if not in conformance and not considered. include copy of this form with next communication to applicant.

‘ See Kind Codes of USPTO Patent Documents at www.USPTO G01/. or MPEP 901.04. 7- Enter office that issued the document, by the two-letter code (lNlPO
Standard 813). 3 For Japanese patent documents, the indication of the year of the reign of the Emperor must precede the serial number of the patent document.
4 Kind of document by the appropriate symbols as indicated on the document under WIPO Standard STAG if possible. 5 Applicant is to place a check mark here i
English language translation is attached.

EFS Web 2.1.17

IRONBURG EX2001, Page 68



  

 
  

 

13162727

2011-D6-17

Application Number

  
 

Filing Date

  
 
 

 

INFORMATION DISCLOSURE

STATEMENT BY APPLICANT

( Not for submission under 37 CFR 1.99)

First Named inventor Simon Burgess

Examiner Name  Hylinski, Steven J.

0905-002
 Attorney Docket Number

CERTIFICATION STATEMENT

Please see 37 CFR 1.97 and 1.98 to make the appropriate selection(s):

That each item of infonnation contained in the information disclosure statement was first cited in any communication

{:1 from a foreign patent office in a counterpart foreign application not more than three months prior to the filing of the
information disclosure statement. See 37 CFR 1.97(e)(1).

That no item of information contained in the information disclosure statement was cited in a communication from a

foreign patent office in a counterpart foreign application, and. to the knowledge of the person signing the certification
after making reasonable inquiry, no item of information contained in the information disclosure statement was known to
any individual designated in 37 CFR 1.56(c) more than three months prior to the filing of the information disclosure
statement. See 37 CFR 1.97(e)(2)_

See attached certification statement.

The fee set forth in 37 CFR 1.17 (p) has been submitted herewith.

A certification statement is not submitted herewith.
SIGNATURE

A signature of the applicant or representative is required in accordance with CFR 1.33, 10.18. Please see CFR 1.4(d) for the
form of the signature.

Signature /Stephen Terrell! Date (YYYY-MM-DD) 201240-29

Name/Print Stephen Terrell Registration Number 62,734

This collection of information is required by 37 CFR 1.97 and 1.98. The information is required to obtain or retain a benefit by the
public which is to file (and by the USPTO to process) an application. Confidentiality is governed by 35 U.S.C. 122 and 37 CFR
1.14. This collection is estimated to take 1 hour to complete, including gathering. preparing and submitting the completed

application form to the USPTO. Time will vary depending upon the individual case. Any comments on the amount of time you
require to complete this form and/or suggestions for reducing this burden, should be sent to the Chief information Officer, U.S.
Patent and Trademark Office, U.S. Depaitment of Commerce. PO. Box 1450, Alexandria, VA 22313-1450. DO NOT SEND
FEES OR COMPLETED FORMS TO THIS ADDRESS. SEND TO: Commissioner for Patents, P.O. Box 1450, Alexandria,
VA 22313-1450.

EFS Web 2.1.17

IRONBURG EX2001, Page 69



Privacy Act Statement

 
The Privacy Act of 1974 (P.L. 93-579) requires that you be given certain information in connection with your submission of the
attached form related to a patent application or patent. Accordingly, pursuant to the requirements of the Act. please be advised
that: (1) the general authority for the collection of this information is 35 U.S.C. 2(b)(2); (2) furnishing of the information solicited
is voluntary; and (3) the principal purpose for which the information is used by the US. Patent and Trademark Office is to
process andlor examine your submission related to a patent application or patent. if you do not furnish the requested
information, the US. Patent and Trademark Office may not be able to process and/or examine your submission, which may

result in termination of proceedings or abandonment of the application or expiration of the patent.

The information provided by you in this form will be subject to the following routine uses:

1. The information on this form will be treated confidentially to the extent allowed under the Freedom of information Act

(5 U.S.C. 552) and the Privacy Act (5 U.S.C. 552a). Records from this system of records may be disclosed to the
Department of Justice to determine whether the Freedom of Information Act requires disclosure of these record s.

2. A record from this system of records may be disclosed. as a routine use, in the course of presenting evidence to a
court, magistrate, or administrative tribunal. including disclosures to opposing counsel in the course of settlement
negotiations.

3. A record in this system of records may be disclosed, as a routine use, to a Member of Congress submitting a

request involving an individual, to whom the record pertains, when the individual has requested assistance from the
Member with respect to the subject matter of the record.

4. A record in this system of records may be disclosed, as a routine use, to a contractor of the Agency having need for
the information in order to perform a contract. Recipients of information shall be required to comply with the
requirements of the Privacy Act of 1974. as amended. pursuant to 5 U.S.C. 552a(m).

5. A record related to an International Application filed under the Patent Cooperation Treaty in this system of records

may be disclosed. as a routine use. to the International Bureau of the World intellectual Property Organization. pursuant
to the Patent Cooperation Treaty.

6. A record in this system of records may be disclosed, as a routine use, to another federal agency for purposes of
National Security review (35 U.S.C. 181) and for review pursuant to the Atomic Energy Act (42 U.S.C. 218(c)).

7. A record from this system of records may be disclosed, as a routine use. to the Administrator, General Services, or
his/her designee, during an inspection of records conducted by GSA as part of that agency's responsibility to
recommend improvements in records management practices and programs, under authority of 44 U.S.C. 2904 and
2906. Such disclosure shall be made in accordance with the GSA regulations governing inspection of records for this

purpose. and any other relevant (i.e.. GSA or Commerce) directive. Such disclosure shall not be used to make
determinations about individuals.

8. A record from this system of records may be disclosed, as a routine use. to the public after either publication of
the application pursuant to 35 U.S.C. 122(b) or issuance of a patent pursuant to 35 U.S.C. 151. Further. a record
may be disclosed. subject to the limitations of 37 CFR 1.14, as a routine use. to the public if the record was filed in
an application which became abandoned or in which the proceedings were terminated and which application is
referenced by either a published application, an application open to public inspections or an issued patent.

9. A record from this system of records may be disclosed. as a routine use. to a Federal, State. or local law
enforcement agency, if the USPTO becomes aware of a violation or potential violation of law or regulation.

EFS Web 2.1.17

IRONBURG EXZOO1. Page 70



Thrustmaster Run—N—D1'ive PC/PS3 W'ire1ess Gamepad I 4160527,Run-N-Drive,Thrustma... Page 1 of 3

Contact Advertise Shopping About Le

 
lama no/n-1 I Emit ncvfeus: L I-um Devices 1» Thruslmaater RunAll~Ddve FQPS3 Vfireess Gameped

BmR Home
BmR Forum

BmR Op-Ed
BmR Guides
BmR News
BmR Reviews:

Acccssodes
Alxfo
Cases
Cooling
Games
input Devices
Laptcp/Portable
ilamary
Monitor/iiD‘N
Motherboards
rlemorlc
Pow-as
Processors
Etaxage
Video Cards
Webtlams

Web Affiliates:
Tech Artides
Teal News
web Re-news

 

 
lEl
l
E‘:

n1etrofYZ8. UN

_e REA
Thrustmester Run-N~Drlve PC/PS3 Wireless Gamepad (9
Reviews - Featured Reviews: Input Devices
Written by Olln Cole:
Wednesday, 03 April 2009
Page3of4

Na data caps.
. Ne; anmmé ces1ie*a2c§:. er Seer s,,,,,,, . ,,_m.r...-.

 
:7” Ijble at Cont£n_ a_gn Index N.
yrhruslniaster Runvrl-Drive PC/PS3 Wireless Gamepadv
§The new Run4N-Drive Gamepad '
ficlosar Look: Run-N—Drlve 4160527
5ji=r_nal Thoughts and Coricluslon

 

LOGITECH Wireless Ganiepad F710
 Gellhe freedom to move and room in

play vn'ih F710 Wreiess Gamepad
from Loglleoh. This gamepadleatures
2.4 Gliz wireless connectivity Mich 
Product Rating: unrated

Thls item can be found at the tollewlng stares:
Theller-is nel $53.99
Dell Home $42.99

!
Closer Look: Run-N—Drive 4160527
some readers might be wondering why Benchmark Reviews is testing a product that's been on the market since March 2007, and the short
answer is that we're not. while the Thrustmaster Run—l-l-Dn've gamepad isn't a new name (or the Guillemot Company, the original version has
been tuned and tweaked Into what we're testing today. Two years alter the original prcductseries launched, Thrustmaster returned to the
drawing board and updated the Run'N‘lJrivegamepad with several new features. The first Run‘N'Drive gamepad was sitver, corded, and |ad<ed
a few necessary buttons. The new-and~improved Ru n'N‘Drive has certainly evolved, losing its corded tall In the process to become a ped:‘gree‘s
wireless gamepad.

How operating on the 2.4GHz wireless radiofrequenw, the Run‘l‘l‘D:ive model 416052713 built specifically for Playstaticn 3, PlayStation 2 and
‘lg as‘ garners. Now the Run‘N'Drive mu allow gamers to play lrom distances of more than 32 feet (10 meters). Another technical

I6‘ is the inclusion of the much-needed Playstation 3 ‘Home Button’, which somehow went overlooked in the corded version of the
Run'N'Dn've gamepad. The Thmstmaster $zun'rl'l::-Ive gamepad has also experienced a cosmetic makeover and is now oifered in the color black
to better match the gaming platforms wlizh which it is compatible.
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Add-tional features that make the Run ‘N’ Drive stand out from the crowd include the '0ptIi:ai Wheel‘ ciiai with automatic re-centering for high
precision when playing video games of all genres. In particular, Optical wheel L;i;g_r§g,g<;_§ Z‘ the experience for scoped weapons/sniping in firs’:
person shooters (FPS) games, sports, and racing games. The signature curved triggers have also been wreaked for better gerforrrance 2% and
comfort. A ms: for any gamepad, the Run'ri'Drive remains fuiiy progra mmabie thanks to the "i~iappina' function and internal memory. Ail
buttons, mint-sticks, triggers, and the optizai wheel may be reassigned to better suit the Individuai needs of each player.
The wireless ‘ihmstmasterRun<ii~Drive has a few distinct advantages over the Sony SIXAXIS or Duaishocia comroilers, and a few regrets, The
Run'ii'Dflve beats out Sony's SXXAXIS controller in regards :0 buttons and controls, because ii: offers seven axis‘ wiLh two curved tréggers
featuring a 8mm stroke for pmgressiva predsion.

 
I am constantly reminded how well Sony has locked-out third~party developers for their consoies whene'.Ier 1 see a wireless conirufier or
gamepad for the Piaystatinn 3 conso!a. Ever sea any aftermarket gamepads using Biuetooui wireless geigggjgggw for connecting to the PS3?
No - I haven't either. "mars because Sony leaves these features for their own peripherais. so while l‘m not happy that the Run’ti’Drive requires
a 2.4 GHZ adapter to connect into the PS3, the upside is that it will work on the PS2 and PC without any hassle (so long as a USB port is
available for PS3 of PC).
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On one end of the wireless adapter is a USB dongle, which connects into a PS3 or PC's USB port. At the other end of the adapter is a PS2 9 M2 gm
connection, which alkms compatibility with me Piaysiation 2 console. The adapter does not require batteries, as it draws 3‘ from the l’*"=""Ws 5""
host system. The Run'N’Drive garuepad is not as iudcy, and requires um AAA batteries (or power (not Ir-ciucied). As much as i would have w mm
enioyed anoiher USB—chargeable device, similar to how the SIXAXIS and DualSnoci<3 coniroiiers charge, 1 would have also liked to have a bit
longer zuntlme than what AAA batteries provide.

 
one more unique feature of the Thrustmaster RunvN~Dn‘ve is the 7th and 8th buitons located at the underside of me gamepad. ‘these two
humans can act as triggers, ar can be programmed to function as combo buttons (or any other function). while I was much more pleased with
the contoured triggers in their siandarci fonvard positions. the ur-rierbeliy buttons could come in handy (pun) when using the optical wheel.
The rubberized body of the Run-N-Driveis also a new feature, and has been ergonomlraiiy designed for comfortable use during iengthy bouts
of ge meplay.

LCGITECH Vlfirclsss Gamcpad F710
Geiiiie freedom to move and room to pray Mm F7iDWreiess . 5"'°‘°9 3‘ r“°""°““‘ ""'Gamepad from Logiiech. Tris gnmepad reaiues 2.4 Gl-izvaireiess ' $42.99 at Deli Home
Product Rating: uriratzul 
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 f This is a request under the provisions of 37 CFR 1336(3) to extend the period for filing as reply in the abo-/e—identlfied application.

The requested extension and lee are as follows (check time period desired and enter lhe appropriate fee l;»elow_l;

§1:LaiLmily.Ees_e,

One month (37 cm H7(a)(1}) $250 $75 87500
E] Two nmntlss (37 CFR 1 1T’(a';(2)} $57’? $285: 55___________________________________,

D Thrs-ca months; (37 CFR 1 17(a)(3)) $1,290 $645 3_____________________________________ _‘

E] Four months (73? CFR M.7(a){4)) $2,010 $1,0()'Cw 53______________________________________ ._

[3 Five moms (37 <':s=R 1 W<a><5;> $2.730‘ $12365 =5...................................... .. 
D Appllcxant claims: small entity sstaai-45;. See 37 CFR 1.27.

D A check in the amoum. of lhe fee is enclosed.

D Paymez1toy credit card. Fonz’; PTO—2{)38 is attached.

I: The Director has already been authorized to charge lees in this application to :1 Deposit Account.

[:1 The :')lrec;tor is hereby authorized to charge any fees whlcn may be required, or credit any overpayment, to
Deposit Account Number

[i Payment made via EF’S-We‘o.

: WARMNG: Information on this form may become public. Credit card information should not be included on this form. Provide
j credit card information and authmizatéon on PTO-2038.
1 lam the  

 applicant/inventor. 
D assigoee of recorcf of she entire interest. See 3?’ CF‘!-E‘ 373. 37‘ CPR 3.'?3(b) stalement is enclosed (Form l3T()!S.’-.’:a’9f3).
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attorney or agentacting under 37’ CFR "E 34. Registration number ________________________________________________________________

/stephen terrell/ W Ogtober 29,2012
éilgnazure I Date

Stephen Terrell 678-355-4444
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E NOTE: This form must he signed in :a<:<:or<!auce with 37 CFR 1.33, See 37 CFR 1.4 for signature recguiremems; and oézriifications. Submit
; muiliole forms if more than one sinaiure is re aired. see below".

__ forms are submitted
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comments on tho amt.-u ‘:2 of lime: you require lo compieir: this form anrlior suggestion. or reducing this ‘human zshould 1'.-F: sent to the Chief . . rmation Officer,
U Pamr-2 and Trademark Office, U35. D¢:‘pa;lmer:t of CI.‘-mtm=.vme, PO. Box, ‘M50, Aiaxamiria, \/A 21«!3':3—l450. DO NOT SEND FEES -DR COMPLETED F0l2lVS

Tl-HS ADDRESS. SEND TC): Mail Stop PCT. Commissioner for Patents, 9.0. Box 1450. Alexasndria. VA 22313--3450.
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Privacy Act Statement

The Privacy Act of 1974 (P.L. 93-579} requires that you be given certain information in connection wiih your
submission of the attached form related to a patent application or patent. Accordingly. pursuant to the requirements of
the Act, please be advised that: ii) the general auihoriiy for the collection of this information is 35 U.S.C, 2(b)(_2)-; (2)
furnishing of the information solicited is voluntary; and {3} the principal purpose for which the information is used by the
US. F’ei.ei‘ii and 'i'rademarl< Office is to process and/or exalnine your submission related to a patent application or
paieni. if you do not furnish the requested information, the US. Patent and Trademark Oifice may not be able to
process and/or examine your submission, which may result in lerrninaiion of proceedings or abandonment of the
application or expiration of ihe patent.

The iiiforriiailon provided by you in this form will be subject to the following routine uses:

1.

5”

The inf<>rm:sii‘ion on this form will be trezateol confidentially to the extent aiiovvod under the i-‘ireedom of
Information Act (5 U.S.C. 552) and the Privacy Act (:3 U.S.C 552:3). Records from this system of records may
be disclosed in the Department of Justice to determine whether disclosure of these records is required by the
Freedom of Information Act‘

A record from this system of records may be disclosed, as a routine use, in the course of presenting evidence
to a court, magistrate, or administrative tribunal, lnclu-ziing disclosures to opposing counsel in the course of
ssttierneni negotiations.
A recorrl in this system of records may be disclosed, as a routine use, to a ivlember of Congress submitting a
request involving an individual, to whom the recorci oartains, V‘Jh€ii'i the individual has requested assistance from
the Mernb-er with respect to the subject matter of the record.
A record in this system of records may be disclosed, as a routine use, to a contractor of the Agency having
need for the informzaiiori in. order to perform 3 contract. Recipients of information shall be requireci to comply
with the requirements of the Privacy Act of 1974, as amended, pursuant in 5 USC. 552a(m).
A record related to an international Application filed under the Patent Cooperation Tnaaty in this system of
records may be disclosed, as a routine use, to the international Bureau of the World Intellectual Property
Organization, "aursuant in ins Patent Cooperaiion Treaty.
A record in this system of records may be disclosed. as a routine use, to another federal agency for purposes
of National Security review (35 U.S.C. 181) and for review pursuant to the Atomic Energy Act (42 USC.
218(0)).
A record from this system of records may be disclosed, as a routine use, to the Adniinistrator, General
Services, or his/her ciesignee, during an inspection of records conducteci by GSA as part of that agencys
responsibility to recommend improvements in records managenlent practices and programs, under authority of
44 USCG 2904 and 2906. Such disclosure shaii be made in accordance with the GSA regulations governing
inspection of records for this purpose, and any other reinvent (i.e., GSA or Comincrce} directive, Such
disclosure shall not be used to make determinations about iiioixiiduaie.

A record from this system of records may be disclosed. as a routine use. to the public after either publication of
the application pursuant to 35 U.S.C. 122(b) or issuance of a patent p *r:»;uant to 35 iJ.S.C. 15'}. l'~'unhor, a
record may be disclosed, subieci to the limitaiions of 37 CFR 1.14. as a routine use. to the public if the record
was filed in an application which become abandoned or in which the prcceeclings were terminated and which
application is rei'erence<i by a no-bllsiieci application, an application open to pubiir; inspection or an issuod
patent. .
A record from this system of records may be clisclosscl, as a routine use, to 93 Federal, State, or iocal law
enforcement agency. if inc USF‘TO becomes aware of a violation or ooizentiai violation of law or regulation.
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This Acknowledgement Receipt evidences receipt on the noted date by the USPTO of the indicated documents,
characterized by the applicant, and including page counts, where applicable. It serves as evidence of receipt similar to a
Post Card, as described in MPEP 503.

New Applications Under 35 U.S.C. 1 11 V
lfa new application is being filed and the application includes the necessary components for a filing date (see 37 CFR
’l.53(b)-(d) and MPEP 506), a Filing Receipt (37 CFR 1.54) will be issued in due course and the date shown on this
Acknowledgement Receipt will establish the filing date of the application.

National Stage of an lnternational Application under 35 U.S.C. 371

If a timely submission to enter the national stage ofan international application is compliant with the conditions of 35
U.S.C. 371 and other applicable requirements a Form PCT/DO/E0/903 indicating acceptance of the application as a
national stage submission under 35 U.S.C. 371 will be issued in addition to the Filing Receipt, in due course.

New international Application Filed with the USPTO gs a Receiving Office
If a new international application is being filed and the international application includes the necessary components for
an international filing date (see PCT Article 11 and MPEP 1810), a Notification of the lnternational Application Number
and of the International Filing Date (Form PCTIRO/105) will be issued in due course, subject to prescriptions concerning
national security, and the date shown on this Acknowledgement Receipt will establish the international filing date of
the application.
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PTO/SB/06 (O7-O5)
Approved for use through t/3112007. OMB 0651-0032

U.S. Patent and Trademark Ollice: US. DEPARTMENT OF COMMERCE
Under the Paerwork Reduction Act oi 1995. no orsons are re uired to resond to a collection of inlormation unless it disla s a valid OMB control number.

PATENT APPLICATION FEE DETERMINATION RECORD Acwicaiion or Docket Number rm Date
Substitute for Form PTO-875 13/162,727 06/ 1 7/201 1

APPLICATION AS FILED —- PART I OTHER THAN

{Column 1) (Column 2) SMALL ENTITY m OR SMALL ENTITY
ron NUMBER FILED NUMBER EXTRA RATE Is) FEE is) RATE ($) FEE Is)

 
  

I] To be Mailed

I BASIC FEE
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[:1 SEARCH FEE
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[2] EXAMINATION FEE
37 CFR 1.16 0). PI. or (

Ta‘?Tc’?=‘$5’I‘;'?"‘* minus 20 = X :5
INDEPENDENT CLAIMS .
37 cm I.I6h '“"‘"93=

It the specification and drawings exceed 100
sheets of paper, the application size fee due

I3“3F;PCL§;;§T1';3” SW5 “E5 is $250 ($125 tor small entity) for eachI ‘ IS» additional 50 sheets or fraction thereof. See
35 U.S.C.41a 1 CI and 37 CFR 1.16 5,

El MULTIPLE DEPENDENT CLAIM PRESENT (37 cm 1.160))
* If the difference in column 1 is loss than zero. enter ‘O’ in column 2.

APPLICATION AS AMENDED -—- PART II

N/A

N/A

N/A

X S

XSX «I II

I It
OTHER THAN

(Column 1) (Column 2) (Column 3) SMALL ENTITY SMALL ENTITY
CLAIMS HIGHEST

10/29/201 2 §I=EIwE\I7INlNG '§Ié§”5’EIIsLv PIE??? WE <$> ?§§”tI'I°NAL ADDHIONALRATE {$) FEE (3) AMENDMENT PAID FOR

1??‘ '20 Minus X rmIndependent , ~ ,., __

D Application Size Fee (37 CPR 116(3))

X (/1 II

D FIRST PRESENTATION OF MULTIPLE DEPENDENT CLAIM (37 CFR 116(1))

AMENDMENT
(Column 1)

CLAIMS HIGHEST
REMAINING NUMBER PRESENT ADDITIONAL ADDITIONAL

AFTER PFIEVIOLISLY FEE (5) FEE ($)
AMENDMENT PAID FOR

If’? _ Minus_
37 CFR 1.16 It
’"““”°"“°“‘ — _
[1 Application Size Fee (37 cm 116(5))

 
X :11 II X 03 II

Minus X V; II

E] FIRST PRESENTATION OF MULTIPLE DEPENDENT CLAIM (37 cm t.l6(I")) OH
AMENDMENT

TOTAL
OR ADD'L

FEE

I’ If the entry in column 1 is less than the entry in column 2. write "0" in column 3. Legw Instrument Examiner:
“‘ If the “Highest Number Previously Paid For“ IN THIS SPACE is less than 20. enter “£0”. /AN”-A JOHNSON’,
““ If the “Highest Number Previously Paid For" IN THIS SPACE is less than 3. enter ‘3“.
The ‘Highest Number Previously Paid For’ (Total or Independent) is the highest number found in the appropriate box in column 1.

This collection oi inlormation is required by 37 CFR 1.t6. The inlormation is required to obtain or retain a benefit by the public which is to file (and by the USPTO to
process) an application. Conlidemiaiity is governed by 35 USC. 122 and 37 CPR 1.14. This collection is estimated to take 12 minutes to complete. including gathering,
preparing. and submitting the completed application form to the USPTO. Time will vary depending upon the individual case. Any comments on tha amount oi time you
require to complete this lorm andlor suggestions lor reducing this burden. should be sent to the Chief Information Ollicer. U,S. Patent and Trademark Qliica, US.
Department of Commerce, PO. Box 1450, Alexandria. VA 223134450. DO NOT SEND FEES OR COMPLETED FORMS TO THIS
ADDRESS. SEND TO: Commissioner for Patents, P.O. Box 1450, Alexandria, VA 22313-1450.

If you need assistance in completing the /arm. call 1—80£%PTO-9199 and select option 2.
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   /\PI’I..ICATIO;\’ NUMBER A’I"I‘Y. I)()(IKI3'T .’\IO.fI'ITLI3FILING OR 37lt_C) D:\'1'E

13/162,727 06/I7/2011 Simon Burgess 0905-002
CONFIRMATION NO. 8138

52245 PUBLICATION NOTICE

NE lulliiiiiiiziliwilligillggigiiglinil:itlllil
ATLANTA, GA 30308

Title:CONTROLLER FOR VIDEO GAME CONSOLE

Publication No.US—20i 2-0322553-A1
Publication Date: 1 2/20/201 2

NOTICE OF PUBLICATION OF APPLICATION

The above-identified application will be electronically published as a patent application publication pursuant to 37
CFR 1.211, et seq. The patent application publication number and publication date are set forth above.

The publication may be accessed through the USPTO‘s publically available Searchable Databases via the
Internet at www.usptc.gov. The direct link to access the publication is currently http://www.uspto.gov/patft/.

The publication process established by the Office does not provide for mailing a copy of the publication to
applicant. A copy of the publication may be obtained from the Office upon payment of the appropriate fee set forth
in 37 CFR 1.19(a)(1). Orders for copies of patent application publications are handled by the USPTO‘s Office of
Public Records. The Office of Public Records can be reached by telephone at (703) 308-9726 or (800) 972-6382,

by facsimile at (703) 305-8759, by mail addressed to the United States Patent and Trademark Office, Office of
Public Records, Alexandria, VA 22313-1450 or via the Internet.

in addition, information on the status of the application, including the mailing date of Office actions and the

dates of receipt of correspondence tiled in the Office, may also be accessed via the Internet through the Patent
Electronic Business Center at www.uspto.gov using the public side of the Patent Application lnformation and
Retrieval (PAIR) system. The direct link to access this status information is currently http://pair.uspto.gov/. Prior to
publication, such status information is confidential and may only be obtained by applicant using the private side of
PAlR.

Further assistance in electronically accessing the publication, or about PAIR, is available by calling the Patent
Electronic Business Center at 1-866-217-9197.

()ffiC6 of Data Managment, Application Assistance Unit (571) 272--4()()0, or (571) 272-4200, or l~888~786-0101
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Application No. App.licant(s)

BURGESS ET AL.

Examiner

STEVEN J. HYLINSKI

-- The MAILING DA TE of this communication appears on the cover sheet with the correspondence address -
Period for Reply

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE § MONTI-I(S) OR THIRTY (30) DAYS,
WHICHEVER IS LONGER. FROM THE MAILING DATE OF THIS COMMUNICATION.

Extensions at time may be available under the provisions of 37 CFR t.t36(a). In no event. however, may 3 reply be timely tiled
alter SIX (6) MONTHS from the mailing date of this communication.

— ll NO period for reply is specified above. the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date oi this communication.
~ Failure to reply within the set or extended period for reply will. by statute. cause the application to income ABANDONED (35 U.S.C. § 133).

Any reply received by the Oilice later than three months alter the mailing date ol this communication, even if timely liled. may reduce any
earned patent term adjustment. See 37 CFR t.704(b).

Status

  
 

 
  
  

 

 
 

 
 

 

 

 

1 on 52,727

Office Action Summary

 

HIE Responsive to communication(s) filed on 29 October 2012.

2a) This action is FINAL. 2b)l:I This action is non—final.

3)[] An election was made by the applicant in response to a restriction requirement set forth during the interview on

______; the restriction requirement and election have been incorporated into this action.

4)I:] Since this application is in condition for allowance except for formal matters, prosecution as to the merits is

closed in accordance with the practice under Ex parte Quayle, 1935 C.D. 11. 453 0.0:. 218.

Disposition of Claims

5) Claim(s) I 2 4 and 6-22 is/are pending in the application.
 

 

5a) Of the above claim(s) :_ is/are withdrawn from consideration.

6)I:I Claim(s) __ is/are allowed. '

7) Claim(s) 1 2 4 6-22 is/are rejected.

8)L__I Claim(s) __ is/are objected to.

9)I:] Claim(s) __ are subject to restriction and/or election requirement.

* if any claims have been determined allowable, you may be eligible to benefit from the Patent Prosecution Highway
program at a participating intellectual property office for the corresponding application. For more information, please see
httprliwww.uspto.gov/patents/inlt events/pph/index.jsp or send an inquiry to PPllfeedback@uspto.gov_.

Application Papers

10)I:I The specification is objected to by the Examiner.

ii)[] The drawing(s) filed on _______ is/are: a)[:] accepted or b)[] objected to by the Examiner.

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR t.85(a).

Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR i.i2t(d).

Priority under 35 U.S.C. § 119

t2)I':] Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1t9(a)-(d) or (f).

a)E] All b)[:] Some * c)I:] None of:

LEI Certified copies of the priority documents have been received.

21:} Certified copies of the priority documents have been received in Application No. ____.

3.I:I Copies of the certified copies of the priority documents have been received in this National Stage

application from the international Bureau (PCT Rule i7.2(a)).

* See the attached detailed Office action for a list of the certified copies not received.

 

Attachment(s)

1) Notice of References Cited (PTO-892) 3) B interview Summary (PTO-413)
Paper No(s)/Mail Date. .

2) E Information Disclosure Statement(s) (PTO/SBI08) 4) D Other: .
Paper No(s)/Mail Date 10/29/2012.

U.S. Patent and Trademark Office

PTOL-326 (Rev. 09-12) Office Action Summary Part of Paper No./Mail Date 20130117‘
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Application/Control Number: 13/162,727 Page 2

Art Unit: 3717

DETAILED ACTION

Response to Arguments

1. Applicant’s arguments with respect to claims 1-2, 4, and 622 have been

considered but are moot because the arguments do not apply to any of the references

being used in the current rejection.

Claim Rejections - 35 USC § 102

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that

form the basis for the rejections under this section made in this Office action:

A person shall be entitled to a patent unless -

(e) the invention was described in (1) an application for patent, published under section 122(b), by
another filed in the United States before the invention by the applicant for patent or (2) a patent
granted on an application for patent by another filed in the United States before the invention by the
applicant for patent, except that an international application filed under the treaty defined in section
351(3) shall have the effects for purposes of this subsection of an application filed in the United States
only if the international application designated the United States and was published under Article 21 (2)
of such treaty in the English language.

2. Claim 22 is rejected under 35 U.S.C. 102(e) as being anticipated by US

7,859,514 to Park.

Re Claim 22,

Park discloses a hand held controller for a game console (Abstract, Fig. 1)

comprising:

an outer case (Fig. 1, case 30) comprising a front, a back, a top edge, and a

bottom edge, wherein the back of the controller is opposite the front of the controller,

and the top edge is opposite the bottom edge (Fig. 1 shows the front 21 of the controller

20 having a top edge where buttons 48 are located, and a bottom edge where reference

numeral 60 is located. Figs. 5-6 show embodiments of the back of the controller, the
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Application/Control Number: 13/162,727 Page 3

Art Unit: 3717

back face 22 being opposite the front face 21 of the controller as shown in the

perspective view of Fig. 7, also see 4:11-15)

a front control located on the front of the controller (Fig. 1, plurality of front

controls 40)

wherein the controller is shaped to be held in the hand of a user such that the

user’s thumb is positioned to operate the front control (Park 3:57-64 states that the

ergonomic housing 30 is shaped to be held in a user's hands during operating

conditions and has controls 40 that are easily manipulated by a user's fingers while still

maintaining control of the device. Because claim 1 is an apparatus claim, the claimed

recitations of specific fingers oi a human being correiated to specific buttons on a device

that has the same structure as that of the prior art of iaii to be awarded patemabie

we-zight. MPEP 2114 I-11 states that “rexzitation with respect to the mariner in which a

ciaimecri zap >aa"atua is iritencieifi to he empioyed does not ciiiierentiate the ciairried

apparatus from a prior art ap,oa2'atus” if the prior art aragzraratus teaches aii the structurai

limitations of the ciaimi Ex parte ihasham, 2 {.353}-“-{Size 384? (Bot. Pat. App. & irtiifir. 1

198?). Cizocasirzg which ‘tingt-arias) to correiate with which buttons; of Figs. 1. {front} and 5

{rear} of i7’ari«; does not ciistiriguistz the prior art struciture from that of i¥‘ari~i.}

and a back control ioceted on the back of the controiier, wtierein the back comroi

is an eiongate member that extehcia between the top edge and the isottom edge S,

eiongate tmttors 58 on the rear face 22 -of the cohtroiier eiongatr-2 n'iembers that

GZ<i€~2t’i(§ izzetweerz the top edge where i:>utt::>r:~s 534 are io«::a‘t<-:~d., and the bottom edge where
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Art Unit: 3717

Claim Rejections - 35 USC § 103

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all

obviousness rejections set forth in this Office action:

(a) A patent may not be obtained though the invention is not identically disclosed or described as set
forth in section 102 of this title, it the differences between the subject matter sought to be patented and

the prior art are such that the subject matter as a whole would have been obvious at the time the
invention was made to a person having ordinary skill in the art to which said subject matter pertains.
Patentability shall not be negatived by the manner in which the invention was made.

3. Claims 1-2, 4, and 6-21 are rejected under 35 U.S.C. 103(3) as being

unpatentable over US 7,859,514 to Park, in View of US 2004/0224765 to Martinez et

al.

Re Claim 1,

Park discloses a hand held controller for a game console (Abstract, Fig. 1)

comprising:

an outer case (Fig. 1, case 30) comprising a front, a back, atop edge, and a

bottom edge, wherein the back of the controller is opposite the front of the controller,

and the top edge is opposite the bottom edge (Fig. 1 shows the front 21 of the controller

20 having atop edge where buttons 48 are located, and a bottom edge where reference

numeral 60 is located. Figs. 5-6 show embodiments of the back of the controller, the

back face 22 being opposite the front face 21 of the controller as shown in the

perspective view of Fig. 7, also see 4:11-15)

a front control located on the front of the controller (Fig. 1, plurality of front

controls 40)

wherein the controller is shaped to be heid in the hand of a user such that the

users thumb is positioned to operate the front control (Park 3:57-64 states that the
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ergonomic housing 30 is shaped to be held in a user's hands during operating

conditions and has controls 40 that are easily manipulated by a user's fingers while still

maintaining control of the device. Because claim 1 is an apparatus claim, the claimed

recltations of spezcifir; fingers of a nurna ! tzeing mrrelzated to specific buttons on 5:} device

that has the earne szirucwe as that of the prior art of Park, iaii to be awar<;ler;2 pateniabée

weight, MPEP 2114 HI states that “ree:;itation with respect ta the manner in which a

oiaimeci apparatus is intended to he enapioyeci does m’2.=t ctifferentiate the ciairnecl

appsaraiuss horn a prior art apparatus” if the prior art a;:>par;-ztus teeanhess all the sjggggiggrgag

limitazions of the claim. Experts ii/iassham, 2 U€3.?C22<:£ H34? (Rd. Pat. App. 8: inter.

£387). Choosing which finger{s_') to correlate with which buttons of Figs. ‘E {front} aha: 5

{rear} of Park does not distinguish the prior art structure from that of Park.)

and a Traazzk C:{}nlIi'{Z>l §o<:at,e<:i cm the back of the corztmiier, whrsirzain the back coni:rr.>§

is an eicmgate rrzember that extemcis tzetwean ’th«;e top edge and the bCt‘{‘€‘(3m edge (Fig. 5,

elongate buttons 58, 59 on the rear face of the controlier are eiongate members that

exteiwd between the top edge where buttons 54 are located, and bottom edge where

tether .36 is ioaate-:3.)

Alttzzz-ugh Park dist: see the same irwantive concept suizistarttizaily as C§&§l’}’§€~){‘J3,

?ae'i< does not go into detail as to what materiais are selected for the manufacture oi the

buttons 58, 523 on the back of the controlier.

Martinez an analogous prior art handneic‘ video game controiier reference

i‘«/iartinez Figs. {#5 No. M) that teaches it was W€%i§-kl’iOWl". in the art for an:-aiogous button

keys; disposed in the housing of a handheici video game controéler to be “molded from
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$3iiiCi(m€;3~ rubber, and term inverted domes which, when pushed dowraward, ciose

membrane or meta: dome switches {not shown) iccstect on printed circuit board W6"

{Martinez {G086} and Fig. i9, sitioone keys 3‘/"4 which protrude through housing 1.72 and

contact printed circuit board €76}

it wouid have been obvious to one having ordinary skili in tne art at the time the

invention was made that the button keys shown in iiig. 5 of Park, on the rear 22 of

controiier 2t}, ocutd have been rnanutactureizi in the same way shown in Fig, ‘$9 of

Martinez, to resutt in the elongated buttons; 58, 59 of ifiark being mam.ttaci:ured of

intterentiy resilient siiicone r‘t.i’£}3Dt1-3?’, because it is no more than the mere application of a

known technique to a piece of prior art ready for improvement.” KSR Int’i Co. v. Teleflex

Inc., 550 U.S. 398, 417 (2007) The motivation for one of skill in the art to manufacture

the buttons of Park as resilient silicone rubber buttons would be to provide soft-touch

buttons that would provide good grip to the fingers of the user, while at the same time

being non-fatiguing and comfortable to use during prolonged periods of gaming.

Re Ctairne 2, 4,

Fig. 1 of Park shows that controller 20 has two top edge controls 48 located on

the top edge of the controller, and Figs. 5-6 show that there is a plurality of back

controls located on the back of the controller 22. Park 3:57-64 states that the ergonomic

housing 80 is shaped to be held in a user's hands during operating conditions and has

controls 40 that are easily manipulated by a user's fingers while still maintaining control

of the device. Because claim 1 is an apparatus claim, the claimed recltations of specific:

fingers of a human being correiated tie specific buttons on a device that has the same

IRONBURG EX2001, Page 89



Application/Control Number: 13/162,727 Page 7
Art Unit: 3717

ssmzctursz as thzai c:-E the mar art of P«:a;'§»;, fzaéi ta be aw-arciecé patematzie weight. MP EP

2114 HI states that “recétaiian with rgspect is the manner in which a maimed appargtus

Es intended to be emgmyed {fees not défferezwtéate the maimed agspazaatus from a prior art

23pg3arzatus;" if the prior art appareatus teach:-3-5 2332 the §§m§?{i§§{}fiS of the ciaém. EX

parse Maeharn, 2 U53PQ2<:€ $84? (Ed. Pat App. & inter. 1987). Choosing which €§nge:'(s}

:0 correiate with which buttwns of Figs. '3 (fz'<:sn‘:) and 5 {rear} 0? Park whitzh meets aii :3?

the structurm iimitations of the ctaim ciczes not distinguish the prior art struszture from that

cf ?°:-ark.)

Re Siaaimss §»'?’, 2%,

Fig. ‘;9 of the teaching reference 0? Martinez, as discussed abcve, teaches ma: it

Es. known to incsrporaie resiiient, sééiccme-mbber‘ button keys into a ‘namziheid contmiier

wmrea a-zach amrzgate ‘outtcm m+:§mix§r is saparate from the czuta-2:" cease of the: co:zts'<:Eh=,>r

am‘ rnaurwzzd withm :3. recesses in the case 9? the r:<'mtr<:ai§<az", whz-main the eziongzaw butter:

membems) ccmprise an outermost surface which is disposed in chase proximity to the

outermost surface of the c<mtm.£i. ’ {See 172 and W4 in mg. 19 of Mzménez, which are ‘at:

be §n<:C3»s“g.3£t‘:a'£-lit-1*-<§' ink: the agagzaratsm 02‘ Fig. 5 0? Park which 2313:? im;>§ementsbeic>ngated

mséitcm members in recesses Sn thsge case 230.}

Re Siaima 84% 9,

These ct-aims recite aiternative posséme size conside:'azi<::ns for the same

eiczngaate membears 58 cur SS3 :3? Pza,rk, wéthcmt aka-zéméng any L£!"s(-E3<t;3E}t"2§IF3(§ re-2.~:.:.:ii; of them

size c:<2r'2sider‘at§ons, aspezciaééy in iigirat 9’? {he sex/erzaé 1:?:icE<nee3s.: ranges being preseerxtad
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in the aiiemaiive, which inziiczates the functizm of the apparatus is uncmarzged as these

parameters are varied.

Regarcfiirzg claims 840, in Garcfner V. T1250 Systems‘ me. 725- F.2d 1338, 2.20

USPC} 7?‘? (Fed. Cir. 1984}, cert. deniezd, 469 2330, 225 LESPCI2 232 (W84), the

Federal Circuit ham that, where the orziy difference beiweer: the prior art and we crizairms

was a z‘ecii:at%on :3? :'eiat§ve ciimenssions of the c¥aime:::€ device and 3. device ééaving the

céaimed reiative dimensions weuicfi mt perfarm diéferentiy than the prior aft device, the

(;§aim<.=::d ciésvicec-2 was not gmtezxiataéy disstirzct from the prier $31’? device. 8+:-se aise M£?‘»":“:$13

21 44.04 Seciicm W A. Changing the tmcmesse £3? buritms «can 2334:) be reg-acted 2'2

change is"; shape, See aéso MPEP Seciien N B.

fie Ciafim ‘H,

Park shaws in 5 that we,- eriengate memixars 58 on the flack 222 of cczntrcefiier

20 are paraéiei to we another.

Re fiéaim 12,

Park. shows in Fig. 5 that a seccnd pair 9%‘ eémgate members on the back of the

contreiier, 59. cczrwerges away from cane anczther wiih rezzsspect 13;: the from 9?‘ the

cc:»nirc>i!es". Hewever, Park -ewes moi: pmvirsie 3 pair :3? eizzbngate membes“:~; or: me be:-2<:§< 0:‘

the controiier that cowverge towanzis, one another with respect is me Event 0f the

controfler. MPE-‘P 2144.04 Section iv 8 states that a change in shape cf an apparatus

weuid be (3t}ViC:u:‘3 io am:-2 having Qrdinary skiii ér: the art abet-ant gzermxzassive awidence the?

the pmzieuzar shape is ssignificzant, A150, beeausse Paz'i<. shows; that the rmeni:a1:Eon «:2? {he

eiongate buttons an the rear 0f the mrztmites‘ can be varied as ezfeezsiggn choice éayout of
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the keys di<:E::-item, and further betzezussea instzxniz ctaiwes H and 12 ;>r‘£«:-53€—:*t‘:t zhsss eicjrwgate

members being ;;}3.ra%§ei or com/'e:'géng towards (me another in the aitemative indicating

they are imerchangeabie means of oréenting the buttons, (me of orcéinaty skit} in the sari

wcmi-:3 have founci tm exeact crientatéarz O?tl'1z¥ sanrze é:>u:tc:«ns cm {he-: czcmzrcaiiezr hausirxg an

OEBWELISS mattcar 0? cie;ség:': choice, and wawd havé-3 eaxpe-zttearsi the mmroitar E)? Park in View

of Martinez is have functioned 8-£‘§U3i§‘y’ Wei: with the eétmgrzte members _;:>a:'aHei to 0r

converging away from. one another.

fie Céssafims 13»? 4,

Fig, ‘:9 of Em‘: %53a«::h§ng referencze: cf Martimzz, whéch is L156-zi £0 Empmve Par"E< by

making the back c£:nt:'oEs 58 of Park out of reaiiéem, siiicone-mbbei‘ buitan keys as

discussed abm/e, ieaehes that such siaicone--rubber keys when used in as handheid

csxzsntrcziie-zr am constructed s:=.L:ch i:hat eaczh key is ia mgistry wash 3 sswiizch rrwchanésm an

the printed circzuit hoard dispcsed within iha cm-rztraiéer, such :¥::~;t disptacssrnem 63:? we

ccntroi activates the switch mechemésm, wherein the switch mechanism is zjisgsosecé

between the eiongate members and an outer surfezce of the base of me czzmtméter (See

fig. $9 of Mamirzez, wiriaam the ta-1:,:gE1%;e;>§0r2g:.a.*:€v3 mama;-rs W4‘, wha-an presssed, H-zgésiar

agezimxt Ii <:cz:‘z“e,=s;>r::r:-ziisag switch meczhanism of PCB 176, wiraz-are PS8 1.75 in bezvtwézerz

members 74 arses: the ether séde tn? the commiier housisag 180.)

Ra Qiaima 354 5,

Al£%:c>ugh Park §n View 0% Martinez dE:~;c§c:$es the same inventive crmcezpi

subsstantéaiiy as ciaisvead, garwiding ea handheid contsw r that prnvicies an interface

afiowing a user '20 command 3 ;3ez'i;:mer'aE eiectrerzic devécse pew.‘0:‘m rmsitipie actions
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{Park 3:54~5?}, and aEthaug?: Park séates ma: the izuttams are seiectiveiy ;>r'og;rz-zrrzmzabiea

by a user is satisfy the needs oféifEerer'zt types of programs that the user may centre!

with the devi<:e {Park 4:? --'3 0), Park View of Mamas: dees not gm into detaii as to

wmzther the usz:»r«;>rogr.:3A:‘nm;:abie i‘3uzt<:».n. magaping can be usac-2.‘ s.:.Lu:h that car‘ .n:z:;:<-2 commtss

repéicate the funciioms 0? other «*;<:m:roi:~3, <3!” whemer one or mare :3£}1":?.a“~:)3é3 have funcsionss

different from other contmiza on the want or top edge 0% the co:'xtmE§er. Because ciaimsa

“$5 and 16 present dupticaténg vs. not d:.:pi‘:cating button mapping functions as

-:-1$t€~§s‘s1é?s‘{§\I{~3$, and because there: is fL1t”E§“a€~:!" no claim-zcti spaczéfic ;>Lsz‘,r:>C3&3e3, pram-am being

ssczsivead by, er acivantage amused by re;aii::2:«aiiag button .rna;>ping er net sfizaéng 35.}, it weufd

have beefi an csbvécus maiter 0?’ design C§’§O§C8 ta one having or<:Ei:'3a:'y .T$§{i3§ in the art at

the {me the inxzantém was made whether to map the ps'eprogrammeci button funciims

far {he conzmiic-2r of Park in view r.:»f Marzinez eamzé-2 that fumztésrmez are-2 Ff-3§C3§§C€*.€(-3:33 or mt.

One :2»? sskfié in the art wouixzé have expeated Park in View Qf Martinez‘ r;r;m*;rr.>§§e:' ta

functécn wen regafdéess of what specific software command mappmg is appiéed by me

game dasigner an the button conirois.

Re Ciaim 37,

"Me cane or more eiongate members $8, 59 shmvn cm the bank of camtrofier E0

in i?>ar§< Fig, whach am <:3epr(«3£s$ibi{-2 by the: fiaxgzers theta ussem" 2.-as satz-zted by Park, earn;

irzierpreteii pazfidiez §e3\.»z—:r's;.

Re ciaim 18,

Park Figs. '1. 5 and iv’ ShC1‘»N ma: {he back; contra-is imiuding 55 and :”>*3 reside on

flat :31.m‘a€)€3 22 whficzh is paraiteé in from saurfmzsas :21.
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Re Qiaim 1%,

The buttons 58. 59 that are some of the back oorttrois in Fig. 5 of Park are

constructed soot: that they form an integrai part of the hack case 22. The teaching

retererrce of itriarhnez which is to teach that keys may he made of sili<:one

rtthtaer as is known in the art ftsrl:her shows in Fig. “is that such keys can be clistirtot

components that become integral with the case when they are assembled to protrude

through openings in the body, yieiciing a continuous surface,

Re fztaim 21 ,

Figs. ‘i and 7 of Park show that the front edge of the ctorltroiier‘ Si,tb&3i€-1i’iti!:}§§y

perpendicular to the treat.

Conclusion

Applicant's amendment necessitated the new ground(s) of rejection presented in

this Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP

§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37

CFR i.i36(a).

A shortened statutory period for reply to this final action is set to expire THREE

MONTHS from the mailing date of this action. in the event a first reply is filed within

TWO MONTHS of the mailing date of this final action and the advisory action is not

mailed until after the end of the THREE-MONTH shortened statutory period, then the

shortened statutory period will expire on the date the advisory action is mailed, and any

extension fee pursuant to 37 CFR 1.136(a) will be calculated from the mailing date of
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the advisory action. in no event, however, will the statutory period for reply expire later

than SIX MONTHS from the date of this final action.

Any inquiry concerning this communication or earlier communications from the

examiner should be directed to STEVEN J. HYLlNSK| whose telephone number is

(571)270-1995. The examiner can normally be reached on Mon-Fri 9am-7pm.

If attempts to reach the examiner by telephone are unsuccessful, the examiner’s

supervisor, Melba Bumgarner can be reached on (571)272-4709. The fax phone

number for the organization where this application or proceeding is assigned is 571-

273-8300.

Information regarding the status of an application may be obtained from the

Patent Application information Retrieval (PAIR) system. Status information for

published applications may be obtained from either Private PAlR or Public PAIR.

Status information for unpublished applications is available through Private PAlR only.

For more information about the PAIR system, see http://pair-direct.uspto.gov. Should

you have questions on access to the Private PAlR system, contact the Electronic

Business Center (EBC) at 866-217-9197 (toll-free). if you would like assistance from a

USPTO Customer Service Representative or access to the automated information

system, call 800—786~9199 (lN USA OR CANADA) or 571-272-1000.

/STEVEN J HYLlNSKl/

Primary Examiner, Art Unit 3717
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Member with respect to the subject matter of the record.

4. A record in this system of records may be disclosed. as a routine use, to a contractor of the Agency having need for
the infonriation in order to perform a contract. Recipients of information shall be required to comply with the
requirements of the Privacy Act of 1974. as amended, pursuant to 5 U.S.C. 552a(m).

5. A record related to an lntemational Application filed under the Patent Cooperation Treaty in this system of records

may be disclosed, as a routine use, to the lntemational Bureau of the World Intellectual Property Organization, pursuant
to the Patent Cooperation Treaty.

6. A record in this system of records may be disclosed. as a routine use. to another federal agency for purposes of
National Security review (35 U.S.C. 181) and for review pursuant to the Atomic Energy Act (42 U.S.C. 218(c)).

7. A record from this system of records may be disclosed, as a routine use, to the Administrator, General Services. or
hislher designee, during an inspection of records conducted by GSA as part of that agency's responsibility to
recommend improvements in records management practices and programs. under authority of 44 U.S.C. 2904 and
2906. Such disclosure shall be made in accordance with the GSA regulations governing inspection of records for this

purpose. and any other relevant (i.e., GSA or Commerce) directive. Such disclosure shall not be used to make
determinations about individuals.

8. A record from this system of records may be disclosed. as a routine use, to the public after either publication of
the application pursuant to 35 U.S.C. 122(b) or issuance of a patent pursuant to 35 U.S.C. 151. Further, a record
may be disclosed, subject to the limitations of 37 CFR 1.14. as a routine use, to the public if the record was filed in
an application which became abandoned or in which the proceedings were terminated and which application is
referenced by either a published application, an application open to public inspections or an issued patent.

9. A record from this system of records may be disclosed. as a routine use, to a Federal, State. or local law
enforcement agency. if the USPTO becomes aware of a violation or potential violation of law or regulation.

___._.......a...._..........a
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Transmission Dale Sheri Prine

  
 

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

lnventor(s): Simon Burgess et al. Conf. No.: 8138

App No.: 13/162,727 Filing Date: June 17, 2011

Art Unit: 3717 Examiner: Hylinski, Steven J.

Title: CONTROLLER FOR VIDEO GAME CONSOLE

Docket No.: 09054302

Mail Stop: AMENDMENT
Commissioner for Patents

U.S. Patent and Trademark Office

P.O. Box 1450

Alexandria, VA 22313-1450

RESPONSE TO FINAL OFFiCE ACTlON UNDER 37 C.F.R. § 1.116

This Response is filed in reply to the non—fina| Office Action mailed

February 4, 2012. The Assignee requests consideration of the following

amendments and remarks,

Amendments to the Claims begin on page 2.

Remarks begin on page 6.
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CLAIM LISTING

The foilowing set of claims replaces all previous versions of the claims.

1. (Currently Amended) A hand held controller for a game console

comprising:

an outer case comprising a front, a back, a top edge, and a bottom edge,

wherein the back of the controller is opposite the front of the controller and the

top edge is opposite the bottom edge; and

a front control located on the front of the controller;

wherein the controller is shaped to be held in the hand of a user such that

the user's thumb is positioned to operate the front control; and

a fi_r§_t_ back control and a second back control, each back control being

located on the back of the controller[[,]]~wherein—thebaek—eentreHs and each

back control including an elongate member that extends substantially the full

distance between the top edge and the bottom edge and is inherently resilient

and flexible.

2. (Previously Presented) The controller of claim 1, further having atop

edge control located on the top edge of the controller and wherein the controller

is shaped such that the user’s index finger is positioned to operate the top edge

control.

3. (Canceled)

4. (Currently Amended) The controller of claim ‘i,  %Mo

ba wherein each of which the back

controls is positioned to be operated by a middle finger of a user.

5. (Canceled)

Page 2 of 7
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6. (Currently Amended) The controiler of claim 1, wherein [[the]] each

elongate member is mounted within a recess located in the case of the controlier.

7. (Currently Amended) The controller of claim 6, wherein {[the]] each

elongate member comprises an outermost surface which is disposed in close

proximity to the outermost surface of the controller such that a user's finger may

be received in said respective recess.

8. (Currently Amended) The controller of claim 1, wherein {[the}] each

elongate member has a thickness between about 1mm and 10mm.

9. (Currently Amended) The controller of claim 1, wherein [[the}] each

elongate member has a thickness between about 1mm and 5mm.

10. (Currently Amended) The controlier of claim 1, wherein [[the)} each

elongate member has a thickness between about 1mm and 3mm.

11. (Currently Amended) The controller of claim 1 {[4]}. wherein the elongate

members are parallel to one another.

12. (Currently Amended) The controller of claim fl [[4]}, wherein the elongate

members converge towards the front end of the controller with respect to one

another.

13. (Currently Amended) The controller of claim 1, wherein a portion of at

least one of the ti_rs_t back control and the second back control is in registry with a

switch mechanism disposed within the controller, such that displacement of the

at least one back control activates the switch mechanism.

Page 3 of 7
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14. (Currently Amended) The controller of claim 1 {[4]}. wherein a switch

mechanism is disposed between each of the elongate members and an outer

surface of the base of the controller.

15. (Currently Amended) The controller of claim 2, wherein at least one of the

back control_s_ replicates the function of one or more of the top edge control and

the front control.

16. (Currently Amended) The controller of claim 2, wherein at least one of

the back controls has functions in addition to the top edge control and the front

control.

17. (Currently Amended) The controller of claim 1, wherein at least one of the

back controls is a paddle lever.

18. (Currently Amended) The controller of claim 1‘ wherein at least one of the

back controls is substantially parallel to the front of the controller.

19. (Currently Amended) The controller of claim 1, wherein at least one of the

back controls is formed as an integral part of the outer case.

20. (Currently Amended) The controller of claim 1, wherein at least one of the

back controls is formed separate from the outer case of the controller.

21. (Previously Presented) The controller of claim 2, wherein the top edge is

substantially perpendicular to the front.

Page 4 of 7
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22. (Currently Amended) A hand held controller for a game console

comprising:

an outer case comprising a front, a back, a top edge, and a bottom edge,

wherein the back of the controller is opposite the front of the controller and the

top edge is opposite the bottom edge;

a front control located on the front of the controller, wherein the controller

is shaped to be held in the hand of a user such that the user's thumb is

positioned to operate the front control; and

a first back control and a second back control, each back control being

located on the back of the controller[[,]] mand each

back control including an elongate member that extends substantially the full

distance between the top edge and the bottom edge.
* * "k

Page 5 of 7

IRONBURG EXZOO1, Page 112



u.s. Appl. No.: 13/162,727

REMARKS

SUMMARY OF THE CLAIMS

The application has been carefully reviewed in light of the Office Action

dated February 4, 2013. This communication is believed to be a complete

response to that Office Action. Claims 1, 2, 4 and 6-22 were pending in the

present application prior to entry of the present amendments. By the present

Office Action, claims 1, 2, 4, 622 have been rejected.

By the present amendment, claims 1, 4, 6-20 and 22 have been

amended. Support for these amendments can be found in the original

specification, and thus, no new matter has been added. Applicant reserves the

right to pursue all original claims in this or other patent applications.

Reconsideration and reexamination of the present application is respectfully

requested in light of the foregoing amendments and in view of the following

remarks, which establish that the pending claims are directed to allowable

subject matter.

Because the present amendments (1) do not raise new issues requiring

further consideration or search, (2) do not introduce new matter, (3) materially

reduce the issues for appeal, and (4) place this application into better condition

for allowance, entry is appropriate under 37 C.F.R. § 1.116, and is respectfully

requested.

SECTION 102 REJECTIONS

Claim 22 is rejected under 35 U.S.C. 102(e) as being anticipated by U.S.

Pat. No. 7,859,514 (Park). Claim 22 has been amended and the rejection

thereto is considered moot.

SECTION 103 REJECTIONS

Claims 1-2, 4, and 6-21 are rejected under 35 U.S.C. ’l03(a) as being

unpatentable over Park, in view of U.S. Pat. Pub. 200410224765 (Martinez et al.).

Page 6 of 7
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Claim 1 has been amended and the rejections thereto are considered moot.

Claims 2,4, and 6-21 depend from amended claim 1 and thus the rejections

thereto are also considered moot.

FEES

Applicant believes no fees are due with the filing of this communication.

The Commissioner is hereby authorized to charge any fees or credit any

overpayment to Deposit Account No. 50-3447.

CONCLUSlON

it is respectfully submitted that the application is in condition for allowance,

and notice to that effect is respectfulty requested. if Examiner Hylinski has any

new concerns, the Examiner is respectfully urged to contact the undersigned

representative at her earliest convenience in order to efficiently advance

prosecution of this application.

Respectfully Submitted,

PARKS IP LAW LLC

by IS-tephen Terrell!
Stephen Terrell; Reg. No. 62,734

Agent for the Assignee

Parks IP Law

Attention: Patent Docketing
730 Peachtree Street N.E.

Suite 600

Atlanta, Georgia 30308

(678) 365-4426

sterreil@parksipiaw.com
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Minus

Minus

AMENDMENT
E FIRST PRESENTATION OF MULTIPLE DEPENDENT CLAIM (37 CPR 1,t6(I))

*‘ If the entry in cotumn 1 is less than the entry in column 2. write “0" in oolumn 3.
“ It the "Highest Number Previously Paid For" IN THIS SPACE is Iess than 20‘ enter ‘20".
“‘ It the ‘Highest Number Previously Paid For” IN THIS SPACE is less than 3, enter "3".

. N/A

N/A

j

PART II

TOTAL ADD‘L FEE

ADDITIONAL FEE ($)

LIE
/BUFINELL FIOSSI

The ‘Highest Number Previously Paid For" (Total or lndapenrtent) is the highest number found in the appropriate box in column 1.
This collection of information is required by 37 CPR ‘L16. The information is required to obtain or retain a benetit by the pubtic which is to tile (and by the USPTO to
process) an application. Confidentiality is governed by 35 U.S.C. 122 and 37 CFR 1.14. This collection is estimated to take 12 minutes to complete. including gathering.
preparing. and submitting the completed application form to the USPTO. Time will vary depending upon the individual case, Any comments on the amount of time you
require to complete this form and/or suggestions for reducing this burden. should be sent to the Chief Information Officer. U.S. Patent and Trademark Office. US.
Department of Commerce. PO. Box 1450, Alexandria, VA 22313-1450. DO NOT SEND FEES OI‘-I COMPLETED FORMS TO THIS
ADDRESS. SEND TO: Commissioner tar Patents, P.O. Box 1450, Alexandria, VA 22313-1450.

If you need assistance in completing the form, call 1—800«PTO-9199 and select option 2
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UNITED S"i‘A"1‘Bs PATENT AND TRADEMARK O1r=H(7E L7NI’l"'ED S'I'A'I‘l‘2S DEPA RTMENT OF C()MMER('.I:‘.
United States Patent and Tratlenlark Olfice
/\ddrc§: C();\ri}\/IISSIONER FOR PA'IT£N'l‘S

PO Box N50 
Alexzmrlyia, Virxiiiia 22313-N50wwwmsplo gov

 
APPI.i(',?ATION NO. FILING I)»‘\'1‘F. FIRST NAME!) iN\"i‘5N'i‘()R A’}'l'ORN[iY DOCKET NO. CONFIRMATION NO.

1 3/162,727 O6/I 7/201 1 Simon Burgess 0905002 8133

533515 7590 05/15/2013 .. 3

Parks 11> Law LLC.‘ “X“‘wNLR
730 Pcachtrcc Street, N133 HYL1NS1<1- S'I'l"3VEN 1
Suite 600 H H . W
A“ ANTA GA 30308 ARI (mu mpux mzmnmz3717

MAIL DATE DI§l,iVER‘1’ MODE
 

O5/15/2013 PAPER

Please find below and/or attached an Office communication concerning this application or proceeding.

The time period for reply, if any, is set in the attached communication.

P'I'0I.—90A (Rcv. 04/O7)
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Application No. Applicant(s)

. , , , 13/152,727 suneess ET AL.
Applicant-Initiated Interview Summary _ _

Examiner . Art Unit

srevew J. HYLINSKI 3717

All participants (applicant, applicant's representative, PTO personnel):

(1) STEVEN J. HYL/NSKI. (3) .

<2) . ‘ <4>____.

Date of interview: 04/25/2013.

Type: E Teiephonic l___l Video Conference
[:1 Personal [copy given to: E] applicant E] applicants representative]

Exhibit shown or demonstration conducted: El Yes No.
if Yes, brief description:

Issues Discussed [1101 E1112 E1102 E1103 Elothers
(For each of the checked box(es) above. please describe below the issue and detailed description of the discussion)

Ciaim(s) discussed: 1.

identification of prior art discussed: 7,859,514 Park, "Review: Scufxbox 360 Game Controller" by Dave Burns.

Substance of Interview
(For catch issue discussed. provide a detailed description and indicate if agreement was reached. Some topics may include: itlentifictttion or clarification of a
mtcrcncc or a portion thereof. claim interpretation, proposed amendments, arguments of any applied references etc...)

Agglicants regreseniative Qromsed amended claim limitations for Qssible entry after final. Examiner conducted a
brief u dated search for the ur se of discussion of the m sed amendmnets and located
htt ://web. archive. or /web/20101022215104/htt ://www.xboxer360.co features/revlew— cuf~xbox-360-controller/

"Review: Scuf Xbox 360 Controller" dated October 20, 2010, by Dave Burns. This NPL reference describes the same

product Agglicant is seeking patent protection for, with a 35 USC 102(eg griority date. Examiner indicated that this
reference appears to anticipate the current and gromsed claims, and that if Applicant wishes to further Qrosecution of
the same invention Applicant may wish to consider filing an atidavit with an ROE, to attempt to swear behind the Dave
Bums reference it A licant has sufficient roof that A licant had ssession of this invention before the October 2

2010 published date..

  

Applicant recordatlon instructions: The formal written reply to the last Office action must include the substance of the interview. (See MPEP
section 713.04). It a reply to the last Ollice action has already been filed, applicant is given a non-extend.-able period of the longer of one month or
thirty days from this interview date, or the mailing date of this interview summary form, whichever is later, to file a statement of the substance of theinterview

Examiner recordatlon instructions: Examiners must summarize the substance of any interview ol record. A complete and proper recordalion of
the substance of an interview should include the items listed in MPEP 713.04 for complete and proper recordation including the identification of the
general thrust of each argument or issue discussed, at general indication of any other pertinent matters discussed regarding patentabilily and the
general results or outcome of the interview. to include an indication as to whether or not agreement was reached on the issues raised.

C] Attachment
ISTEVEN J HYLlNSKl/

Primary Examiner, Art Unit 3717

US. Patent and Trademark Oltice

PTOL-413 (Rev. 8/11/2010) Interview Summary Paper No. 20130507
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Summary of Record of Interview Requirements

Manual of Patent Examining Procedure (MPEP), Section 713.04, Substance of Interview Must be Made ot Record
A complete written statement as to the substance of any lace-to-lace. video conference, or telephone interview with regard to an application must be made of record in the
application whether or not an agreement with the examiner was reached at the interview.

Title 37 Code of Federal Regulations (CFR) § 1.133 lnterviews
Paragraph (b)

In every instance where reconsideration is requested in View oi an interview with an examiner. a complete written statement of the reasons presented at the interview as
warranting favorable action must be filed by the applicant. An interview does not remove the necessity tor reply to Office action as specified in §§ 1.11 t, 1.135. (35 U.S.C. 132)

37 CPR §1.2 Business to be transacted in writing.
All business with the Patent or Trademark Office should be transacted in writing. The personal attendance of applicants or their attorneys or agents at the Patent and
Trademark Office is unnecessary. The action of the Patent and Trademark Office will be based exclusively on the written record in the Office. No attention will be paid to
any alleged oral promise. stipulation, or understanding in relation to which there is disagreement or doubt.

The action of the Patent and Trademark Office cannot be based exclusively on the written record in the Office if that record is itself
incomplete through the failure to record the substance of interviews.

it is the responsibility of the applicant or the attorney or agent to make the substance of an interview of record in the application tile. unless
the examiner indicates he or she will do so, it is the examiners responsibility to see that such a record is made and to correct material inaccuracies
which bear directly on the question of patentabillty.

Examiners must complete an interview Summary Form for each interview hold where a matter of substance has been discussed during the
interview by checking the appropriate boxes and filling in the blanks. Discussions regarding only procedural matters. directed solely to restriction
requirements for which interview recordation is otherwise provided for in Section 812.01 of the Manual of Patent Examining Procedure, or pointing
out typographical errors or unreadable script in Office actions or the like, are excluded from the interview recordation procedures below. Where the
substance of an interview is completely recorded in an Examiners Amendment, no separate Interview Summary Record is required.

The interview Summary Form shall be given an appropriate Paper No., placed in the right hand portion of the file, and listed on the
"Contents" section of the file wrapper. In a personal interview, a duplicate of the Form is given to the applicant (or attorney or agent) at the
conclusion of the interview. In the case of a telephone or video-conference interview. the copy is mailed to the applicants correspondence address
either with or prior to the next official communication. if additional correspondence from the examiner is not likely before an allowance or if other
circumstances dictate, the Form should be mailed promptly after the interview rather than with the next official communication.

The Form provides for recordation of the following information:
—Application Number (Series Code and Serial Number)
— Name of applicant
- Name of examiner
~ Dale of interview

~Type of interview (telephonic, videoconference, or personal)
«Name of participant(s) (applicant, attorney or agent, examiner, other PTO personnel, etc.)
—An indication whether or not an exhibit was shown or a demonstration conducted
—~ An identification of the specific prior art discussed
- An indication whether an agreement was reached and if so, a description of the general nature of the agreement (may be by

attachment of a copy of amendments or claims agreed as being allowable). Note: Agreement as to allowabilily is tentative and does
not restrict further action by the examiner to the contrary,

—Tho signature of the examiner who conducted the interview (if Form is not an attachment to a signed Office action)

it is desirable that the examiner orally remind the applicant of his or her obligation to record the substance of the interview of each case. it
should be noted, however, that the Interview Summary Form will not normally be considered a complete and proper recordation of the interview
unless it includes, or is supplemented by the applicant orthe examiner to include, all of the applicable items required below concerning thesubstance of the interview.

A complete and proper recordatlon of the substance of any interview should include at least the following applicable items:
1) A brief description of the nature of any exhibit shown or any demonstration conducted,
2) an identification of the claims discussed,
3) an identification of the specific prior art discussed.
4) an identification of the principal proposed amendments of a substantive nature discussed. unless those are already described on the

Interview Summary Form completed by the Examiner,
5) a brief identification of the general thrust of the principal arguments presented to the examiner,

(The identification of arguments need not be lengthy or elaborate. A verbatim or highly detailed description of the arguments is not
required. The identification of the arguments is sufficient if the general nature or thrust of the principal arguments made to the
examiner can be understood in the context of the application file. Of course. the applicant may desire to emphasize and fully
describe those arguments which he or she tools were or might be persuasive to the examiner.)

6) a general indication of any other pertinent matters discussed, and
7) it appropriate, the general results or outcome of the interview unless already described in the interview Summary Form completed bythe examiner.

Examiners are expected to carefully review the applicants record of the substance of an interview. it the record is not complete and
accurate, the examiner will give the applicant an axtendablo one month time period to correct the record.

Examiner to Check for Accuracy

it the claims are allowable for other reasons of record, the examiner should send a letter setting forth the examiners version of the
statement attributed to him or her, if the record is complete and accurate. the examiner should place the indication. “interview Record OK" on the
paper recording the substance oi‘ the interview along with the date and the examiner's initials.
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Application No. Applicant(s)

Advisory Action is/162,727 BURGESS ET AL.

Before the Filing of an Appeal Brief Examiner
sreven J. HYLINSKI

-The MAILING DATE of this communication appears on the cover sheet with the correspondence address -

THE REPLY FILED 06 May 2013 FAILS TO PLACE THIS APPLICATION IN CONDlT|ON FOR ALLOWANCE.
NO NOTICE OF APPEAL FILED

1 . The reply was filed after a final rejection. No Notice of Appeal has been filed. To avoid abandonment of this application, applicant must timely file
one of the following replies: (1) an amendment, affidavit, or other evidence, which places the application in condition for allowance;
(2) a Notice of Appeal (with appeal fee) in compliance with 37 CFR 41.31; or (3) a Request for Continued Examination (RCE) in compliance with
37 CFR 1.114 if this is a utility or plant application. Note that RCES are not permitted in design applications. The reply must be filed within one of
the following time periods:

a) E The period for reply expires gmonths from the mailing date of the final rejection.
b) D The period for reply expires on: (1) the mailing date of this Advisory Action; or (2) the date set forth in the final rejection, whichever is later.

In no event, however, will the statutory period for reply expire later than SIX MONTHS from the mailing date of the final rejection.

c) Ci A prior Advisory Action was mailed more than 3 months after the mailing date of the final rejection in response to a first after~iinal reply filed
within 2 months of the mailing date of the final rejection. The current period for reply expires months from the mailing date of
the prior Advisory Action or SIX MONTHS from the mailing date of the final rejection, whichever is earlier,

Examiner Note: It box ‘I is checked, check either box (a), (b) or ((2). ONLY CHECK BOX (b) WHEN THIS ADVISORY ACTION IS THE
FIRST RESPONSE TO APPLICANTS FIRST AFTER-FINAL REPLY WHICH WAS FILED WITHIN TWO MONTHS OF THE FINAL
REJECTION. ONLY CHECK BOX (c) IN THE LIMITED SITUATION SET FORTH UNDER BOX (c). See MPEP 706.07(f).

Extensions of time may be obtained under 37 CFR 1.135(3). The date on which the petition under 37 CPR 1.136(3) and the appropriate
extension fee have been filed is the date for purposes of determining the period of extension and the corresponding amount of the fee. The
appropriate extension fee under 37 CFR 1 .t7(a) is calculated from: (1) the expiration date of the shortened statutory period for reply originally
set in the final Olfice action; or (2) as set forth in (b) or (c) above, it checked. Any reply received by the Office later than three months after the
mailing date of the final rejection. even if timely filed, may reduce any earned patent term adjustment. See 37 CFR 1.704(b).
NOTICE OF APPEAL

2. E] The Notice of Appeal was filed on . A brief in compliance with 37 CFR 41.37 must be filed within two months of the date of filing the
Notice of Appeal (37 CFR 41 .37(a)), or any extension thereof (37 CFR 41.3‘/(e)), to avoid dismissal of the appeal. Since a Notice of
Appeal has been filed, any reply must be filed within the time period set forth in 37 CFR 41.37(a).

AMENDMENTS

3. E The proposed amendments filed alter a final rejection, but prior to the date of filing a brief, will not be entered because
a) They raise new issues that would require further consideration andlor search (see NOTE below);
b) D They raise the issue of new matter (see NOTE below);
c) D They are not deemed to place the application in better form for appeal by materially reducing or simplifying the issues for

appeal; and/or

d) U They present additional claims without canceling a corresponding number of finally rejected claims.
NOTE: . (See 37 CFR 1.116 and 41 .33(a)).

4. CI The amendments are not in compliance with 37 CFR 1.121. See attached Notice of Non-Compliant Amendment (PTOL-324).
5. E] Applicants reply has overcome the following rejection(s):

6. [:I Newly proposed or amended claim(s) would be allowable it submitted in a separate, timely filed amendment canceling the non-
allowable claim( ). j

7. D For purposes of appeal, the proposed amendment(s): (a) D will not be entered, or (b) D will be entered, and an explanation of how the
new or amended claims would be rejected is provided below or appended.

AFFIDAVIT OR OTHER EVIDENCE
8. CI The affidavit or other evidence filed after final action, but before or on the date of filing a Notice of Appeal will not be entered because

applicant failed to provide a showing of good and sufficient reasons why the affidavit or other evidence is necessary and was not earlier
presented. See 37 CFR 1.t16(e).

9. [:1 The affidavit or other evidence filed after the date of filing the Notice of Appeal. but prior to the date of filing a brief. will g_o_t be entered
because the affidavit or other evidence failed to overcome all rejections under appeal and/or appellant fails to provide a showing of good
and sufficient reasons why it is necessary and was not earlier presented. See 37 CFFl 41 .33(d)(i).

10. D The affidavit or other evidence is entered. An explanation of the status of the claims after entry is below or attached.
REQUEST FOR RECONSIDERATION/OTHER
1 1. D The request for reconsideration has been considered but does NOT place the application in condition for allowance because:

12. Cl Note the attached information Disclosure Statement(s). (PTO/SB/08) Paper No(s).
13. E Other: Note the attached Interview Summary Paper No. 20130507.

TATUS OF CLAIMS

14. The status of the claim(s) is (or will be) as follows:
Claim(s) allowed:
Claim(s) objected to: .
Claimis) rejected: t,2.4,6~22.

CIaim(s) withdrawn from consideration:

/STEVEN J HYLINSKII

Primary Examiner, Art Unit 8717

US. Patent and Trademark Office
PTOL-303 (Rev. 09-2010) Advisory Action Before the Filing of an Appeal Brief Part of Paper No. 20130507
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Continuation Sheet (PTOL-303) Application No.

in response to the interview conducted on April 25 with Stephen Terrell during which proposed amendments were discussed, Examiner
conducted an updated search and located online NPL reference "Review: Scuf Xbox 360 Controller” by Dave Burns, dated October 20.
2010. source http://web.archlveorg/web/20101022215104/http://www.xboxer360.com/ieatures/review—scuf-xbox~360—controller/ This NPL
reference is a review of the same product Applicant is seeking patent protection for, and shows and describes in detail the first and second
back controls, each back control including an elongate member that extends substantially the full distance between the top and bottom
edge, in addition to all of the other current and proposed claim limitations. Because the application is not placed into condition for allowance
by the After Final amendments, the proposed amendments will not be entered, and further consideration is required.
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DO NOT ENTERS /3.11..-’ O5/14/2033

CERTIFICATE CTF ELECTRONK3 TRANSMISSION

I hereby certify that this paper (and any other paper referred to as being attached or enclosed) is being transmitted
electronically to the us. Patent and Trademark Oilioe via the Electronic Filing System (EFS) on the date set forth below.

5‘/Izélora,
Transmission Dale Sheri Prlne

 

IN THE UNlTED STATES PATENT AND TRADEMARK OFFICE

lnventor(s): Simon Burgess et al. Com‘. No.: 8138

App No.: 13/162,727 Filing Date: June 17, 2011

Art Unit: 3717 Examiner: Hylinski, Steven J.

Title: CONTROLLER FOR VIDEO GAME CONSOLE

Docket No.: 0905-002

Mail Stop: AMENDMENT
Commissioner for Patents

U.S. Patent and Trademark Office

P.O. Box 1450

Alexandria, VA 22313-1450

RESPONSE TO FINAL OFFICE ACTION UNDER 37 C.F.R. § 1.116

This Response is filed in reply to the non—final Office Action mailed

February 4, 2012. The Assignee requests consideration of the following

amendments and remarks.

Amendments to the Claims begin on page 2.

Remarks begin on page 6.

Page 1 of 7
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Doc code: RCEX PTOISBISOEFS (07-09)
Doc description: Request for Continued Examination (RCE) Approved for use through 07/31/2012. OMB 065143031US. Patent and Trademark Office: US. DEPARTMENT OF COMMERCE

Under the Paperwork Reduction Act of 1995, no persons are required to respond to a collection of information unless it contains a valid OMB control number.

REQUEST FOR CONTINUED EXAMlNATl0N(RCE)TRANSMlTTAL

(Submitted Only via EFS-Web)

Application Filing Docket Number _ ArtNumber 13162727 J Date 2011-0647 (if applicable) 0905 002 Unit 3717
First Named Simon Burgess Exammer Steven J. Hylinskiinventor Name 
This is a Request for Continued Examination (ROE) under 37 CFR 1.114 of the above-identified application.
Request for Continued Examination (RCE) practice under 37 CFR 1.114 does not apply to any utility or plant application filed prior to June 8.
1995. or to any design application. The Instruction Sheet for this form is located at WWW.USPTO‘GOV

SUBMISSION REQUlRED UNDER 37 CFR 1.114

Note: if the RCE is proper, any previously filed unentered amendments and amendments enclosed with the RCE will be entered in the order
in which they were filed unless applicant instructs otherwise. if applicant does not wish to have any previously filed unentered amendment(s)
entered, applicant must request non—entry of such amendment(s).

D Previously submitted. if a final Office action is outstanding. any amendments tiled after the final Office action may be considered as asubmission even if this box is not checked.

E] Consider the arguments in the Appeal Brief or Reply Brief previously filed on

D Other

Enclosed

AmendmentlReply

information Disclosure Statement UB3)

1:] Afficiavit(s)/ Declaration(s)

|:] Other

MISCELLANEOUS

[:1 Suspension of action on the at:ove—identified application is requested under 37 CFR 1.103(0) for a period of months(Period of suspension shall not exceed 3 months; Fee under 37 CFR 1.l7(i) required)

:| Other

FEES

The ROE fee under 37 CFR 1.17(e) is required by 37 CFR 1.114 when the RCE is filed.

The Director is hereby authorized to charge any underpayment of fees, or credit any overpayrnents, to
Deposit Account No 503447

SlGNATURE OF APPUCANT, ATTORNEY, OR AGENT REQUlRED

[2] Patent Practitioner Signature

E] Applicant Signature

EFS ~ Web 2.1.15
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Doc code: RCEX pro/sa/soars (owe)
Doc description: Request for Continued Examination (RCE) Approved for use through 07/31/2012. OMB 0651-0031US. Patent and Trademark Office; US. DEPARTMENT OF COMMERCE

Under the Paperwork Reduction Act of 1995, no persons are required to respond to a collection of information unless it contains a valid OMB control number.

 
 

Signature of Registered U.S. Patent Practitioner

Signature /Stephen J. Terrell] ‘ Date (YYYY-MM-DD) 2013-08-05
Name Stephen J. Terrell Registration Number  

This collection of information is required by 37 CFR 1114. The infonnation is required to obtain or retain a benefit by the public which is to
file (and by the USPTO to process) an application, Confidentiality is governed by 35 U.S.C. 122 and 37 CFR 1.11 and 1.14. This collection is
estimated to take 12 minutes to complete, including gathering, preparing, and submitting the completed application fonn to the USPTO. Time
will vary depending upon the individual case. Any comments on the amount of time you require to complete this form andlor suggestions for
reducing this burden, should be sent to the Chief information Officer, US. Patent and Trademark Office, US. Department of Commerce,
PO. Box 1450, Alexandria, VA 223134450.

Ifyou need assistance in completing the form, call 1~800—PTO—9199 and select option 2.

EFS — Web 2.1.15
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Privacy Act Statement

 
 
 

 

 
The Privacy Act of 1974 (PL. 93-579) requires that you be given certain information in connection with your submission of the
attached form related to a patent application or patent. Accordingly, pursuant to the requirements of the Act, please be
advised that: (1) the general authority for the collection of this information is 35 U.S.C. 2(b)(2); (2) furnishing of the information
solicited is voluntary; and (3) the principal purpose for which the information is used by the US. Patent and Trademark Office
is to process and/or examine your submission related to a patent application or patent. If you do not fumish the requested
information, the US. Patent and Trademark Office may not be able to process and/or examine your submission, which may
result in termination of proceedings or abandonment of the application or expiration of the patent.

The information provided by you in this form will be subject to the following routine uses:

1. The information on this form will be treated confidentially to the extent allowed under the Freedom of information
Act (5 U.S.C. 552) and the Privacy Act (5 USC. 5523). Records from this system of records may be disclosed to the
Department of Justice to determine whether the Freedom of Information Act requires disclosure of these records.

2. A record from this system of records may be disclosed, as a routine use, in the course of presenting evidence to a
court, magistrate, or administrative tribunal, including disclosures to opposing counsel in the course of settlement
negotiations.

3. A record in this system of records may be disclosed, as a routine use, to a Member of Congress submitting a
request involving an individual, to whom the record pertains, when the individual has requested assistance from the
Member with respect to the subject matter of the record.

4. A record in this system of records may be disclosed, as a routine use, to a contractor of the Agency having need
for the information in order to perform a contract. Recipients of information shall be required to comply with the
requirements of the Privacy Act of 1974, as amended, pursuant to 5 U.S.C. 552a(m).

5. A record related to an lntemational Application filed under the Patent Cooperation Treaty in this system of records
may be disclosed, as a routine use, to the International Bureau of the World Intellectual Property Organization.
pursuant to the Patent Cooperation Treaty.

6. A record in this system of records may be disclosed, as a routine use, to another federal agency for purposes of
National Security review (35 U.S.C. 181) and for review pursuant to the Atomic Energy Act (42 USC. 218(c)).

7. A record from this system of records may be disclosed, as a routine use, to the Administrator. General Services,
or his/her designee, during an inspection of records conducted by GSA as part of that agency's responsibility to
recommend improvements in records management practices and programs, under authority of 44 U.S.C. 2904 and
2906. Such disclosure shall be made in accordance with the GSA regulations governing inspection of records for this
purpose, and any other relevant (i.e., GSA or Commerce) directive. Such disclosure shall not be used to make
determinations about individuals.

8. A record from this system of records may be disclosed, as a routine use, to the public after either publication of
the application pursuant to 35 U.S.C. 122(b) or issuance of a patent pursuant to 35 U.S.C. 151. Further, a record may
be disclosed, subject to the limitations of 37 CFR 1.14, as a routine use, to the public if the record was filed in an
application which became abandoned or in which the proceedings were terminated and which application is
referenced by either a published application, an application open to public inspections or an issued patent.

9. A record from this system of records may be disclosed, as a routine use, to a Federal, State, or local law
enforcement agency, if the USPTO becomes aware of a violation or potential violation of iaw or regulation.

EFS — Web 2.1.15
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Doc code: IDS PTOISBIO8a (01-10)Approved for use through 0713112012. OMB 0651-0031
Doc description: Information Disclosure Statement (IDS) Filed U.S_ Pawn) and Tmdemm Om” U‘S_ DEPARTMENT OF COMMERCE

Under the Paperwork Reduction Act of 1995, no persons are required to respond to a collection of information unless it contains a valid OMB control number.
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Application Number

 

  
  

  

Filing Date

Simon Burgess
Art Unit 3717

Examiner Name ‘Lsteven J. Hylinski
Attorney Docket Number I09o5—oo2

 
INFORMATION DISCLOSURE

STATEMENT BY APPLICANT

( Not for submission under 37 CFR 1.99)

U.S.PATENTS Rem°Ve

. . . . Pages Columns Lines where
Examine Cite Kind Name of Patentee or Applicant ‘ ‘
Mme‘, No Patent Number Code1 issue Date of cited Document Relevant Passages or Relevant

Figures Appear

If you wish to add additional U.S. Patent citation information please click the Add button.

U.S.PATENT APPLICATION PUBLICATIONS

Pages,Columns,Lines where
Relevant Passages or Relevant
Figures Appear

Publication Kind Publication Name of Patentee or Applicant
of cited Document

If you wish to add additional U.S. Published Application citation information please click the Add button. Add

FOREIGN PATENT DOCUMENTS Rem°Ve

Pages,Columns,Lines
where Relevant

Passages or Relevant
Figures Appear

Name of Patentee or

Applicant of cited
Document

Examine Cite Foreign Document Country Kind Publication
Code? i Code4 Date

2481633 201 2~O4~01 Burgess, Simon David

If you wish to add additional Foreign Patent Document citation information please click the Add button Add

NON-PATENT LITERATURE DOCUMENTS REMOVE

Include name of the author (in CAPITAL LETTERS), title of the article (when appropriate), title of the item
(book. magazine, journal, serial, symposium. catalog, etc). date. pages(s), volume-issue number(s).
publisher. city and/or country where published.

Examine Cite
Initials‘
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Application Number 13162727
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Filing Date

  INFORMATION DISCLOSURE

STATEMENT BY APPLICANT

( Not for submission under 37 CFR 1.99)

First Named inventor Simon Burgess

  
 

  
  
  Steven J. Hylinski

0905-002

Examiner Name

 Attorney Docket Number

If you wish to add additional non-patent literature document citation information please click the Add button Add

EXAMINER SIGNATURE

Examinersisnalure—°ate°°ns*dered —
‘EXAMINER: lnitial if reference considered, whether or not citation is in conformance with MPEP 609. Draw line through a
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(54) Title of the Invention: Controller for games console

Abstract Title: Games console controller with buttons on underside

(57) A hand held gamepad or controller 10 for a games
console (not shown) includes controls 2, 3, 4, 5 provided
on a top surface for operation by the thumbs of a user,
and controls 6, 7. 8. 9 provided on a front, shoulder or
bumper surface for operation by the index fingers of the
user. The back surface or underside of the gamepad
includes additional controls 11 for operation by the middle
fingers of the user (see fig. 3). The additional controls 11
are preferably paddle levers, and are preferably provided
on a portion of the gamepad which is perpendicular to the
plane of the top surface. The additional controls 11 may
replicate the functions of one or more of the controls 2-9 ‘ ,;;‘.,.),_.,.
located on the top or bumper surfaces, or may provide ,7

functionality in addition to those controls. / - /
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Controller for Games Console

DESCRIPTI015:

Field of Ingegigipg

The present invention relates to games consoles, in pariicular to hand held controllers

for games consoles.

§_ac_Psg:9.u22si.

Ccmtrollers for most .Cl}.t‘I'»’.'>&11‘, games consoles are generally intended to be held and

operated by the user using both hands. A conventional controller will gener:-illy

comprise a hard outer case with a piurality of controls mounted about the controller.

Typically the controls include bu'tt0ns,. analogue control sticks, bumpers and triggers.

An example ofa conventional controller is shown in Figure i.

As can be seen in Figure 1, all of the controls are mounted on the from and top of the

controller 1. Specifically, there are left and right analogue thumb sticks 2, 3 which

normally control movement and are intended to be operated by the user’s lefl and

right thumb respectively. There are four buttons 4, located on a front-right portion of

the controller 1 which normaily control additional actions and are intended to be

operated by the user’s right thumb. There is a direction pad 5 located on the lower

portion of the front~left of the controller 2. The direction pad 5 is intended to be

operated by the user’s left thumb, typically either as an altemative to the lefi thumb

stick 2 or to provide additional actions. There are a left trigger 6, 3 right trigger 7, a

left. bumper 8 and a right ‘bumper 9 located on the from edge of the controller 1. The

left and right; triggers 6, 7 are typically operated by a user’s index fingers. The left and

right bumpers 8, 9 may also be operated by a user’s index fingers.

The only way to operate the four buttons 4 is for a user to remove their right thumb

from the right thumb stick 3. This takes time and, in some games, can cause the loss

of control. This is a particular problem in games where the right thumb stick 3 is used

for aiming. A similar problem may arise in games where the direction pad 5 provides
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additional actions and the user has to remove their thumb from the left thumb stick 2

in order to operate the direction pad 5.

In light of the above, there is a need for an improved controller which removes the

neat} for a user to remove. their thumb from the left or right thumb stick 2, 3 in order

to operate additional actions controlled by the four buttons 4 and/or the direction pad

5.

Summ.,_.a.E}: o1iLri.s:coti.c2.o

The present im-'cnti(m provides a hand held controller for a games console

comprising:

a hard outer case; and

a plurality of controls located on a front and top o l‘ the controller;

the controller being, shaped to be held in both hands of a user such that the usor’s

thumbs are positioned to operate controls located on the front of the controller and the

uscr’s index fingers are positioned to operate controls located on the top of the

controller; wherein

the controller further comprises two additional controls located on a back of the

controller in a position to be operated by the middle finger of a user.

’I"t1e controller ofthe present invention may be very similar‘ to controllers according to

the prior art. In particular, the outer case of the controller and the type, mnnbcr and.

positioning of the controls located on the from and top of the controller may be the

same as a controller according to the prior art, as described above and as illustrated in

the figures.

The controller of the prcscmt invention is particularly advantageous over controllers

according to the prior an as it comprises two additional controls located on a hack of

the controller in a position to be operated by middle fingers of a user. The additional

controls may either replicate the functions of one or more of the plurality of controls

located on the from or top of the controller or provide additional functionality.
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In 8. prefbxted embodiment of the invention the additional controls replicate the

Function of buttons and/or a direction pad located on the from of the controller. This

means that a user does not need to remove their thumb from one of the other controls

located on the front of the controller in order to operate the buttons and./or direction

pad located on the front of the controller and can instead simply operate the additional

controls located on the back of the controller with one or both ofthcir middle fingers.

Alte1fttati‘vcl‘y, the additional controls may provide additional functionality in that they

do not replicate the function of controls locateci on the from or top of the controller

but may operate different functions. in this manner a controller according to the

' present invention may provide more functions according to the present invention.

Preferably, the controls located on the back of the controller are paddle levers.

Siiitable paddle levers may be formed integrally with the outer case of the controller

or may be substantiallyv separate from the outer case. This may be done in any manner

apparent to the person skilled in the an. lrlowcver, it is to be appreciated that the

additional controls may comprise-: any other control suitable for use by 21 hand held

controller.

Advantageously, if the additional controls are paddle levers, they will be formed such

that they are substantially vertically aligned with respect to the controller. This may

allow the most ergonomically cfficient activation of the pa<l,d‘le levers by the middle

fingers of the user.

Further features and advantages of the ‘present invention will be apparent from the

specific cmhoclimcnt illustrated in the drawings and discussed below.

Dtasylags.

Figure l is :1 sclicmatic illustration of the from of :1 conventional games coirsole

controller according to the prior art;

Figure 2 is 81 schematic illustration oftlie rear of a games console. controller according.

to the present irwention; and
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Figure 3 a schematic illustration of the rear of a games controller according to the

present invention in use.

The rear of a games controller 10 according to the present invc:ntion is illustrated in

Figures 2 and 3. The front of the games controller 10 of Figures 2 and 3 is the same as

a convcmional controller 1, as illustrated in Figure: l and as discussed. above.

Therefore, where appropriate the same reference numerals have been used to indicate

the features of the controller according to the present invention 10 that are identical to

the features of a conventional controller 1.

The games controller of the present invention 10 differs from the conventional

controller 1 in that it additionally‘ comprises two paddle levers 11 located on the rear

of the controller. The paddle levers 11 are vertically orientated with respect to the

controller 10 and are positioned to be operated by the middle fingers of a user 12, as;

shown in Figure 3.

The paddle levers ll replicate the functions oftwo of the four buttons 4 located on the

from of the controller 10 and thereby allow 3 user to operate the functions of the

relevant buttons using their middle fingers 12, without the need to remove either of

their thumbs from the left or right thumb stick 2, 3.
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1, A hand held controller for a games console comprising:

a hard outer case; and

a plurality of controls located on 21 from and top of the controller;

the contmller being shaped to be held in both hands of a user such. that the user’s

thumbs are "positioned to operate controls located on the from ofthe controller and the

user’s index fingers are positioned to operate controls located on The top of the

contruller; whesrein

the controller further czomprisrzs two additional commls located on a back of the

controller in a position to be operated by the middle finger of a user.

2. A controller according to claim I wherein the additional controls are paddle

levers.

3. A contmller according to claim I wherein the additional controls are

substantially vertically orientated with respect :0 {he controller.

4. A controller according to claim 2 or claim 3 wherein the additional controls

are formed as an integral pan of the outer case.

5. A contrcller accerding to claim 2 or claim 3 Whercin the additional controls

are famlccl separate from the outer case ofthe controller.
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PO. Box 1450

Alexandria, VA 22313-1450

RESPONSE TO FINAL OFFICE ACTION UNDER 37 C.F.R. § 1.116

This Response is fiied in reply to the non-final Office Action mailed

February 4, 2012 and the Advisory Action mailed May 15, 2013. The Assignee

requests consideration of the foiiowing amendments and remarks.

Amendments to the Ciaims begin on page 2.

Remarks begin on page 6.
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U.S. Appl. No.: 13/162,727

CLAIM LISTING

The following set of claims replaces all previous versions of the claims.

1. (Currently Amended) A hand held controller for a game console

Comprising:

an outer case comprising a front, a back, a top edge, and a bottom edge,

wherein the back of the controller is opposite the front of the controller and the

top edge is opposite the bottom edge; and

a front control located on the front of the controller;

wherein the controller is shaped to be held in the hand of a user such that

the user's thumb is positioned to operate the front control; and

a E back control and a second back control, each back control being

located on the back of the mntroller[[,]] and each

back control including an elongate member that extends substantially the fuil

distance between the top edge and the bottom edge and is inherently resilient

and flexible.

2. (Previously Presented) The controller of claim 1, further having a top

edge control located on the top edge of the controller and wherein the controller

is shaped such that the user's index finger is positioned to operate the top edge

control.

3. (Canceled)

4. (Currently Amended) The controller of claim 1,m 

 wherein each of which the back

controls is positioned to be operated by a middle finger of a user.

5. (Canceled)

Page 2 of 8
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6. (Currently Amended) The controller of claim 1, wherein [[the]] each

elongate member is mounted within a recess located in the case of the controller.

7. (Currently Amended) The controller of claim 6, wherein [[the]] each

elongate member comprises an outermost surface which is disposed in close

proximity to the outermost surface of the controller such that a user‘s finger may

be received in said respective recess.

8. (Currently Amended) The controller of claim 1, wherein [[the]} each

elongate member has a thickness between about 1mm and 10mm.

9. (Currently Amended) The controller of claim 1, wherein [[the]] each

elongate member has a thickness between about 1mm and 5mm.

10. (Currently Amended) The controller of claim 1, wherein [[the]} each

elongate member has a thickness between about 1mm and 3mm.

11. (Currently Amended) The controller of claim 1 [[4]]. wherein the elongate

members are parallel to one another.

12. (Currently Amended) The controller of claim 1 [[4]]. wherein the elongate

members converge towards the front end of the controller with respect to one

another.

13. (Currently Amended) The controller of claim 1, wherein a portion of at

least one of the f_i_r_s_t back control and the second back control is in registry with a

switch mechanism disposed within the controller, such that displacement of the

at least one back controi activates the switch mechanism.

Page 3 of 8
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14. (Currently Amended) The controller of claim 1 [[4]]. wherein a switch

mechanism is disposed between each of the elongate members and an outer

surface of the base of the controller.

15. (Currently Amended) The controller of claim 2, wherein at least one of the

back control_s_ replicates the function of one or more of the top edge control and

the front control.

16. (Currently Amended) The controller of claim 2, wherein at least one of

the back controls has functions in addition to the top edge control and the front

control.

17. (Currently Amended) The controller of claim 1, wherein at least one of the

back controls is a paddle lever.

18. (Currently Amended) The controller of claim 1_, wherein at least one of the

back controls is substantially parallel to the front of the controller.

19. (Currently Amended) The controller of claim 1, wherein at least one of the

back controls is formed as an integral part of the outer case.

20. (Currently Amended) The controller of claim 1, wherein at least one of the

back controls is formed separate from the outer case of the controller.

21. (Previously Presented) The controller of claim 2, wherein the top edge is

substantiaily perpendicular to the front.

Page 4 of 8
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22. (Currently Amended) A hand held controller for a game console

comprising:

an outer case comprising a front, a back, a top edge, and a bottom edge,

wherein the back of the controller is opposite the front of the controller and the

top edge is opposite the bottom edge;

a front control located on the front of the controller, wherein the controller

is shaped to be held in the hand of a user such that the user’s thumb is

positioned to operate the front control; and

a first back control and a second back control, each back control being

located on the back of the oontroller[[,]] and each

back control including an elongate member that extends substantially the full

distance between the top edge and the bottom edge.
3%‘ V V:
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REMARKS

SUMMARY OF THE CLAIMS

The application has been carefully reviewed in light of the Office Action

dated February 4, 2013 and the Advisory Action dated May 15, 2013. This

communication is believed to be a complete response to that Office Action and

that Advisory Action. Claims 1, 2, 4 and 6-22 were pending in the present

application prior to entry of the present amendments. By the present Office

Action, claims 1, 2, 4, 6-22 have been rejected.

By the present amendment, claims 1, 4, 6-20 and 22 have been

amended. Support for these amendments can be found in the original

specification, and thus, no new matter has been added. Applicant reserves the

right to pursue all original claims in this or other patent applications.

Reconsideration and reexamination of the present application is respectfully

requested in light of the foregoing amendments and in view of the following

remarks, which establish that the pending claims are directed to allowable

subject matter.

SECTlON 102 REJECTlONS

Claim 22 is rejected under 35 U.S.C. 102(e) as being anticipated by U.S.

Pat, No. 7,859,514 (Park). Claim 22 has been amended and the rejection

thereto is considered moot.

SECTION 103 REJECTlONS

Claims 1-2, 4, and 6-21 are rejected under 35 U.S.C. 103(a) as being

unpatentable over Park, in view of US. Pat. Pub. 2004/0224765 (Martinez et ai.).

Claim 1 has been amended and the rejections thereto are considered moot.

Claims 2, 4, and 6-21 depend from amended claim 1 and thus the rejections

thereto are also considered moot.

Page 6 of 8
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ADVISORY ACTION

The Advisory Action cites an online NPL reference “Review: Scuf Xbox

360 Controller” by Dave Burns, dated October 20, 2010

(httg://web.archiveprg/web/2010102221 5i O4/http://www.xboxer360.com/featu re

s/review—scuf~xbox—360~contrciier/). A UK Patent Application (GB 2481663) by

one of the named inventors of the present application, Simon Burgess, filed July

1, 2010, is attached. The attached UK Patent application establishes invention of

the subject matter prior to the date of the NPL reference.

FEES

The fee for the RCE is included herewith. The Commissioner is hereby

authorized to charge any additional fees or credit any overpayment to Deposit

Account No. 50~3447.

« CONCLUSION

it is respectfully submitted that the application is in condition for allowance,

and notice to that effect is respectfully requested. if Examiner Hylinski has any

new concerns, the Examiner is respectfully urged to contact the undersigned

representative at her earliest convenience in order to efficiently advance

prosecution of this application.
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Respectfully Submitted,

PARKS lP LAW LLC

by /Steghen J. Terrelll

Stephen Terrell; Reg. No. 62,734

Agent for the Asslgnee

Parks IP Law

Attention: Patent Docketing
730 Peachtree Street N.E.

Suite 600

Atlanta, Georgia 30308

(678) 365-4426

sterreIl@parksiplaw.com
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DETAILED ACTION

Response to Arguments

1. The present amendments overcome the previous rejections made under US

7,859,514 to Park and US 2004/0224765 to Martinez et al. New grounds of rejection

have been applied, as required by the amendments.

2. The UK Patent Application GB 2481663, which Applicant alleges “establishes

invention of the subject matter prior to the date of the NPL reference" is not material to

the examination of the instant application because the instant application does not claim

priority to the UK patent application. The NPL.document relied on is a document

authored by Dave Burns and made publicly available on Oct. 20, 2010, so it does not

have any inventors in common with the instant invention, and therefore the 102(e) date

of this document cannot be sworn behind by Applicant by claiming common

inventorship with an unrelated document, the UK patent. The UK Patent furthermore is

not date eligible prior art and is not being relied on by Examiner, so the common

inventor between the UK Patent and the instant application is not material to the

examination of the instant application.

Claim Rejections - 35 USC § 1 12

The following is a quotation of 35 U.S.C. 112(b):
(b) CONCLUSlON.—The specification shall conclude with one or more claims particularly
pointing out and distinctly claiming the subject matter which the inventor or a joint inventor
regards as the invention.

The following is a quotation of 35 U.S.C. 112 (pre-AIA), second paragraph:
The specification shall conclude with one or more claims particularly pointing out and distinctly
claiming the subject matter which the applicant regards as his invention.
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3. Claim 14 is rejected under 35 U.S.C. 112(b) or 35 U.S.C. 112 (pre-AIA), second

paragraph, as being indefinite for failing to particularly point out and distinctly claim the

subject matter which the inventor or a joint inventor, or for pre-AlA the applicant regards

as the invention. Claim 14 recites the limitation "the base of the controller”. There is

insufficient antecedent basis for this limitation in the claim. Examiner is interpreting “the

base of the controller” to mean “the outer case of the controller”. Appropriate correction

is required.

Claim Rejections - 35 USC § 102

The following is a quotation of the appropriate paragraphs of pre-AIA 35 U.S.C.

102 that form the basis for the rejections under this section made in this Office action:

A person shail be entitled to a patent unless -
(e) the invention was described in (1) an application for patent, published under section
122(b), by another tiled in the United States before the invention by the applicant for patent or
(2) a patent granted on an application for patent by another tiled in the United States before
the invention by the applicant for patent, except that an international application filed under
the treaty defined in section 351 (a) shall have the effects for purposes of this subsection of an
application filed in the United States only if the international application designated the United
States and was published under Article 21 (2) of such treaty in the English language.

4. Claims 1-2, 4, 6-7, 11-12, and 15-22 are rejected under pre-AIA 35 U.S.C.

102(e) as being anticipated by “Review: Scuf Xbox 360 Controller” by Dave Burns

(hereinafter referred to as Burns).

Re Claims 1 and 22,

Burns discloses a hand held controller for a game console (Title, and page 3, a

handheld controller for XBOX 360) comprising:
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an outer case comprising a front, a back, atop edge, and a bottom edge,

wherein the back of the controller is opposite the front of the controller and the top edge

is opposite the bottom edge (see the photographs on pages 3, 4, 5, and 6) and

a front control located on the front of the controller, wherein the controller is

shaped to be held in the hand of a user so that the user’s thumb is positioned to operate

the front control (See pages 3-5. Page 4 refers to the control shown in the middle of the

page as “extended right thumb stick)

a first back control and a second back control, each back control being located

on the back of the controller, and each back control including an elongate member that

extends substantially the full distance between the top edge and the bottom edge (see

the first picture on page 4 and the description beiow) and is inherently resilient and

flexible (paragraph 1 of page 3 states that each of the 2 paddles shown on the back of

the control pad are made from polycarbonate plastic which is extremely strong so that

“they can take as much punishment as possible”. Polycarbonate plastic is inherently a

flexible material that will elastically deform as a function of its modulus of elasticity when

a force is applied.)

Re Claim 2, see pages 4 and 5, including the pictures and descriptions of the trigger

buttons, labeled “LT” and “RT” and shown as being located on the front of the XBOXSGO

controller .in the pictures.

Re Claim 4, Paragraph 1 of page 4 states that the 2 paddles on the back of the

controller are operated by “your unused middle fingers that rest on the rear of the pad”.
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Re Claim 6, the first and second pictures on page 4 show the two paddles being

mounted within a recess in the case of the controller.

Re Claim 7, Paragraph 1 of page 4 states that “your unused middle fingers that rest on

the rear of the pad” are used to operate the 2 paddles. The first picture on page 4

shows the elongate paddle members comprising an outermost surface that is disposed

in close proximity to the outermost surface of the controller such that a user’s finger may

be received in the recesses.

Re Claims 1 1-12, the first picture on page 4 of Burns shows the 2 paddles on the rear

of the controller being substantially parallel, and converging slightly towards the front

end of the controller with respect to one another.

He Claim 15, the first and second paragraphs on page 4 state that each of the paddles

located on the rear of the controller interfaces with a corresponding switch hard wired to

the A and B buttons of the controller, such that when each button is pressed,

programmed game instructions respond accordingly.

Re Claim 16, Paragraph 1 of page 4 states that the user can reassign button functions

as desired. An example given is of the paddles being assigned to jump and crouch, or

jump and melee game functions. Paragraph 4 of page 4 states that the front triggers

can be used for firing shots, the triggers depicted in the third picture showing front and

top triggers.

Re Claims 17-18, see the first picture on page 4 of Burns.

Re Claims 19-20, the two paddles shown in the first picture on page 4 are depicted as

being distinct individual components that when installed in the controller forms an
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integral part of the outer case. Paragraph 1 of page 4 states that each of the paddles is

screwed and bonded into the chassis on the controller.

Re Claim 21, the pictures on pages 4-5 show the front of the controller, which has the

front and top triggers, being substantially perpendicular to the front.

Claim Rejections - 35 USC § 103

The following is a quotation of pre-AIA 35 U.S.C. 103(a) which forms the basis

for all obviousness rejections set forth in this Office action:

(a) A patent may not be obtained though the invention is not identically disclosed or described
as set forth in section 102 of this title, if the differences between the subject matter sought to
be patented and the prior art are such that the subject matter as a whole would have been
obvious at the time the invention was made to a person having ordinary skill in the art to which
said subject matter pertains. Patentability shali not be negatived by the manner in which the
invention was made.

5. Claims 8-10, are reiected under pre-AIA 35 U.S.C. 103(a) as being

unpatentable over Burns.

He claims 8-10,

Burns discloses the same invention, but does not go into detail as to what the

specific dimensions are of the invention. Claims 8-10 recite alternative possible size

considerations for the same elongate members shown and described on page 4 of

Burns, without claiming any unexpected result of these size considerations, especially in

light of the several thickness ranges being presented in the alternative, which indicates

the function of the apparatus is unchanged as these parameters are varied.

Regarding claims 8-10, in Gardner v. TEC Systems, lnc., 725 F.2d 1338, 220

USPQ 777 (Fed. Cir. 1984), cert. denied, 469 U.S. 830, 225 USPQ 232 (1984), the

Federal Circuit held that, where the only difference between the prior art and the claims
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was a recitation of relative dimensions of the claimed device and a device having the

claimed relative dimensions would not perform differently than the prior art device, the

claimed device was not patentably distinct from the prior art device. See also MPEP

2144.04 Section IV A. Changing the thickness of buttons can also be rejected as a

change in shape, See also MPEP Section IV B.

6. Claims 13-14 is rejected under pre-AIA 35 U.S.C. 103(a) as being

unpatentable over Burns in view of US 5,551,693 to Goto et al.

Re Claims 13-14,

Paragraph 1 of page 4 of Burns states that each paddle is affixed to the chassis

of the controller, and that depressing each paddle with a middle finger sends a

hardwired trigger signal to the A and B buttons. However, Burns is silent as to the

details of the switch mechanisms that the paddies activate. Goto is an old and well~

known prior art reference in the art of handheld home video game controllers. Goto

teaches that beneath each button integrated into the housing of such a handheld

controller exists a switch mechanism that is activated in response to the button being

depressed by the user's fingers (See Figs. 7-10 of Goto, 14a and 14c). it would have

been obvious to one having ordinary skill in the art at the time the invention was made

that the paddles on the back of the controller of Burns would function in the context of a

home video game system by closing switch mechanisms located beneath each paddle

when depressed by the middle fingers of the player, the switch mechanisms located

inside the housing of the controller and therefore between each elongate member and

an outer surface of the controller, as taught by Goto, because manufacturing a known
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prior art device using components known in the art and producing predictable results is

not patentable.

Conclusion

Any inquiry concerning this communication or earlier communications from the

examiner should be directed to STEVEN J. HYLINSKI whose telephone number is

(571)270-1995. The examiner can normally be reached on Mon-Fri 9am-7pm.

it attempts to reach the examiner by telephone are unsuccessful, the examiner’s

supervisor, Melba Bumgarner can be reached on (571 )272~4709. The fax phone

number for the organization where this application or proceeding is assigned is 571 -

273-8300,

information regarding the status of an application may be obtained from the

Patent Application information Retrieval (PAlR) system. Status information for

published applications may be obtained from either Private PAIR or Public PAIR.

Status information for unpublished applications is available through Private PAIR only.

For more information about the PAlR system, see http://pair-direct.uspto.gov. Should

you have questions on access to the Private PAIR system, contact the Electronic

Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a

USPTO Customer Service Representative or access to the automated information

system, call 800~786~9199 (IN USA OR CANADA) or 571—272~1000.

/STEVEN J HYLlNSl<l/

Primary Examiner, Art Unit 3717
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Review: Scuf Xbox 360 Controller

October 20, 2010 by Qaxgbmm
Filed under Emma

Lszaflzeopzzmmxl

When we were first contacted to review the controller we were a bit hesitant due to the amount ofmodded controllers floodlngthe maxket and

xuinhg online gmnes everywhere due to people using rapid fire on single shot weapons, I was however wrong, tlfs ‘s not a rapid fire controller, ifs
something completely difiexent, unique and rmre flan everything else 3 corrects the mklnkes made by Microsofl.

 
The Scufcommller has made some minor changes to the Xbox couxml pad and iupmved it in a draxmtic way, first ofalldid you know that you
1-ave to press the triggers down approx 40% before they react? Not any more wilhthe Scufpad! Do you find it an Bsue pressing A or B while
controllingthe right thunia stick? You won’t have that issue any more either.
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'l'hecomro1lerhasin1r0duccd2paddlestotheback ofthe confrolpadwitharenxide fi*ompolycarbonate,whichisthcsnongcst plastic knownto
nnrgwlnichaescmwedmldbondodéamflmechasskonflmmxmnflermnnke suretheycanmkeasmxchpmuislmaentaspossible. Thesepaddlcs
arehaxdwfi-edimotheAandBbultonsxmkeuseofyourunmedmiddlefingerstlmtrestontherearofthepad. Sonlegznnsmayrequireyouto
changeyotxbuttonconfigtogetthefixlluseoutoflilepaddles,fi>rexampleinMW2 youunywanttochangethebuttomtojmxpandcmuchso
youcandothedrop-shotmethodthatnaanypeoplenowuseingame. lnflaloyouwamcochangetheconfigtojurnpandmelectogiveyouthe
edge inamclcc situation,

Basically the paddles will become your new best fiends in online gaming as long as they are used correctly, I fimmd tixzm km:-.nsc1y uscfill in Gears
ofwarusingthemas the mnand melee buttons and I fouudthatincbse lights I cangetavmyquicklyorsmnd andbattermyenemywithashotgun
melee followed by a shotgun kiss to decorate the walk in my opponents blood.

 
Another finxturc ofthe pad is the extended right tlmmb stick that has been raised by Smznand now fizaturcs a domed tip similar to that ofthe PS3.
“When it comes to sticks we are convinced that Micmsolt and Sony were 50% right each. Micmsoll was correct For lcfi stick and Sony ii): the
right." Quoted Simon, the contml pad designer and inventor, ‘m theory itmay sound fllogical but in practice it worked perfectiy. lama very heavy
handed gamer and I always find myselfclcnclfmg the right stick and imxmsc moment ofgamcplay but that has decmascd with thh stick, whcthcr its
because ofthc extension or the shape I still do not know but one things fir sure, is improved my gaming.

 
The othermainamcndment is 11» tiger settings, the triggers wfilnowxeactto anytouchand willrespond instantlythus increasingyourtimingarxl
accuracy ofyour shots, it improves sniping in a massive way but you will need to rcpmgram your brain inorder to pull olfthosc crack shots.
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The triggersaiso require configuring tbrthe games yourplayingvia alumdyalbnkeythatslides intoholes nextthetrigrs. The padcomes setup
fi>rHaJoand CoDbmifyouwantuopb.yBattk:ii:ld orMedalofHonoryouwfl1needto loosenthe trigyrsbymmingthekey50%down
otherwise youworftbe ableto aimorstop shootinginfliernemioriedgames, this canbe anannoyance ifyouplayrmltiplegimes.

The comrol pad is also avaflable in a wired edition and the paddks can be customised fbr an extra fee. Scufhave notified us to ht us know that
they wil1NEVER create a turbo pad ofany way, shape or Ibrm. may sinply have the idea ofirquroving on what we already have to make
everyom’s gaming experience a better one.

Thepad itselfarrived ina ibamcase which protects the comnolpad and while I have been travelling I have hadrmnycomments onthe case Eseh‘;
many good conrnems, and such a great additionto the controller at no exira cost.

Overalhhe commller is auourstandingmod ofwhat we already have and does improve yourgrrfmg ifits used properly, the creator himelfofibrs a
service to help you get accustomed to how the controller works and willshow you lmw to pull oifsome amazing set pieces ingames suchas Halo
and MW2. The price may seem a little heavyweight but in corrpafson to what you get you can’t help but feel you are getting one over on the
designer, you get a brand new controller, the moddingcoirpinted, a transport case and anallen key, mtm memionthe iminingwugt afiaerwarids!

Ifyouwantto improve your gaming and try to levelthe playingfield then thk comrolbr is fbr you, thepad is designed ibrwinners the: don’t wanna
revert to the cheap tactics ofturbo pads. Be warned ifyou’re a casualgarmr, this reallyisrft fiiryou and willrmre than likely ruin your gaming
experience than improve it

FormoreinfoarxitobwWfi 

IRONBURG EXZOO1, Page 174



 
 

§§$:-< .

Dave cmatecl Xhuxer360.com mm the: success on simple biog. he has been playing games most ofhis fife: andispmudm ofbeen around at the sum oflmenm gaming
playing Qnakcworld on the PC.
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Comments (10)
Sortby: mm mm mmsmzx

\\
 jgygmjfi 231: - 3.3;‘ :<\~*.-:«i:4::_-,~; -4

A contnoller I dispisc.

 

 

RIM! 3.019.911

-5

I did like the look ofthis contmllerbut then I went onto their website and saw it cost £54.99.

No Thanks.

Rflply j_;'_g;}y_ ;::::.w Sex: A-‘::z.>: 5 ::-‘S>\.<-5.x‘ 1:33 gmgg;

A§§ -3.3:‘ svawzicveg-V‘ +6

The new cuntmllcm actually cost £44.99 in retail, so your paying £10 for the and and case!

Roply mar;
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Razor 01123 > Scuf

Rflply .-rsrr-x‘-' £3 \\\‘e1§e' ::gr:~ Ragga

lt N3 ‘«>'2.’»:.‘\'z-»:-‘;_§:! +6 
The 01121 is different, Onzahas actually been banned fiomMI1'x'bceause the pad can be programmd forTurbo xmde, it also offers twistable
tension in the sticks!

Iwillbe reviewing Onm when it arrives but so far I amextrentcly iupressed with the Scufll

Romy mm

360$!) .«"£‘e' \.-.x-R: \-43:: 0 
Q: Does the Roar 0112: feature a rapid lire function or support rmcros?

A: No, the Ramona does not feature rapid fire or any way to pmgrama macro to a button. Rapid tire is fbrnotlhsl

taken from .b..t.!.rzi!.'wmzoamaaznorwnimzoifia

Rnnlv l Boom

polish pore 25.1‘ :~\\-::'x.-:go 0 
bought onzav great pad but alter 2wcekx thunb stick stop working had warranty so returned to best buy and got new one after 2 weeks same
thing so went and got microsotl controller. onza is great but poor quality makes it garbage tbr heavy gamer like lam. u can push on): 100 hours
on that conuoller. feels great in hand aiming is also lhmaslic adjustable sticks very nice forpersonalpreferences 2 extra bumpers awesome
especially for burrperjurrper in halo reach( ema left hunger allowed to use jetpack and armor lock ) but will never buy this ohineese disease
anymore in: going with scufl

Reply man;

 
Ive had the scufcontmller for a few months now and its one best things igot for my xbox. when mw2 came out i got that special mw2 controller
with the buttons on the back i knew it was gonna be a good idea but when it used it the buttons where too small to use ijust kept missing them but

now i go: the acufcontrollcr with the fulllengzh paddles its so easy to do drop shots and be accurate at the sum time, my right thumb is allways on
the stick now it only makes sense to have buttons on the back where you have fingers doing nothing, i love it so rmol: icant use a normal
controller any more they just seemarkward to use now. The hair triggers just do what the say you can seat thcmto how responsive you want to
play, its worth every penny in my opinion

Rlnlv lLn.ao:v_

Andrew Findlay 1‘ $11: ..~._\~;~t.: ¢'\',r:.~ +4 
Given that the SCUF controls button layout caters rmre precisely to your fingers’ natural positioning, it‘s hard to find fault. They‘re not reinventing
controller layouts, the)/‘re honing them; it's evolution. You can either climb on board or crawl back into the sea One day, these baclopanel buttons
willbc inplcrmntcd universally. when that happens. I will say, "Yvc had that controller for years."

Real! 333293

+1
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PATENT

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

lnventor(s): Simon Burgess et al. Conf. No.1 8138

App No.: 13/162,727 Filing Date: June 17, 2011

Art Unit: 3717 Examiner: Hylinski, Steven J.

Title: CONTROLLER FOR VIDEO GAME CONSOLE

Docket No.: 0905-002

Mail Stop: AMENDMENT
Commissioner for Patents

U.S. Patent and Trademark Office

P.O. Box 1450

Alexandria, VA 22313-1450

RESPONSE TO FINAL OFFICE ACTION UNDER 37 C.F.R. § 1.111

This Response is filed in reply to the non-final Office Action mailed August

9, 2013. The Assignee requests consideration of the following amendments and ’

remarks.

Amendments to the Claims begin on page 2.

Remarks begin on page 6.

Page 1 of 9
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U.S. Appl. No.: 131162727 

CLAIM LISTING

The following set of claims replaces all previous versions of the claims. I

1. (Previously Presented) A hand held controller for a game console

comprising:

an outer case comprising a front, a back, a top edge, and a bottom edge,

wherein the back of the controller is opposite the front of the controller and the

top edge is opposite the bottom edge; and

a front control located on the front of the controller;

wherein the controller is shaped to be held in the hand of a user such that

the user's thumb is positioned to operate the front control; and

a first back control and a second back control, each back control being

located on the back of the controller and each back control including an elongate

member that extends substantially the full distance between the top edge and the

bottom edge and is inherently resilient and flexible.

2. (Previously Presented) The controller of claim 1, further having a top

edge control located on the top edge of the controller and wherein the controller

is shaped such that the user's index finger is positioned to operate the top edge

control.

3. (Canceled)

4. (Previously Presented) The controller of claim 1, wherein each of the

back controls is positioned to be operated by a middle finger of a user.

5. (Canceled)
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6. (Previously Presented) The controller of claim 1, wherein each elongate

member is mounted within a recess located in the case of the controller.

7. (Previously Presented) The controller of claim 6, wherein each elongate

member comprises an outermost surface which is disposed in close proximity to

the outermost surface of the controller such that a user’s finger may be received

in said respective recess.

8. (Previously Presented) The controller of claim 1, wherein each elongate

member has a thickness between about 1mm and 10mm.

9. (Previously Presented) The controller of claim 1, wherein each elongate

member has a thickness between about 1mm and 5mm.

10. (Previously Presented) The controller of claim 1, wherein each elongate

member has a thickness between about 1mm and 3mm.

11. (Previously Presented) The controller of claim 1, wherein the elongate

members are parallel to one another.

12. (Previously Presented) The controller of claim 1, wherein the elongate

members converge towards the front end of the controller with respect to one

another.

13. (Previously Presented) The controller of claim 1, wherein a portion of at

least one of the first back control and the second back control is in registry with a

switch mechanism disposed within the controller, such that displacement of the

at least one back controi activates the switch mechanism.
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14. (Currently Amended) The controller of claim 1, wherein a switch

mechanism is disposed between each of the elongate members and an outer

surface of the back lease of the controller.

15. (Previously Presented) The controller of claim 2, wherein at least one of

the back controls replicates the function of one or more of the top edge control

and the front control.

16. (Previously Presented) The controller of claim 2, wherein at least one of

the back controls has functions in addition to the top edge control and the front

control.

17. (Previously Presented) The controller of claim 1, wherein at least one of

the back controls is a paddle lever.

18. (Previously Presented) The controller of claim 1, wherein at least one of

the back controls is substantially parallel to the front of the controller.

19. (Previously Presented) The controller of claim 1, wherein at least one of

the back controls is formed as an integral part of the outer case.

20. (Previously Presented) The controller of claim 1, wherein at least one of

the back controls is formed separate from the outer case of the controller.

21. (Previously Presented) The controller of claim 2, wherein the top edge is

substantially perpendicular to the front.

22. (Previously Presented) A hand held controller for a game console

comprising:
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an outer case comprising a front, a back, a top edge, and a bottom edge,

wherein the back of the controller is opposite the front of the controller and the

top edge is opposite the bottom edge;

a front control located on the front of the controller, wherein the controller

is shaped to be held in the hand of a user such that the user's thumb is

positioned to operate the front control; and

a first back control and a second back control, each back control being

located on the back of the controller and each back control including an elongate

member that extends substantially the full distance between the top edge and the

bottom edge.
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REMARKS

SUMMARY OF THE CLAlMS

The application has been carefully reviewed in light of the Office Action

dated August 9, 2013. This communication is believed to be a complete

response to that Office Action. Claims 1, 2, 4 and 6-22 were pending in the

present application prior to entry of the present amendments. By the present

Office Action, claims 1, 2, 4, 6-22 have been rejected.

Claim 14 has been amended to correct an informality. Claims 1, 2, 4, 6-22

remain in the application. Reconsideration and reexamination of the present

application is respectfully requested in view of the following remarks, which

establish that the pending claims are directed to allowable subject matter.

Examiner interview

The Examiner is thanked for the telephone discussionon October 3, 2013.

The discussion focused on MPEP 715.01.

SECTlON 112 REJECTIONS

Claim 14 is rejected under 35 USC 112(b), second paragraph, as being

indefinite for failing to particularly point out and distinctly claim the subject matter

that the inventor regards as the invention. Claim 14 has been amended for

purposes of antecedent basis.

SECTlON 102 REJECTIONS

Claims 1-2, 4, 6-7, 11-12, and 15-22 are rejected under 35 USC 102(e) as

being anticipated by “Review: Scuf Xbox 360 Controller” by Dave Burns, dated

October 20, 2010 (hereinafter, Burns)

(httg://web.archive.org/web/2010102221 5104/httgri’/www.xboxer360.coi‘n/‘feature

s/review—scuf-xbox-360-controiier/). A 132 affidavit is attached that estabiishes

that Burns discloses subject matter derived from the applicant rather than
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invented by the author notwithstanding the authorship of the article. MPEP

716.10 states:

Where there is a published article identifying the authorship (MPEP

§ 7‘i5..01jcj) or a patent or an application publication identifying the

inventorship (MPEP § ?’l5.0‘ljaj) that discloses subject matter

being claimed in an application undergoing examination, the

designation of authorship or inventorship does not raise a

presumption of inventorship with respect to the subject matter

disclosed in the article or with respect to the subject matter

disclosed but not claimed in the patent or published application so

as to justify a rejection under 35 U.S.C. 1021;).

However, it is incumbent upon the inventors named in the

application, in response to an inquiry regarding the appropriate

inventorship under 35 U.S.C. 'l02jf) or to rebut a rejection under §§ ‘

U.S.C. ttizjaz or (e), to provide a satisfactory showing by way of

affidavit under 37’ CFR 1.132 that the inventorship of the application

is correct in that the reference discloses subject matter derived

from the applicant rather than invented by the author, patentee, or

applicant of the published application notwithstanding the

authorship of the article or the inventorship of the patent or

published application. In re Katz, 687 F.2d 450, 455, 215 USPQ 14,

18 (CCPA 1982) (inquiry is appropriate to clarify any ambiguity

created by an article regarding inventorship and it is then A

incumbent upon the applicant to provide “a satisfactory showing

that would lead to a reasonable conclusion that [applicantj is the

inventor” of the subject matter disclosed in the article and claimed

in the application).

An uncontradicted “unequivocal statement” from the applicant

regarding the subject matter disclosed in an article, patent, or

published application will be accepted as establishing inventorship.

In re DeBaun, 687 F.2d 459, 463, 214 USPQ 933, 936 (CCPA

1982). However, a statement by the applicants regarding their

inventorship in view of an article, patent, or published application

may not be sufficient where there is evidence to the contrary. Ex
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pante Kroger, 218 USPQ 370 (Bd. App. 1982) (a rejection under §

U.S.C. 102m was affirmed notwithstanding declarations by the

alleged actual inventors as to their inventorship in view of a

nonapplicant author submitting a letter declaring the author's

inventorship); In re Carreira, 532 F.2d 1356, 189 USPQ 461 (CCPA

1976) (disclaiming declarations from patentees were directed at the

generic invention and not at the claimed species, hence no need to

consider derivation of the subject matter).

The 132 affidavit removes Burns as a prior art reference under 35 USC 102(a)

or (e) and the rejection is overcome. For at least these reasons, claims 1-2, 4, 6-

7, 11-12, and 15-22 are patentable over Bums.

SECTION ‘I03 REJECTlONS

Claims 8-10 rejected under 35 USC 103(a) as being unpatentable over

Burns. As established above, Burns is removed as a prior art reference by the

132 affidavit. For at least these reasons, claims 8-10 are patentable over Bums.

Claims 13-14 are rejected under 35 USC 103(a) as being unpatentabie

over Burns in view of US Patent No. 5,551,693 to Goto et al. (hereinafter, Goto)

As established above, Burns is removed as a prior art reference by the 132

affidavit. Goto fails to disclose all the features of claims 13-14 and the Office

Action does not claim that it does. For at least these reasons, claims 13-14 are

patentable over Burns in view of Goto.

FEES

The Commissioner is hereby authorized to charge any fees or credit any

overpayment to Deposit Account No. 50-3447.

CONCLUSION

it is respectfully submitted that the application is in condition for allowance,

and notice to that effect is respectfully requested. if Examiner Hylinski has any
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new concerns, the Examiner is respectfully urged to contact the undersigned

representative at her earliest convenience in order to efficiently advance

prosecution of this application.

Respectfully Submitted,

PARKS IP LAW LLC

by /Stephen J. Terrell/

Stephen Terrell; Reg. No. 62,734

Agent for the Assignee

Parks IP Law

Attention: Patent Docketing
730 Peachtree Street N.E.

Suite 600

Atlanta, Georgia 30308
385-282-5291

sterre|l@parl<siplaw.com
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PATENT

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

lnventor(s): Simon Burgess et al. Cont. No.: 8138

App No.: 13/162,727 Filing Date: June 17, 2011

Art Unit: 3717 Examiner: Hyilnski, Steven J.

Title: CONTROLLER FOR VIDEO GAME CONSOLE

Docket No.: 0905-002

Mail Stop: AMENDMENT
Commissioner for Patents

U.S. Patent and Trademark Office

PO. Box 1450

Alexandria, VA 22313-1450

DECLARATION OF SIMON BURGESS UNDER 37 C.F.R. § 1.132

I, Simon Burgess, state as follows: ‘

1. I am an inventor on the above«referenced patent application.

2. I understand that in the present Office Action, Claims 1-2, 4, 6-7, 11-12,

and ’I5~22 are rejected under pre-AIA 35 U.S.C § 102(e) as being

anticipated by: “Review: Scuf Xbox 360 Controller" by Dave Burns

(hereinafter the Burns article), dated October 20, 2010

(http://web.archive.org/webl20101022215104lhttp://www.xboxer360.comff

eatureslrevlew-scuf—xbox-360-controlIer/).

3. I understand that in the present Office Action, claims 8—10 are rejected

under pre-AEA 35 U.S.C § 103(a) as being unpatentable over the Burns

article.

4. I understand that in the present Office Action, claims 13-14 are rejected

under pre-AIA 35 U.S.C § 103(a) as being unpatentable over the Burns

article in view of US. Patent No. 5,551,693 to Goto et al.

5. I am the inventor of the subject matter disclosed in the Burns article.

6. The inventorship of the present application is correct in that the Burns

article discloses subject matter invented by me rather than by Dave Burns

notwithstanding the authorship of the Burns article.
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7‘. The following further supports my conception of the subject matter

disclosed in the Burns article:

a. At the time of publication of the Bums article, I was an owner of a

business operating under the name "Scuf Control” and registered

the domain name www.soufcontrol.com.

b. Scuf Control sent Dave Burns a controller, about which he wrote

the online review, which is the Burns article.-the cited reference.

c. The Bums article refers to the "Scuf” controller and to the domain

name http:I/www.scufcontrol.coml.

cl. The controller that was reviewed in the Burns article was sold on

www.scufcoritroi.corn. Sales of the controller were serviced by

Scuf Control.

e. i am the inventor of a UK Patent Application, GB 2481663. The UK

application, filed July 1, 2010. was filed prior to the writing and

publication of the Burns article.

8. I herein declare that all statements of my knowledge are true and that ail

statements made on information and belief are believed to be true and

further that these statements were made with the knowledge that willful

false statements and the like-so made are punishable by fine or

imprisonment. or both under Section ‘[000 of Title 18 of the United States

Code and that such willful false statements’ may jeopardizethe validity of

the application or any patent issued thereon.

ll zlogzoig 4%; .
Date Simon Burgess
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(A) NAME OF ASSIGNI .
3.1 1. Completion of this form is NOT :1 substitute for ti ling an assignment.

(B) RF.SlDEN(?E: (CITY and S’l'ATI'€ OR C()l3N’1‘RY,) 

Please check the appropriate assignee category or categories (will not be printed on the patent) : D IlItil\'ldll:tl D Corporzttiun or other private group entity CI Government 

 
 

4a. 'Ihe following fee(s) are submitted: 4|). Payment ol'l‘<'ee(s): (Please first reapply any previously paid issue fee shown above)
D Issue Fee [3 A check is enclosed.

in Publication Fee (No small entity discount permitted) D Payinent by credit card. Form P'l'O~Z()38 is attached.
D Advance Order ~v # of Copies i:I'I‘he Director is hereby 2_llllI10t'lZt3d to charge the required feels), any deficiency, or credit anyoverpayment. to Deposit Account Number ____________________ (enclose an extra copy 01 this form).

Page 2 of 4
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5. Change in Entity Status (from status indicztted above)

[3 Applicant urrtifying micro entity status. See 37 CPR 1.2‘) -'\‘O'1‘fi: /\hs<:_nt a valid cei1iti_e;ttion of Micro Entity Status (see form l”l‘O/SB/ ISA and 15B), issuefee payment in the micro entity amount will not he accepted at the risk of application ahandountent.

:1 Applicant asserting small entity status. See 37 (TTl3‘R L27 Ii‘ the application was previously under micro entity status. checking this box will be takento be :1 notification oi losx oi entitlement to micro entity stztttis.

U Applicant changing to regular uiidisccmnted fee status. N() [‘F: Checking this box will be taken to he a notification of loss ofentitlenient to small or microentity status. as applicable. 

NOTE: The issue Fee and Publiezttion Fee (if required) will not be accepted liom anyone other than the applicant: :2 registered attorney or agent; or the assignee or other party ininterest as shown I) t the records of the United States Patent and Tradeniztrk Oiiice.  

Authorized Signature   
 

"l'ypcdort>rix1led name _____,__ ,,,,,,,,,,,,,,,,,,,,,,,,,"A Regismltion N0. _____________________________________________________________  
This collection of infornmtion is rcquiwd by 37 CPR L31 1. The informzttion is RX uired to obtain or retain a benefit by the public which is to file (and by the l.‘SP'I‘O to process)
an application. Confidentiztlity is governed by 35 ‘.(L‘. 12?. and 37 (TFR 1.14. ‘I iis collection is estimated to take ll minutes to complete. including gathering, prcpnrutg, and
submitting the completed application fomi to the I.» PTO. Time will va * dc mdin upon the individual case. Any comments on the amount of time you rt:qui|‘t: to cum late
this torm and/or su gcstions for reducing this buttlen. should he sent to t e C ticf Inigormation Officer. Patent and_Tmdcmzu‘k Oiiice, l,T.S. Department of Commerce. .0.
Box M50, Alexan rm, Virginia 223134450, DO NOT SI-BN1) FEES OR COMl’I,E‘ '31) FORMS TO THIS ADDRESS. Slit "D TO: (Tommissioner for Patents. PO. Box 1450.
Alexandria, Virginia 223134450.
Under the l’apet‘work Reduction Act of 1995, no persons are required to respond to 11 collection of information unless it displays a valid OMB control number. ..e._—:_

 
 

Page 3 of 4
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UNITED STATES PA'l"EN'l" AND TRADEMARK O17-'l“I('.‘l3
UNITI~2l) S'I‘ATF.S DEl’.~\ RTMENT OF COMM!-IRCF.
United States Patent and Trademark OmenAddrcs.~'.: (‘.OMMlSSl()Nl£R FOR l’A'l'El\"l‘S

l’.(). Box 1450
Alcxtmtlria, Virgiiiia 23313-ld5()www.n.<plo.gou

APPI.iCA7'lON NO. FILING DA'l'l?. i"lRS'l' ;\lA.\/IED INVl'£Nl‘0R A'l’l‘ORNlfEY L‘rOCKF.’l' NO. CONFIRMATION
 

13/ 1 62,7 27 06/ 1 7/201 1 Simon Burgess 0905-002 8 I 38

_ 52245 7590 [1/X8/2013A
Parks ll’ Law LLC ll‘x’I.INSKI. snzvr-.z~z .1
730 Peachtree Street, NE
Suite 600 ART UNI1" PAP!-LR .~mMin~:u 
ATl...AN'l'A, GA 30308 371-;

DA‘l‘l§i MAILED: l l/18/Z01 3

Determination of Patent Term Adjustment under 35 U.S.C. 154 (b)

(application filed on or after May 29, 2000)

The Patent Term Adjustment to date is 0 day(s). If the issue fee is paid on the date that is three months after the
mailing date of this notice and the patent issues on the Tuesday before the date that is 28 weeks (six and a half
months) after the mailing date of this notice, the Patent Term Adjustment will be 0 day(s).

If a Continued Prosecution Application (CPA) was filed in the above—identified application, the filing date that
determines Patent Term Adjustment is the filing date of the most recent CPA.

Applicant will be able to obtain more detailed infoirnati.on by accessing the Patent Application Information Retrieval
(PAIR) WEB site (http://pair.uspto.gov).

Any questions regarding the Patent Term Extension or Adjustment determination should be directed to the Office of
Patent Legal Adm.inistration at (571)-272-7702. Questions relating to issue and publication fee payments should be
directed to the Customer Service Center of the Office of Patent Publication at l—(888)—786-0101 or (571)~272—4200.

Page 4 of 4
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Privacy Act Statement

The Privacy Act of 1974 (P.L. 93-579) requires that you be given certain information in connection with
your submission of the attached form related to a patent application or patent. Accordingly, pursuant to
the requirements of the Act, please be advised that: (1) the general authority for the collection of this
information is 35 U.S.C. 2(b)(?.); (2) furnishing of the information solicited is voluntary; and (3) the

principal purpose for which the information is used by the US. Patent and Trademark ()fl"1ce is to process
and/or examine your submission related to a patent application or patent. If you do not furnish the
requested information, the US. Patent and Tradetnztrlt Office may not be able to process and/or examine
your submission. which may result in termination of proceedings or abandonment of the application or
expiration of the patent.

The information provided by you in this form will be subject to the following routine uses:

1. The information on this form will be treated confidentially to the extent allowed under the Freedom
of Information Act (5 U.S.C. 552) and the Privacy Act (5 U.S.C‘. 552a). Records from this system of

records may be disclosed to the Depamnent of Justice to determine whether disclosure of these
records is required by the Freedoni of information Act.

2. A record from this system of records may be disclosed as a routine use, in the course of presenting
evidence to a court. magistrate, or administrative tribunal. including disclosures to opposing counsel
in the course of settlement negotiations.

3. A record in this system of records may be disclosed, as a routine use, to a Member of Congress
submitting a request involving an individual, to whom the record pertains, when the individual has

requested assistance front the Member with respect to the subject matter ofthc record.
4. A record in this system of records may be disclosed. as a routine use, to a contractor of the Agency

having need for the information in order to perform a contract. Recipients of information shall be
required to comply with the requirements of the Privacy Act of 1974. as amended, pursuant to S
U.S.C. 552a(n1).

5. A record related to an International Application liled under the Patent Cooperation Treaty in this

system of records may be disclosed, as a routine use, to the International Bureau of the World
intellectual Property Organization, pursuant to the Patent Cooperation Treaty.

6. A record in this system of records may be disclosed. as a routine use. to another federal agency for
purposes of National Security review (35 U.S.(",T. 181) and for review pursuant to the Atomic Energy
Act (42 U.S.C. 2l8(c)).

7. A record from this system of records may be disclosed, as a routine use, to the Administrator,
General Services, or his/her dcsignee, during an inspection of records conducted by GSA as part of
that agency's responsibility to recommend improvements in records management practices and
programs, under authority of 44 U 2904 and 2906. Such disclosure shall be made in accordance
with the GSA regulations governing inspection of records for this purpose. and any other relevant
(i.e., USA or Commerce) directive. Such disclosure shall not he used to make determinations about
individuals.

8. A record from this system of records may be disclosed, as a routine use. to the public after either
publication of the application pursuant to 35 U.S.C. l22(b) or issuance of a patent pursuant to 35
U.S.C. 151. Further, a record may be disclosed, subject to the limitations of 37 (IFR 1.14, as a

routine use. to the public if the record was filed in an application which became abandoned or in
which the proceedings were terminated and which application is referenced by either a published
application, an application open to public inspection or an issued patent.

9. A record from this system of records may be disclosed, as a routine use, to a Federal, State, or local
law enforcement agency, if the USl.”l.‘() becomes aware of a violation or potential violation of law or
regulation.
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Notices of Allowance and Fee(s) Due mailed between October 1 , 2013 and
December 31, 2013

(Addendum to PTOL-85)

If the “Notice of Allowance and Fee(s) Due" has a mailing date on or after October 1, 2013 and before

January 1, 2014, the following inl’oi'mati0n is applicable to this application.

If the issue fee is being timely paid on or after January I, 2014, the amount due is the issue fee and
publication fee in effect January 1. 2014. On January 1, 2014, the issue fees set lbrtll in 37 CFR 1.18
decrease significantly and the publication fee set forth in 37 CFR l.l8(d)(l) decreases to $0.

11’ an issue fee or publication fee lias been previously paid in this application, applicant is not L’:nti.tled to a
refund of the difference between the amount paid and the amount in effect on Januaiy 1, 2014.
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Application No. Applicant(s)
13/162.727 BURGESS ET AL.

Notice of Aflowabimy ru. HYLINSKI 3% gm ::£l(:‘:t‘*:wm°r to
No 

- The MAILING DA TE of this communication appears on the cover sheet with the correspondence address-
All claims being allowable, PROSECUTION ON THE MERITS IS (OR REMAINS) CLOSED in this application. If not included
herewith (or previously mailed), a Notice of Allowance (PTOL-85) or other appropriate communication will be mailed in due course. THIS
NOTICE OF ALLOWABILITY IS NOT A GRANT OF PATENT RIGHTS. This application is subject to withdrawal from issue at the initiative
of the Office or upon petition by the applicant. See 37 CFR 1.313 and MPEP 1308.

1. This communication is responsive to 10/14/2013.

I] A declaration(s)/aftldavit(s) under 37 CFR 1.130(b) was/were filed on .
 

2. [I An election was made by the applicant in response to a restriction requirement set forth during the interview on ; the restriction
requirement and election have been incorporated into this action.

3. E The allowed claim(s) is/are 1 2 4 and 6~22. As a result of the allowed cIaim(s), you may be eligible to benefit from the Patent
Prosecution Highway program at a participating intellectual property office for the corresponding application. For more information,
please see httg:1/www.usgto.gov/pzfingsfirytgevents/gph/indeggisg or send an inquiry to PPHieed'pack@uspto.gov .

4. El Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (f).

Certified copies:

a) D All b) I] Some "c) E] None of the:

1. E] Certified copies of the priority documents have been received.

2. Cl Certified copies of the priority documents have been received in Application No. __

3. [:1 Copies of the certified copies of the priority documents have been received in this national stage application from the

International Bureau (PCT Rule 17.2(a)).

' Certified copies not received:

 

Applicant has THREE MONTHS FROM THE “MAlL|NG DATE" of this communication to file a reply complying with the requirements
noted below. Failure to timely comply will result in ABANDONMENT of this application.
THIS THREE-MONTH PERIOD IS NOT EXTENDABLE.

5. I] CORRECTED DRAWINGS ( as “replacement sheets") must be submitted.

E] including changes required by the attached Examiners Amendrnentl Comment or in the Office action of
Paper No./Mail Date

ldentilying indicla such as the application number (see 37 CFR 1.84(c)) should be written on the drawings in the front (not the back) of
each sheet. Replacement sheet(s) should be labeled as such In the header according to 37 CFR 1.121(d).

6. U DEPOSIT OF and/or INFORMATION about the deposit of BIOLOGICAL MATERIAL must be submitted. Note the
attached Examiner's comment regarding REQUIREMENT FOR THE DEPOSIT OF BIOLOGICAL MATERIAL.

Attachment(s)
1. C] Notice of References Cited (PTO~892) 5. E] Examiner's Amendment/Comment

2. D Information Disclosure Statements (PTO/SB/08), 6. E Examiner's Statement of Reasons for Allowance
Paper No./Mail Date

3. [:1 Examiners Comment Regarding Requirement for Deposit 7. C} Other .
of Biological Material

4. E] Interview Summary (PTO-413).
Paper No./Mail Date .

/STEVEN J HYLINSKII

Primary Examiner, Art Unit 3717
  

_I
US. Patent and Trademark Oliice

PTOL-37 (Rev. 08-13) Notice of Allowability Part of Paper No;/Mail Date 20131114
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Application/Control Number: 13/162,727 Page 2
Art Unit: 3717

DETAILED ACTION

The present application is being examined under the pre-AlA first to invent

provisions.

Response to Arguments

The amendment to claim 14 to overcome the 35 USC 112(b) rejection is

accepted. The 35 USC 112(b) rejection has been withdrawn.

Examiner has reviewed and accepts the 37 CRF 1.132 Affidavit of 10/14/2013 as

establishing that the "Burns” publication was derived from Applicants own invention,

and is now excluded as prior art because the “Burns" publication has a 102(e) date.

Allowable Subject Matter

The following is an examiner’s statement of reasons for allowance: Claims 1-2, 4,

and 6-22 are allowed because the best prior art reference of “Burns” has been excluded

by a 37 CFR 1.132 showing that it was a derivation 01‘ Applicants own invention and

that the author of the “Burns” reference was not the inventor of the "Scuf Gaming"

controller described in that article. None of the other prior art references cited, including

the closest date—eligible reference of US 7,859,514 to Park, anticipate or suggest the

invention as claimed in independent claims 1 and 22 wherein "each back control

including an elongate member that extends substantially the full distance between the

top edge and the bottom edge”, when interpreted in the whole context of claims 1 and

22.

Any comments considered necessary by applicant must be submitted no later

than the payment of the issue fee and, to avoid processing delays, should preferably
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Application/Control Number: 13/162,727 Page 3
Art Unit: 3717

accompany the issue tee. Such submissions should be clearly labeled “Comments on

Statement of Reasons for Allowance.”

Any inquiry concerning this communication or earlier communications from the

examiner should be directed to STEVEN J. HYLlNSKi whose telephone number is

(571)270-1995. The examiner can normally be reached on Mon-Fri 9am-7pm.

lf attempts to reach the examiner by telephone are unsuccessful, the examiner’s

supervisor, Melba Bumgarner can be reached on (571)272-4709. The fax phone

number for the organization where this application or proceeding is assigned is 571-

273-8300.

information regarding the status of an application may be obtained from the

Patent Application information Retrieval (PAIR) system. Status information for

published applications may be obtained from either Private PAlR or Public PAIR.

Status information for unpublished applications is available through Private PAIR only.

For more information about the PAlR system, see http://pair—direct.uspto.gov. Should

you have questions on access to the Private PAIR system, Contact the Electronic

Business Center (EBC) at 866—217~9197 (toll-free). If you would like assistance from a

USPTO Customer Service Representative or access to the automated information

system, call 800-786-9199 (W USA OR CANADA) or 571-272-1000.

/STEVEN J HYLlNSKl/

Primary Examiner, Art Unit 3717
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Appllcationlcontrol No. App|icant(s)/Patent Under
Reexamination

Seafch NOTES 13162727 BURGESS ET AL.

} Examiner Art UnitSTEVEN J HYLINSKI 8717
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EAST Search Histoxy

EAST Search History

EAST Search History (Prior Art)

<This search history is empty>
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Application/Control No. ApplIcant(s)/Patent Under Reexamination

Issue C’a33’f’c3"°" 13162727 BURGESS ET AL.

STEVEN J HYLINSKI

Total Claims Allowed:

20

(Assistant Examiner)
/STEVEN J HYLINSKII

Primary Examiner.Art Unit 3717 11/14/2013 O.G, Prim CIaim(s) QG. Print Figure

(Primary Examiner) (Date) 1 L3
US. Patent and Trademark Office Part of Paper No. 20131 114
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Applicatio/Control No. AppIlcant(s)/Patent Under Reexamination

Issue C’355’f’C3"0" 13162727 BURGESS ET AL.

STEVEN J HYLINSKI

US ORIGINAL CLASSIFICATION
  

INTERNATIONAL CLASSIFICATION

 
CLAIMED

HEP----—
’ —cnoss REFERENCE(S) _'3'°°‘2°°6°‘°"

SUBCLASS (ONE SUBCLASS PER BLOCK) I---—“H-
E_----_--!-—
T----—----—
—n__-----—-H--—
—_——-----_----—
:_:——_----—_---—
—_—__— --—----—
———___ -—----—
————__ -—----—

2———_— - -—
=——-—— I_----_
—————_ _---_
_!—_—— -—----—

  

Totai Claims Allowed:

20

(Assistant Examiner)
/STEVEN J HYLINSKII

Primary E><aminer,An Unit 3717 11/14/2013 O.G. Prim CIairn(s) O.G. Print Figure 
(Primary Examiner) (Date) 1 33

U.S, Patent and Trademark Office Part oi Paper No. 20131 H4
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Application/Control No. Appllcant(s)/Patent Under Reexamination

Issue C’355’f’c3t'9n 13162727 BURGESS ET AL.

STEVEN J HYLINSKI 3717

E] Claims renumbered in me same order as presented by applicant [:1 CPA E] TD. [:1 I‘-2.1.47

Final Original final Original final Original Final Original Final Original Final Original 

I _ 1 W is :7 J _____ WW __M____«_

awmumoraum

Total Claims Allowed:

_ 20
(Assistant Examiner)
/STEVEN J HYLINSKII

Primary E><aminer.An Unit 3717 11/14/2013 O,G. Print Claim(s) O.G. Print Figure

(Primary Examiner) (Date) 1 L3
 
US. Patent and Trademark Ollice Pan of Paper No. 20131114
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Page 1 of 1

UNI'I'I?}IIi) S'I‘A'I‘l3fiS PA'1‘I.§N'I‘ AND TR/\I,)I'3M./\RK OI7’IFI(.‘I”£' I/’I\I'I‘I-ID S'l‘A‘I‘I-ZS I)I:‘I‘AR’1'.'\IE.V'l‘ ()l«‘ C()MMEI{C!-I
Ynited States I’:xIent and Tmdc-mark (MficcAddress: (.‘O:\’IMISSI()NER FOR PI\'I‘I.iN’I'S

P O Box 1450
Alc.umIn':I. Virginia 22.3 I3-I450
'w\-’\\’\!¢'.u$pI0.L’,()\’

 
BIB DATA SHEET

CONFIRMATION NO. 8138

SERIAL NUMBER FILING or 371(0)
DATE

13/162727 06/17/2011

RULE

APPLICANTS

INVENTORS

Simon Burgess, Loughborough, UNITED KINGDOM;
Duncan Ironmonger, Atlanta, GA;

92* tkk‘k****i*§iI4(*I*~k9¢1r\\'l(i!rir*

‘kit ******i'§tii'#'ki*i*\9~k*It*I‘*'k

"* IF REQUIRED, FOREIGN FILING LICENSE GRANTED *" ” SMALL ENTITY **
06/28/2011

Foreign Priority claimed 3 Yes UNI: STATE 01:; 355573 mDEpENDENT

35 USC 119(a-d) conditions met 3 Yes D No COUNTRY DRAWINGS CLAIMS
Verified and /STEVEN J

HYLINSKIZ UNITED 3 1
Ackngmedged ExamIneI'-a §IgnaIure

ADDRESS

Parks IP Law LLC

730 Peachtree Street, NE
Suite 600

ATLANTA, GA 30308
UNITED STATES

CONTROLLER FOR VIDEO GAME CONSOLE

FILING FEE FEES: Authority has been given in Paper
RECEIVED No. to charge/credit DEPOSIT ACCOUNT

for following:

ma (Rev osxon
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PART B - FEE(S) TRANSMITTAL

Complete and send this form, together with applicable fce(s), to: Mail Mail Stop ISSUE FEECommissioner for Patents
PO. Box 1450
Aloxaiidrla, Virginia 22313-1450

01‘ Ea}; (571) 273-2385
 

INSTRQCTIONS: This form should bqused for transmitting the ISSUE FEE and _PUB_LlC1\Tl0t\l FEE (if rcqui.redg,.cBlo<_:ks 1 through 5 should be completed wlicrc
ap _wpi:iale. All liirtlier corrospoiidciicc including the Patent, advance orders aiid_nntii'icaiinn at maintenance fees will mailqd to the current concslpondcncc address as
in icatcd llI'litE:55 coitfcclcd below or directed otherwise in Block I, by (a) specifying a new corrcspoiidcncc address; and/or (b) indicating a separate " BE ADDRESS" formaintenance to non ications.

CURRENT CORRESPONDENCE ADDRESS (Nolc:Us¢ Block] tom.)-cnmgeormidxm) Note: A ceriifrcaic Ofjllt-il'ill_l can only be used for domestic mailings of theFcc(s) Tl‘riil$ll'il€lx'i‘l.. This coin icatc cannot be irscd for any other accmnpanyiiig

52245 7590 11]’; 81291 3 papers. Each additional paper, _such as nn as_signrueirt or formal drawing, must
Parks IP Law LLC rave its con cenificateofiiiailiiig or transmission.Certificate ofhvlaillng or Traiisiiiission

739 P°a°h""° Street’ NE lliereb certi that lili§ Fee 5 Transmittal is being deposited with the UnitedSuite 600 States ostal cmco with su icicnt postage for first class mail in an envelope
Atlanta GA 30308 3dd|'0SS_Ct] to the Mail Sto ISSUE FEE address above, or being facsimileI Lrnnsmitted to the USPTO( ill) 2732885, on the date indicated below.

  

 
  

 

 
 

(Depositofs mime)

APPLICATION NO. FILFNG DATE FIRST NAMED lN\’ENTOR ATTORNEY DOCKET NO. CONFIRMATION NO.

13/162,727 0611 712011 Simon Burgess 0905-002 8138
TITLE Ol‘—lNVENTl0N:

  

   

Controller for Video Game Console

APPLN. TYPE SMr'\Ll. l3N'i‘l FY ISSUE FEE PUBLICATION FEB TOTAL FEE(S) DUE DATE DUE

nonprovisional YES $890 $300 $1190 0211812014
EXAMWER ART UNIT CLASS-SUi‘lCl..-‘\SS

Hyilnskl, Steven J 3717 463~037000

l. Cliangge of correspondence address or indication o€"Fec Address" (37CFR l. 63).
D Chou c ofwires ondcncc nddrcss (or Change of CorrespondenceAddress omi PTOI. R/I22) attached.

 

 

  
 

 
 

  

   

2. For printing on the patent front page, list
(1) the names of up to 3 registered patent attorneys
or agents OR, alternatively,
(2) the name of a single finn (having as E rncnibcr a 2_

Ci "Fee Address" indication (or "Fee Address" liirlicatfoii Form registered attomey or agent) and the names of up to
PTO/SB/4?; Rev 03-02 or nioro recent) i-itlaclicd. Use ofa Citstoiiicr Zrcgistcrcd mien! =Itwni9:rs or agents. If no name is 3
Number is required. listed, no name will be printed. ”

l Parks IP Law LLC

3. ASSIGNEE NAME AND RESIDENCE DATA TO BE PRINTED ON THE PATENT (print or type)

PLEASE NOTE: Unlcsp an assigncc is identified below; no assigncc daiu wili_ appear on the paienti if on assignee is idetitified below, the dociiiiiciit has been filed forrecordationzis set forili in 37 CFR 3.l l. Completion of this fonii is NOTa substitute for filing an assignment.

(A) NAME or ASSIGNEE (B) RESlDENCE: (ClTY and STATE on COUNTRY)

lronburg Inventions} LTD. United Kingdom

Please check the appropriate assigncc category or categories (will not be printed on the patent) : [3 individual 9] Corporation or other private group entity C] Government 
4a. The following i'cc(s) are enclosed: 4b. Payment ofFcc{s):

9.] Issue Fee {.3 A check in the amount ofthc fcc(s) is enclosed.

[2] Publication Fee (No small cntity discount permitted) El Payment by credit card. Fonn i’T0—2l)38 is ritlaciicd.
U Advaiicc Order— # ofCopies 3 A E The Director is hereby iiiithorized by charge the rcqiiired l‘ec(s), or credit any over iaynicnt, to

Deposit 1\CCO'll.niNut‘t1bct' 5Q-3g41_“__ (cnclosc an extra copy of this form . 

S. Cliiingc in Entity Stains (From status indicated above)
U a. Applicant claims SMALL ENTITY status. See 37 CFR 1.27. D b. Applicant is no longer cliiiming SMALL ENTITY status. See 37 CFR l.2.7(g)(?.).

The Director of the USPTO is requested to a ply the Issue Fee and Piiblicatioii Fee (ifany) or to ro~ap‘ply an prcviousiypaid issue for: to the application ideriliiied above.NOTE: ‘flu: lssirc Fee and Publication t<‘cc_ (2 required) will not be accepted from anyone other tlirint c app icant; a registered attorney or agent; or the assignee or other party inintercst as sliown by the records of the United States Patent and Trademark Office. 

Audion-Zed Si-gnmum [Stephen .3. Terrell! Dam December 23, 2013

Typed or printed name Stephen J‘ Term" Registration No. 62734
 

"lliis collection of iiifoniiatiqii is required by 31' CFR l.3l 1. The information is rcrprircd to obtain or rcinin ll benefit b the public which is to fi1c(and by the USPTO to process)an application. Confideiitialit)-_is governed by 35 U.S.C. I22 and 3}’ CFR L14. T i_is collection is cgtiniatcd to lake 1 minutes to complete, ll.'lCilldl_l'lg gathcnng,_prcparmg, and
siibiiiitting the coinpieted application form to the US!-‘TO. Time will varfii dc _ndiii r upon_ the individual case. Any comments on the amount of time you require to com latethis form and/or su gcstions For reducing this burdcn, should be sent to t e C ncftn ormation Otliccr, U.S. Patent and Tmdcninrk Dfiicc. U.S. Department of Coinnierce, ,0.
Box l-150‘, Alqxaii _nu, Virginia 223l3-M50. DO NOT SEND FEES OR COMPLETED FORMS TO THIS ADDRESS. SEND TO: Comiiiissiniicr for Patents, PO. Box I450,Alexandria, Virginia 223 I 3- !450.
Under the Pnpenvork Reduction Act of 1995, no persons are required to respond to a collection of information unless it displays a valid OiVil3 control number. 

PTOI,-85 (Rev. 07/05) Approved for use tlimngii O4/30/2007. Oi‘.~il3 065l~0033 U.S. Patent and Tradeiiiark Ofiice; U.S. DEPARTl\-TENT OF COMMERCE
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 Electronic Patent Application Fee Transmittal »

Application Number: 13162727

 

 

 
 

  
  

   
 

Title of Invention: CONTROLLER FOR VlDEO GAME CONSOLE

 
 

o

Utility under 35 USC 111(a) Filing Fees

 
Patent-Appeals-and-Interference:

Post~Allowance—and«Post~lssuance:

300 300
Publ. Fee— Early, Voluntary, or Normal 1504 1
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Description usms)
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Extension-of-Time:
I-

Miscellaneous:
fi

Total in USD (5)
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Electronic Acknowledgement Receipt

T

_

 

 

CONTROLLER FOR VIDEO GAME CONSOLE
  Title of Invention:

 

 

 
  

Stephen J. Terrell/Adrienne Mittens

Customer Number:

 Filer:

  

 
Filer Authorized By:

Payment information:

Payment was successfully received in RAM

 
 

File Listing:

Document . . . File Size(Bytes)/ Multi Pages
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Submitted with Payment
 
 

 
Payment Type

 
   



Issue Fee Payment (PTO-85B) 0905-O02lF.pdf ((6353582l‘)8b.«Vl85l6tI33II6(Y7(:l)55fil l0
l3-HM.

Information

31883

Fee Worksheet (S806) fee-info.pdf rm.d I Oale1899:lSMI3cal:2I162l>etxlM?i1<l(
5: 9%

Warnings:

Total Files Size (in bytes) 12351 1

This Acknowledgement Receipt evidences receipt on the noted date by the USPTO of the indicated documents,
characterized by the applicant, and including page counts, where applicable. It serves as evidence of receipt similar to a
Post Card, as described in MPEP 503.

New Applications Under 35 U.S.C. 111

If a new application is being filed and the application includes the necessary components for a filing date (see 37 CFR
1.5.3(b)-(d) and MPEP 506), a Filing Receipt (37 CFR 1.54) will be issued in due course and the date shown on this
Acknowledgement Receipt will establish the filing date of the application.

National Stage of an International Application under 35 U.S.C. 371
ll’ a timely submission to enter the national stage of an international application is compliant with the conditions of 35
U.S.C. 371 and other applicable requirements a Form PCT/D0/E0/903 indicating acceptance of the application as a
national stage submission under 35 U.S.C. 371 will be issued in addition to the Filing Receipt, in due course.

New International Application Filed with the USPTO as a Receiving Office
If a new international application is being filed and the international application includes the necessary components for
an international filing date (see PCT Article 11 and MPEP 1 810), a Notification of the lntemational Application Number
and of the international Filing Date (Form PCT/ROI1 05) will be issued in due course, subject to prescriptions concerning
national security, and the date shown on this Acknowledgement Receipt will establish the international filing date of
the application.

IRONBURG EX2001, Page 215



UNITEI‘) S"rA"n2s PATENT AND TRADEMARK OFFICE
L_NI’l‘I~1D S'i‘A‘l‘l:‘.S l)EPAR’t‘MliN’i‘ OF COMMERCELnited States Patent and Trademark Olficc
Address: COMMISSIONER FOR PATENTS

PX). Box H50
Alcxxtndria. Virginia 233 I 3-I450
W\VW.\ISpI0,g\)V

APPI.lCA'l‘I():\' NO. ISSIJF, I)A'1‘l:3 P/\'l“l,<IN'1' NO. r\'I"l’()RNlI‘l\“ DO(IKI‘Z'l’ N0. (2()NFlRlVlA’l'l()N NO.
 

13/162.727 02/04/2014 8641525 O905~OO.?. 8138

52245 7590 01/15/2014

Parks IP Law l,.l..C
730 Peaclitree Street, NE
Suite 600
ATLANTA, GA 30308

ISSUE NOTIFICATION

The projected patent number and issue date are specified above.

Determination of Patent Term Adjustment under 35 U.S.C. 154 (b)

(application filed on or after May 29, 2000)

The Patent Term Adjustment is 0 day(s). Any patent to issue from the above-identified application will include
an indication of the adjustment on the front page.

If a Continued Prosecution Application (CPA) was filed in the above-identified application, the filing date that

determines Patent Term Adjustment is the filing date of the most recent CPA.

Applicant will be able to obtain more detailed information by accessing the Patent Application Information
Retrieval (PAIR) WEB site (http://pair.uspto.gov).

Any questions regarding the Patent Term Extension or Adjustment determination should be directed to the
Office of Patent Legal Administration at (571)-272-7702. Questions relating to issue and publication fee
payments should be directed to the Application Assistance Unit (AAU) of the Office of Data Management
(ODM) at (571)272-4200.

APPLICANT(S) (Please PAIR WEB site http://pair.uspto.gov for additional applicants):

Simon Burgess, lnnghborough, UNl’l‘l7iD KINGDOM;
Duncan lronmonger, Atlanta, GA;

The United States represents the largest, most dynamic marketplace in the world and is an unparalleled location
for business investment, innovation, and commercialization of new technologies. The USA offers tremendous

resources and advantages for those who invest and manufacture goods here. Through SelectUSA, our nation
works to encourage and facilitate business investment. To learn more about why the USA is the best country in
the world to develop technology, manufacture products, and grow your business, visit §elect[l§A.gov.

IR 103 (Rev. ll)/09)
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PATENT ASSIGNMENT COVER SHEET

Electronic Version v1.1 EPAS ID: PAT298305l

Stylesheet Version v1.2

SUBMISSION TYPE: NEW ASSIGNMENT

NATURE OF CONVEYANCE: SECURITY INTEREST

CONVEYING PARTY DATA

 F-*e°u“°" Date
IRONBURG INVENTIONS LIMITED 07/31/2014

  

  
  
 
 

 

 

 
RECEIVING PARTY DATA

M
Street Address: 400 GALLERIA PARKWAY

SUITE 1950
ATLANTA

PROPERTY NUMBERS Total: 20

T

Application Number: 61910168

Application Number: 13163368

Application Number: 29480182

Application Number: 29480396
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CORRESPONDENCE DATA

Fax Number:

Correspondence will be sent to the e-mail address first; if that is unsuccessful, it will be sent
using a fax number, if provided; if that is unsuccessful, it will be sent via US Mail.
Phone: 404~685-4269

Email: r!ockwood@burr.com

Correspondent Name: ROBERT LOCKWOOD

Address Line 1: 171 SEVENTEENTH STREET, NW

Address Line 2: SUITE 1100

Address Line 4: ATLANTA, GEORGIA 30363

00172240000025

 This document serves as an Oath/Declaration (37 CFR 1.63).
Total Attachments: 3

source=Scuf Gaming ~- Assignment for Security — Patents#page1.tif

source=Scuf Gaming -- Assignment for Security ~ Patents#page2.tif

s0urce=Scuf Gaming -- Assignment for Security - Patents#page3.tif
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ASSIGNMENT FOR SECURITY --PATENTS

WHEREAS, IRONBURG INVENTIONS LIMITED, a private limited company

incorporated in England and Wales (the "Grantor") holds all right, title and interest in the letter

patents, design patents and utility patents listed on the attached Schedule A, which patents are

issued or applied for in the United States Patent and Trademark Office (the "Patents");

WHEREAS, the Grantor has entered into a Pledge and Security Agreement, dated

July 31, 2014 (as amended, restated, supplemented, modified or otherwise changed from time to

time, the "Security Agreement"), in favor of Chatham Capital Management IV, LLC, a Georgia

limited liability company, as the Collateral Agent for itself and certain lenders (in such capacity,

together with its successors and assigns, if any, the "Grantee"); and

WHEREAS, pursuant to the Security Agreement, the Grantor has granted to the

Grantee, and granted to the Grantee for the benefit of the Secured Parties (each such term as

defined in the Security Agreement), a continuing security interest in all right, title and interest of

the Grantor in, to and under the Patents and the applications and registrations thereof, and all

proceeds thereof, including, without limitation, any and all causes of action which may exist by

reason of infringement thereof and any and all damages arising from past, present and future

violations thereof (the "Co1lateral"), to secure the payment, performance and observance of the

Secured Obligations (as defined in the Security Agreement).

NOW, THEREFORE, for good and valuable consideration, the receipt and

sufficiency of which are hereby acknowledged, the Grantor does hereby pledge and collaterally

assign to the Grantee for the benefit of the Secured Parties, a continuing security interest in the

Collateral to secure the prompt payment, performance and observance of the Secured

Obligations.

The Grantor does hereby further acknowledge and affirm that the rights and

remedies of the Grantee with respect to the Collateral are more fully set forth in the Security

Agreement, the terms and provisions of which are hereby incorporated herein by reference as if

fully set forth herein.

Exh. B-1
21251929 vl
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IN WITNESS WHEREOF, the Grantor has caused this Assignment to be duly

executed by its officer thereunto duly authorized as of July 31, 2014.

IRONBURG INVENTIONS LIMITED

  By:

Name“ "DU/vcmv /Romano/week
Title: (:50

STATE OF Ggoge/A
ss.:

COUNTY OF 5“; Ian

On this [At day of , 2014, before me personally came
pUNCFw (Rog;/noggsg to me known to be the erson who executed the foregoing instrument, and

who, being duly sworn by me, did depose and say that s/he is the Cgo of

/Rmlggggg mmgml-(gals umgzgg , a 6'3 ggmflz-g £1-Q gg , and that sfhe
executed the foregoing instrument in the firm name of

/gomgmgé mmgmzzomg Ll/ngzjg Q , and that K/he had authority to Sign the same,
and ,3/he acknowledged to me that he executed the same as the act and deed of said firm for the

uses and purposes therein mentioned.

5O
:: ~ -
. , EXPIRES -,-o
0.
.0C

Exh. B-2
21251929 v_I
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SCHEDULE A TO ASSIGNMENT FOR SECURITY

Ironburg Inventions Limited - U.S. Patents

[OUR REF FILING DATE *1 APPLICATION TITLE STATUSNO.

PUS1311169 29/11/2013 US61/910,176 INTERCHANGEABLE PROVISIONAL
CONTROL COMPONENTS PATENT

CONTROLLER FOR A PROVISIONAL

GAMES CONSOLE PATENT

US61/910,260 X BOX HAIR TRIGGER PROVISIONAL

PUS1311048 US61/826,087  
 
 
 
 

 
 

  
  
 

 

22/O5/2013 

PUS13-11174
  29/11/2013

  
STOP PATENT

29/11/2013 US61/910,168 BIOMECHANICS PROVISIONALCONTROLLER PATENT

PUS1411200 22/01/2014 US61/930,065 XBOXONE GRIP PROVISIONAL 

  
  

 
 

 

 

 
 

 
 

  

 

 
  

  
 

 

 
 

 

 
  

  
 

 
  

 
 

   
 

 
 

MOUNTED HAIR TRIGGER PATENT

PUS1311121 25/09/2013 US61/882,171 PADDLE SADDLE PROVISIONAL
PATENT

PUS1411195 05/02/2014 US61/935,898 CONTROLLER FOR A PROVISIONAL
GAMES CONSOLE, TOOL PATENT
AND A METHOD

THEREFOR

FPUS11lO63O 17/06/2011 US13/162,727 CONTROLLER FOR VIDEO UTILITY PATENT
GAME CONSOLE

FPUS141063OCON 27/12/2013 U514/141,840 CONTROLLER FOR VIDEO UTILITY PATENT
GAME CONSOLE

FPUS1110629 17/06/2011 US13/163,368 GAME CONTROLLER UTILITY PATENT

FPUS1310629DIV1 05/O6/2013 US13/910,409 GAME CONTROLLER UTILITY PATENT

05/06/2013 US13/910,427 GAME CONTROLLER UTILITY PATENT
FPUSl311038 10/07/2013 US61/844,548 GAMES CONTROLLER AND PROVISIONAL

TRIGGER THEREFOR PATENT

FDUS1110633 17/05/2011 US29/394,525 GAME CONTROLLER DESIGN PATENT

21/06/2012 GAME CONTROLLER DESIGN PATENTFDUS1310633DlV1 10/04/2013 US29/451,960 GAME CONTROLLER DESIGN PATENT

DUS1411202 US29/481,483 TRIGGER STOP DESIGN PATENT

27/01/2014 US29/480,547 x BOX ONE BATTERY DESIGN PATENTHATCH J
DUS1411204 23/01/2014 US29/480,182 x BOX ONE GRIPS DESIGN PATENT

PuS1311047 MAGNETIC MOTION POT PATENT

2I25I929 VI
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