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Attorney Docket No. 069700-5010 

1 

I. INTRODUCTION 

 As will be shown below, claims 1-4 of U.S. Patent No. 8,678,550 (“the ’550 

patent,” Ex. 1001) should be found unpatentable under pre-AIA 35 U.S.C. § 102.  

By failing to comply with statutory requirements, the ’550 patent is not entitled to 

the priority of the earliest date claimed.  In one of the applications that precedes the 

’550 patent in its purported chain of priority, the applicant attempted to make an 

improper and untimely priority claim in violation of the patent statute.  In 

particular, the applicant failed to comply with the statute which requires a showing 

that the delayed priority claim was unintentional and a payment of the requisite 

fee.  Rather, the purported priority claim came by way of an amendment, which the 

applicant stated was merely an “update[] . . . to show the appropriate continuity 

details.”  The applicant failed to inform the Examiner that the priority claim was 

new (and untimely).  Removing this invalid priority claim, the earliest priority date 

to which the ’550 patent is entitled is October 28, 2004.  

Moreover, years earlier, the applicant filed three PCT applications having 

disclosures nearly identical to that of the ’550 patent, namely PCT Application 

Nos. PCT/AU00/00594, PCT/AU00/00596, and PCT/AU00/00597.  Because these 

PCT applications published on November 29, 2001, more than one year before the 

’550 patent’s earliest valid priority date, they clearly invalidate the ’550 patent 

under 35 U.S.C. § 102(b).  For simplicity, only one of the PCT publications is 
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