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I. PATENT OWNER’S OPPOSITION TO INSTITUTED GROUNDS 

Patent Owner, Evolved Wireless, LLC (“Evolved Wireless”), submits this 

Patent Owner’s Response to the instituted grounds in the above-captioned 

consolidated case.  

The ’481 Patent, based on an international application filed June 8, 2007 and 

claiming priority to a Korean application filed June 9, 2006, relates to cellular 

phone technology that is part of the Long Term Evolution (“LTE”) standard, 

sometimes referred to as 4G. The specific contribution of the ’481 patent is 

improved methods and structures for generating a preamble sequence for 

transmission on the random access channel (“RACH”). The RACH is the channel 

that all cellular phones must use to synchronize with a base station, or cell tower, 

to obtain initial network access when, for example, the phone is first powered on or 

is coming out of an idle state. The performance of the RACH is therefore a critical 

element of the LTE network, and the improved preamble sequences of the ’481 

patent are a key driver of that RACH performance.  

The instituted grounds fall into two categories, those for which the primary 

art consists of earlier proposals submitted to the Third Generation Partnership 

Project (“3GPP”) during the process leading up to adoption of the LTE standard 

(Panasonic 792, Panasonic 114, and Panasonic 700) and those for which the 

primary reference is an earlier versions of an alternative standard (IEEE802.16-
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2004). The earlier 3GPP proposals disclose preamble structures that are inferior to 

the preamble sequence disclosed and claimed in the ’481 patent. Accordingly, the 

earlier proposals were not adopted as part of the LTE standard. The alternative 

standard, IEEE 802.16, also known as WiMAX, and its preamble structure lost out 

in marketplace competition with LTE, which uses the preamble structure of the 

’481 patent, as LTE has become the United States’ 4G mobile communications 

network of choice.  

The Patent Trial and Appeal Board (the “Board”) nevertheless instituted 

inter partes review, and consolidated these proceedings for trial on the following 

grounds:  

1. Claims 1, 2, 8, and 9 as anticipated by Panasonic 792; 

2. Claims 3 and 10 as obvious over Panasonic 792 and Panasonic 114;  

3. Claims 6 and 13 as obvious over Panasonic 792, Panasonic 114, and 

Chu;  

4. Claims 1 and 2 as anticipated by Panasonic 700; 

5. Claim 3 as obvious over Panasonic 700 and Panasonic 114; 

6. Claims 4 and 6 as obvious over Panasonic 700, Panasonic 114, and 

Chu; 

7. Claims 8 and 9 as obvious over Panasonic 700 and Motorola 595; 
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8. Claim 10 as obvious over Panasonic 700, Panasonic 114, and 

Motorola 595; 

9. Claims 11 and 13 as obvious over Panasonic 700, Panasonic 114, 

and Motorola 595;  

10.  Claims 1 and 15 as anticipated by IEEE802.16-2004; 

11.  Claims 1 and 15 as obvious over IEEE802.16-2004 and 

IEEE802.16-2005; 

12.  Claims 2-4 and 6 as obvious over IEEE802.16-2004 and Tan; 

13.  Claims 2-4 and 6 as obvious over IEEE802.16-2004, IEEE802.16-

2005, and Tan; 

14.  Claims 8 and 16 as obvious over IEEE802.16-2004 and Chou; 

15.  Claims 8 and 16 as obvious over IEEE802.16-2004, IEEE802.16-

2005, and Chou; 

16.  Claims 9-11 and 13 as obvious over IEEE802.16-2004, Chou and 

Tan; and 

17.  Claims 9-11 and 13 as obvious over IEEE802.16-2004, 

IEEE802.16-2005, Chou, and Tan. 

The above grounds were originally presented in three different petitions, 

which have been consolidated. Grounds 1-3 were presented in the Petition in 

IPR2016-00758 (“the 758 Petition” or “758 Pet.”), grounds 4-9 were presented in 

f 

 

Find authenticated court documents without watermarks at docketalarm.com. 

https://www.docketalarm.com/


IPR 2016-00758 
U.S. Patent No. 8,218,481 

4 

the Petition in IPR2016-01342 (“the 1342 Petition” or “1342 Pet.”), and grounds 

10-17 were presented in IPR2016-01349 (“the 1349 Petition” or “1349 Pet.”). 

Patent Owner is no longer contesting the validity of claims 1-2, 8-9, and 15-16 and 

therefore addresses only grounds 2-3, 5-6, 8-9, 12-13, and 16-17 and only with 

respect to claims 3-4, 6, 10-11, and 13 in this Patent Owner Response. 

Petitioners bear “the burden of proving a proposition of unpatentability by a 

preponderance of the evidence.” 35 U.S.C. § 316(e). For the reasons set forth 

herein, Petitioners have failed to meet their burden on the instituted grounds which 

rely upon a combination of either Panasonic 792 or Panasonic 700 and Panasonic 

114 (specifically, grounds 2-3, 5-6, and 8-9). The ’481 patent claims methods and 

apparatuses that use and generate novel preamble structures for transmission on a 

random access channel. Panasonic 792 and Panasonic 114 disclose two distinct 

structures, but Petitioners and their expert fail to explain how a person of ordinary 

skill in the art would modify Panasonic 792 in light of Panasonic 114. Moreover, 

Panasonic 114 specifically rejects the structure disclosed by Panasonic 792, and 

Petitioners and their expert fail to even acknowledge Panasonic 114’s teaching that 

its proposed structure will not work with that of Panasonic 792. Petitioners 

therefore necessarily fail to establish that a person of ordinary skill in the art would 

have combined those two references to derive the structure claimed by the ’481 

patent. Panasonic 700 discloses a preamble structure that is identical to that of 

f 

 

Find authenticated court documents without watermarks at docketalarm.com. 

https://www.docketalarm.com/


Real-Time Litigation Alerts
  Keep your litigation team up-to-date with real-time  

alerts and advanced team management tools built for  
the enterprise, all while greatly reducing PACER spend.

  Our comprehensive service means we can handle Federal, 
State, and Administrative courts across the country.

Advanced Docket Research
  With over 230 million records, Docket Alarm’s cloud-native 

docket research platform finds what other services can’t. 
Coverage includes Federal, State, plus PTAB, TTAB, ITC  
and NLRB decisions, all in one place.

  Identify arguments that have been successful in the past 
with full text, pinpoint searching. Link to case law cited  
within any court document via Fastcase.

Analytics At Your Fingertips
  Learn what happened the last time a particular judge,  

opposing counsel or company faced cases similar to yours.

  Advanced out-of-the-box PTAB and TTAB analytics are  
always at your fingertips.

Docket Alarm provides insights to develop a more  

informed litigation strategy and the peace of mind of 

knowing you’re on top of things.

Explore Litigation 
Insights

®

WHAT WILL YOU BUILD?  |  sales@docketalarm.com  |  1-866-77-FASTCASE

API
Docket Alarm offers a powerful API 
(application programming inter-
face) to developers that want to 
integrate case filings into their apps.

LAW FIRMS
Build custom dashboards for your 
attorneys and clients with live data 
direct from the court.

Automate many repetitive legal  
tasks like conflict checks, document 
management, and marketing.

FINANCIAL INSTITUTIONS
Litigation and bankruptcy checks 
for companies and debtors.

E-DISCOVERY AND  
LEGAL VENDORS
Sync your system to PACER to  
automate legal marketing.


