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UNITED STATES PATENT AND TRADEMARK OFFICE

BEFORE THE PATENT TRIAL AND APPEAL BOARD

ZTE (USA) Inc., HTC Corporation, HTC America, Inc.,
Samsung Electronics Co., Ltd., and
Samsung Electronics America, Inc.,
Petitioner,
V.

Evolved Wireless LLC,

Patent Ownet.

Case TPR2016-00757"
Patent 7,881,236 B2

Before WILLIAM V. SAINDON, PATRICK M. BOUCHER, and
TERRENCE W. MCMILLIN, Administrative Patent Judges.

OPPOSITION TO PATENT OWNER’S MOTION FOR
SUBMISSION OF SUPPLEMENTAL INFORMATION

' TPR2016-01345 has been consolidated with this proceeding.
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In its motion (Paper 38), Patent Owner (“PO”) seeks to enter an excerpted
deposition transcript in which Samsung’s district court non-infringement expert, Dr.
John Villasenor, was questioned on the meaning of the word “if.” PO’ motion is an
eleventh-hour effort to replace a defective declaration submitted together with PO’s
Response. The Board should deny the motion for two reasons: (1) PO already had an
opportunity to submit expert opinion on its “only if 7 interpretation; and
(2) considering Dr. Villasenor’s testimony at this late stage would not serve the
interests of justice. Each reason provides a separate basis for denying the motion.

I. PO had an opportunity to submit expert opinion on its “only if”
interpretation.

PO’s motion fails unless it establishes “why the supplemental information
reasonably could not have been obtained eatlier.”” See 37 C.ER. § 42.123(b). PO cannot
make that showing because it already submitted earlier expert opinion on its “only if”’
interpretation. Specifically, along with its Response, PO submitted Dr. Cooklev’s
“declaration” offering his opinion that “if ” means “only if.” See Ex. 2006, Cooklev
Decl. As Petitioners’ Reply explained, Dr. Cooklev’s “declaration” is defective because
it: (i) is unsworn, (ii) applies the clear and convincing standard of invalidity, and
(iii) compares the preferred embodiment to the prior art. See Paper 28, Reply, at 6-7.

Now, affer the oral hearing, PO seeks to cure this defect through Dr. Villasenor’s
testimony. As PO confirmed, it offers Dr. Villasenor’s testimony for the same reason it

offered Dr. Cooklev’s unsworn “declaration”—to show “how one of ordinary skill in
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the art construes claim term ‘if” in the 236 patent.” See Paper 38, Motion, at 2. The
Board should reject PO’ eleventh-hour do-over. PO had ample opportunity to submit
a proper declaration from Dr. Cooklev—or any other expert—but it failed to do so.

PO argues that it lacked access to Dr. i/lasenors opinions (see zd. at 2), but that is
irrelevant. The issue is 7o whether PO could have reasonably obtained eatlier expert
opinion from somebody who has no connection whatsoever with this IPR. The issue
is whether PO could have eatlier obtained expert opinion on its “only if
interpretation—and here it plainly did have an opportunity to obtain such opinion
trom Dr. Cooklev. For this reason, the Board should deny PO’s motion.

II. Consideration of Dr. Villasenor’s testimony does not serve justice.

The Board should also deny PO’ motion because it does not establish that
“consideration of the supplemental information would be in the interests-of-justice.”
See 37 C.ER. § 42.123(b). Considering Dr. Villasenor’s testimony would not serve
justice because it is irrelevant, prejudicial, and inadmissible hearsay.

A.  Dr. Villasenor’s testimony is not relevant.

Under 37 C.ER. § 42.123(b), “supplemental information must be relevant to a
claim for with the trial has been instituted.” 77 Fed. Reg; at 48707. Dr. Villasenot’s
testimony is irrelevant here for two reasons. First, extrinsic evidence “cannot be relied

on to change the meaning of the claims when that meaning is made clear by those

documents.” Southwall Tech., Inc. v. Cardinal IG Co., 54 F3d 1570, 1578 (Fed. Cir. 1995).
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PO admits “[t|he patent is clear”—thus conceding that its resort to extrinsic evidence
1s improper. See Paper 22, Response, at 45.

Second, Dr. Villasenor provided his testimony under the Phillzps standard, not
the BRI standard that governs these IPR proceedings. See PPC Broadband, Inc. v. Corning
Optical Comme’ns RE, LLLC, 815 F.3d 734, 740 (Fed. Cir. 2016). PO incorrectly insists the
different claims construction standards have “no bearing” here. Compare Paper 38,
Motion, at 4, with PPC Broadband, 815 F.3d a 741 (recognizing that a case can “hinge|]
on the claim construction standard applied”). Dr. Villasenor did not analyze or provide
an opinion regarding the construction of azy claim terms under the BRI standard. Ex.
1048 at 313:11-15, errata. Cf. In'Touch Techs., Inc. v. VGO Commec'ns, Inc., 751 F3d 1327,
1352-54 (Fed. Cir. 2014) (rejecting expert testimony that applied incorrect legal
standard and reversing district court). In fact, in his written report, Dr. Villasenor did
not provide azy opinions on claim construction. The scope of his report was limited to
non-infringement of certain accused products based on PO’s arguments made in #his
IPR. Ex. 1048 at 54:11-13, 83:25-84:6, 85:8-11, 85:15-23, 86:6-13. He provided no
independent analysis on the question of “if” versus “only if.” Ex. 1048 at 313:11-15.
See 37 CER § 42.65 (“Expert testimony that does not disclose the underlying facts or
data . . . is entitled to little or no weight.”). PO employs circular reasoning to suggest
this testimony supports its claim construction argument, particularly where the

testimony began with Dr. Villasenot’s assumption that PO’s argument is correct.
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With misplaced reliance on Ultrates, Inc. v. CaptionCall, 1.L.C, 2017 U.S. App.
LEXIS 16363, at *10 (Fed. Cir. Aug. 28, 2017), PO incorrectly asserts that
Dr. Villasenor’s testimony is relevant because it is “conflicting testimony” of how a
skilled artisan would interpret the claim term “if.”” See Paper 38, Motion, at 3. In
Ultratec, an expert offered district court testimony that conflicted with Ais own testimony
in a related IPR. See zd. at *4-5 (The expert’s “trial testimony conflicted with written
declarations he made in the IPRs.”). Dr. Villasenor has not presented any testimony in
this IPR, so there is no “conflict” to justify consideration of his district court
testimony in this proceeding;

Indeed, Petitioners did not offer any expert testimony on the interpretation of
“if,” and have consistently argued that “if” should be given its plain and ordinary
meaning consistent with the intrinsic evidence. See Paper 3, Petition, at 16; Paper 28,
Reply, at 5. In the Institution Decision, the Board agreed and rejected PO’s “only if
interpretation. See Paper 12, 1D, at 9. Even if the reasoning of Ultratec could be
extended to cover “conflicting testimony” between two different experts—and it
cannot—there still is no testimony from any expert in this IPR with which
Dr. Villasenor’s testimony would conflict.

B. Dr. Villasenor’s testimony is inadmissible hearsay.

Dr. Villasenor’s testimony meets both prongs of the hearsay rule: (1) his

testimony was not taken in this IPR (Ze., it contains statements “not ma[de| while

DOCKET

A R M Find authenticated court documents without watermarks at docketalarm.com.



https://www.docketalarm.com/

Nsights

Real-Time Litigation Alerts

g Keep your litigation team up-to-date with real-time
alerts and advanced team management tools built for
the enterprise, all while greatly reducing PACER spend.

Our comprehensive service means we can handle Federal,
State, and Administrative courts across the country.

Advanced Docket Research

With over 230 million records, Docket Alarm’s cloud-native
O docket research platform finds what other services can't.
‘ Coverage includes Federal, State, plus PTAB, TTAB, ITC
and NLRB decisions, all in one place.

Identify arguments that have been successful in the past
with full text, pinpoint searching. Link to case law cited
within any court document via Fastcase.

Analytics At Your Fingertips

° Learn what happened the last time a particular judge,

/ . o
Py ,0‘ opposing counsel or company faced cases similar to yours.

o ®
Advanced out-of-the-box PTAB and TTAB analytics are
always at your fingertips.

-xplore Litigation

Docket Alarm provides insights to develop a more
informed litigation strategy and the peace of mind of

knowing you're on top of things.

API

Docket Alarm offers a powerful API
(application programming inter-
face) to developers that want to
integrate case filings into their apps.

LAW FIRMS

Build custom dashboards for your
attorneys and clients with live data
direct from the court.

Automate many repetitive legal
tasks like conflict checks, document
management, and marketing.

FINANCIAL INSTITUTIONS
Litigation and bankruptcy checks
for companies and debtors.

E-DISCOVERY AND

LEGAL VENDORS

Sync your system to PACER to
automate legal marketing.

WHAT WILL YOU BUILD? @ sales@docketalarm.com 1-866-77-FASTCASE




