
 

 

UNITED STATES PATENT AND TRADEMARK OFFICE 

BEFORE THE PATENT TRIAL AND APPEAL BOARD 

APPLE INC. 
Petitioner 

v. 

PERSONALIZED MEDIA COMMUNICATIONS, LLC 
Patent Owner 

Case No.: IPR2016-00755 
Patent No.: 8,191,091 

 
PETITIONER’S REPLY TO PATENT OWNER’S RESPONSE TO 

PETITION FOR INTER PARTES REVIEW 
 

f 

 

Find authenticated court documents without watermarks at docketalarm.com. 

https://www.docketalarm.com/


 

i 

TABLE OF CONTENTS 

I. The Challenged Claims Are Not Entitled to Claim Priority to the 
1981 Specification. ......................................................................................... 1 

A. The 1987 Specification Broadened the Scope of 
“Programming.” .................................................................................... 1 

B. PMC Is Estopped from Claiming Priority to the 1981 
Specification. ......................................................................................... 3 

C. The 1981 Specification Does Not Support Claim 13. ........................... 5 

II. Claim Construction ....................................................................................... 6 

A. “an encrypted digital information transmission including 
encrypted information” ......................................................................... 6 

B. “decrypting”/“encrypted” ...................................................................... 9 

C. “locate”/“locating” .............................................................................. 13 

D. “designated” ........................................................................................ 13 

E. “processor” and “processor instructions” ............................................ 13 

III. The Challenged Claims Are Unpatentable. .............................................. 15 

A. Gilhousen Anticipates Claims 13-15, 18, 20, and 23-24. ................... 15 

1. Gilhousen discloses “receiving an encrypted digital 
information transmission.” ........................................................ 15 

2. Gilhousen discloses “determining a fashion in which said 
receiver station locates a first decryption key …” and 
“locating said first decryption key ….” .................................... 16 

3. Gilhousen discloses “decrypting said encrypted 
information …” and “decrypt a video portion of said 
programming.” .......................................................................... 17 

4. Gilhousen discloses “passing said instruct-to-enable 
signal to a processor.” ............................................................... 18 

5. Gilhousen discloses “a first[/second] instruct-to-enable 
signal including first[/second] processor instructions,” 
and related “executing” limitations. .......................................... 18 

B. Mason Anticipates Claims 13-15, 18, 20, and 23-24. ......................... 19 

f 

 

Find authenticated court documents without watermarks at docketalarm.com. 

https://www.docketalarm.com/


 

ii 

1. Mason discloses “receiving an encrypted digital 
information transmission.” ........................................................ 19 

2. Mason discloses “decrypting said encrypted information 
…” and “decrypt a video portion of said programming.” ........ 20 

3. Mason discloses “determining a fashion in which said 
receiver station locates a first decryption key …” and 
“locating said first decryption key ….” .................................... 20 

4. Mason discloses “passing said instruct-to-enable signal to 
a processor.” .............................................................................. 21 

5. Mason discloses “a first[/second] instruct-to-enable 
signal including first[/second] processor instructions,” 
and related “executing” limitations. .......................................... 21 

C. Frezza Anticipates Claims 26 and 30. ................................................. 22 

1. Frezza discloses “receiving an information transmission 
including encrypted information” and “decrypting said 
encrypted information ….” ....................................................... 22 

2. Frezza discloses “detecting the presence of an instruct-to-
enable signal.” ........................................................................... 23 

3. Frezza discloses “automatically tuning said receiver 
station to a channel designated by said instruct-to-enable 
signal.” ...................................................................................... 23 

D. Claims 16, 21, and 27 Are Obvious. ................................................... 24 

1. Block discloses “storing information evidencing said step 
of decrypting.” .......................................................................... 24 

2. It would have been obvious to combine Block with 
Gilhousen, Mason, or Frezza. ................................................... 25 

3. PMC’s alleged secondary considerations of 
nonobviousness are meritless. ................................................... 25 

IV. CONCLUSION ............................................................................................ 26 

 
  

f 

 

Find authenticated court documents without watermarks at docketalarm.com. 

https://www.docketalarm.com/


 

iii 

TABLE OF AUTHORITIES 

Page(s) 

 

Cases 

Bd. of Regents of the Univ. of Tex. Sys. v. BenQ Am. Corp., 
533 F.3d 1362 (Fed. Cir. 2008) .............................................................................. 7 

Bradford Co. v. Conteyor N. Am., Inc. 
603 F.3d 1262 (Fed. Cir. 2010) .............................................................................. 4 

Hakim v. Cannon Avent Grp., PLC, 
479 F.3d 1313 (Fed. Cir. 2007) .............................................................................. 4 

Lockwood v. Am. Airlines, Inc., 
107 F.3d 1565 (Fed. Cir. 1997) .............................................................................. 6 

Marine Polymer Techs., Inc. v. HemCon, Inc., 
Case No. 06-cv-100, 2009 WL 2046041 (D.N.H. July 9, 2009) ............................ 8 

PowerOasis, Inc. v. T-Mobile USA, Inc., 
522 F.3d 1299 (Fed. Cir. 2008) ..................................................................... 1, 3, 6 

Spring Willow Fashions LP v. Novo Indus., LP, 
323 F.3d 989 (Fed. Cir. 2003) ................................................................................ 4 

Technology Licensing Corp. v. Videotek, Inc., 
545 F.3d 1316 (Fed. Cir. 2008) .............................................................................. 3 

Statutes 

35 U.S.C. § 112 .......................................................................................................... 6 

Regulations 

37 C.F.R. § 42.100(b) ................................................................................................ 6 

37 C.F.R. § 42.6(a)(3) ................................................................................................ 5 

f 

 

Find authenticated court documents without watermarks at docketalarm.com. 

https://www.docketalarm.com/


Petitioner’s Reply to Patent Owner’s Response: IPR2016-00755 

 

PMC makes an unfounded priority date claim, advances narrow claim 

constructions, and argues against the prior art primarily on the basis of those 

constructions. PMC’s arguments are not supported, but contradicted, by the record. 

The Board should reject them and find the Challenged Claims of the ’091 patent 

unpatentable. 

I. THE CHALLENGED CLAIMS ARE NOT ENTITLED TO CLAIM 
PRIORITY TO THE 1981 SPECIFICATION. 

PMC’s priority date argument fails for two reasons: the 1987 specification 

broadened the scope of the term “programming,” a term in all Challenged Claims, 

and PMC is bound by the patentee’s statements during prosecution about priority. 

PMC’s analysis of whether every limitation of claim 13 is supported by the 1981 

specification is therefore unnecessary as well as incorrect. 

A. The 1987 Specification Broadened the Scope of “Programming.” 

A patent may only rely on the filing date of an earlier application “if the 

disclosure of the earlier application provides support for the claims of the later 

application, as required by 35 U.S.C. § 112.” PowerOasis, Inc. v. T-Mobile USA, 

Inc., 522 F.3d 1299, 1306 (Fed. Cir. 2008). When a claim term would receive a 

broader construction in view of the later filing, the claim is not entitled to the 

benefit of the earlier filing. Id. at 1310-11. 

In the 1981 specification, “programming” was defined as “everything 

transmitted over television or radio … .” Ex. 1009 at Abstract. The 1987 

f 

 

Find authenticated court documents without watermarks at docketalarm.com. 

https://www.docketalarm.com/


Real-Time Litigation Alerts
  Keep your litigation team up-to-date with real-time  

alerts and advanced team management tools built for  
the enterprise, all while greatly reducing PACER spend.

  Our comprehensive service means we can handle Federal, 
State, and Administrative courts across the country.

Advanced Docket Research
  With over 230 million records, Docket Alarm’s cloud-native 

docket research platform finds what other services can’t. 
Coverage includes Federal, State, plus PTAB, TTAB, ITC  
and NLRB decisions, all in one place.

  Identify arguments that have been successful in the past 
with full text, pinpoint searching. Link to case law cited  
within any court document via Fastcase.

Analytics At Your Fingertips
  Learn what happened the last time a particular judge,  

opposing counsel or company faced cases similar to yours.

  Advanced out-of-the-box PTAB and TTAB analytics are  
always at your fingertips.

Docket Alarm provides insights to develop a more  

informed litigation strategy and the peace of mind of 

knowing you’re on top of things.

Explore Litigation 
Insights

®

WHAT WILL YOU BUILD?  |  sales@docketalarm.com  |  1-866-77-FASTCASE

API
Docket Alarm offers a powerful API 
(application programming inter-
face) to developers that want to 
integrate case filings into their apps.

LAW FIRMS
Build custom dashboards for your 
attorneys and clients with live data 
direct from the court.

Automate many repetitive legal  
tasks like conflict checks, document 
management, and marketing.

FINANCIAL INSTITUTIONS
Litigation and bankruptcy checks 
for companies and debtors.

E-DISCOVERY AND  
LEGAL VENDORS
Sync your system to PACER to  
automate legal marketing.


