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Application/Control Number: 08449413 Page 2

Art Unit: 2622

Suspension of Action, At the Initiation of the Office

1. The instant application has a specification that is identical to one or more patents
that are currently under reexamination. The issues present in the reexamination
proceedings are related to the issues in the instant application. The final
decisions/determinations made at the end of the reexamination proceedings are likely to
affect the outcome of the application. To this end, it is appropriate to suspend prosecution
on the instant application.

Per applicant's request, however, prosecution in 08/470,571 (INTE) and
08/487,526 (MULT) will not be suspended in order to pursue the issues that have been
fully developed in these applications. The outcome of these issues is also likely to affect
the outcome of the present application.

37 CFR 1.103(e) provides that the Office will notify applicant if the Office
suspends action in an application on its own initiative.

Accordingly, Ex parte prosecution is SUSPENDED FOR A PERIOD OF SIX (6)
MONTHS FROM THE DATE OF THIS LETTER. Upon expiration of the period of
suspension, applicant should make an inquiry as to the status of the application.

2. Any inquiry concerning this communication or earlier communications from the
examiner should be directed to David Ometz, whose telephone number is (571) 272-
7593. The examiner can normally be reached on Monday-Thursday from 7:00 AM to
4:30 PM. The examiner can also be reached on alternate Fridays. The fax phone number
for the organization where this application or proceeding is assigned is 571-273-8300.

AR s

Mark Powell /David L. Ometz/
Director ~ SPE
TC 2600 Art Unit 2622
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Docket Neo.: PMC-003C247

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

In re Patent Application of:

John C. Harvey et al.

Application No.: 08/449,413 Confirmation No.; 1756

Filed: May 24, 1995 Art Unit: 2600

For: SIGNAL PROCESSING APPARATUS AND Examiner: Groody, James J.
METHODS

SUPPLEMENTAL AMENDMENT

MS Amendment
Commissicner for Patents
P.O. Box [450

Alexandria, VA 22313-1450
Dear Sir:

This application had been suspended since 2005 and held in abeyance from examination
by the Office pending final action in a corresponding so-called “A™ application, U.S. Patent
Application, Serial Nec. 08/449.263. This suspension was based on an agreement made between
Applicants and the Office to consclidate or group the claims of Applicants” then pending
applicaticns which had been filed prior to June 8, [995, intc a smaller number of applications.
This so-called censolidation agreement resulted from a series of interviews conducted from
November 1998 through June 1999 between Applicants’ representatives and the Office. In those
interviews, senior Office management suggested that further examination of this application and
Applicants” other related applications could be expedited by reducing the number of pending

applicaticns. Accordingly, Applicants agreed te consclidate their claims inte 56 subject matter

groups and to reduce the number of pending applications accordingly. Applicants’ agreement

PMC Exhibit 2016
Apple v. PMC
IPR2016-00754

Page 1004



was based on the Office’s view that it would be helpful to the Office to examine the claims of the

subject matter groups together.

For each subject matter group, the applications were separated based on whether priority
was claimed to Applicants’ initial 1981 Application (U.S. Serial No. 06/317,510) or their initial
1987 Continuaticn-in-Part Application {U.S. Serial No. 07/096,09€¢). The claims from all
applicaticns in a group having the same priority claim were added tc a single application
designated an “A” application. The remaining applications were abandoned with the exception

of one so-called *“B™ application corresponding to each A" application.

Under this agreement, the PTO suspended prosecution in the “B” applications pending
firal action in the corresponding “A” applications. Further, the parties agreed to conduct
interviews in the “A™ applications sc that the prosecuticn of those applications could be
efficiently advanced. Under the agreement, subject matter not found to be allowable during
prosecution of an “A” application may be further prosecuted in the “B” application while the
A" application would be allowed to issue. In goed faith reliance on this consolidation
agreement, Applicants abandoned 169 of their 329 pending applications and filed numercus
amendments adding to the designated “A” applications varicus claims that had been pending in

the abandened applications and the designated “B” applications.'

On May 9, 2000, Applicants amended the DECR 81 group A" application, U.S, Patent
Application Serial No. 08/449,263, in accordance with the aforementioned agreement. Claims

from related DECR 81 applications were added to the DECR 81 group “A” application,

" As a result of the consclidation, Applicants paid excess claim fees for many of the claims that were added to the
designated “A” applications, even though Applicanis previously paid excess claim fees for those claims when
they had heen added to the abandoned applications and the designated “B™ applhcations.

PMC Exhibit 2016
Apple v. PMC
IPR2016-00754

Page 1005



Applicants amended some of the “A” Claims on March 8, 2002. In late 2002 and early
2003, reexamination requests were filed and granted as to Applicants’ seven previously issued

patents. Subsequent to the initiation of these reexamination proceedings, the Director of

Technology Center 2600 decided to suspend prosecution of this application and the related “A”

applicaticn pending resclution of the reexaminaticn proceedings for the issued patents and the

prosecution to appeal to the Board of Patent Appeals and Interferences (“Board™) of two of

Applicants’ pending applications, {1} the INTE application (U.S. Patent Application, Sertal No.

08/470,571) and (2) the MULT application {U.S. Patent Application, Serial No, (8/487,526). As

a result of this decision, the DECR 81 group “A™ application (U.S. Patent Application, Serial No.

03/449,263) was suspended through a number of six month Suspension Notices until January

2009. Consequently, no formal response was made regarding the “A” Claims.

In 2009, as the reexamination proceedings for Applicants’ issued patents had been
substantially completed and decisions had been issued by the Board in the INTE and MULT
applications, Applicants requested that the suspension of their various applications be

terminated.

This request was granted in the spring of 2009 and, as a result, applicants met with
Examiner Minh Dieu T. Nguyen for a number of personal interviews in January 2310. An
agreement was made to cancel or amend numercus of the A" Claims so that the DECR 8]

group “A” application (U.S. Patent Application Serial No.08/449,263) could issue.

In the instant application, DECR 81 group “B” {U.§, Patent Application Serizl No,

08/449,413), Applicants filed a Supplemental Amendment Under 37 C.ER. 81.115 on May 9,
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2000. Applicants canceled all claims except for claim 2, which they amended. The Examiner

then suspended the application according to the above mentioned consolidation agreement.

Consistent with the consolidation agreement between the Applicants and the Office,
Applicants now wish to pursue the subject matter within the scope of the “A” Claims of the
DECR 81 group “A™ application (U.S. Patent Application Serial No. 08/449,263) by claiming
such subject matter that was not patented in the “A” applicaticn in the instant “B” application,
Claims 22-55 correspond to various claims of the “A” application with additional amendments
that Applicants believe place the claims in condition for allowance. In order to aid the Examiner
in understanding the amendments to the claim, Applicants have attached a marked up copy of the
claims (Appendix A} indicating the differences between the “A” Claims and the amended form

submitted herein as claims 22-55.

Applicants believe that claims 22-35 overcome the prior art, and should place the above-
identified patent application in conditicn for allowance. Applicants respectfully request
favorable consideration of the above-identified patent application in view of the following

rermarks.

Claim 2 which is currently pending in this applicaticn will be cancelled.

Amendments to the claims begin on page 5.

Remarks begin on page 14.
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AMENDMENT TO THE CLAIMS

Applicants request entering the below amendments to the claims. New claims 22-55 are

added. Claim 2 is cancelled. Claims 22-55 are the onlv pending claims.
I - 21. {Cancelled)

22. {New} A method for controlling the decrypticn of encrypted pregramming at a

subscriber station, said method comprising the steps of:

receiving encrypted programming, said encrypted programming having an encrypted

control signal;
detecting said centrol signal;
passing said control signal to a decryptor at said subscriber staticn;
decrypting said control signal;

decrypting said encrypted programming to form decrypted programming based on said

control signal; and
presenting said decrypted programming to a viewer or listener,

23. {New) A method for controlling the decrypticn of pregramming at a subscriber

station, said method comprising the steps of:

receiving programming, said programming having a first encrypted digital contrel

signal porticn and an encrypted digital information portion;
detecting said first encrypted digital control signal portion of said programming;

passing said first encrypted digital control signal portion of said programming to a

first decryptor at said subscriber station;

decrypting said first encrypted digital control signal portion of said programming

using said first decryptor at said subscriber station;
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passing said encrypted digital information portion of said pregramming and the

decrypted control signal portion to a second decryptor at said subscriber station;

decrypting said encrypted digital information portion of said programming using
said second decryptor at said subscriber station based on the decrypted control signal pertion;

and
presenting said programming.

24, {New) A method of controlling a remote transmitter station to communicate
program material to a subscriber station and contrelling said subscriber station to process or

cutput a unit of programming, said method comprising the steps of;

receiving a contro! signal which operates at the remote transmitter station to
control the communication of a unit of pregramming and one or more first instruct signals and

communicating said control signal to said remote transmitter station;

receiving a code or datum identifying a unit of programming to be transmitted by
the remote transmitter station, said remote transmitter station transferring said unit of

programming te a transmitter;

receiving at said remote transmitter station cne or moere second instruct signals
which cperate at the subscriber station to identify or decrypt said unit of programming or said
one or more first instruct signals, said remote transmitter station transferring said one or more

second instruct signals to said transmitter; and

transmitting from said remote transmitter station an information transmission
comprising said unit of programming, said one or more first instruct signals, and said one or
more secend instruct signals, said one or more first instruct signals being transmitted in

accordance with said control signal.

25. {New) The method of claim 23, wherein said programming further includes

encrypted video.
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20. {(New} The method of claim 23, wherein said subscriber station stores

information that evidences processing said programming,

27, {New} The method of claim 23, wherein said programming is received at said
subscriber station in one channel of a multichannel signal and a second control signal portion
used to decrypt said programming is included in said multichannel signal outside said one

channel.

28. {(New) The method of claim 23, wherein said subscriber station detects, in a
transmission channel including said programming, a second control signal portion used to

decrypt the first control signal portion.

29. (New) The method of claim 23, wherein the subscriber station detects, in a
transmission channel for transmitting the programming, a second centrol signal portion used to
decrypt the first control signal portion, and wherein the second control signal porticn is
encrypted, and wherein the second control signal porticen is decrypted in order to enable

decryption of the first contrel signal portion.

30. {New) The methed of claim 23, wherein said programming includes computer

data.

31.  (New) A method of controlling at least one of a plurality of receiver stations, said

methed comprising the steps of’

receiving downloadable code which is effective at said at least cne of said
plurality of receiver stations to implement & new technique of decrypting and delivering the

downloadable code to at least one transmitter;

receiving said at least one control signal which at said at least one of said plurality

of receiver stations cperates to execute the downloadable code; and

causing said at least one contrel signal to be communicated to said at least one

transmitter at o specific time,
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thereby tc transmit at least one information transmission including the

downloadable code and said at least cne control signal,

32, {New} The method of claim 31, wherein a television program is displayed at a
receiver staticn and said downloadable code and said at least one control signal program said

receiver station to decrypt said television program in accordance with said new technique.

33. {(New) A method of communicating television program material to one or more

receiver stations, said method comprising the steps of:

receiving a television program at a transmitter station and delivering said

television program to a transmitter;

receiving and stering one or more instruct signals at said transmitter station, said
one or more instruct signals at said one or more receiver stations operative to implement a new

technique of decrypting;
transferring said one or more instruct signals te said transmitter; and

transmitting said television program and said one or more instruct signals from

said transmitter station to said one or mere receiver stations.

34. {New) A method of processing signals at a receiver station comprising the steps
of:
receiving at least one informaticn transmission;
detecting a plurality cf signals on said at least one information transmissicn;
changing a decryption technique in response to at least a first of said plurality of
signals;

decrypting a second of said plurality of signals cn the basis of said changed

decryption technique;
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passing said decrypted second of said plurality of signals to a contrellable device;

and

controlling said controllable device on the basis of said passed decrypted second

of said plurality of signals.

35. (New)} The method of claim 33, wherein said step of transferring is performed

based on comparison.

36. {New) The methed of claim 33, wherein said step of transferring is performed in

accordance with a schedule.,

37. {New),. The method of claim 36, wherein said schedule specifies a transmission
time and a transmission channel, said method further comprising the steps of receiving and

storing said schedule at said transmitter station.

38. {(New) The method of claim 33, wherein said one or more instruct signals operate
at said one or more receiver stations based on an identifier, said method further comprising the

step of transmitting said identifier.

39, {New) The methed of claim 38, wherein an information transmission including
said television program is received at said one or more receiver stations, wherein said television
program is outputted at said one or more receiver stations, and wherein said identifier identifies

at least one of (i) said television program and (ii) a channel including said television program,

40.  (New) A method of processing signals at a receiver station comprising the steps

of:
receiving at least one information transmission;

detecting a plurality of signals in said at least one informaticn transmission, a first

signal of said plurality of signals including downloadable code;

passing said downloadable code to a processor;
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controlling a decryptor to decrypt in a specific fashicon on the basis of said

downloadable code;

decrypting at least one second signal of said plurality of signals in said specific

fashion; and

passing said at least one seccnd signal to one of said processor and an output

device.

4l. {New) A method of controlling a receiver station to detect digital data and control

a decryptor based on a varying pattern of timing or location, said method of controlling

comprising the steps of:
receiving programming and delivering said programming to a transmitter;

receiving digital data comprising at least an instruct signal and communicating
said digital data to a signal embedder, said instruct signal operative at said receiver station to

control said decryptor;

controlling said signal embedder to embed szid digital data in an infoermation

transmission in a varying pattern of timing or lecation;
communicating said information transmission te said transmitter; and

transmitting said pregramming and said information transmission including said

digital data.

42 {(New) A method of processing signals at a receiver station comprising the steps

of’
receiving at least one information transmission;
detecting a plurality of signals on said at least one information transmissicn;

decrypting at least one of said plurality of signals, said at least one decrypted

signal including at least one instruct signal which is effective te instruet;
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passing the at least one decrypted instruct signal to a contrellable device; and

controlling said controllable device or the basis of decrypted information

included in said at least one decrypted instruct signal.
43, {New) A method for decryptor activation in a network comprising:
receiving a transmission comprising encrypted materials;

decrypting under first processor control a first porticn of said encrypted materials

in said transmission;
inputting said first portion of said encrypted materials to a decryptor;

decrypting under second processor contrel a second portion of said encrypted

materials based on said step of decrypting said first porticn of said encrypted materials,

44, {New) The methed of claim 43 wherein said transmission in said step of

receiving a transmission is a multichannel signal separated in the frequency demain.

45, (New) The method of claim 44 wherein said transmission is a cable system
broadecast.
40, {New) The method of claim 43 wherein said transmission in said step of

receiving a transmission is a multichannel signal separated in the time domain.

47, {New) The method of claim 43 wherein said transmission in said step of

receiving a transmission is generated at a local data source.,

48. {New) The method of claim 47 wherein said local data source comprises a VCR.

49 {New) The method of claim 47 wherein said local data source comprises a laser
disk.

50. {New) The method of claim 43 wherein said encrypted materials comprise a

portion of a television program.
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51. {New} The method of claim 43, wherein said transmission in said step of
receiving a transmission and z signal necessary for decryption are received from different

SQUICES,

52. {New) The method of claim 31, further comprising the step of contacting &
remote transmitter station to receive one of said transmission and said signal necessary for

decryption.

53. {New) The methed of claim 51, wherein a signal necessary for decryption is

communicated by telephone.

54, {New) A method of providing an enabling signal to a receiver station from a
remote data source, said enabling signal for use in decrypting at the receiver station a
programming signal, said receiver station being programmed tc get information necessary for

enabling a programming signal, said method comprising the steps of;

storing at the remote data scurce one or more control signals for enabling a

decryptor to decrypt a video;

receiving at the remote data source from the receiver station a communication to

get specific enabling information;

communicating, from the remote data source to the receiver station in respense to

said communication from the receiver station, a control signal,

whereby the receiver station inputs said contrel signal to a decrypter, and wherein

said decryptor decrypts sald programming signal,

55. {(New) A method of processing signals at a receiver staticn comprising the steps

of:
receiving one or more information transmissions at said receiver station;

detecting a plurality of signals on said one or more information transmissions, at

least a first of one of said plurality of signals including a control signal;
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controlling a decryptor in response to said centrol sigral;

decrypting cr enabling communication of at least a second of said plurality of

signals on the basis of said step of controlling said decryptor;

passing said decrypted cr enabled at least said second of said plurality of signal

to a controllable device; and

controlling said centrollable device cn the basis of said passed decrypted or

enabled at least said second of said plurality of signals.

)
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REMARKS
1. Status of claims

New claims 22-55 have been added. They correspond to claims 2, 3,4, 5,6, 7, 8, 9, 10,
11,12, 19, 21, 40, 41,42, 43, 44, 89,93, 109, 111, 112, 113, 114, 115, 116, 117, 118, 123, 125,
127, 131, and 134 of the DECR 81 group A" application (UJ.S. Patent Apglication Serial No.
08/446,263.} The newly presented claims are fully supported by the specification and do not
introduce new matter.

Each of the claims is patentable in light of the prior art. Prior patents Hartung {U.S.
Patent No. 4,019,201, Tang (U.S, Patent No, 4,253,114), and Bond {U.S. Patent No. 4,390,898)
were cited as having subject matter similar to some of the claims now introduced in ¢laims 22-
55. All three patents disclose the use of enceded control signals or other data to control the
unscrambling of an analog video signal.

The claims of this amendment, however, clairmn material relating tc the encryption and
decryption of signals. Claim 22 is “[a] methed for contrelling the decryption of encrypted
programming” and contains a step of “decrypting said encrypted programming.” Claim 23 is
*[a] method for contrelling the decryption of programming” and contains a step of “decrypting
said encrypted digital information portion of said programming.” Claim 24 contains a step of
receiving an instruct signal that can operate to “decrypt said unit of programming or said first
instruct sipnal.” Claim 31 contains a step of receiving downloadable code that is effective to
“implement a new technique of decrypting.” Claim 33 contains a step of receiving instruct
signals that are operative to “implement a new technique of decrypting,” Claim 34 contains a
step of “*decrypting a second of said plurality of signals.” Claim 40 contains a step of
“controlling a decryptor to decrypt in a specific fashion” and a step of “decrypting at least cne

second signal of said plurality of signals.” Claim 41 is a method to “detect digital data and

14
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control a decryptor’” and centains a step of “receiving digital data.” Claim 42 contains a step of
“‘decrypting at least one of said plurality of signals.” Claim 43 is *[a] method for decryptor
activation” and contains a step of “*decrypting under first processor control a first portion of said
encrypted materials.” Claim 54 contains a step wherein a “‘decryptor decrypts said programming
signal.” Claim 55 contains a step of “contrelling a decryptor” and a step of “decrypting or
enabling communication of at least a second of said plurality of signals.”

The Board of Patent Appeals and Interferences decided in Ex parte Personalized Media
Communications, LLC (Appeal 2008-4228, Ex parte Reexamination Control 90/006,536) at
pages 53-54, that encryption requires a digital signal. Each of the claims of this amendment
involves the use of digital signals either through reference to “digital” signals or through
reference to “decryption” and “encryption.” “Encryption and decryption,” the Board goes on to
say, “‘are not broad enough to read on scrambling and unscrambling.” Therefore, because
Hartung, Tang, and Beond are directed to unscrambling of analog signals, none teach or suggest a
method of controlling the decryption of digital information as is presented in the claims of this
amendment.

Upon entry of this paper, claims 22-55 will be pending and under censideration.
Reconsideration is respectfully requested based on the above amendments.

II. Conclusion

Applicants respectfully submit that all claims are in condition for examination and
prompt examination on the merits 1s earnestly requested. In the event Applicants have
overlooked the need for an extension of time, payment of fee, or additional payment of fee,
Applicants hereby petition therefore and authorize that any charges be made t¢ Deposit Account

Ne. 50-4494.
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Should the Examiner have any questions regarding any of the above, the Examiner is

respectfully requested to telephone the undersigned at 202-346-4000.

Dated: April 03, 2011

Respectfully submitted,

By_fThomas J. Scott, Jr/
Thomas J. Scott, Jr.
Registration No.: 27,836
GOODWIN PROCTER LLP
901 New York Avenue, NW
Washington, DC 20001
(202) 346-4000
Attorney for Applicants
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Appendix A

Marked up Copy of Claims 22-55 Indicating the Differences Between Them and Claims 2,
3,4,5,0,7,8,9,10,11, 12, 19, 21, 40, 41, 42, 43, 44, §9, 93, 109, 111, 112, 113, 114, 115, 116,
117, 118, 123, 125, 127, 131, and 134 of the DECR 81 Group “A” Application

(UL.S. Patent Application Serial No. 08/449,263)

22. A method for controlling the decryption of encrypted programming at a

subscriber station, said methed comprising the steps of:

receiving encrypted programming, enicrypted programming having an encrypted control

signal;
detecting said control signal;

passing said control signal to said-at least one deeryptor a decryptor at said subscriber

station;
decrypting said control signal;

decrypting said encrypted programming to form decrypted pregramming based en said

control signal; and
presenting said decrypted programming to a viewer or listener.

23. A method for controlling the decryption of programming at a subscriber station,

said method comprising the steps of:

receiving programming, said programming having a first encrypted digital control

signzl portion and an encrypted digital information portion;
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detecting said first encrypted digital control signal portion of said programming;

passing said first encrypted digital control signal portion of said programming to a

first decryptor at said subscriber station;

decrypting said first encrypted digital control signal portion of said programming

using said first decryptor at said subscriber station;

passing said encrypted digital information portion of said programming te-said

and the decrypted control signal portion to a second decryptor at said subscriber station;

decrypting said encrypted digital information portion of said programming using
sald second decryptor at said subscriber station based on the decrypted control signal portion;

and
presenting said programming.

24, A method of controlling a remote transmitter station to communicate program
material to a subscriber station and controlling said subscriber station to process or output digital

programming, said method comprising the steps of:

receiving atsaidremote-transmitterstation a first control signal which operates at
the remote transmitter station to contrel communication of said digital programming and one or

more first instruct signals

5 and communicating said control

sienal to said remote transmitter station;

receiving an identifier designating said digital programming to be transmitted by

the remote transmitter station, said remote transmitter station transferring said disital

programming to a transmitter;

receiving at said remote transmitter station said one or more digital second

instruct signals which operate at the subscriber station tedeeryptsaid-dipital proprarniaes to

identify or decrypt said digital programming or said one or more first instruct signals, said
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remote transmitter station transferring said one or more second instruct signals to said

transmitter; and

transmitting from said remote transmitter station to said subscriber station an
informaticn transmission comprising said unit of pregramming, said one or more first instruct
signals, and said one or more second instruct signals, said one or more first instruct signals being

transmitted in accordance with said first control signal.

25. The method as—in-elaims3—or4; of claim 23, wherein said programming further

includes encrypted video.

26, The method ss—n-elaims3—er4- of claim 23, wherein said subscriber station

stores information that evidences processing szid programming.

27.  The method of claim 3 23, wherein said programming is received at said
subscriber station in one channel of a multichannel signal and a second control signal portion
used to decrypt said programming is included in said multichannel signal outside said one

channel.

28. The method of claim 3 23, wherein said subscriber station detects, in a
transmission channel including said programming, a second contrel signal portion used to

decrypt the first control signal portion,

29, The method of claim 4 23, wherein the subscriber station detects, in a
transmission channel for transmitting the programming, a second control signal portion used to
decrypt the first control signal portion, and wherein the second control signal porticn is
encrypted, and wherein the second control signal porticn is decrypted in order to enable

decryption of the first control signal pertion.

30. The method astrelams3oe4d: of claim 23, wherein said programming includes

computer data.

31. A method of contrelling at least one of a plurality of receiver stations, said

methed comprising the steps of:
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receiving downloadable cocde which is effective at said at least one of said
plurality of receiver stations to implement & new technique of decrypting and delivering the

downloadable code to at least one transmitter,

receiving at least one contrel signal which at said at least cne of said plurality of

receiver stations operates to execute the downloadable code atsatd-precesser; and

causing said at least one control signal to be communicated te said at least one

transmitter at a specific time,

thereby to transmit at least one information transmission including the

downloadable code and said at least cne control signal,

32, The method cf claim H 31, wherein a television program is displayed at a
receiver station and said downloadable code and said at least one centrol signal programs said

receiver station to decrypt said television program in accordance with said new technique.

33. A method of communicating television program material to one or more receiver

stations, said method comprising the steps of:

receiving a television program at a transmitter station and delivering said

television program to a transmitter;

receiving and stering ene or more instruct signals at said transmitter station, said
one or more instruct signals at said one or more receiver stations operative to implement a new

technique of decrypting;
transferring said one or more instruct signals to said transmitter; and

transmitting said television program and said one or more instruct signals from

said transmitter station to said one or mere receiver stations.
34. A method of processing signals at a receiver station comprising the steps of:

receiving at least one information transmission;
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detecting a plurality of signals on said at least ene information transmission;

changing a decryption technique in response teo at least a first of said plurality of

signals;

decrypting a second of said plurality of signals cn the basis of said changed

decryption technique;

passing said decrypted second of said plurality of signals to a controllable device;

and

controlling said centrollable device cn the basis of said passed decrypted second

of said plurality of signals,

35,  The method of claim 19 33, wherein said step of transferring is performed based

on comparison.

36.  The method of claim 49 33, wherein said step of transferring is performed in

accordance with a schedule.,

37. The methed of claim 44+ 36, wherein said schedule specifies a transmission time
and a transmission channel, said method further comprising the steps of receiving and storing

said schedule at said transmitter station.

38.  The method of claim 45 33, wherein said one or more instruct signals operate at
sald one or more receiver stations based on an identifier, said method further comprising the step

of transmitting said identifier,

39, The method of claim 43 38, wherein an informaticn transmission including said
television program is received at said one or more receiver stations, wherein said television
program is outputted at said cne or more receiver stations, and wherein said identifier identifies

at least one of (i) said television program and {ii) a channel including said television program.
44}, A method of processing signals at a receiver station comprising the steps of:

fay——receiving at least one information transmission;
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fby——detecting a plurzlity of signals in said at least one informaticn

transmission, a first signal of said plurality of signals including downlcadable code;
fer—passing said downloadable code to & processor;

fd3——controlling a decrypter to decrypt in a specific fashion on the basis of said

downloadable code;

teyr——decrypting at least one second signal of said plurality of signals in said

specific fashion; and

HH—passing said at least one second signal to one of said processor and an

output device,

41, A method of controlling a receiver station to detect digital data and control z
decryptor based on a varying pattern of timing or location, said methed of controlling comprising

the steps of:
HH——receiving programming and delivering said pregramming to a transmitter;

25——receiving digital data comprising at least an instruct signal and
communicating said digital data to a signal embedder, said instruct signal operative at said

recelver staticn to centrol said decryptor;

£2+——controlling said signal embedder to embed said digital data in an

informaticn transmission in a varying pattern of timing or location;
——communicating said infermation transmission to said transmitter; and

£5)——transmitting said programming and said information transmission

including said digital data.
42, A method of processing signals at a receiver station comprising the steps of:

fa——receiving at least one informaticon transmissicn;
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fby——detecting a plurality of signals cn said at least one information

transmission;

fer—decrypting at least one of said plurality of signals, said at least one

decrypted signal including at least one instruct signal which is effective to instruct;

td——passing the at least one decrypted instruct signal to a contrellable device;

and

fer——controlling said controllable device on the basis of decrypted information

included in said at least one decrypted instruct signal.
43, A method for decryptor activation in & netwerk comprising:
receiving a transmission comprising encrypted materials;

decrypting under first processor contrel a first portion of said encrypted materials

in sald transmission;
inputting said first portion of said encrypted materials to a decryptor;

decrypting under second processor contrel a second portion of said encrypted

materials based on said step of decrypting said first pertion of said encrypted materials.

44, The method of claim 3 43 wherein said transmission in said step of receiving

presramminevreceivedin a transmission is ef a multichannel signal separated in the frequency

domain.

45.  The method of claim H2 44 wherein szid transmission is a cable system
broadeast,

40, The method of claim 3 43 wherein said transmission in said step of receiving
programmingisreceivedn o transmission is ef a multichannel signal separated in the time
domain.
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47, The method of claim 3 43 wherein said transmission in said step of receiving a

transmission efsaid-pregramreing is generated at a local data source,

48.  The method of claim H5 47 wherein szid local data scurce comprises a8 VCR,

49, The method of claim 3 47 wherein szid local data scurce comprises a laser disk.

50 The method of claim 3 43 wherein said encrypted materials comprise

prosramminsineludes a portion of a television program.

51. The method of claim 3 43, wherein said transmission in said step of receiving a

transmission programerHe and a signal necessary for decryption are received from difference

different sources.

52, The method of claim 423 51, further comprising the step of contacting a remote

transmitter station to receive one of said transmissicn and said signal necessary for decryption.

53. The method of claim 423 51, wherein a signal necessary for decryption is

communicated by telephone.

54. A method of providing an enabling signal to a receiver station from a remote data
source, said enabling signal for use in decrypting at the receiver station a programming signal,
said receiver station being programmed to get information necessary for enabling a programming

signzl, said method comprising the steps of:

storing at the remote data source one or more contrel signals for enabling a

decryptor to decrypt a video;

receiving at the remote data source from the receiver staticn a communication to

get specific enabling informaticn;

communicating, from the remote data source to the receiver station in response tc

said communication from the receiver staticn, a control signal,

whereby the receiver station inputs said control signal to a decryptor, and wherein

said decryptor decrypts sald programming signal,
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55. A method of processing signals at a receiver station comprising the steps of
receiving cne or more informaticn transmissions at said receiver station;

detecting a plurality of signals on said one or more information transmissions, at

least a first of one of said plurality of signals including a contrel signal;
controlling a decryptor in response to said control signal;

decrypting or enabling communication of at least a second of said plurality of

signals on the basis of said step of controlling said decryptor;

passing said decrypted_cr enabled at least said second of said plurality of signals

tc a controllable device; and

controlling said controllable device on the basis of said passed decrypted or

enabled at least said second of said plurality of signals.
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Application/Control Number: 08/449,413 Page 2
Art Unit: 2467

DETAILED ACTION
Information Disclosure Statement

1. The information disclosure statements {IDS) submitted on 4/7/97, 4/5/96, 2/1/986,
and 12/24/95 are in compliance with the provisions of 37 CFR 1.97. Accordingly, the
information disclosure statements are being considered by the examiner.

Claim Objections
2. Claim 34 is objected to because of the following informalities: On line 4, the word
"on” should be replaced with “in”. Appropriaie correciion is required.

Double Patenting
2. The nonstatutory double patenting rejection is based on a judicially created
docirine grounded in public policy {a policy reflected in the statute) so as to prevent the
unjustified or iImproper timewise extension of the “right to exclude” granted by a patent
and to prevent possible harassment by multiple assignees. A nonstatutory
cbviousness-type double patenting rejection is appropriate where the conflicting claims
are net identical, but at least one examined application claim is not patentably distinct
from the reference claim(s) because the examined applicaticn claim is either anticipated
by, or would have been obvicus over, the reference claim{s). See, e.g., in re Berg, 140
F.3d 1428, 46 USPQ2d 1226 (Fed. Cir. 1998); In re Goodman, 11 F.3d 10486, 29
USPQ2d 2010 (Fed. Cir. 1893); In re Longi, 7538 F.2d 887, 225 USPQ 645 {Fed. Cir.
1985); In re Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 1882); In re Voge!, 422
F.2d 438, 164 USPQ 618 {CCPA 1970); and In re Thoringion, 418 F.2d 528, 183 USPQ

644 (CCPA 1969).
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A timely filed terminal disclaimer in compliance with 37 CFR 1.321{c) or 1.321{d)
may be used (¢ cvercome an actual or provisicnal rejection based on a nonstatutory
double patenting greund provided the conflicting application or patent either is shown to
be cemmonly owned with this applicalion, or claims an invention made as a result of
activities undertaken within the scope of a jeint research agreement.

Effective January 1, 1994, a registered attorney or agent of record may sign a
terminal disclaimer. A terminal disclaimer signed by the assignee must fully comply with
37 CFR 3.73(b).

4, Claims 22, 34, 54 and 55 are rejected on the ground cof nonstatutory
cbviousness-type double patenting as being unpatentable over ¢laims 1, 22, and 23 of
U.8. Patent No. 7,801,304. Although the conflicting claims are not identical, they are
not patentably distinct from each cther because of the following correspondences.

Regarding claim 22, “a method for controlling the decryption of encrypted
programming at a subscriber station” corresponds o "a method for controlling the
decryption of programming at a subscriber station” in claim 1 of the above U.S. Patent.

“Receiving encrypted programming, said encrypted programming having an
encrypted control signal” corresponds to “receiving programming, said programming
having a first encrypted digital control signal portion™ in claim 1 of the above 1.S.
Patent.

|»

“Detecting said contro!l signal” corresponds o “detecting said first encrypted

digital control signal portion of said programming” in claim 1 of the above U.S. Patent.
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“Passing said control signal to a decryptor at said subscriber station”
corresponds to "passing said first encrypted digital control signal porticn of said
programming to a decryptor at said subscriber station” in claim 1 of the above U.S.
Patent.

“Decrypting said control signal” corresponds o “decrypting said first encrypted
digital control signal portion™ in claim 1 of the above U.S. Patent.

“‘Decrypting said encrypted programming to form decrypted programming based
on said control signal” corresponds to “decrypting said encrypted digital information
portion of said programming ... based on the decrypted control signal portion” in claim 1
of the above U.S. Patent.

Lastly, “presenting said decrypted programming to a viewer or [istener”
corresponds to "presenting said programming” in claim 1 of the above U.3. Patent.

Claim 22 of the instant application does not explicitly claim “passing said
encrypted digital information portion of said programming to said decryptor”. Therefore,
claim 22 merely broadens the scepe of claim 1 of the above U.S. Patent.

It has been held that the omission of an element and its function is an cbvious
expedient if the remaining elements perform the same function as before. See Inre
Karlson, 136 USPQ 184 (CCPA). Also note Ex parte Rainu, 168 USPQ 375 {Bd. App.
1969). The omission of a reference element whose function is not needed would be
cbvious to one skilled in the art.

Regarding claim 34, “a method of processing signals at a receiver station”

corresponds to the same in claim 23 of the above U.S. Patent.
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“Receiving at least one information transmission” and "detecting a plurality of
signals on said at least one information transmission” corresponds o "receiving a
plurality of signals including digital programming and inputting at least some of said
plurality of signals to said digital detector” as well as "detecting said encrypted digital
data in said at least some of said plurality of signals" in claim 23 of the above U.S.
Patent.

“Changing a decryption technique in response to at least a first of said plurality of
signals” corresponds o “controlling said decryptor fo alter its decryption pattern or
technigue on the basis of information included In said detected encrypted digital data™ in
claim 23 of the above U.S. Patent.

Lastly, “decrypting a second of said plurality of signals on the basis of said
changed decryption technigue; passing said decrypied secend of said plurality of
signals to a contrellable device; and controlling said controllable device on the basis of
said passed decrypted second of said plurality of signals” corresponds to “decrypting at
least a portion of said digital programming using a selected decryption pattern or
technique based on said step of detecting in order tc provide a decrypted cutput of
programming to a viewer or listener” in claim 23 of the above U.S. Patent.

Claim 34 of the instant application does not explicitly claim “said receiver station
having a receiver, a digital detector operatively connected to said receiver for detecting
encrypted digital data, a decryptor operatively connected to said digital detector for

decrypling said encrypted digital data, and a controller operatively connected to said
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digital detector or said decryptor for controlling said decryptor”. Therefore, claim 34
merely broadens the scope of ¢claim 23 of the above U.S. Patent.

It has been held that the emissicn of an element and its function is an cbvious
expedient if the remaining elements perform the same function as before. See Inre
Karlson, 136 USPQ 184 (CCPA). Also note Ex parte Rainu, 168 USPQ 375 (Bd. App.
1969). The cmission of a reference element whose function is not needed would be
chvious te one skilled in the art.

Regarding claim 54, “a method of providing an enabling signal to a receiver
station from a remote data scurce, said enabling signal for use in decrypting at the
receiver station a programming signal, said receiver station being programmed to get
informaticn necessary for enabling a pregramming signal” corresponds to "a method of
providing digital enabling information to a receiver statien from a first remote source,
said digital enabling information for use at the receiver station in decrypting a mass
medium program presentation”" in claim 22 of the above U.S. Patent.

“Storing at the remote data source one or more control signals for enabling a
decryptor to decrypt a video” corresponds to “storing digital enabling information at said
first remote source” in claim 22 of the above U.S. Patent.

“Receiving at the remote data source from the receiver station a communication
fo get specific enabling information” corresponds o “receiving at said first remote
source a query from said receiver station® in claim 22 of the above U.S. Patent.

“Communicating, from the remote data source o the receiver station in response

to said communication from the receiver station, a control signal® corresponds fo
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“fransmitting said digital enabling information which is effective to enable decryption
from said first remote scurce to said receiver staticn in response o said step of
receiving said query, said receiver station stering at least some of said transmitted
enatling information” in claim 22 of the above U.5. Patent.

Lastly, “whereby the receiver station inputs said control signal to a decryptor, and
wherein said decrypior decrypts said programming signal” corresponds to “to said
receiver station an encrypted digital mass medium presentation signal which is
decrypted on the basis of said stored at least some of said digital enabling information”
in claim 22 of the abeve U.S. Patent.

Claim 54 of the instant application does not claim “transmitting from a second
remote source” as well as “to present said mass medium programming presentation”.
Therefere, claim 54 merely broadens the scope of ¢laim 22 of the above U.S. Patent.

It has been held that the emissicn of an element and its function is an cbvious
expedient if the remaining elements perform the same function as before. See Inre
Karlson, 136 USPQ 184 (CCPA). Also note Ex parte Rainu, 168 USPQ 375 (Bd. App.
1969). The cmission of a reference element whose function is not needed would be
chvious te one skilled in the art.

Regarding claim 55, “a method of processing signals at a receiver station”
corresponds to the same in claim 23 of the above U.S, Patent.

“Receiving one or more information transmissions at said receiver station;
detecting a plurality of signals on said one or more information transmissions, at least a

|»

first of one of said plurality of signals including a control signal” corresponds to
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“receiving a plurality of signals including digital prcgramming and inputiting at leas: scme
of said plurality of signals to said digital detecter” as well as “detecting said encrypted
digital data in said at least some of said plurality of signals” in claim 23 of the above
U.S. Patent.

“Controlling a decryptor in response to said control signal” corresponds to
"controlling said decryptor to alter iis decryption pattern or technigue on the basis of
information included in said detected encrypted digital data”™ in claim 23 of the above
U.S. Patent.

“Decrypting or enabling communication of at least a second of said plurality of
signals on the basis of said step of controlling said decryptor” corresponds to
“decrypting at least a porticn of said digital pregramming using a selected decryption
pattern or technique based on said step of detecting” in claim 23 of the above U.S.
Patent.

Lastly, “passing said decrypted or enabled at least said second of said plurality of
signals to a contrellable device; and controlling said controllable device on the basis of
said passed decrypted or enabled at least said second of said plurality of signals”
corresponds o “to provide a decrypted output of programming to a viewer or listener” in
claim 23 of the above U.S. Patent.

Claim 55 of the instant application does not claim “detecting ... in accordance
with 2 varying pattern of timing or location”. Therefore, claim 55 merely broadens the

scepe of claim 23 of the above U.S. Patent.
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It has been held that the emissien of an element and its function is an cbvicus
expedient if the remaining elements perform the same function as before. See Inre
Karlsen, 136 USPQ 184 (CCPA). Also note Ex parte Rainu, 168 USPQ 375 (Bd. App.
1969). The cmission of a reference element whose function is not needed would be

cbvious to one skilled in the art.

5, Claim 22 is rejected on the ground of nonstatutory chvicusness-type double
patenting as being unpatentable over claim 26 of U.S. Patent No. 7,805,749. Although
the cenflicting claims are not identical, they are not patentably distinct from each cther
because of the following correspondences.

Regarding claim 22, “a method for controlling the decryption of encrypted
programming at a subscriber staticn” as well as "receiving encrypted pregramming, said
encrypted programming having an encrypted control signal” corresponds to "receiving a
television program in & first programming signal™ as well as "an encryption code
received in said first programming signal” in claim 26 of the above U.S. Patent.

“Detecting said control signal; passing said control signal to a decryplor at said
subscriber station” corresponds o “passing an encryption code recelved in said first
pragramming signal to & processor in response to said step of processing said user
input” in claim 26 of the above U.S. Patent.

“Decrypting said control signal; decrypting said encrypted programming to form
decrypted programming based on said control signal” corresponds to “decrypting said

encrypted information with said encryption code” in claim 26 of the above U.S. Patent.
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Lastly, “presenting said decrypted programming to a viewer or [istener”
corresponds to “delivering said at least one of a product and a service to said user” in
claim 26 of the above U.S. Patent.

Claim 22 of the instant applicaticn does not claim the "displaying”, "offering”, and
"receiving said user input” steps that are claimed in claim 26 of the above U.S. Patent.
Therefere, claim 22 merely broadens the scope of claim 26 of the above U.S. Patent.

It has been held that the emissicn of an element and its function is an cbvicus
expedient if the remaining elements perform the same function as before. See Inre
Karlsen, 136 USPQ 184 (CCPA). Also note Ex parte Rainu, 168 USPQ 375 (Bd. App.

1969). The cmission of a reference glement whose function is not needed would be

cbvious to one skilled in the art.

6. Claim 24 is rejected on the ground of nonstatutory obviousness-type double
patenting as being unpatentable over claim 14 of .5, Paient No. 7,801,304 in view of
Yanagimachi et al. (U.S. 3,936,595} (hereinafter “Yanagimachi”).

Regarding claim 24, “a method of controlling a remote transmitter station to
communicate program material to a subscriber station and controlling said subscriber
station to process or output a unit of programming” corresponds to “a method of
controlling a remote transmitter station to communicate program material o a
subscriber station and controlling said subscriber station to process or output digital

programming” in claim 14 of the above U.S. Patent.
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“Receiving a control signal which operates at the remote transmitter station to
control the communication of a unit of programming and one or more first instruct
signals and communicating said control signal to said remote transmitter station”
corresponds to “receiving at said remote transmitter staticn a first contro!l signal which
cperates at the remote transmitter station to control communication of said digital

”

programming and one or more first instruct signals” in claim 14 of the above U.S.
Patent.

“Receiving at said remote transmitter station one or more second instruct signals
which operate at the subscriber station to identify or decrypt said unit of programming or
said one or more first instruct signals, said remote transmitter station fransferring said
cne or more second instruct signals to said transmitter” corresponds to “receiving at
said remote transmitter station said cne or more digital second instruct signals which
operate at the subscriber station to decrypt said digital programming” in claim 14 of the
above U.5. Patent.

“Transmitting from said remote transmitter station an information transmission
comprising said uni of pregramming, said one or more first instruct signals, and said
cne or more second instruct signals, said one or more first instruct signals being
transmitted in accordance with said confrol signal” corresponds to “transmitting from
said remote transmitter station to said subscriber station an information transmission
comprising said digital programming, said cne or more first instruct signals and said one

cr mere digital second instruct signals, said one or more first instruct signals being
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transmitted in accordance with said first control signal” in claim 14 of the above U.S.
Patent.

Claim 24 of the instant application further claims “receiving a cede or datum
identifying a unit of programming to be iransmitted by the remote transmitter station,
said remote transmitter station transferring said unit of programming to a transmitter”
which ig not claimed in claim 14 of the above U.S. Patent.

Hewever, Yanagimachiteaches a similar method of controlling transmissien and
cutput of programming at a receiver station, where program control codes identifying
particular programming included in the transmission are ulilized by a transmitter station
102 and receiver station 103 for transmission/receplion and programming output as
spoken of on column 15, lines 2-32 as well as column 16, lines 22-40.

At the time of the invention, it would have been cbvicus to scmecne of ordinary
skill in the art, to apply the control cede transmission of Yanagimachi to the method of
claim 14 of the above U.S. Patent in order to provide seleclive output of programming in
accordance with selection input provided from a subscriber as spoken of on column 16,
lines 25-40 of Yanagimachi.

Claim Rejections-35USC§ 112

7. The following is a quotation cf the secend paragraph of 35 U.S.C. 112:

The specification shall conclude with one or more ¢laims paiticularly pointing out and distinetly
claiming the subject matter which the applicant regards as his invention.

8. Claims 31 and 32 are rejected under 35 U.S.C. 112, second paragraph, as being
indefinite for failing fo particularly point cut and distinctly claim the subject matter which

applicant regards as the invention.
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8. Claim 31 recites the limitation "said at least one control signal” in line 6. There is
insufficient antecedent basis for this limitation in the claim.
Claim 32 is also rejected as being dependent on claim 31 and centaining the
same deficiency.
Claim Rejections - 35 USC § 102
10.  The following is a guotation of the appropriate paragraphs of 35 U.5.C. 102 that

form the basis for the rejections under this section made in this Cffice action:

A person shall be entitled io a patent unless —

{b} the invention was patented or described in a printed publication in this or a foreign country or in
public use or on sale in this country, more than one year prior to the date of application for patent in
the United States.

{e) the invention was described in {1} an application for patent, published under section 122(b}, by
ancther filed in the United States beiore the invention by the applicant for patent or (2) a patent
granted on an application for patent by ancther filed in the United Siates before the invention by the
applicant for patent, except that an international application filed under the treaty defined in section
351{a) shall have the effects for purposes of this subsection of an application filed in the United States

only if the infernational application designated the United States and was published under Article 21(2)
of such treaty in the English language.

11.  Claims 22, 40-42, and 55 are rejected under 35 U.8.C. 102(e} as being
anticipated by Davidson {Re. 31,733). Davidson teaches all of the limitations of the
specified claims with the reascning that follows.

Regarding claim 22, “a method for controlling the decryption of encrypted
programming at a subscriber station” is anticipated by the decryption method spoken of
on column 24, lines 30-50.

“Receiving encrypted programming, said encrypted programming having an

|”

encrypted control signal” is anticipated by the conveying of a composite television signal

te a subscriber including a videc portion, an aural portion, and an encryption cedes
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signal {control signal) comprising a sequence of encryption codes as spcken of on
column 24, lines 30-35.

“Detecting said control signal; passing said control signal to a decryptor at said
subscriber station; decrypting said control signal” is anticipated by the encryption codes
signal detector means for separating the encryption codes signal {decrypting the control
signal} from the television signal as spoken of on column 24, lings 39-41.

“‘Decrypting said encrypted programming to form decrypted programming based
on said control signal” is anticipated by the inverse encryption means that uses the
separated encryption codes signal to return the detected audio signal te the pre-
encryption digitized condition {(decrypted programming} as spoken of on column 24,
lines 44-46.

Lastly, “presenting said decrypted programming to a viewer or listener” is
anticipated by returning of the audio signal to original analeg format whereby pregram
audic may be processed and presented in a conventicnal manner as spoken of on
column 24, lines 47-50.

Regarding claim 4@, “a method of processing signals at a receiver station” is
anticipated by the decryption method spoken of on column 24, lines 30-50.

“Receiving at least one information fransmission” and “detecting a plurality of
signals in said at least one information transmission, a first signal of said plurality of
signals including downloadable code” is anticipated by the conveying of a composite

television signal to a subscriber including a video poertion, an aural portion, and an
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encryption codes signal (first signal} comprising a sequence of encryption codes as
spoken of on column 24, lines 30-35.

“Passing said downloadable code to a processor; controlling a decryptor to
decrypt in a specific fashicn on the basis of said downloadable code; decrypling at least
cne second signal of said plurality of signals in said specific fashion” is anticipated by
the inverse encryption means {decryptor processor) that uses the separated encryption
codes signal to return the detected audio signal {(second signal) to the pre-encryption
digitized condition {decrypted programming} as spoken of on column 24, lines 44-46.

Lastly, "passing said at least one second signal to one of said processor and an
output device” is anticipated by returning of the audio signal to original analog format
whereby program audio may be processed and presented {to an output device} in a
conventional manner as spoken of on column 24, lings 47-50.

Regarding claim 41, “a method of controlling a receiver station to detect digital
data and control a decryptor based on a varying pattern of timing or location” is
anticipated by the encryption/decryption method spoken of on column 25 line 45 —
column 26, line 9.

“Receiving proegramming and delivering said programming to a transmitter” is
anticipated by the subscription television fransmitter that generates television signals
{programming) having video and audic portions as spoken of on column 25, lines 45-50.

“Receiving digital data comprising at least an instruct signal and communicating
said digital data 1o a signal embedder, said instruct signal operative at said receiver

station o control said decryptor; controlling said signal embedder to embed said digital
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data in an information transmissicn in a varying pattern of timing or location;
communigating said information transmission te said transmitter; and transmitting said
programming and said information transmission including said digital data” is anticipated
by the encryption code signal generating means that generates a continucus sequence
cf encryption codes {digital data instruct signal) as well as the means for combining
{signal embedder)} that combines the encryption codes signal, the digitized and
encrypted audic program signal, and a video program signal with carrier signals for
transmission to a receiver as spoken of on column 25, lings 50-53 as well as column 26,
lines 1-9.

Regarding claim 42, “a method of processing signals at a receiver station” is
anticipated by the decryption method spcken of on column 24, lines 30-50.

“Receiving at least one information transmission; detecting a plurality of signals
on said at least one information transmission” is anticipated by the conveying of a
composite television signal (infermation transmission) to a subscriber including a video
portion, an aural portion, and an encrypticn codes signal comprising a sequence of
encryption cedes as spoken of on column 24, lines 30-35.

“Decrypting at least one of said plurality of signals, said at least one decrypted
signal including at least one instruct signal which is effective to instruct” is anticipated by
the inverse encryption means {decryptor processor) that uses the separated encryption
codes signal to return the detected audio signal to the pre-encryption digitized condition

{decrypted signal} as spoken of cn column 24, lines 44-46.
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Lastly, “passing the at least one decrypted instruct signal to a controllable device;
and contrelling said controllable device on the basis of decrypted information included in
said at least one decrypted instruct signal” is anticipated by returning of the audio signal
tc original analog format whereby program audio may be processed and presented {ic a
controllable device} in a conventional manner as spoken of on column 24, lines 47-50.

Regarding claim 55, “a method of processing signals at a receiver station” is
anticipated by the decryption method spoken of on column 24, lines 30-50.

“Recelving one or more information transmissions at said receiver station;
detecting a plurality of signals on said one or more information transmissions, at least a
first of cne of said plurality of signals including a control signal” is anticipated by the
conveying of a composite television signal (infoermation transmission) to a subscriber
including a video pertion, an aural portion, and an encryplion codes signal {control
signal) comprising a sequence of encryption codes as spoken of on column 24, lines
30-35.

“‘Controlling a decryptor in response to said control signal; decrypting er enabling
communication of at least a second of said plurality of signals on the basis of said step
of controlling said decryptor” is anticipated by the inverse encryption means (decryptor)
that uses the separated encryption codes signal {control signal} te refurn the detected
audic signal to the pre-encryption digitized condition {decrypted signal) as spcken of on
column 24, lines 44-486.

Lastly, "passing said decrypted or enabled at least said second of said plurality of

signals 1o a conirollable device; and controlling said controllable device on the basis of
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said passed decrypied or enabled at least said second of said plurality of signals” is
anticipated by returning of the audio signal to original analeg format whereby program
audic may be precessed and presented (to a controllable device} in a cenventional

manner as spoken of on column 24, lines 47-50.

12.  Claim 24 is rejected under 35 U.S.C. 102{b) as being anticipated by Yanagimachi
et al. (U.8. 3,936,595) (hereinafter “Yanagimachi”). Yanagimachiteaches all of the
limitations of the specified claims with the reasoning that follows.

Regarding claim 24, “a methed of controlling a remote {ransmitter station to
communicate pregram material to a subscriber station and controlling said subscriber
station to process cr cutput a unit of programming” is anticipated by the programming
transmission methed performed by the transmitter 102 of Figure 14 as spoken of on
column 14, line 51 — column 15, line 36.

“Receiving a control signal which operates at the remote fransmitter station to
control the communication of & unit of programming and ene or more first instruct
signals and communicating said control signal to said remote transmitter station” is
anticipated by the signal code allocation centrol device 104 of Figure 14 that receives
data {control signal} supplied from the signal generating device 101 that is used to
determine signal transmissicn timings as spoken of on column 14, lines 51-88,

“Receiving a code or datum identifying a unit of programming to be transmitted
by the remocte transmitter station, said remcte transmitter station transferring said unit of

programming to a transmitter” is anticipated by the signal code allocation ¢ontrol device
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104 that produces and supplies program material control codes identifying particular
programming to an output terminal 114 {transmitter) as shown in Figure 14 and spoken
cf on column 15, lines 11-32.

“Receiving at said remote fransmitter station one or more second instruct signals
which operate at the subscriber station to identify or decrypt said unit of pregramming or
said one or more first instruct signals, said remote transmitter station transferring said
cne or more second instruct signals to said transmitter” is anticipated by the signal code
allccation control device 104 that produces and supplies item control codes (instruct
signals) identifying particular programming to an cutput terminal 114 {transmitter) as
shown in Figure 14 and spoken of on column 15, lines 11-32.

Lastly, “transmitting from said remote transmitter station an information
transmission comprising said unit of pregramming, said one or moreg first instruct
signals, and said cne or more second instruct signals, said one or more first instruct
signals being transmitted in accordance with said control signal” is aniicipated by the
transmission of the combined signal from output terminal 114 (transmitter) to a
transmission path 115, where the combined signal includes videc and audio
programming as well as varicus control cedes (instruct signals) as spoken of on celumn

15, lines 25-32.

13.  Claims 31 and 54 are rejected under 35 1J.5.C. 102(e) as being anticipated by
Ostermann et al. (U.S. 4,484,025) (hereinafter “Ostermann”). Osfermann teaches all of

the [imitations of the specified claims with the reasoning that follows.
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Regarding claim 31, “a methed of controlling at least one of a plurality of receiver
stations” is anticipated by the enciphering/deciphering method performed by the
terminals 1 and 2 of Figure 1.

“Receiving downloadable code which is effective al said at least one of said
plurality of receiver stations to implement a new technigue of decrypting and delivering
the downloadable code to at least one transmitter” is anticipated by the transmission of
a cipher algoerithm {downlcadable code) from cipher program storage 18 to program
memory 22 of a programmabile cipher computer 12 (transmitter) that indicates a
particular enciphering/deciphering technigue as spoken of cn column 2, lines 38-41,

“Receiving said at least one control signal which at said at least one of said
plurality of receiver stations operates tc execute the downloadable code; and causing
said at least one control signal to be communicated te said at least one transmitter at a
specific time, thereby to transmit at least one information transmission including the
downloadable code and said at least one control signal” is gnticipated by the
transmission of a bit sequence {control signal} from cipher equipment 16 to cipher
computer 12 {transmitter} indicating a particular stered cipher program {downloadable
code) to be used as spoken of on ¢celumn 3, lines 10-19.

Regarding claim 54, “a method of providing an enabling signal to a receiver
station from a remote data scurce, said enabling signal for use in decrypting at the
receiver station a programming signal, said receiver station being programmed to get

information necessary for enabling a programming signal” is anticipated by the
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enciphering/deciphering method performed by the terminals 1 and 2 {receiver station
and remote data source} of Figure 1.

“Storing at the remote data source one or more contral signals for enabling a
decryptor o decrypt a video” is anticipated by the cipher equipment 16 {remoie data
source) that contains cipher program storage 18 for storing a cipher algorithm as
spoken of on column 2, lines 38-41.

“Receiving at the remote data source from the receiver station a communication
to get specific enabling information” is anticipated by the cipher algorithm request
fcommunication) transmitted from the terminal 1 to the terminal 2 {remote data scurce)
requesting a cipher algorithm {enabling information) as spoken of on celumn 3, lines 4-
8.

“Communicating, from the remote data source to the receiver station in response
to said communication frem the receiver station, a contrel signal” is anticipated by the
transmission of a cipher algerithm {control signal} from cipher program sterage 18 to
program memory 22 of a pregrammable cipher computer 12 that indicates a particular
enciphering/deciphering technigue as spoken of on column 2, lines 38-41.

“Whereby the receiver station inputs said control signal to a decryptor, and
wherein said decryptor decrypts said programming signal” is anticipated by a receiver
terminal that contains means for deciphering (decryptor) received ciphered data text in
accordance with a cipher algoritnm and a cipher key as spoken of on column 4, lines
52-54, as well as column 2, lines 16-24, which states that terminals 1 and 2 each

contain transmitters and receivers as shown in Figure 1.
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Claim Rejections - 35 USC § 103
14.  The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all

chviousness rejections set forth in this Cffice action:

{2) A patent may not be obtained though the invention is not identically disclosed or described as set
forth in section 102 of this title, if the differences between the subject matter sought to be patented and
the prior art are such that the subject matter as a whole would have been obvious at the time the
invention was made 1o a person having ordinary skill in the art 1o which said subject matter pertains.
Patentability shall not be negaiived by the manner in which the invention was made.

15.  This application currently names joint inventors. In considering patentability of
the claims under 35 U.S.C. 103{a}, the examiner presumes that the subject matter of
the varicus claims was commonly owned at the time any inventions covered therein
were made absent any evidence to the contrary. Applicant is advised of the obligation
under 37 CFR 1.58 to point out the inventor and invention dates of each claim that was
not commonly owned at the time a later invention was made in order for the examiner to
consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102{e), {f) or {g)
prior art under 35 U.5.C. 103(a).
16.  Claims 32-36, 38, and 39 are rejected under 35 U.S.C. 103(a) as being
unpatentable over Ostermann et al. {U.S. 4,484 ,025) {hereinafter “Ostermann”} in view
cf Davidsen (Re. 31,735).

Regarding claim 32, Ostermann teaches the method of claim 31 as described
above. Cstermann does not explicitly teach decryption of television programming.

However, Davidson teaches the application of encryption/decryption techniques
to television signals as spoken of on column 24, lines 30-50.

At the time of the inventicn, it would have been obvious 1o someone of ordinary

skill in the art, given these references, o apply the enciphering/deciphering methods of
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Ostermann to television program signals in order to effectively enable high security and
deterring of unautherized viewers in a felevision environment as spoken of on ¢olumn 2,
lines 31-36 of Davidson.

Regarding claim 33, Ostermann teaches the transmission of a cipher algorithm
(instruct signal) from cipher program storage 18 to program memory 22 of a
programmable cipher computer 12 {transmitter) that indicates a particular
enciphering/deciphering technigue as spoken of on celumn 2, lines 38-41.

Ostermann also teaches a receiver terminal that contains means for deciphering
received ciphered data text in accerdance with a cipher algerithm and a cipher key as
spoken of on column 4, lines 52-54, as well as column 2, lings 16-24, which states that
terminals 1 and 2 each contain transmitters and receivers as shown in Figure 1.

Ostermann does not explicitly teach decryption of television programming.

However, Davidson teaches the application of encryption/decryption techniques
to televisicon signals as spoken of on column 24, lines 30-50.

At the time of the inventicn, it would have been obvious to someone of ordinary
skill in the art, given these references, o apply the enciphering/deciphering methods of
Ostermann to television program signals in order to effectively enable high security and
deterring of unauthorized viewers in a television environment as spoken of on column 2,
lines 31-36 of Davidson.

Regarding claim 34, Ostermann teaches the transmission of a cipher algorithm

{signal) from cipher program storage 18 tc program memory 22 of a programmable
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cipher computer 12 that indicates a particular enciphering/deciphering
{(encrypticn/decryption) technique as spoken of on column 2, lines 38-41.

Ostermann also teaches the transmission of a bit sequence (signal) from cipher
equipment 16 to cipher computer 12 indicating a particular stored cipher program o be
used (change in encryption/decryption technique) as spcken of on column 3, lines 10-
19.

Ostermann also teaches a receiver terminal that contains means for deciphering
received ciphered data text (signal) in accerdance with a cipher algorithm and a cipher
key as spoken of on column 4, lines 52-54, as well as column 2, lines 18-24, which
states that terminals 1 and 2 each contain transmitiers and receivers as shown in Figure
1.

Ostermann dogs not explicitly teach passing a decrypted signal to a centrollable
device and controlling the controllable device on the basis of the passed decrypted
signal.

Hewever, Davidson teaches returning of an audio signal {decrypted signal} to
criginal analog format whereby program audic may be processed and presented {tc a
controllable device} in a conventional manner as spoken of on column 24, lines 47-50.

Al the time of the inventicn, it would have been obvious o semeone of ordinary
skill in the art, given these references, to apply the post-decryption processing and
presentaiicn as taught in Davidson to the system of Ostermann in order to allow the

receiving station to make appropriate use of the recovered decrypted signal.
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Regarding claim 35, Ostermann further teaches where the cipher algorithm
(instruct signal} is transferred that matches information provided in a received bit
sequence as spoken of on column 3, lines 10-20.

Regarding claim 38, Ostermann further teaches where the cipher algorithm
{instruct signal} is transferred that matches information provided in a received bit
sequence that indicates which cipher program is to be used at a particular time
{schedule) as spoken of on column 3, lines 10-20.

Regarding claim 38, Ostermann further teaches where the cipher algorithm
{instruct signal} is transferred that matches informaticn provided in a received bit
sequence (identifier} as spoken of on column 3, lines 10-20.

Regarding claim 38, Ostermann further teaches where the cipher algorithm
(instruct signal} is transferred that matches information provided in a received bit
sequence (identifier) as spoken of on column 3, lines 10-20, as well as column 3, lines
49-81, which states that the bit sequence contains identification codes of the fransmitter
and addressed receiver {indicates transmission channel}.

Allowable Subject Matter
17.  Claims 23, 25-30, and 43-53 are allowable over the prior art of record.
18.  Claim 37 is objected to as being dependent upon a rejected base claim, but
would be allowable if rewritten in independent form including all of the limitaticns cf the
base claim and any intervening claims.
18.  The following is a statement of reasons for the indication of allowable subject

matter:
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Regarding claim 23, the prior art of record does not teach or suggest the claimed

method of regeiving pregramming having a first encrypted digital control signal porticn

and an encrypted digital information portion, where the first encrypted digital control

signal portion is detected and passed to a first decryptor at the subscriber station for

decryption processing, and then passing the encrypted digital information portion and

the decrypted contrel signal portion to a second decryptor at the subscriber station,

where the encrypted digital infermation portion is decrypted based on the decrypted

control signal portion at the second decryptor, and the resulting programming is then

presented.

Regarding claims 25-30, these claims are further limiting to claim 23 and are thus
also allowable over the prior art of record.

Regarding claim 37, Ostermann in view of Davidson teaches the method of claim
36 as described above. QOstermann, Davidson, as well as the other prior art of record

do not teach "wherein said schedule specifies g transmission time and a transmission

channel, said methed further comprising the steps of receiving and storing said

schedule at said transmitter station” in combination with the other limitalions of claim 36.
Regarding claim 43, the prior art of record dees not teach or suggest the claimed

method of receiving a transmission comprising encrypted materials, decrypting a first

portion of the encrypted materials under first processor control, inputling the first portion

cf the encrypted materials 1o a decryptor, and decrypting a second portion of the

encrypted materials under second processcr conirol based on the step of decrypting the

first portion of the encrypted materials.

PMC Exhibit 2016
Apple v. PMC
IPR2016-00754

Page 1055



Application/Control Number: 08/449,413 Page 27
Art Unit: 2467

Regarding claims 44-53, these claims are further limiting to claim 43 and are thus

also allowable over the prior art of record.
Response to Arguments
20.  Applicant's arguments with respect to new claims 22, 24, 31-36, 38-42, 54, and
55 have been considered but are meot in view of the new ground(s) of rejection
provided gbove.
Conclusion

Any inquiry concerning this communication or earlier communications from the
examiner should be directed to MICHAEL J. MCORE, JR., whose telephone number is
(571)272-3168. The examiner can normally be reached on Mcnday-Friday (7:30am -
4:00pm).

If attempts to reach the examiner by telephone are unsuccessful, the examiner's
superviscr, William Kerzuch can be reached at (571) 272-7589. The fax phone number

for the organization where this application or proceeding is assigned is 571-273-830C.
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Information regarding the status of an application may be obtained from the
Patent Application Information Retrigval (PAIR) system. Status infermation for
published applications may be obtained from either Private PAIR or Public PAIR.
Status infermation for unpublished applicaticns is available threcugh Private PAIR only.
For more information about the PAIR system, see http//oair-direct.uspto.gov. Should
you have questions on access tc the Private PAIR system, centact the Electronic
Business Center {EBC) at 866-217-9197 {toll-free). If you would like assistance from a
USPTO Customer Service Representative or access to the autemated information
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000.

/Michael J. Moore, Jr./
Primary Examiner, Art Unit 2467
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Docket No.s PMC-003-0247

IN THE UNITED STATES PATENT AND TRADEMARK OFFIE

Inre Patent Application of:
iohn C. Harvey et o,

Application No.: 08/449.413 Counlirmaiion No.: 1756
Filod: May 24, 1995 Art Unit: 2467

For: SIGNAL PROCESSING APPARATUS AND Examiner: Moore, Jr., Michaei |
METHQODS

Mail Stop Petition
Commissioner [or Patenis
P.O. Box 1430

Alexandria, VA 22313-1450

PETITIONUNDERI7TCFR § 1182

Pursuant (0 37 CF R, § 1182, the assignee of this application, Personalized Media
Conurnmications, LLC ("PMC or “Applicant™), hereby petitions the United States Patent and
Tradomark Office (PTO” or “Patent Office™) for relicf not atherwise provided for under the
PO ngdes. Specificaily, Applicant hicreby petitions the Dirccior, under 37 CF.R 8 1IB2, o
withdraw the recorded torminal disclaimer betore the above-reforcnced patent application issucs

as a patont,

I. Standard for Reguesting Withdvawal of a Terminal Disclaimer

The Manual of Palent Examining Procedure (“MPEP™ § 14940 provides that “if traely
requested, a recorded torminal disclaimoer may be withdrawn before the applicaton in which it is
liled issues as a patent.” The MPEP {urthor notes that beeause a torminal disclaimer does not
take effoct unidl afler o patent is granied and the public has not thus velicd upon the torminal
disclairaer, rehicl from the eatry of a terminal disclaimer, which is no longer appropriatc or
proper, s properiy availablc threugh a petition,

The filing and recordation of an unnccossary tormingl disclaimer has boen characiorieed

as an "unhappy circumstance” in L pe Jearoft, 392 F.2d 633, 157 LUSP( 363 (COPA 1968)
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Further, MPEP § 1498 states that “there is no statutory prohibition against nullifying or
otherwise canceling the offeet ol a recorded torminal disclaimer which was crroncously Hiled
beiore the patent (ssues.” Tho PO bas held that the proper time—and indeed the only time—a
termanal disclaimoer may be withdrawn is prior o the issusnce of a patent. Decision Denving
Petitipn, In re Reissue Applicotion of Lee ot ol Relssue Application No. 09933 818, March 21,
2005 (“Lee Decision™.' As demonstrated below, the Terminal Disclaimer fiiod in this

appitcation is no longer appropriate and should be withdrawn,

I1. Factual Backproond

The Terminal Disclaimer in the above-referenced application was filed March 19, 2001
as part of a Petition under 37 CF.R & L IB1 requesting that the Commission of Patonis withdraw
the January 1%, 2801 belding of abandonment,

By way of background, the Oflice issucd an fnntial Notice of Non-Responsivencss on
Junc &, 2000 (fune "800 Communication) in the instant application. The Examiner alleged that
Applicants’ Sepiomber 4, 1998 response ("Scptemboer "9 response™) fo the March 4, 1998 Non-
Final Office Action (March 98 Action) was not fully responsive, specifically, by contending that
Applicants deliberately omitied identification of support for the Scction 112 rejections,
Apphcants fifed a Reguest for reconsidoration on June 79, 2004 in response, domonstrating that
the Office’s June "00 Communication was untimcly as the PTO had alrcady considered the
Septomber ‘98 Response mt full, In additon, Applicants domensirated that the Septembor “98
Response was a complele response to the March *98 Action and was 2 bona fide atlempt (o
advance the applcation 1o a positive final action.  The Oilice, nonetheless, ssued a Natice of
abandonment on January 18, 2001,

2

In responsc to the January 18, 2001 Notice of Abandonment, Applicants filcd a petition
unader 37 C.FR. § 1181 on Marchk 19, 2001 requesting that the Comprnission of Patents withdraw
the holding of abandoenment of the instant appiication including for the reasons previously stated

in the June 29, 2000 response, Applicants petitioned the Commission of Patents under 37 CFR.

D Thue Lee Decisioa isa Fiaal Docision from the Commassioncr for Patents donying a potinon o withdaw a

Wiihd“awai] had to be

that “what is here controlling is

tenminal disclabmer viz retssee beeagse “petitioner knew, or shoudd have know
requested prior to issuance of the original patent”. The Les Decisio

that petitioner secks 0 correct an issucd patent”, not a pending application as here.
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§ 1137, in the alicraative, for revival of an abandoned application. At the same time, Applicant
also submitied the Terminal Disclammer (“March "0 Terminal Bisclaimer™) pursuant o 37
C.FR. § 1323} and disclaimed, jn ossential torms, the lorminal part of the statutory teem of any
patent granied on the above-relorenced application cquivalent o the alleged pontod of
abandonment. Applicant noted that in the event that the March 07 Petition was granted, this
apphication would be considered nover 1o have beoen abandoned and accovdingly, the lerminal
part of the torm of this palent disclammed woukd be no period at all,

On April 18, 2002, the PTO mailed 2 Petition Becision (April 02 Petition Decision)
vacating the Notioe of Abandonment and withdrawing the holding of abandonrsent. On the
samne date, PTO matled a Suspension of Action Notice. As z rosult, the proscoution of the
apphication was held in sboyvance beginning on Aprit 18, 2002 ponding action in “DRECR” group
“A" applicaiion {15, Pateni Application Scrial No. (8/449 263).

On July 6, 2611, the PTO mailed g (imal Office action in which claims certain ponding
claims ol the prosent application wore rejecied on the ground ol nossiatulory obviousnoss-type
doublc patenting as being unpatertable over claims of ULS. Patent No. 7,801, 304; L8, Patem
No. 7805749 and ULS, Patent No. 7,861 304 in view of Yanagimachi, The Office has given no
clifeet to the March "0 Tornunal Disclaimer, The Examiner inthe Office action states that

urncly filed terminal disclasmer may be used o overcomc the double patenting roection.

I1I.  Basis far Reguest for Withdrawal

As discussed above, the March 01 Terminal Disclaimer was {iled 1o disclaim part of the
wern of the patent that issucs from s apphication cquivalont o the poried of s sbandonment.
Because, the April "02 Petition Dicoision vacated the Notice of Abandonment and withdrew the
holtding of abandonment, there was no perted of abandonment {or the March '81 Terminal
Disclaimoer to disclamm as a resuli, For this reason alone, the March *031 Terminal Disclaimer
shoutd simply not be given cffoct.

As noted above, the MUP.EPR. § 1490 acknowledges that under appropriate circumstance,
consisicnl with the orderly adnunisiration of the cxamination process, the sullification of
recorded ternmnal disclaimor 18 appropriaie. This is such 4 circumstance. The withdrawal of
this iornwinal disclaimer is consistent with the orderly administration of this prosccution. Thiz is

ol a civcumsiance n which the propricly of a prior double palenting reicetion is being reopencd.
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As discussed above, the March "84 Terminal Disclaimer was not filed in responsc to a double
puteniing rejection. Rather, the Exarmner 1o the recerst nal ({Tice Acuon bas made a now
doublc patent rejection in responsc (o claims newly added o this application. The Examines has
given no cifeet 1o the March “01 Torminal Disclaimor, The most orderly mannor in which 10
procesd is 10 nulHly the March 01 Torminal Bisclaimer. Applicant should have the opportunity
to amend the claims as proposed to sveid this now double patenting rojection,

tn addition to this reason, Applicants carnesily roquests that the termunal disclaimer be
withdrawn because 1t has been ton years since 15 initial ling and the claims as they existed
when the termsnal disclaimer was Iiled are substantially dufferent from the claims of the 1nstang
application 1oday. Ip the course of prosccuting this application and #ts co-pending applications,
the Appheants and the Examiner agreed that subject maller not {ound to be alicwable during
prosecution of so called “DECR” group “A” application {U.S. Patent Application Scrial No.
08/445,263) may be [urther prosceuted in the mstant gpphication. As g resull, Applicanis have
added claims to the instant application, via a Suppiomentat Amondmeni, corresponding 1o
subjoct maticr previously pursucd in the so called "DECR™ group A" application {{1.5. Patont
Application Scrial No, 08/449 263}, Applicants have also cancelled the fene ¢laim contained in
the instant application when the torminal disclaimer was filed. In Applicant’s vicw, a simple
comparison of the claims as they oxasted &t the tme ol the Torminal Disclaimer and the claims s
they exist now afier the incorporation of the so called "DECR™ group "A” application {ULS.
Palent Apphcation Scrizl No. 08/449,263) claims will demonstrate the merits of ils current
regicat.

For all these reascns, Applicant respect{ully reguests withdrawal of the Macch ‘01

Termunal Disclaimor,
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Please charge any shortage in foes due in conncction with the filing of this
communicsiion 10 Deposit Account No, 50-4494, and please oredil any exeoss {o0s o such

deposit account.

[Drared: Scpiomber 12, 2011 Respeetfully submitled,

By /Thomas §, Scoy, Je/
Thomas J. Scoit, .
Hegistration No.: 27,836
GOODWIN PROCTER LLP
901 New York Avenug, NW
Washington, DC 20001
{2602) 3461000
Attorney for Applicants

L
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UNITED STATES PATENT AND TRADEMARK OFFICE

Alexandria, VA

Commissioner for Patents
United States Patent and Trademark Office
P.O. Box 1450

22213-1450

WWW.USRLO.QOV

GOODWIN PROCTER LLP
901 NEW YORK AVENUE, N.W.
WASHINGTON DC 20001 MAILED
SEP 22 2011
In re Application of OFFIGE OF PETITIONS
HARVEY et al. :
Application No. 08/449,413 : DECISION ON PETITION

Filed: 05/24/1995
Attorney Docket No. 5634.174

This 15 a decision on the petition under 37 CFR 1.182 filed September 12, 2011.

Applicants request that the Office withdraw the previously filed terminal disclaimer submitted on
March 19, 2001.

As the examiner has concurred, the requested relief can be favorably considered. Accordingly, the
petition is granted.

The Office acknowledges the $400.00 petition fee.

This matter is being refeired to Technology Center Art Unit 2400 for correction of PALM and file
records consistent with this decision.

Telephone inquiries regarding this decision should be directed to the undersigned at (571) 272-3211.

Christina Tartera Donnell
Senior Petitions Attomey
Office of Petitions
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Docket No.; PMC-003-C247
(PATENT)

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

In re Patent Applicaticn of;
Iohn C. Harvey and James W. Cuddihy

Application No.; 08/449,413 Confirmation No,; 1736
Filed: May 24, 1995 Art Unit: 2400

For: SIGNAL PROCESSING APPARATUS AND Examiner: William Korzuch
METHODS

INFORMATION DISCLOSURE STATEMENT (1DS})

Commissioner for Patents
P.O. Box [450
Alexandria, VA 22313-1450

Dear Sir:

Prosecution of this application has recently been continued after being suspended since
2005. This application was held in abeyance from examinaticn by the Office pending final action in
a corresponding so-called “A” application, U.S. Patent Application Serial No. 08/449,263 (issued as
U.S. Patent 7,801,304 on September 21, 2010) as explained in the Supplemental Amendment filed
April 5, 2011 in this application and in the Comments on Statement of Reasons for Allowance filed
March 10, 2010, in the 08/449,263 application. During the suspension applicant filed nc additional
Infermaticn Disclosure Staternents in this applicaticn. However, additional Infoermation Disclosure
Statement were filed in Application Serial No, 38/449,263 and Applicants other copending “A”
applicaticns, This Information Disclosure Statement cites the references of recerd in Application
Serial No. 08/449.263 and Applicants other “A™ application, but are nct yet of record in this

application.

This application is a continuation of Application Serial No. 08/113,329 {issued as U.S,
Patent 7.856,650 cn December 21, 2010), which is a continuaticn of Application Serial No.
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Application No.: (8/449.413 2 Docket No.: PMC-C247

08/056,501 (which issued as U.S. Patent 5,335,277 cn August 2, 1994}, which is a continuation of
Application Serial No, 07/849,226 (which issued as U.S, Patent 5,233,654 on August 3, 1993) with
is a cantinuation of Application Serial No. 07/096,096 (which issued as U.S. Patent 4,965,825 on
October 23, 1990), which is a continuation-in-part of Application Serial No. 06/829,531 (which
issued as U.S. Patent 7,704,725 on November 3, 1987}, which in tumn is & continuation of
Application Serial No. 06/317,510 (which issued as U.S. Patent 4,694,490 on September 15, 1987).
Numercus of Applicants’ copending applications having the above priority c¢laim (including this
application) share a specification with application 07/096,096 and each of its descendent
applicaticns. Of these copending applications, Application Serial No. 08/480.060 issued as U.S.
Patent 5,887.243 on March 23, 1999, On or subsequent to June 8, 2010, 53 of these co-pending
patents have issued, including applications 08/113,329 and 08/449,263 discussed above. Another
three applications have been allowed and the issue fee has been paid. Of note applications
Q08/470,571 {issued as U.S. Patent 7,734,251 on June 8, 2010) and 08/487,526 (issued as U.5.
Patent 7,747,217 on June 29, 2010} each issued as patent after appeal to the Board of Patent
Appeals and Interferences {“Board™). The decision in the *251 Application was issued cn March
23, 2009, in Appeal 2007-1837 and a decision on rehearing was issued on June 24, 2009. The
decision in the "526 Application was issued January 13, 2009, in Appeal 2007-2115.

Each of the seven patents issued prior to June §, 2010 have been subject te one or more
reexamination preceedings. These reexamination proceedings are summarized below and in the
chart attached as Appendix A. U.S. Patent 4,694,450 underwent reexamination in Reexamination
Control No. 90/006,800. The Examiner’s rejections were appealed to the Board in Appeal 2008-
0334. The Beard issued a decision on June 30, 2008. A decision on rehearing was issued on
December 18, 2008, Reexamination Certificate No, 4,694,490 C1 issued by the Board on June 23,
2009.

U.S. Patent 4,704,725 underwent reexamination in a merged proceeding of
Reexamination Control Nos. 30/006,6097 and 90/006,841. The Examiner’s rejections were appealed
te the Board in Appeal 2007-4044. The Board issued a decisicn on June 30, 2008. A decisicn on

PMC Exhibit 2016
Apple v. PMC
IPR2016-00754
Page 1066



Application No.: (8/449.413 3 Docket No.: PMC-C247

rehearing was issued by the Board on December 18, 2008. Reexamination Certificate No.

4,704,725 C1 issued on June 16, 2009,

U.S. Patent 4,965,825 underwent reexamination in Reexamination Control Ne.
90/006,536. The Examiner’s rejections were appealed to the Board in Appeal 2008-4228. The
Board issued a decision on December 19, 2008. A decision on rehearing was issued by the Board
on May 22, 2009, Reexamination Certificate No. 4,965,825 C1 issued on November 10, 2009.
Reexamination Certificate No. 4,965825 C2 issued on October 26, 2010 as result of a second
reexamination in Reexamination Control No, 80/010,709. A third reexamination proceeding,

Reexamination Control No. 90/011,274 remains pending regarding the ‘825 Patent,

U.S. Patent 5,109,414 underwent reexamination in Reexamination Control No.
80/006,838. The Examiner’s rejections were appealed to the Board in Appeal 2008-4864. The
Board issued a decision on January 7, 2009. Reexamination Certificate 5,109,414 C1 issued cn
August 4, 2009. Reexamination Certificate 5,109,414 C2 issued on June 7, 2010, ay a result of a
second reexamination in Reexamination Control No. 90/011,016. A third reexamination request for
reexamination assigned Reexamination Control No. 80/01 1,744 was granted on September 2, 2011

and is currently pending.

U.S. Patent 5,233,654 underwent reexamination in a merged proceeding of
Reexamination Control Nos. 90/006,6006, 90/006,703 and 90/006,839. Reexaminaticn Certificate
5,233,654 C1 issued February 17, 2009, as result of this proceeding.

U.S. Patent 5,335,277 is undergoing reexamination in a merged proceeding of
Reexamination Control Nos. 90/006,563 and 90/006,698. The Examiner’s rejections were appealed
to the Board in Appeal 2009-6825. The Board issued a decision on January 19, 2010. A decisicn
on rehearing was issued on September 27, 2010. An appeal of the Beard’s decision is pending

before the U.S. Court of Appeals for the Federal Circuit {“*Federal Circuit™).

U.S. Patent 3,887.243 underwent reexamination in Reexamination Control No.

90/006.,688. The Examiner’s rejections were appealed to the Board in Appeal 2008-4816. The
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Application No.: (8/449.413 4 Docket No.: PMC-C247

Board issue da decision on March 3, 2009. A decisior on rehearing was issued on June 1, 2009.

Reexamination Certificate 5,887,243 C1 issued on QOctober 13, 2009,

Applicants’ issued patent have been asserted in several proceedings. U.S. Patents
4,965,825, 5,109,414 and 5,335,277 were asserted in the U.S. District Court, Eastern District of
Virginia in Personalized Mass Media Corp. v. The Weather Channel, Inc. et al., Doc. No.
2:95¢v242 (*Virginia Action™). The case was settled prior to any substantive decision by the Court
although one procedural decision was published at 899 F.Supp. 239 (E.D. Va. 1993). The
procedural decision can be found in the Related Proceedings Appendices filed in each of the appeals
to the Board listed above, for example, with the Appeal Brief filed February 22, 2007, in
Reexamination Control No. 90/006,838.

U.S. Patent 5,335,277 was invelved in the matter of Certain Digital Satellite System
(DDY) Receivers and Components Thereof before the United States International Trade Commission
{Commission”), Investigation No. 337-TA-392 (“ITC Investigation™). The Administrative Law
Judge (“ALJ™) issued an “Initial Determination Granting Motion for Summary Determination of
Invalidity of Claim 35 of the "277 Patent” on May 10, 1997, This determination was appealed to
the Federal Circuit, which affirmed the Commissior decision in a decision decided January 7, 1999,
The ALJ issued “Initizl and Recommended Determinations™ on October 31, 1997, The Commission
adopted certain of the ALJ’s findings and took no position on certain other issues in a “Notice of
Final Commission Determination Of No Violation Of Section 337 Of The Tariff Act Of 1930,
dated December 4, 1997. The determination was appealed to the Federal Circuit, which affirmed-
in-part, reversed-in-part, vacated-in-part, and remanded in & decision decided November 24, 1998,
and published at 16] F.3d 696, 48 U.5.P.Q.2d 1180. On remand, the complainant moved to
terminate the investigation. The Commission issued a “Notice of Commission Decision To
Terminate The Investigation And To Vacate Portions Of The Initial Determination™ on May 13,
1999. ). The ITC and Federal Circuit decisions can be found in the Related Proceedings
Appendices filed in each of the appeals to the Board listed above, for example, with the Appeal
Brief filed February 22, 2007, in Reexamination Control No. 80/006,838.
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Application No.: (8/449.413 5 Docket No.: PMC-C247

U.S. Patents 4,965,825, 5,109,414 and 5,335,277 were asserted in the U.S. District
Court, Northern District of California in Personclized Media Communications, 1.LC v, Thomson
Consumer Electronics el al., Doc No, C-96 20957 SW (EAI). The case was stayed during the
Commission proceeding and was thereafter voluntarily dismissed by the plaintiffs. The Court

1ssued no substantive decisions.

U.S. Patents 4,694,490, 4,965,825, 5,109,414, 5233,654, 5335,277 and 5,887,243 are
asserted in the U.S. District Couri, District of Delaware in Pegasus Development Corp. v. DIRECTV
Ine,, Doc, No, CA 00-1020 (“Delaware Action™). Specizl Master Robert L, Harmon issued a
“Report And Recommendation Of Special Master Regarding Claim Construction.” On March 29,
2003, Special Master Harmon issued a letter clarifying his report. The Ceourt has taken no further
action in this case as it has been stayed pending reselution of the reexamination proceedings. The
Harmon Report can be found in the Related Proceedings Appendices filed in each of the appeals to
the Board listed above, for example, with the Appeal Brief filed February 22, 2007, in
Reexamination Control No. 30/006,838. Materials that are not prior art, but reflect the parties
arguments related to the patents, can be found in the Information Disclosure Statement filed in the

reexamination proceedings on Octaber 28, 2005,

Each of the patents issued prior to June 8, 2010 were asserted in the U.S. District Court,
Northern District of Georgia in the case styled Personalized Media Communications, LLC v.
Scientific-Atlanta, Inc. et al., Doc. No. 1:02-CV-824 (CAP) (*Atlanta Action”). The Court issued
an order construing the claims at issue that adopts with minor modifications the Special Master’s
Report and Recommendation construing the claim terms disputed in that litigation, The court has
dismissed this case. The defendants have appealed the dismissal. A third-party has appealed a
licensing issued unrelated to patentability or infringement The Markman Decisions can be found in
the Related Proceedings Appendices filed in each of the appeals to the Board listed above, for
example, with the Appeal Brief filed February 22, 2007, in Reexamination Control No. 90/006,838.
Materials that are not prior art, but reflect the parties arguments related to the patents, can be found
in the Information Disclosure Statement filed in the reexaminaticn proceedings on October 28,

2005.
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Application No.: (8/449.413 6 Docket No.: PMC-C247

U.S. Patents 4,694,490, 4,965,825, 5,109,414, 5233,654, 5335,277 and 5,887.243 are
also asserted in the U.S. District Court, Eastern District of Texas, in Personaliized Media
Commuinicetions, LIL.C. v, Motorola, Inc. et al., Doc, No, 2:08-CV-00070 ("“Texas Acticn™), The

Court has not yet issued any substantive ruling is this litigation.

Prior art cited in the above proceeding prior to the suspension of this application have
previously been included in previously filed Information Disclosure Statements. This Information
Disclosure Statement includes the materials cited in the copending applications and reexamination
proceedings after the suspension of this application. In additien, materials recently cited in the

Texas Acticn are including in this [nformation Disclosure Statement,

Pursuant to 37 CFR 1.56, 1.97 and 1.98, the attention of the Patent and Trademark
Office is hereby directed tc the references listed on the attached PTO/SB/08. The U.S. materials
listed frem pages 1-21 {ending with RE 34,034}, the foreign materials listed from pages 22-29
{ending with JP 61-267474) and the other documents listed from pages 25-62 (ending with the
meme to Bernie Kotten)are cited in applicants’ related patents, either during the original
prosecution or during the reexamination proceedings. The U.S. materials listed on page 21 {starting
with U.S. Patent No. 3,982,062), the foreign materials listed on pages 24-25 (starting with JP 50-
(091215) and the other documents listed on pages 62-70 (starting with “A Proposal to Construct a
Broadband Cable Communications System for Saint Paul) have been recently cited in the Texas
Acticn. It is respectfully requested that the information be expressly considered during the
prosecution of this application, and that the references be made of record therein and appear among
the “References Cited” on any patent to issue therefrem. This Information Disclosure Statement is

filed before the mailing date of a Final Office Action or Notice of Allowance,

In accordance with 37 CER 1.98(a}2)i1), Applicant has not submitted copies of U.S.
patents and U.S. patent applications. Applicant submits herewith copies of foreign patents and non-
patent literature in accordance with 37 CFR 1.98{a}{(2). A ccncise explanaticn of relevance of the
items listed on form PTO/SB/0E 15 given for foreign language references based the assertions made

in prior prosecution and litigation. Applicant has not fully reviewed all the statements made by
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Application No.: (8/449.413 7 Docket No.: PMC-C247

third parties when asserting art against related patents and, thus, provides these summaries for the
convenience of the Examiner’s searches. Applicant will fully address the content of any reference

should it be applied in a rejection,

In accordance with 37 CFR 1.97(g), the filing of this Information Disclosure Statement
shall not be construed to mean that a search has been made or that no other material information as
defined in 37 CFR 1.56(a) exists. In accordance with 37 CER 1.97(h}, the filing of this Information
Disclosure Statement shall not be construed to be an admission that any patent, publication or other

information referred to therein is “prior art” for this invention unless specifically designated as such.

It is submitted that the Information Disclosure Statement is in compliance with 37 CFR

1.98 and the Examiner is respectfully requested to consider the listed references.

Please charge our Credit Card in the amount of $180.00 covering the fee set forth in 37
CFR 1.17{p). The Director is hereby authorized to charge any deficiency in the fees filed, asserted
tc be filed or which should have been filed herewith {or with any paper hereafter filed in this
applicaticn by this firm) to our Deposit Account No. 50-4494, under Order No. PMC-003(C247.

Dated: September 26, 2011 Respectfully submitted,

By /Thomas J. Scott, Jr./
Theomas J. Scott, Ir.
Registration No.: 27,836
GOODWIN PROCTER LLP
90! New York Avenue, NW
Washington, DC 20001
(202) 346-4000
Attorney for Applicant
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Docket No.: PMC-003C247

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

In re Patent Application of:

John C. Harvey et 4l

Application No.: 08/449,413 Confirmation No.; 1756

Filed: May 24, 1995 Art Unit: 2467

For: SIGNAL PROCESSING APPARATUS AND Examiner: Moore Jr., Michael J.
METHODS

AMENDMENT AND REQUEST FOR RECONSIDERATION
UNDER 37 C.E.R. §1.111

MS Amendment
Commissioner for Patents
P.O. Box [450
Alexandria, VA 22313-1450
Dear Sir:
In response to the non-final Office Action mailed July 6, 2011, ("*Non-Final Office
Acticn” or “the Action”) from the Patent and Trademark Office (“‘the Office™) allowing claims

23, 25-30, and 43-53; rejecting claims 22, 24, 31-36, 38-42, 54 and 55; and objecting tc claim

37, please amend the above-identified U.5. patent application zs follows:

Amendment to the Claims are reflected in the listing of the claims that begins on page 2
of this paper.

Remarks begin on page 11.
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AMENDMENT TO THE CLAIMS

I - 21. (Cancelled)

22. {Previcusly Presented) A method for controlling the decryption of encrypted

programming at a subscriber station, said method comprising the steps of:

receiving encrypted programming, said encrypted programming having an encrypted

control signal;
detecting said centrol signal,
passing said control signal to a decryptor at said subscriber station;
decrypting said contrel signal;

decrypting said encrypted programming tc form decrypted programming based on said

control signal; and
presenting said decrypted programming to a viewer or listener.

23. {Previcusly Presented) A method for controlling the decryption of programming

at a subscriber station, said method comprising the steps of:

receiving programming, said programming having a first encrypted digital contrel signal

portion and an encrypted digital information portion;
detecting said first encrypted digital contrel signal porticn of said programming;

passing said first encrypted digital control signal portion of said programming to a first

decryptor at said subscriber station;

decrypting said first encrypted digital contrel signal portion of said programming using

said first decryptor at said subscriber station;

passing said encrypted digital infermation porticon of said programming and the decrypted

control signal portion to a second decrypter at said subscriber station;
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decrypting said encrypted digital information porticn of said programming using said

second decryptor at said subscriber staticn based on the decrypted control signal portion; and
presenting said programming,

24, {Previcusly Presented) A method of contrelling a remote transmitter station to
communicate program material to a subscriber station and controlling said subscriber station to

process or output a unit of programming, said methed comprising the steps of:

receiving a control signal which operates at the remote transmitter station to control the
communication of a unit of pregramming and one or more first instruct signals and

communicating said contro!l signal to said remote transmitter station;

receiving a code or datum identifying a unit of programming to be transmitted by the
remote transmitter station, said remote transmitter station transferring said unit of programming

to a transmitter;

receiving at said remote transmitter station one or more second instruct signals which
operate at the subscriber station to identify or decrypt said unit of programming or said one or
more first instruct signals, said remote transmitter station transferring said cne or mere second

instruct signals to said transmitter; and

transmitting from said remote transmitter station an information transmissicn comprising
said unit of programming, said cne or more first instruct signals, and said one or mere secend
instruct signals, said one or more first instruct signals being transmitted in accordance with said

control signal,

25. {Previcusly Presented) The method of claim 23, wherein said programming

further includes encrypted video.

20. (Previously Presented) The method of claim 23, wherein said subscriber station

stores information that evidences processing said programming.

27.  (Previously Presented) The method of c¢laim 23, wherein said programming is

received at said subscriber station in cne channel of a multichannel signal and a second control
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signzal portion used to decrypt said programming is included in said multichannel signal outside

said one channel,

28. {Previously Presented) The method of claim 23, wherein said subscriber station
detects, in a transmission channel including said programming, a second contrel signal portion

used to decrypt the first control signal portion.

29, {Previously Presented) The method of claim 23, wherein the subscriber station
detects, in a transmission channel for transmitting the programming, a second control signal
portion used to decrypt the first control signal portion, and wherein the second control signal
portion is encrypted, and wherein the second control signal pertion iy decrypted in order to

enable decryption of the first control signal portion.

30. {Previously Presented) The method of claim 23, wherein said programming

includes computer data.

31. {Currently Amended) A method of controlling at least one of a plurality of

receiver stations, said methed comprising the steps of:

receiving downloadable code which is effective at said at least one of said plurality of
receiver stations to implement a new technique of decrypting and delivering the downloadable

code to at least one transmitter;

receiving saté at least cne control signal which at said at least ene of said plurality of

receiver stations cperates to execute the downloadable code; and

causing said at least one contrel signal to be communicated to said at least one transmitter

at a specific time,

thereby to transmit at least ene information transmission including the downloadable

code and said at least one control signal.

32. (Previocusly Presented) The method of claim 31, wherein a television program is

displayed at a receiver station and said downloadable code and said at least one contrel signal
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program said receiver station to decrypt said television program in accordance with said new

technigue,

33. {Previcusly Presented) A method of communicating television program material

tc one or more receiver stations, said method comprising the steps of:

receiving a television program at a transmitter station and delivering said television

program to a transmitter;

receiving and storing one or more instruct signals at said transmitter station, said one or
more instruct signals at said cne or more receiver stations operative to implement a new

technique of decrypting;
transferring said one or more instruct signals to said transmitter; and

transmitting said television program and said one or more instruct signals from said

transmitter station to said one or more receiver stations.

34. {Currently Amended) A method of processing signals at a receiver station

comprising the steps oft
receiving at least cne information transmission;
detecting a plurality of signals e# in said at least one informaticn transmission;
changing a decrypticn technique in respeonse to at least a first of said plurality of signals;

decrypting a second of said plurality of signals on the basis of said changed decryption

technique;
passing said decrypted second of said plurality of signals tc a controllable device; and

controlling said controllable device on the basis of said passed decrypted second of said

plurality of signals.

35. {Previcusly Presented) The method of claim 33, wherein said step of transferring

1s performed based on comparison.
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356.  (Previously Presented) The methed of claim 33, whereir said step of transferring

is performed in accordance with a schedule,

37. {Previously Presented) The methed of claim 36, wherein said schedule specifies a
transmission time and a transmission channel, said method further comprising the steps of

receiving and storing said schedule at said transmitter station.

38. {Previcusly Presented) The method of claim 33, wherein said one or more instruct
signals operate at said one or more receiver stations based on an identifier, said method further

comprising the step of transmitting said identifier.

39, {Previcusly Presented) The method of claim 38, wherein an information
transmission including said television program is received at said one or more receiver stations,
wherein said television program is outputted at said one or more receiver stations, and wherein
said identifier identifies at least one of (i) said television program and (i} a channel including

said television program.

40.  (Currenily Amended) A methed of processing signals at a receiver station

comprising the steps of:

receiving at least cne information transmission;

locating
Hrst signal efsaidploralityof sispals including dewrleadable code;

Bt =]

passing said dewsleadable code to a processar;

controlling a decryptor to decrypt in a specific fashion on the basis of said dewnleadable

code;

decrypting a portion of said at least one information transmission at least one second

% 1n said specific fashion; and

passing said decrypted porticn of said at least one infermation transmission at-east-ere

secondsienal to one of said processor and an output device.
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41.  (Previously Presented) A method of controlling a receiver station to detect digital
data and control a decryptor based con a varying pattern of timing or lecation, said methed of

controlling comprising the steps of:
receiving programming and delivering said programming to a transmitter;

receiving digital data comprising at least an instruct signal and communicating said
digital data to a signal embedder, said instruct signal operative at said receiver station to control

said decryptor;

controlling said signal embedder tc embed said digital data in an infermation

transmission in a varying pattern of timing or location;
communicating said informaticn transmission te said transmitter; and

transmitting said programming and said information transmission including said digital

data.

42, {Previously Presented) A method of processing signals at a receiver station

comprising the steps oft
receiving at least cne information transmission;
detecting a plurality of signals on said at least one information transmission;

decrypting at least one of said plurality of signals, said at least one decrypted signal

including at least one instruct signal which is effective to instruct;
passing the at least one decrypted instruct signal to a contrellable device; and

centrolling said centrollable device on the basis of decrypted information included in said

at least one decrypted instruct signal.

43, {Previcusly Presented) A method for decryptor activation in a network

comprising:

receiving a transmissien comprising encrypted materials;
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decrypting under first processor centrol a first pertion of said encrypted materials in said

transmission;
inputting said first portion of said encrypted materials to a decryptor;

decrypting under second processer control a second portion of said encrypted materials

based on said step of decrypting said first pertion of said encrypted materials.

44, {Previcusly Presented) The method of claim 43 wherein said transmissicn in said

step of receiving a transmission is a multichannel signal separated in the frequency domain.

45, {Previcusly Presented) The method of claim 44 wherein said transmissicn is a

cable system broadcast,

40, {Previously Presented) The methed of claim 43 wherein said transmission in said

step of receiving a transmission is a multichannel signal separated in the time domain.

47, {Previously Presented) The methed of claim 43 wherein said transmission in said

step of receiving a transmission is generated at a local data source.

48, {Previcusly Presented) The method of claim 47 wherein said local data source

comprises a VCR.

49, {Previcusly Presented) The method of claim 47 wherein said local data source

comprises a laser disk.

50. {Previcusly Presented) The method of claim 43 wherein said encrypted materials

comprise a portion of a television program.

51. {Previcusly Presented) The method of claim 43, wherein said transmission in said
step of receiving a transmission and a signal necessary for decryption are received from different

SOUTCes.,

52. {Previcusly Presented) The methed of claim 31, further comprising the step of
contacting a remote transmitter station to receive one of said transmissicn and said signal

necessary for decryption,

PMC Exhibit 2016
Apple v. PMC
IPR2016-00754

Page 1079



53. {Previcusly Presented) The method of claim 51, wherein a signal necessary for

decryption is communicated by telephone,

54, {Previcusly Presented) A method of providing an enzabling signal to z receiver
station from a remote data scurce, said enabling signal for use in decrypting at the receiver
station a programming signal, said receiver station being programmed to get information

necessary for enabling a programming signal, said method comprising the steps of:

storing at the remote data source one or more centrol signals for enabling a decryptor to

decrypt a video;

receiving at the remote data source from the receiver station a communication tc get

specific enabling information;

coemmunicating, from the remote data scurce to the receiver station in response to said

communication from the receiver station, a contrel signal,

whereby the receiver statien inputs said control signal to a decryptor, and wherein said

decryptor decrypts said programming signal.

55. {Previcusly Presented) A method of processing signals at a receiver station

comprising the steps of:
receiving one or more information transmissions at said receiver station;

detecting a plurality of signals on said one or more information transmissions, at least a

first of one of said plurality of signals including a control signal;

controlling a decryptor in response to said centrol signal;

decrypting or enabling communication of at least a second of said plurality of signals on

the basis of said step of controlling said decryptor;

passing said decrypted or enabled at least said second of said plurality of signals to a

controllable device; and
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controlling said controllable device on the basis of said passed decrypted or enabled at

least said second of said plurality of signals.

and

50. (New} A method of processing signals at a receiver station comprising the steps

receiving at least one information transmission;

identifving a plurality of sipnals in said at least one information transmission;

selecting a first sienal of said plurality of sienals including downloadable code:

passing said downloadable code to a processor;

controlling a decryptor to decrypt in a specific fashion on the basis of said downloadable

decrypting at least one second signal of szid plurality of signals in said specific fashion

passing said at least one second signal to one of said processor and an ocutput device,
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REMARKS

1. Status of claims

Applicants add new claim 56. Claims 22-56 are pending in this application. The Office
identified claims 23, 25-30, and 43-33 as allowable over the prior art. The Office rejected claims
22,24, 31-36, 38-42, 54 and 55 and objected to claim 37. Applicants respectfully request
reconsideration of the rejected claims and objected to claim in view of the following remarks.

Applicants amend claims 31, 34, and 40. The amendments are made in response to the
Nen-Final Office Action. Applicants submit that this Amendment and Request for
Reconsideration Under 37 C.F.R. §1.111 places this application in condition for allowance by
amending the claims in manners that are believed to render all pending claims allowable over the
cited art. Applicants earnestly solicit a favorable reconsideration and prompt allowance of the
claims,

11. Claim Objection

The Non-Final Office Action objected to claim 34 for incorrectly using “on” in line 4 of
the claim. Applicants amend the claim, in accordance with the Examiner’s suggestion, such that
“on” is replaced with “in.” The claim is corrected and suitable for allowance.

1II.  Double Patenting

A nonstatutory obviousness double patenting rejection requires that the rejected claim
would have been obvious over the cited claim in the commonly owned issued patent. MPEP §
804 B.2.

Al Claims 22, 34, 54, and 55

Claims 22, 34, 54, and 35 are provisionally rejected on the ground of nonstatutory
obviousness-type double patenting as zllegedly being unpatentable over claims 1, 22, and 23 of

U.S. Patent No. 7,801,304, This is the patent that issued from Applicants’ DECR 81 group “A”

Il
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application, U.S. Patent Application Serial No. 08/449,263. If the Office maintains the rejection,
Applicants acknowledge that a timely filed terminal disclaimer in compliance with 37 C.F.R.
[.321{c) or 1.321{d) may be necessary to overcome the nonstatutory double patenting rejection.
However, Applicants request that the requirement for filing the terminal disclaimer be held in
abeyance, pending an indicaticn of allecwable subject matter from the Office in the present
application. If filed, the terminal disclaimer will disclaim, in essential terms, the terminal part of
the statutory term of any patent granted on the above-referenced application, extending beyond
the earliest expiration date of the DECR 8! group “A” patent, U.S. Patent Ne. 7.801,304.

B. Claim 22

Claim 22 is rejected on the ground of nonstatutory cbviousness-type deuble patenting as
allegedly being unpatentable over claim 26 of U.S. Patent No, 7,805,749, This is the patent that
issued from the VIEW 81 group “A” application, U.S. Patent Application Serial No. 08/485,283.
Applicants respectfully traverse the rejection for the following reasons,

Claim 22 claims “a method for centrolling the decryption of encrypted programming at a

subscriber station.,” It discloses “receiving encrypted programming, said encrypted programming

having an encrypted control signal; detecting said control signal; passing said contrel signal to a

decrypter at said subscriber station; decrypting said control signal; decrypting said encrypted

programming te form decrypted pregramming based on said ceatrol signal; and presenting said

decrypted programming tc a viewer or listener,”

Claim 26 of the VIEW 81 group “A” patent claims “a method for premoting and
delivering at least one of z product and a service for use with an interactive television viewing
apparatus.” It discloses, in part: “receiving atelevision program in a first programming sighal...;
receiving said user input at said input device...; processing said user input; passing an encryption

code received in said first programming signal to a processor in response te said step of

12
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processing said user input; receiving encrypted information of said at least ene of a preduct and

a

service in a second propramming signal; decrypting said encrypted information with said

encryption cede; and delivering said at least one of a preduct and a service to said user.”

Claim 22 of the instant application covers receiving encrypted programming with an
encrypted contrel signal. The control signal is decrypted and then used to decrypt the
programming, These limitations are not contemplated by claim 26 of the VIEW 81 group “A”
patent.

Claim 26 only covers receiving a television program and an encryption cede in a first
programming signal. It is not claimed that the television program or encryption code is
encrypted. Moreover, encrypted information s received only in & second programming signal,
by itself. The encryption code is used to decrypt the encrypted information, but the encryption
code does not have to be decrypted first. These limitations do not teach or suggest the
limitaticns of the instant application’s claim 22. A completely different, non-cbvious inventicn
is contemplated by claim 22.

For at least these reasons, it 1s submitted that 22 is not rendered unpatentable on the

ground of nonstatutory cbviousness-type double paterting over claim 26 of the VIEW 81 group

“A” patent. Applicants therefore respectfully request that the Examiner reconsider and withdraw

this rejection,

C. Claim 24

Claim 24 is rejected on the ground of nonstatutory cbviousness-type deuble patenting as
being unpatentable over claim 14 of U.S. Patent No. 7,801,304, the DECR 81 group “A” patent,
in view of Yanagimachi et al. (U.S. Patent No. 3,936,595) (“*Yanagimachi™}. Applicants

respectfully traverse the rejection for the following reasons.
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Claim 24 of the instant application coevers controlling the communication of a unit of
programming. It discloses “receiving at said remote transmitter staticn one or more second
instruct signals which operate at the subscriber station to identify or decrypt said unit of
programming or said one or more first instruct signals™ These limitations are not contemplated
by claim 14 of the DECR 81 group “A” patent.

The Non-Final Office Action points to “receiving at said remote transmitter station said
one or more digital second instruct signals which operate at the subscriber station to decrypt said
digital programming” in claim [4 of the DECR 81 group “*A” patent a5 teaching the
aforementioned limitations of claim 24. But, claim [4 fails to address second instructs signals
which operate at the subscriber station to decrypt as well as identify the unit of programming,
Claim 14 is also silent as to identifying or decrypting first instruct signals. Claim 14 fails to
teach or suggest the aforementioned limitations of the instant application’s claim 24.

Claim 24 further claims “receiving a code or datum identifying a unit of programming tc
be transmitted by the remote transmitter station...” This limitations is not contemplated by
Yanagimachi.

Yanapimachi is directed to “a programmed informaticn transmission system wherein a
number of different program materials and control signals for controlling the progress and
combinations of the transmitted program materials are simultanecusly transmitted and in which
programmed information is constructed from a series of the transmitted pregram materials at a
receiver end on the basis of the transmitted control signals,” Col, 1, 11, 8-16. An zllocation
control device produces control codes that are added to video and audio signals at the transmitter
station, Col. 14,1, 62 — Col. 15, I. 28, But the control codes are not used to identify a unit of

programming te be transmitted, rather the contrel codes are used at a receiver station “'to control
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a manner of sequentially connecting program materials to construct at least one significant
program...” Col. 7, 1. 24-26, See Col. 16, 11. 22-43. Yanagimachi fails tc teach this limitation
of claim 24.

For at least these reasons, it is submitted that 24 is not rendered unpatentable on the
ground of nonstatutory cbviousness-type double patenting over claim 14 of the DECR 81 group
A" patent in view of Yanagimachi. A completely different, non-obvious invention is
contemplated by claim 24, Applicants therefore respectfully request that the Examiner
reconsider and withdraw this rejection.

1V.  The Claims Particularly Point Out and Distinctly Claim the Subject Matter Which
Applicants Regard as the Invention, Pursuant to 35 U.S.C, §112, Second Paragraph

The Non-Final Office Action rejected claims 31and 32 under 35 U.S.C. §112, second
paragraph, as being indefinite for failing to particularly point cut and distinetly claim the subject
matter which Applicants regard as the invention. The Examiner identified the limitation “said at
least cne control signal” on line 6 of claim 31 as having an insufficient antecedent basis. The
Action rejected claim 31 for containing the insufficiency and claim 32 for containing the same
insufficiency as depending on claim 31. Applicants amend claim 31 so that it now recites “at
least cne control signal.” No new matter has been added. With this correction, Applicants

believe the application is allecwable. All the claims now particularly point out and distinctly

claim the subject matter which Applicants regard as the inventicn,

V. The Prior Art Does not Anticipate Claims 22, 24, 31, 40-42, and 54-56
The Office action rejected claims 22, 40-42, and 55 under 35 U.S.C. 102{e} as allegedly
being anticipated by Davidson {Re. 31,735); claim 24 under 35 U.S.C. 102(b) as allegedly being

anticipated by Yanagimachi; and claims 31 and 54 under 35 U.S.C. 102{e) as allegedly being
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anticipated by Ostermann et al. (U.S. Patent No. 4,484,023) (*Ostermann™). Applicants

respectfully traverse the rejections for the following reasons.

“A claim is anticipated only if each and every element as set forth in the claim is found,
either expressly or inherently described, in a single prior art reference,” Verdegual Bros. v.
Union Oil Co. of California, 814 F.2d 628, 631, 2 USPQ2d 1051, 1053 (Fed. Cir. 1987).
Applicants respectfully submit that cited art does not teach all the limitations of claims 22, 24,

31, 40-42, 54-36.

Al Description of Prior Art

1. Davidson

Davidson is directed to a “method and system for enceding and decoding of standard
television signals...” Col. 3, 11. 26-28. “[V]idec scrambling is effected by inversion of the video
signals of some horizontal scan lines ¢n a pseudo-random bias to produce a picture having some
videc signals inverted and others nct inverted which is unpleasant to view and virtually
unintelligible.” Col. 3, 1. 29-34. Davidsen discloses converting analog audio signals to coded
digitzl audio signals, Col. 3, 11, 34-36, A plurality of unigue pulse-coded control signzls
consisting of 32- bit binary pulse trains are transmitted separately to... provide the information

needed to unscramble the scrambled audic and videc signals.” Col. 3, 11. 36-41.

Claim 65 claims a receiver in a subscription television system having means for
conveying television signals include a video portion, an aural portion, and an ““encryption codes
signal” comprising a sequence of “encryption codes.” Col. 24, 1. 30-35. The aural porticn is a
digitized audio signal “encrypted” in accordance with the “encryption cades signal.” Col, 24, 11,

35-39. The receiver has means to detect and separate the “encryption codes” signal from the
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television signals; to separate the digitized and “encrypted” audio signal from television signals;
to return the detected audic signal to the “pre-encryption”™ digitized condition; and to return the
audic signal to the original analog format. Col. 24, 1. 43-50. However, there is no mention of
“encryption” anywhere in the description of the patent. Only scrambling and unscrambling is

disclosed.

Claim 72 claims a “television transmitter for generating television signals having a
program video portion and program aural pertion...” Col. 25, Il. 46-48. The transmitter has
means tc generate a continuous sequence of “encryption codes”; to convey the program video
and program aural portions and the “encryption codes signal” from the transmitter to authorized
subscribers; to sample and digitize the program audio signal; to digitally “encrypt” each digitized
program audioc sample in response to the “encryption codes signal”; and to combine the
“encryption cedes” signal, the digitized and “encrypted” audic program signal, and & video
program signal, with the carrier signals. Ceol. 25, 1. 52 — col. 26, . 9. As mentioned above, there
is no mention of “encryption” anywhere in the description of the patent. Only scrambling and

unscrambling is disclosed.

2. Yanagimachi

Yanagimachi is directed to “a programmed informaticn transmission system wherein a
number of different program materials and control signals for controlling the progress and
combinations of the transmitted program materials are simultanecusly transmitted and in which
programmed informaticn is constructed from a series of the transmitted pregram materials at a

receiver end on the basis of the transmitted contral signals,” Col. 1, 11, 8-16.
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A transmitter station receives video and audio signals from a video and audio signal
generating device. Col. 14, 1. 531 — Col. 5, 1. 5. An allocation control device at the transmitter
station produces control codes for effecting the channel allocation and transmission of the video
and audio signals, Col. 14,1, 62 — Cal. 15,1, 2, The audio and video signals are processed and
the time division multiplexed. Cel. 15, 1. 6-10. Program material control cedes and video
identification numbers supplied by the allccation contrel device are added to the videc signals,
Col. 15, 11. 11-16. Audio start and end signals are added to the audio signals., Col. 15, 1. [6-18.
An item control code is inserted in the code frames of a transmission signal that is then combined
with the video and audio signals. Col. 15, 11. 19-28. The combined information transmission

signal 15 stored in memory and then transmitted to a receiver staticn. Col, 15, 11, 28-32,

The receiver station receives the information transmission containing video signals, audic
signzls, and a contrel code. Col. 16, 1l. 23-25. A user makes a selection at an input terminal that
is compared to the control code. Col. 16, 1l. 25-30. The video and audio signals are separately
processed based on the comparison. Col. 16, Il. 30-36; Col. 16, 1l. 37-43. The desired video
signal is fed to a frame video buffer memory and stored therein before being read cut to a videc
cutput terminal. Col. 16, 11. 31-36. The desired audio signal is converted into an analog audio

signal and supplied tc an audic output terminal. Col. 16, II. 37-43.

3. Ostermann
Ostermann is directed to a “system for enciphering and deciphering data for transmission
between a transmitter and a receiver, where the terms encipher and decipher are synonymous
with encrypt and decrypt respectively.” Col. 1, Il. 7-10. Ostermann discloses a receiver station

transmitting a cipher algorithm “frem the cipher program storage 18 over a data transmission
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channel 20 to the program memory 22 of the programmable cipher computer 127 at the
transmitter station. Col. 2, II. 38-41. “The cipher algorithm transmitted from the cipher program
storage 18 of cipher equipment 16 via channel 20 is stored in program memory 22 and used to

encipher the clear input data provided by input device 24 to transmitter 10.”

Ostermann also discloses another embediment of the invention where “the programmable
cipher computer 12 is provided with long term memory 28 for storage of a plurality of different
cipher programs which can be called up for storage in the pregram memory 22 as required.”

Col. 2, 11 59-62. The cipher equipment 12 at the transmitter station receives a bit sequence from
cipher computer 16 at the receiver staticn that enables the cipher program te be transferred from

leng-term memory 2§ to program memory 22. Col. 3, 11. 10-19.

B. Claims 22, 40-42, 55, and 56 are not anticipated by Davidson

Claims 22, 40-42, and 55 ¢laim material relating to the encryption and decryption of
signals. As mentioned in Applicants’ Supplemental Amendment filed April 5, 2011, the Board
of Patent Appeals and Interferences decided in Ex parte Personalized Media Communications,
LLC {Appeal 2008-4228, Ex parte Reexamination Control 90/006,536} at pages 53-54, that
encryption requires a digital signal. Here, each of the claims involves the use of digital signals
either through reference to “digital” signals or through reference to “decryption” and

“encryption.”

The Board alsc said that “Encryption and decryption are not broad enough to read on
scrambling and unscrambling.” Although Davidson’s claims 65 and 72 claim means for
“encrypting” and “decrypting” a digitized audio signal, the patent’s description merely describes

scrambling and unscrambling analog video signals and digitizing analeg audic signals. The
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scope of the limitations set forth in Davidson is limited to scrambling and unscrambling.
Therefore, claims 22, 40-42, and 35 of the instant application dc not read on claims 65 and 72 of

the instant application.

Regardless, claims 22, 40-42, and 55 are not anticipated by Davidson for at least the

following reasons:

I. Claim 22
Claim 22, recites in part:

receiving encrypted pregramming, said encrypted programming
having an encrypted control signal;

detecting szid control signal;
passing said contrel signal to a decryptor at said subscriber station;
decrypting said control signal;

These limitations are not taught by Davidson.

The Non-Final Office Action points to Davidson’s claim 65, column 24, lines 30-530, to
show that the invention discloses all the limitatiens of claim 22. But, claim 22 claims receiving
encrypted programming having an encrypted control signal. Davidson only teaches conveying a
composite television signal including a video partion, an aurzl pertion, and an encryption codes
signal. The encryption codes signal is not encrypted itself. Moreover, ¢claim 657s means to
detect and separate the encryption codes signal from the television signals does not teach the
detecting of the encrypted contrel signal, passing it to a decryptor, and the decrypting of the

control signal. Davidson fails tc teach all the limitations of claim 22,

2. Claim 40

20
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Claim 40, as amended, recites in part “locating a signal including cede.” This limitation

is not taught by Davidson.

Claim 40 has been amended so that it now recites *locating” instead of *detecting.” The
Non-Final Office Action points to Davidson’s claim 65, column 24, lines 40-43, to show
“detecting.” Claim 63 discloses an encryption codes signal detector means for detecting and
separating the encryption codes signal and an aural detector means for detecting and separating

the aural portion. But Davidson fails to teach “locating.”

Davidson’s receiver receives sets of signals at receiving antenna 36, Col. &, 11, 57-6G8.
The sets of signals are then split by RF splitter 114 so that the video, aural, and control sighals
can be separately processed. Col. 9, 11. [-11. The receiver does not perform any “locating” of
the signals in the transmission. The RF splitter is able to split the signals because the received
transmission is composed of the uniform set of signals, Therefore, Davidson fails to teach this

limitation of claim 40.

3. Claim 4]
Claim 41, recites in part;

receiving programming and delivering said programming to a
transmitter;

receiving digital data comprising at least an instruct signal and
communicating said digital data to a signal embedder, said instruct signal
operative at said receiver station to control said decryptor;

controlling said signal embedder to embed said digital data in an
information transmissicn in a varying pattern of timing or location;

These limitatiens are not taught by Davidson.

21
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The Non-Final Office Action points to Davidson’s claim 72, column 25, line 45 — column
26, line 9, to show that the invention discloses all the limitations of claim 41. Davidson’s claim
only sets forth means for generating television signals and encryption codes. The audio signal is
then digitized at the transmitter station. Davidson’s claim is silent regarding delivering
programming and communicating information to a transmitter. Moreover, claim 72 fails to teach
embedding digital data in an information transmission in a varying pattern of timing or locaticn,
It only ¢laims means for “combining the encryption codes signal, the digitized and encrypted
audic program signal, a videc program signal, with the carrier signals whereby... [they each] can
be individually separated at a receiver.” Col. 26, 1. 4-9. Claim 72 is silent as t¢ how digital data
is embedded in an information transmission, Davidson fails to teach all the limitations of claim

41.

4, Claim 42
Claim 42, recites in part;

decrypting at least one of said plurality of signals, said at least one
decrypted signal including at least one instruct signal which is effective to
instruct;

passing the at least one decrypted instruct signal te a contrellable
device; and

controlling said controllable device on the basis of decrypted
information included in said at least cne decrypted instruct signal,

These limitatiens are not taught by Davidson.

The Non-Final Office Action points to Davidson’s claim 65, column 24, lines 30-30, to
show that the invention discloses all the limitations of ¢laim 42, Claim 65 teaches means for

decrypting a digitized audio signal but fails to teach decrypting a signal that includes at least one
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instruct signal which is effective to instruct. Moreover, claim 65 is silent as to passing a
decrypted instruct signal to a centrellable device and controlling the centrollable device on the
basis of the of information included in the decrypted instruct signal. Davidsen fails to teach all

the limitations of claim 42,

5. Claim 535

Claim 55 recites, in part: *controlling said controllable device con the basis of said passed
decrypted or enabled at least said second of said plurality of signals.” This limitation is not by

Davidson,

The Non-Final Office Action points to Davidsen’s claim 65, column 24, lines 30-30, tc
show that the invention discloses all the limitations of claim 55. Claim 65 teaches means for the
decryption and znalog conversion of an encrypted digital audio signal, but fails to teach
controlling a controllable device on the basis of that decrypted analog audic signal. The “analog
conversion means connected to the inverse encryption means to return the audio signal to the
original analog format whereby program audioc may be processed and presented in a
conventicnal manner.” Col. 24, 11. 47-30. In Davidson, the program audio is an element tc be
processed, it is not operable in the controlling of a controllable device. Davidsen fails to teach

all the limitations of claim 33,

6. Claim 56

New claim 56 is modeled or claim 40 in its pre-amended form. As such, Applicants

offer analysis as to why it is not anticipated by Davidson,
Claim 56 recites, in part:

receiving at least one information transmission;

identifying a plurality of signals in said at least one information
transmission;

selecting a first signal of said plurality of signals including
downloadable code;
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These limitatiens are not taught by Davidson.

Davidson’s receiver receives sets of signals at receiving antenna 36. Col. 8, lI. 57-68.
The sets of signals are then split by RF splitter 114 so that the video, aural, and control signals
can be separately processed. Col. 9, 1l. I-11. The receiver does not perform any “selecting” of a
first signal in a transmission that includes downloadable cede. Davidson’s receiver continuously
splits the received sets of signals and processes each according to its type. No “selecting” occurs
because all signals are received and then processed. Davidson fails to teach “selecting” ag set

forth in claim 56.

C. Claim 24 is not Anticipated by Yanagimachi

Claim 24, as amended, recites, in part:

receiving at said remote transmitter station one or more second
instruct signals which operate at the subscriber staticn to identify or
decrypt said unit of programming or said one or more first instruct signals,
said remote transmitter station transferring said one or moere second
instruct signals to said transmitter; and

These limitaticns are not taught by Yanagimachi.

The Non-Final Office Action points to the allocation control device, as described in
column 15, lines 11-32, as teaching this limitation. The cited section discloses the allocation
control device adding program material control codes and video identification numbers to the
videc signals, and audio start and end signals to the audio signals, but the cited section is silent as
to instruct signals which operate to decrypt a unit of pregramming at a subscriber station. In
fact, Yanagimachi fails to address encryption or decryption. Therefere, Yanagimachi fails to

describe each and every limitaticn as set forth in claim 24,
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D. Claims 31 and 54 are not Anticipated by Ostermann

[. Claim 31
Claim 31, as amended, recites, in part:

receiving at least one control signal which at said at least one of
said plurality of receiver stations operates tc execute the downloadable

code; and

causing said at least one centrol signal to be communicated to said
at least one transmitter at a specific time,

thereby to transmit at least one information transmission including
the downloadable code and szid at least one control signal,

These limitations are not taught by Ostermann.

Ostermann discloses the cipher equipment 12 at the transmitter station receiving a bit
sequence from the cipher computer 16 at the receiver station, but the bit sequence dees not
operate to execute the cipher algorithm at the receiver station. Moreover, Ostermann fails to

teach the communication of the bit sequence, cr any control signal, to a transmitter at the

transmitter station at a specific time. When the transmitter station transmits, it only transmits the

cipher algorithm. No control signal is transmitted with downloadable code. Ostermann fails to

describe ezch and every limitation as set forth in claim 31,

. Claim 54

Claim 31, recites, in part: *stering at the remote data source ene or mere contrel signals

for enabling a decryptor to decrypt a video.” Ostermann dees not address the decryption of

video.

The Non-Final Office Action points to cipher equipment 16 that contains cipher program

storage 18 for storing a cipher algorithm, as described in column 2, lines 38-41, as teaching this
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limitation. However, Ostermann does not specifically address the decryption of videe. It is
directed to the transmission of a cipher program to allow encryption or encryption of “data.”

Therefore, Ostermann fails to describe this limitation as set ferth in claim 54.

VI. Claims 32-36, 38, and 39 Are Not Obvious

The Office action rejected claims 32-36, 38, and 39 under 35 U.5.C. 103(a) as allegedly
being unpatentable over the combination of Ostermann in view of Davidson. Applicants
respectfully traverse the rejections and argue that Ostermann and Davidson, alone and in

combination, fail to teach each of the claim’s limitations.

The test that must be met for a reference or a combination of references to establish
cbviousness has not been satisfied in the instant matter. The MPEP states the proper test for
obviousness includes making the following factual inquiries: {A} Determining the scope and
contents of the prior art; (B} Ascertaining the differences between the prior art and the claims in
issue; (C) Resolving the level of ordinary skill in the pertinent art; and (D) Evaluating evidence
of secondary considerations. MPEP § 214]1. The Office has erred substantively as to the factual
findings. For the reasons stated below, Applicants respectfully request that the Examiner

reconsider and withdraw the rejections.

A, Claim 32

Claim 32 claims the method of claim 31, “wherein a television program is displayed at a
receiver station and said downloadable code and said at least one control signal program said
receiver station to decrypt said television program in accordance with said new technique.”
Claim 32 is not is not rendered unpatentable by Ostermann for the same reasons as argued above

in regard to claim 31.
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The Non-Final Office Action points to Davidson’s claim 65 as teaching the application of
encryption/decryption techniques to television signals. Assuming, arguendo, that Davidson
teaches more than just scrambling/unscrambling, it does not cure Ostermann’s deficiencies. The
combination of Davidson and Ostermann fails to teach receiving a control signal which operates
te execute downloadable code, causing the centrol signal to be communicated to a transmitter at
a specific time to transmit an information transmission including the downloadable code and the
control signal. Applicants respectfully submit that even if the teachings of Ostermann were
modified with the teachings of Davidson as suggested in the Non-Final Office Action, the

modified composition still fails to satisfy every element recited in claim 32.

B. Claim 33

Claim 33 recites, in part: “receiving a television program at a transmitter station and
delivering said television program to a transmitter.” This limitation is not taught by Ostermann

or Davidson.

Ostermann teaches the transfer of a cipher algorithm from a receiver station to a
transmitter station, where the cipher algorithm is used to implement decrypting at the receiver
station. The Non-Final Office Action points to Davidson’s claim 65, column 24, lines 30-50 to
apply Ostermann’s teachings to television signals. Claim 65 teaches conveying composite
televisions signals, but the claim only discloses means for generating television signals and
encryption codes. There is no teaching of receiving a television program at a transmitter station
and delivering it to a transmitter. Even if someone of ordinary skill in the art were to apply the
teachings of Ostermann and Davidson, the inventions fail to teach or suggest every limitation of

claim 33,
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C. Claim 34

Claim 34 recites, in part:

passing szid decrypted second of said plurality of signals to a
controllable device; and

controlling said centrollable device on the basis of said passed
decrypted second of said plurality of signals.”

These limitations are not taught by Ostermann or Davidson.

The Non-Final Office Action points to Davidson’s claim 65, column 24, lines 30-50, tc
show that the invention discloses the passing and controlling limitations of claim 34, Claim 65
teaches means for the decryption and analog conversion of an encrypted digital audio signal, but
fails to teach passing the decrypted analeg audio signal to a contrellable device and centrolling
the centrollable device on the basis of that decrypted analog audio signal. The *analog
conversion means connected to the inverse encryption means connected to the inverse encryption
means tc return the audio signal to the original analog fermat whereby program audic may be
processed and presented in a conventional manner.” Caol. 24, 1. 47-50. In Davidson, the
program audio is an element to be processed, it is not operable in the controlling of a controllable

device. Davidsen and Ostermann fail to teach all the limitations of claim 34.

D. Claim 35

Claim 35 depends from independent claim 33, Claim 35 claims the method of claim 33,
“wherein said step of transferring is performed based on comparison.” Claim 35 further limits
claim 33 and is not rendered unpatentable by Ostermann and Davidson for the same reasons as

argued above in regard to claim 33.

E. Claim 3¢
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Claim 36 depends from independent claim 33. Claim 36 claims the method of claim 33,
“wherein said step of transferring in accordance with a schedule.” Claim 36 further limits claim
33 and is not rendered unpatentable by Ostermann and Davidscn for the same reasons as argued

above in regard to claim 33,

Moreover, the Non-Final Office Action points to Ostermann as teaching “which cipher
program Is to be used at a particular time (schedule} as spoken of on column 3, lines 10-20.”
However, the cited section describes the transfer of a cipher program from long-term memory to
program memory at the transmitter station upon the reception of a bit sequence from the receiver
station. Col. 3, 1. 10-20. There is no teaching or suggesticn in Ostermann of performing this
step in accordance with a schedule, Ostermann and Davidson, alene and in combination, fail to

teach each of the claim 367s limitations.

F. Claim 38

Claim 38 depends from independent claim 33, Claim 38 claims the method of claim 33,
“wherein said one or more instruct signals cperate at said one or more receiver stations based on
an identifier, said methed further comprising the step of transmitting szid identifier,” Clzim 38
further limits claim 33 and is not rendered unpatentable by Ostermann and Davidson for the

same reasons as argued above in regard to claim 33,

G. Claim 39

Claim 39 depends from independent claim 33. Claim 39 claims the method of claim 38,
*wherein an information transmission including said television program is received at said cne or
more receiver stations, wherein said television program is cutputted at said one or more receiver

stations, and wherein said identifier identifies at least cne of (i) said television program and (i} a
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channel including said television program.”™ Claim 39 further limits claim 33 and is not rendered
unpatentable by Ostermann and Davidson for the same reasens as argued above in regard to

claim 33.

Moreover, the Non-Final Office Acticn peints to Ostermann, column 3, lines 49-61, as
teaching *“said identifier identifies at least one of {1} said television program and (i1) a channel
including said television program. However, the cited section discloses a bit sequence
“containing identification codes of both the transmitter 10 and the addressed receiver [4.” Col.
3,11.59-01. It does not teach the identification of a television program, or anything transmitted
to the receiver staticn. This limitation as set forth by claim 39 is not taught by Ostermann or

Davidson,
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VIL. Conclusion

Applicants respectfully submit that all clzims are allowable over the cited art for the
reasons set forth above. Applicants request reconsideration of this application in view of the
amendment and arguments set forth above. In the event Applicants have overlocked the need for
an extension of time, payment of fee, or additicnal payment of fee, Applicants hereby petition
therefore and authorize that any charges be made to Deposit Account No. 50-4494,

Should the Examiner have any questions regarding any of the above, the Examiner is

respectfully requested to telephone the undersigned at 202-346-4000.

Dated: October 6, 2011 Respectfully submitted,

By: /Thomas J. Scott. Jr./
Thomas J. Scott, Jr.
Registration No.: 27,836
GOODWIN PROCTER LLP
901 New York Avenue, NW
Washington, DC 20001
(202) 346-4000

Attorney for Applicants
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Application/Control Number: 08/449,413 Page 2
Art Unit: 2467

DETAILED ACTION
Information Disclosure Statement

1. The information disclosure statements {IDS) submitted on 11/10/11 and ¢/26/11
were filed after the mailing date of the Non-Final Cffice Aclion on 7/6/11. The
submissicns are in compliance with the provisions of 37 CFR 1.97. Accordingly, the
information disclosure statements are being considered by the examiner. It is noted
that for each foreign patent document and NPL document listed on the respective PTC-
1449 forms filed in the instant application withcut publication date informaticn, that a 'no
date" annctation has been assigned by the Examiner as the date information for these
documents was not readily attainable.

Claim Objections

The current amendment made by Applicant to claim 34 to obviate the ¢laim

chjection presented in the previous Office Action is proper and has been entered. This
cbjection has been withdrawn.

Double Patenting
2. The nonstatutory double patenting rejection is based cn a judicially created
doctrine grounded in public policy (a policy reflected in the statute) so as to prevent the
unjustified or improper timewise extension of the “right to exclude” granted by a patent
and to prevent possible harassment by multiple assignees. A nenstatutory
cbviousness-type double patenting rejection is appropriate where the conflicting claims
are not identical, but at least one examined application claim is not patentably distinct

from the reference claim{s) because the examined application ¢laim is either anticipated
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by, or would have been obvicus over, the reference claim{s). See, e.g., In re Berg, 140
F.3d 1428, 46 USPQ2d 1226 (Fed. Cir. 1998); In re Goodman, 11 F.3d 1046, 29
USPQ2d 2010 (Fed. Cir. 1883}; In re Longi, 758 F.2d 887, 225 USPQ 645 {Fed. Cir.
1985); In re Van Ornum, 686 F.2d 937, 214 USPQ 761 {(CCPA 1982); /In re Vogel, 422
F.2d 438, 164 USPQ 818 {CCPA 1970); and in re Thorington, 418 F.2d 528, 163 USPQ
644 (CCPA 1969).

A timely filed terminal disclaimer in compliance with 37 CFR 1.321(c) or 1.321{d)
may be used tc overcome an actual or provisional rejection based on a nonstatutory
double patenting ground provided the conflicting application or patent either is shown to
be commonly owned with this application, or claims an invention made as a result of
activities undertaken within the scope of a joint research agreement.

Effective January 1, 1994, a registered attorney or agent of record may sign a
terminal disclaimer. A terminal disclaimer signed by the assignee must fully comply with
37 CFR 3.73(b).

3. Claims 22, 34, 54, and 55 are rejected on the ground of nonstatutory
ocbviousness-type double patenting as being unpatentable over claims 1, 22, and 23 of
L.8. Patent No. 7,801,304. Although the conflicting claims are not identical, they are
not patentably distinct from each other because of the following correspondences.

Regarding claim 22, “a method for controlling the decryption of encrypted
programming at a subscriber station” corresponds o “a method for controlling the

decryption of programming at a subscriber station” in ¢claim 1 of the abcve U.S. Patent.
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“Receiving encrypted programming, said encrypted programming having an
encrypted control signal” corresponds to “receiving programming, said programming
having a first encrypted digital contral signal portion” in claim 1 of the above U.S.
Patent.

“Detecting said control signal” corresponds to “detecting said first encrypted
digital control signal portion of said programming” in claim 1 of the above U.S. Patent.

“Passing said control signal to a decryptor at said subscriber station”
corresponds to "passing said first encrypted digital control signal portion of said
programming to a decryptor at said subscriber station” in claim 1 of the above U.S.
Patent.

“Decrypting said control signal” corresponds to “decrypting said first encrypted
digital control signal porlien™ in claim 1 of the above U.S. Patent.

“‘Decrypting said encrypted programming to form decrypted programming based
on said control signal” corresponds to *decrypting said encrypted digital information
portion of said programming ... based on the decrypted control signal portion™ in claim 1
of the above U.5. Patent.

Lastly, “presenting said decrypted programming to a viewer or [istener”
corresponds to "presenting said programming” in claim 1 of the above U.5. Patent.

Claim 22 of the instant application does not explicitly ¢laim “passing said
encrypted digital information portion of said programming to said decryptor”. Therefore,

claim 22 merely broadens the scope of claim 1 of the above U.S. Patent.

PMC Exhibit 2016
Apple v. PMC
IPR2016-00754

Page 1107



Application/Control Number: 08/449,413 Page 5
Art Unit: 2467

It has been held that the omissicn of an element and its function is an cbvicus
expedient if the remaining elements perform the same function as before. See Inre
Karlsen, 136 USPQ 184 (CCPA). Also note Ex parte Rainu, 168 USPQ 375 (Bd. App.
1969). The cmission of a reference element whose function is not needed would be
chvious te one skilled in the art.

Regarding claim 34, “a method of processing signals at a receiver station”
corresponds to the same in claim 23 of the above U.S. Patent.

“Receiving at least one information transmission” and “detecting a plurality of
signals on said at least cne information transmission” corresponds to "receiving a
plurality of signals including digital programming and inputting at least some of said
plurality of signals to said digital detector" as well as "detecting said encrypted digital
data in said at least some of said plurality of signals” in ¢laim 23 of the above U.S.
Patent.

“Changing a decryption technique in response to at least a first of said plurality of
signals” corresponds to “controlling said decryptor to alter its decryption pattern or
technique on the basis of information included in said detected encrypted digital data” in
claim 23 of the above U.S. Patent.

Lastly, “decrypting a second of said plurality of signals on the basis of said
changed decryption technigue; passing said decrypted second of said plurality of
signals to a conirollable device; and controlling said controllable device on the basis of
said passed decrypted second of said plurality of signals” corresponds to “decrypting at

least a portion of said digital programming using & selected decryption pattern or
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technique based on said step of detecting in order tc provide a decrypted cutput of
programming to a viewer or listener™ in claim 23 of the above U.S. Patent.

Claim 34 of the instant application does not explicitly claim *said receiver station
having a receiver, a digital detector operatively connected to said receiver for detecting
encrypted digital data, a decryptor operatively connected to said digital detector for
decrypting said encrypted digital data, and a controller operatively connected to said
digital detector or said decryptor for controlling said decryptor™. Therefore, claim 34
merely broadens the scope of claim 23 of the above U.S. Patent.

It has been held that the omissicn of an element and its function is an cbvicus
expedient if the remaining elements perform the same function as before. See Inre
Karlsen, 136 USPQ 184 ({CCPA). Also note Ex parte Rainu, 168 USPQ 375 (Bd. App.
1969). The omission of a reference element whose function is not needed weould be
chvious te one skilled in the art.

Regarding claim 54, “a method of providing an enabling signal to a receiver
station from a remote data source, said enabling signal for use in decrypting at the
receiver station a programming signal, said receiver station being programmed to get
information necessary for enabling a pregramming signal” corresponds to "a method of
providing digital enabling information to a receiver statien from a first remote source,
said digital enabling information for use at the receiver station in decrypting a mass

medium program presentation” in claim 22 of the above U.S. Patent.
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“Storing at the remote data source one or more confrol signals for enatling a
decryptor to decrypt a video” corresponds to “storing digital enabling information at said
first remote source” in claim 22 of the above U.S. Patent.

“Receiving at the remote data source from the receiver stalion a communication
to get specific enabling information” corresponds to “receiving at said first remote
source a query from said receiver station” in claim 22 of the above U.S. Patent.

“*Communicating, from the remote data source to the receiver station in response
to said communication from the receiver station, a control signal” corresponds to
“ransmitting said digital enabling information which is effective to enable decryption
from said first remote scurce to said receiver staticn in response to said step of
receiving said query, said receiver station stering at least some of said transmitted
enabling information” in claim 22 of the above U.S. Patent.

Lastly, “whereby the receiver station inputs said control signal to a decryptor, and
wherein said decryplor decrypts szid programming signal” corresponds to “to said
receiver station an encrypted digital mass medium presentation signal which is
decrypted on the basis of said stored ai least some of said digital enabling information”
in claim 22 of the abeve U.S. Patent.

Claim 54 of the instant application does not claim “transmitting from a second
remote source” as well as “to present said mass medium programming presentation”.
Therefore, claim 54 merely broadens the scope of claim 22 of the above U.S. Patent.

It has been held that the omission of an element and its function is an obvious

expedient if the remaining elements perform the same function as before. See Inre
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Karlscn, 136 USPQ 184 ({CCPA). Also note Ex parte Rainu, 168 USPQ 375 (Bd. App.
1969). The omission of a reference element whose function is not needed weould be
chvious te one skilled in the art.

Regarding claim 55, “a method of processing signals at a receiver station”
corresponds to the same in claim 23 of the above U.S. Patent.

“Receiving one or more information transmissions at said receiver station;
detecting a plurality of signals on said one or more informaticn transmissions, at least a
first of one of said plurzality of signals including a control signal” corresponds to
“receiving a plurality of signals including digital programming and inputting at least some
of said plurality of signals to said digital detector” as well as “detecting said encrypted
digital data in said at least some of said plurality of signals” in claim 23 of the above
U.S. Patent.

“‘Controlling a decryptor in response to said control signal” corresponds to
"controlling said decryptor to alter its decryption pattern or technigue on the basis of
information included in said detected encrypted digital data” in claim 23 of the above
U.S. Patent.

“Decrypting or enabling communication of at least a second of said plurality of
signals on the basis of said step of controlling said decryptor” corresponds to
“‘decrypling at least a portion of said digital pregramming using a selected decryption
pattern or technique based on said step of detecting” in claim 23 of the above U.G.

Patent.
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Lastly, “passing said decrypied or enabled at least said second of said plurality of
signals to a controllable device; and controlling said controllable device on the basis of
said passed decrypted or enabled at least said second of said plurality of signals”™
corresponds to “to provide a decrypted ouiput of programming to a viewer or listener” in
claim 23 of the above U.S. Patent.

Claim 35 of the instant application does not claim “detecting ... in accordance
with a varying pattern of timing or location”. Therefore, claim 55 merely breadens the
scepe of claim 23 of the above U.S. Patent.

It has been held that the emissicn of an element and its function is an cbvious
expedient if the remaining elements perform the same functicn as before. See inre
Karlsen, 136 USPQ 184 ({CCPA). Also note Ex parte Rainu, 168 USPQ 375 (Bd. App.
1969). The omission of a reference element whose function is not needed weould be

cbvious to one skilled in the art.

4, Claim 24 is rejected on the ground of nonstatutory cbvicusness-type deuble
patenting as being unpatentable over claim 14 of U.S. Patent No. 7,801,304 in view of
Yanagimachi et al. (U.S. 3,936,595) {hereinafter “Yanagimachi”}.

Regarding claim 24, “a method of controlling a remote fransmitter station to
communicate program material to a subscriber station and controlling said subscriber
station to process or output a unit of programming” corresponds o “a method of

controlling a remocie transmitter station to communicate program material o a

PMC Exhibit 2016
Apple v. PMC
IPR2016-00754
Page 1112



Application/Control Number: 08/449,413 Page 10
Art Unit: 2467

subscriber station and contrelling said subscriber station te process or output digital
programming” in claim 14 of the above U.S. Patent.

“Receiving a control signal which operates at the remote transmitter station to
control the communication ¢f a unit of programming and one or more first instruct
signals and communicating said control signal to said remote transmitter station”
corresponds to “receiving at said remote transmitter station a first control signal which
cperates at the remote transmitter station to control communication of said digital

”

programming and one or more first instruct signals” in claim 14 of the above U.S.
Patent.

“Receiving at said remote transmitter station one or more second instruct signals
which operate at the subscriber station to identify or decrypt said unit of programming or
said one or more first instruct signals, said remote transmitter station transferring said
one or more second instruct signals to said transmitter” corresponds to “receiving at
said remote transmitter station said cne cr more digital second instruct signals which
operate at the subscriber station to decrypt said digital programming” in claim 14 of the
above U.5. Patent.

“Transmitting from said remote transmitter station an information transmission
comprising said unit of programming, said one or more first instruct signals, and said
cne or more second instruct signals, said one or more first instruct signals being

|»

transmitted in accordance with said conirol signal” corresponds fo “transmitting from
said remole transmitter station to said subscriber station an infoermation transmission

comprising said digital programming, said cne or more first instruct signals and said one

PMC Exhibit 2016
Apple v. PMC
IPR2016-00754

Page 1113



Application/Control Number: 08/449,413 Page 11
Art Unit: 2467

cr mere digital second instruct signals, said one or more first instruct signals being
transmitted in accordance with said first control signal” in claim 14 of the above U.S.
Patent.

Claim 24 of the instant application further claims “receiving a code or datum
identifying a unit of programming to be ransmitted by the remote transmitter station,
said remote transmitter station transferring said unit of programming to a transmitter”
which is not claimed in claim 14 of the above U.S. Patent.

Heowever, Yanagimachi teaches a similar method of controlling transmission and

culput of programming at a receiver station, where program control codes identifying

particular programming included in the transmission are utilized by a transmitter station

102 and receiver station 103 for transmission/reception and pregramming output as
spoken of on column 15, lines 2-32 as well as column 16, lings 22-40.

At the time cf the invention, it would have been cbvicus to somecne of crdinary
skill in the art, to apply the control code transmission of Yanagimachi to the method of
claim 14 of the above U.S. Patent in order to provide selective output of programming in
accordance with selection input provided from a subscriber as spoken of on column 186,
lines 25-40 of Yanagimachi.

Claim Rejections -35USC § 112

Current amendments made to claims 31 and 32 tc obviate the claim rejections
under 35 U.S.C. § 112, 2™ paragraph presented in the previous Office Action are proper
and have been entered. These particular rejections have been withdrawn.

Claim Rejections - 35 USC § 102
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5. The following is a quotation cf the appropriate paragraphs of 35 U.S.C. 102 that

form the basis for the rejections under this section made in this Office actien:

A person shall be entitled to a patent unless —

{b} the invention was patented or described in a printed publication in this or a foreign country or in
public use or on sale in this country, more than cne year prior to the date of application for patent in
the United States.

{e) the invention was described in {1} an application for patent, published under section 122({b}, by
another filed in the United States before the invention by the applicant for patent or (2} a patent
granted on an application for patent by another filed in the United States before the invention by the
applicant for patent, except that an international application filed under the treaty defined in section
351{a) shall have the effects for purposes of this subsection of an application filed in the United States
only if the international application designated the United States and was published under Article 21({2)
of such treaty in the English language.

6. Claims 22, 40-42, 55, and 56 are rejected under 35 U.S.C. 102{e} as being
anticipated by Cavidson {Re. 31,735). Davidson teaches all of the limitations of the
specified claims with the reasoning that follows.

Regarding claim 22, “a methed for controlling the decryption of encrypted
programming at a subscriber station” is anticipated by the decryption method spoken of
on celumn 24, lines 30-50.

“Receiving encrypted programming, said encrypted programming having an
encrypted control signal” is anticipated by the conveying of a composite television signal
to a subscriber including a videc portion, an aural porticn, and an encryption codes
signal {control signal) comprising a seguence of encryption codes as spoken of on
column 24, lines 30-35.

“Detecting said control signal; passing said control signal to a decryptor at said
subscriber station; decrypting said control signal” is anficipated by the encryption codes
signal detector means for separating the encryption codes signal (decrypting the control

signal) from the television signal as spoken of on column 24, lines 39-41.
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“Decrypting said encrypted programming to form decrypted programming based
on said control signal” is anticipated by the inverse encryption means that uses the
separated encryption codes signal te return the detected audic signal to the pre-
encryption digitized condition {decrypted programming} as spcken of on column 24,
lines 44-46.

Lastly, “presenting said decrypted programming to a viewer or listener” is
anticipated by returning of the audio signal to original analeg format whereby program
audic may be processed and presented in a conventicnal manner as spoken of on
column 24, lines 47-50.

Regarding claim 40, “a method of processing signals at a receiver station” is
anticipated by the decryption method spcken of on column 24, lines 30-50.

“Receiving at least one information transmission” and “locating a signal including
code” is anticipated by the conveying of a compasite television signal {information
transmission) to a subscriber including a video portion, an aural portion, and an
encryption cedes signal (signal including code) comprising a sequence of encryption
codes as spoken of on column 24, lines 30-35, as well as an encryption codes signal
detecter that detects {locates} and separates the encryption codes signal (signal
including code) from the television signals as spoken of on column 24, lines 40-41.

“Passing said code to a processor; controlling a decryptor to decrypt in a specific
fashion on the basis of said code; decrypting a pertion of said at least one information
fransmission in said specific Tashion” is anticipated by the inverse encryption means

(decryptor processcr) that uses the separated encryption codes signal to return the
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detected audic signal {portion of information fransmission) tc the pre-encryption
digitized condition {decrypted porlion) as spcken of on column 24, lines 44-46.

Lastly, “passing said decrypted portion of said at least one information
transmission to cne of said processor and an output device” is anticipated by returning
cf the audio signal to original analog format whereby program audio may be processed
and presented (tc an output device) in a conventicnal manner as spoken of on column
24, lines 47-50.

Regarding claim 41, “a method of controlling a receiver station to detect digital
data and control a decryptor based on a varying pattern of timing or lecation” is
anticipated by the encryption/decryption method spoken of on column 25 line 45 —
column 26, line 8.

“Receiving programming and delivering said programming to a transmitter” is
anticipated by the subscription television transmitter that generates television signals
{programming) having video and audic portions as spoken of on column 25, lines 45-50C.

“Receiving digital data comprising at least an instruct signal and communicating
said digital data to a signal embedder, said instruct signal operative at said receiver
station 1o centrel said decryptor; controlling said signal embedder to embed said digital
data in an information fransmissicn in a varying pattern of timing or location;
communicating said information transmission to said transmitter; and transmitting said
programming and said information transmission including said digital data” is anticipated
by the encryption code signal generating means that generates a continucus sequence

cf encryption codes {digital data instruct signal) as well as the means for combining
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{signal embedder} that combines the encrypticn codes signal, the digitized and
encrypted audic pregram signal, and g video program signal with carrier signals for
transmission to a receiver as spoken of on column 25, lines 50-53 as well as cclumn 26,
lines 1-9.

Regarding claim 42, “a method of processing signals at a recelver station” is
anticipated by the decryption method spcken of on column 24, lines 30-50.

“Receiving at least one information transmission; detecting a plurality of signals
on said at least one information transmission” is anticipated by the conveying of a
composite television signal {infermation transmission) to & subscriber including a video
portion, an aural portion, and an encryption codes signal comprising a sequence of
encryption ccdes as spoken of on column 24, lines 30-35.

“Decrypting at least one of said plurality of signals, said at least one decrypted
signal including at least one instruct signal which is effective to instruct” is anticipated by
the inverse encryption means {decryptor processor) that uses the separated encryption
codes signal to returmn the detected audio signal to the pre-encryption digitized condition
{decrypted signal} as spoken of on column 24, lines 44-46.

Lastly, “passing the at least one decrypted instruct signal to a controllable device,
and contrelling said controllable device on the basis of decrypted information included in
said at least one decrypted instruct signal” is anticipated by returning of the audio signal
to original analog format whereby program audio may be processed and presented {to a

controllable device) in a conventional manner as spoken of on column 24, lines 47-50.
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Regarding claim 55, “a methoed of processing signals at a receiver station” is
anticipated by the decryption method speken of on column 24, lines 30-50.

“Receiving one ar more information transmissions at said receiver station;
detecting a plurality of signals on said one or more informaticn fransmissicns, at least a
first of one of said plurality of signals including a control signal” is anticipated by the
conveying of a composite television signal (information transmission) to a subscriber
including a videc pertion, an aural portion, and an encryptien codes signal {control
signal) comprising a sequence of encryplion codes as spoken of on column 24, lines
30-35.

“Controlling a decryptor in response to said control signal; decrypting or enabling
communication of at least a second of said plurality of signals on the basis of said step
of controlling said decryptor” is anticipated by the inverse encryption means (decryptor)
that uses the separated encryption codes signal {control signal) to return the detected
audic signal to the pre-encryplion digitized condition {decrypted signal) as spoken of on
column 24, lines 44-46.

Lastly, "passing said decrypted or enabled at least said second of said plurality of
signals to a controllable device; and controlling said controllable device on the basis of
said passed decrypled or enabled at least said second of said plurality of signals™ is
anticipated by returning of the audio signal 1o original analeg format whereby proegram
audic may be processed and presented (1o a controllable device} in a conventional

manner as spoken of on column 24, lines 47-50.
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Regarding claim 58, “a methoed of processing signals at a receiver station” is
anticipated by the decryption method speken of on column 24, lines 30-50.

“Receiving at least one informaticn transmission; identifying a plurality of signals
in said at least cne information transmission; selecting a first signal of said plurality of
signals including downloadable code” is anficipated by the conveying of a composite
television signal (information transmission) to a subscriber including a videc portion, an
aural portion, and an encryption cedes signal (signal including code) comprising a
sequence of encryption codes as spoken of on ¢column 24, lines 3C-35, as well as an
encryption cedes signal detector that detects and separates (identification of and
selection of) the encryption codes signal {signal including code) from the television
signals as spoken of on column 24, lines 40-41.

“Passing said downloadable code 10 g processor; controlling a decryptor 1o
decrypt in a specific fashicn on the basis of said dewnloadable code; decrypting at least
one second signal of said plurality of signals in said specific fashion” is anticipated by
the inverse encryption means {decryptor processor) that uses the separated encryption
codes signal to return the delected audio signal {second signal} tc the pre-encryplion
digitized condition {decrypted programming} as spoken of on column 24, lines 44-46.

Lastly, “passing said at least one second signal to ong of said processor and an

oulput device” is anticipated by returning of the audio signal to original analog format
whereby program audio may be processed and presented {to an output device) in a

conventicnal manner as spoken of on column 24, lines 47-50.
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7. Claim 24 is rejected under 35 U.S.C. 102{b) as being anticipated by Yanagimachi
et al. (U.S. 3,936,595) (hereinafter “Yanagimachi™}. Yanagimachiteaches all of the
limitaticns of the specified claims with the reasoning that follows.

Regarding claim 24, “a method of controlling a remote transmitter station to
communicate pregram material to a subscriber station and controlling said subscriber
station to process or output a unit of programming” is anticipated by the programming
transmission methed performed by the transmitter 102 of Figure 14 as spoken of on
column 14, line 51 — column 15, line 36.

“Receiving a control signal which operates at the remote transmitter station to
control the communication of a unit of programming and one or more first instruct
signals and communicating said control signal to said remote transmitter station” is
anticipated by the signal code allocation control device 104 of Figure 14 that receives
data {control signal} supplied from the signal generating device 101 that is used to
determine signal transmissicn timings as spoken of on column 14, lines 51-68.

“Receiving a code or datum identifying a unit of programming to be transmitted
by the remote transmitter station, said remote transmitter station transferring said unit of
programming to a transmitter” is anticipated by the signal code allocation control device
104 that produces and supplies program material control codes identifying particular
programming tc an ocutput terminal 114 {transmitter) as shown in Figure 14 and spoken

of on column 15, lines 11-32.
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“Receiving at said remote transmitter station one or more second instruct signals
which operate at the subscriber siation to identify or decrypt said unit of programming
or said one or more first instruct signals, said remote transmitter station transferring
said one or more second instruct signals to said transmitter” is anticipated by the signal
code allocation control device 104 that produces and supplies item control codes
{instruct signals) identifying particular programming to an cufput terminal 114
{transmitter) as shown in Figure 14 and spcoken of on column 15, lines 11-32.

Lastly, “tfransmitting from said remote transmitter station an information
transmission comprising said unit of pregramming, said cne or more first instruct
signals, and said cne or more second instruct signals, said ene or more first instruct
signals being transmitted in accordance with said control signal” is anficipated by the
transmission of the combined signal from cutput ferminal 114 (transmitter) tc a
transmission path 115, where the combined signal includes videc and audic
programming as well as varicus conirol codes (insiruct signals) as spoken of on column

15, lines 25-32.

2. Claims 31 and 54 are rejected under 35 U.8.C. 102(e) as being anticipated by
Ostermann et al. (U.S. 4,484,025) (hereinafter *“Ostermann”). Ostermann teaches all of
the limitations of the specified claims with the reasoning that follows.

Regarding claim 31, “a method of controlling at least one of & plurality of receiver
stations™ Is anticipated by the enciphering/deciphering method performed by the

terminals 1 and 2 of Figure 1.
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“Receiving downloadable code which is effective at said at least one of said
plurality cof receiver stations to implement a new technique of decrypting and delivering
the downloadzble code to at least one transmitter” is anticipated by the transmission of
a cipher algorithm {downlcadable code) frcm cipher program storage 18 to program
memory 22 of a programmable cipher computer 12 (transmitter) that indicates a
particular enciphering/deciphering technique as spcken of en column 2, lines 38-41.

“Receiving at least one control signal which at said at least one of said plurality of
receiver stations operates to execute the downloadable code; and causing said at least
cne contrel signal to be communicated to said at least cne transmitier at a specific time,
thereby to transmit at least one information transmission including the downloadable
code and said at least one control signal” is anticipated by the tfransmissicn of a bit
sequence (control signal) from ¢ipher equipment 16 to cipher computer 12 {fransmitier)
indicating a particular stored cipher program {downlcadable code) to be used as spoken
cf on column 3, lines 10-19.

Regarding claim 54, “a method of providing an enabling signal to a receiver
siation from a remote data scurce, said enabling signal for use in decrypting at the
receiver station a programming signal, said recelver station being programmed to get
information necessary for enabling a programming signal” is anticipated by the
enciphering/deciphering method performed by the terminals 1 and 2 (receiver station
and remote data source} of Figure 1.

“Storing at the remote data source one or more conirol signals for enakling a

decryptor to decrypt a video” is anticipated by the cipher equipment 16 (remote data
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source} that contains cipher program storage 18 for storing a cipher algorithm as
spoken of on column 2, lings 38-41.

“‘Receiving at the remote data source from the receiver station a communication
to get specific enabling information” is anticipated by the cipher algorithm request
{communication) transmitted from the terminal 1 to the terminal 2 {remote data source)
requesting a cipher algorithm {enabling information) as spoken of on celumn 3, lines 4-
9.

“Communicating, from the remote data source 1o the receiver station in response
to said communication frem the receiver station, a contrel signal” is anticipated by the
transmission of a cipher algorithm {control signal} frem cipher pregram storage 1810
program memory 22 of a pregrammable cipher computer 12 that indicates a particular
enciphering/deciphering technique as spoken of on column 2, lings 38-41.

“Whereby the receiver station inputs said control signal to a decryptoer, and
wherein said decryplor decrypts said programming signal” is anticipated by a receiver
terminal that centains means for deciphering (decryptor) received ciphered data text in
accordance with a cipher algorithm and a cipher key as spoken of on column 4, lines
52-b4, as well as celumn 2, lines 16-24, which states that terminals 1 and 2 each
contain transmitters and receivers as shown in Figure 1.

Claim Rejections - 35 USC § 103
9. The following is a quotation of 35 U.5.C. 103(a} which forms the basis for all

chviousness rejections set forth in this Cffice action:

{a) A patent may not be obtained though the invention is not identically disclosed or described as set
forth in section 102 of this title, if the differences between the subject matter scught to be patented and
the prior art are such that the subject matter as a whole would have been obvicus at the time the
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invention was made to a person having ordinary skill in the art to which said subject matter pertains.
Patentability shall not be negaiived by the manner in which the inveniion was made.

10.  This application currently names joint inventors. In considering patentability of
the ¢laims under 35 U.S.C. 103{a}, the examiner presumes that the subject matter of
the varicus claims was commaonly cwned at the time any inventions covered therein
were made absent any evidence to the contrary. Applicant is advised of the obligation
under 37 CFR 1.58 to point out the inventor and invention dates of each claim that was
not commonly owned at the time a later invention was made in order for the examiner to
consider the applicability of 35 U.S.C. 103(c) and potential 35 U.5.C. 102{e), {f) or {g)
prior art under 35 U.S.C. 103(a).

11.  Claims 32-36, 38, and 39 are rejected under 35 U.S.C. 103(a) as being
unpatentable over Ostermann et al. {U.S. 4,484,025} {hereinafter "Ostermann”} in view
cf Davidseon (Re. 31,735).

Regarding claim 32, Ostermann teaches the method of claim 31 as described
above. Cstermann does not explicitly teach decryption of television programming.

Heowever, Davidson teaches the application of encryption/decryption techniques
to television signals as spoken of on column 24, lines 30-50.

At the time of the inventicn, it would have been obvious 1o someone of ordinary
skill in the art, given these references, to apply the enciphering/deciphering methods of
Ostermann 10 television program signals in order to effectively enable high security and
deterring of unautherized viewers in a television environment as spoken of an column 2,

lines 31-36 of Davidson.
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Regarding claim 33, Ostermann teaches the transmission of a cipher algorithm
{insiruct signal} from cipher program storage 18 to program memory 22 of a
programmable cipher computer 12 {(transmitter) that indicates a particular
enciphering/deciphering technigue as spoken of on column 2, lines 38-41.

Ostermann also teaches a receiver terminal that contains means for deciphering
received ciphered data text in accerdance with a cipher algerithm and a cipher key as
spoken of on column 4, lines 52-54, as well as column 2, lines 16-24, which states that
terminals 1 and 2 each contain transmitters and receivers as shown in Figure 1.

Ostermann does not explicitly teach decryption of television programming.

Heowever, Davidson teaches the application of encryption/decryption techniques
to television signals as spoken of on column 24, lines 30-50.

At the time of the invention, it would have been obvious to someone of ordinary
skill in the art, given these references, to apply the enciphering/deciphering methods cf
QOstermann to television program signals in order to effectively enable high security and
deterring of unauthorized viewers in a television environment as speken of on column 2,
lines 31-36 of Davidson.

Regarding claim 34, Ostermann teaches the transmission of a cipher algorithm
(signal) from cipher program storage 18 to program memory 22 of a programmable
cipher computer 12 that indicates a particular enciphering/deciphering
(encryption/decryption) technique as spoken of on column 2, lines 38-41.

Ostermann also teaches the transmission of a bit sequence (signal) from cipher

equipment 16 1o cipher compuier 12 indicating a particular stored cipher program o be
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used {change in encryption/decryption technigue) as spcken of on celumn 3, lines 10-
19.

Ostermann also teaches a receiver terminal that contains means for deciphering
received ciphered data text (signal} in accerdance with a cipher algoerithm and a cipher
key as spoken of on column 4, lines 52-54, as well as column 2, lines 16-24, which
states that ferminals 1 and 2 each contain transmitters and receivers as shown in Figure
1.

Ostermann does not explicitly teach passing a decrypted signal to a controllable
device and controlling the ¢entrollable device on the basis of the passed decrypted
signal.

However, Davidson teaches returning cf an audio signal {decrypted signal} to
criginal analog format whereby program audic may be processed and presented {lc a
controllable device} in a cenventional manner as spoken of on column 24, lines 47-50.

At the time of the inventicn, it would have been cbvicus o someone of crdinary
skill in the art, given these references, to apply the post-decryption processing and
presentaticn as taught in Davidsorn to the system of Ostermann in order o gllow the
receiving station to make appropriate use of the recovered decrypted signal.

Regarding claim 35, Ostermann further teaches where the cipher algorithm
{instruct signal} is transferred that matches informaticn provided in a received bit
sequence as spoken of on column 3, lines 10-20.

Regarding claim 38, Ostermann further teaches where the cipher algorithm

(instruct signal} is fransferred that matches information provided in a received bit
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sequence that indicates which cipher program is to be used at a particular time
{schedule) as spoken of on column 3, lings 10-20.

Regarding claim 38, Ostermann further teaches where the cipher algorithm
{instruct signal} is transferred that matches information provided in a received bit
sequence (identifier} as spoken of on column 3, lines 10-20.

Regarding claim 39, Osfermann further teaches where the cipher algorithm
{instruct signal} is transferred that matches information provided in a received bit
sequence (identifier) as spoken of on column 3, lines 10-20, as well as column 3, lines
49-61, which states that the bit sequence centzins identification codes of the fransmitter
and addressed receiver (indicates transmission channel}.

Allowable Subject Matter
12.  Claims 23, 25-30, and 43-53 are allowable cver the prior art of record.
13.  Claim 37 is objected to as being dependent upon a rejected base claim, but
would be allowable if rewritten in independent form including all of the limitations of the
base claim and any intervening claims.
14.  The following is a statement of reaseons for the indication of allowable subject
matter:

Regarding claims 23, 25-30, 37, and 43-53, these claims are allowable for the
reasons indicated in the previcus Office Action.

Response to Arguments
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15.  Applicant’s arguments with respect to the obvicusness-type deuble patenting
rejection of claim 22 in view of claim 26 of U.5. 7,805,749 have been fully considered
and are persuasive. This particular rejection has been withdrawn.

16.  Applicant's other arguments filed 10/6/11 have been fully considered but they are
not persuasive.

Regarding claim 24, Applicant argues that claim 14 of U.S. Patent 7,801,304
does not teach “receiving at said remote transmitter station one or mere second instruct
signals which operate at the subscriber station to identify or decrypt said unit of
programming or said cne or more first instruct signals”.

Claim 14 of the above U.S. Patent 7,801,304 recites "receiving at said remote
transmitter staticn said one or more digital second instruct signals which cperate at the
subscriber station to decrypt said digital programming”.

Due te the above alternative language claimed in claim 24, and since the above
recited limitation of claim 14 leaches cne of the claimed alternatives, namely "decrypt
said digital programming”, it is maintained that claim 14 teaches the above recited
limitation of claim 24.

Regarding claim 24, Applicant further argues that Yanagimachi does not teach
"receiving a code or datum identifying a unit of programming to be transmitted by the
remote transmitter station™. Applicant further argues that the control codes of
Yanagimachi are not used to identify a unit of programming to be transmitted, but rather
are used at a receiver station "tc control a manner of sequentially connecting program

materials to construct at least one significant program...”.
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However, as provided in the previcus Office Action, Yanagimachi teaches where
program control codes identifying particular programming included in the transmission
are utilized by a transmitter station 102 and receiver station 103 for
transmission/receplicn and programming cufput as spoken of cn column 15, lines 2-32
as well as column 186, lines 22-40. Specifically, on column 18, lines 22-40, it is stated
that "the centrol code fransmitted with the video and audio signals is decoded by a
transmission control code decoder 119 and the deceded control cede is collated with &
code set by the student through a selection input and answer input terminal 126. When

these codes coincide with esch other, the desired videe signal of one television frame

period is gated cut by a videc frame gate 122"

According to the above teachings of Yanagimachi, the received control codes do
identify units of programming that are transmitted by the transmitter 102, as the control
codes are used at the receiver to identify particular units of programming to be extracted
for output to g user.

Therefore, the obviousness-type double patenting rejection of ¢laim 24 in view of
claim 14 of the above U.S. Patent and Yanagimachi is maintained.

Regarding claims 22, 40-42, and 55, Applicant asserts that these ¢laims are
related 1o the encryption and decryption of signals. Applicant alsc asserts that the
Board of Patent Appeals and Interferences decided in Ex parte Personalized Media
Communications, LLC (Appeal 2008-4228, Ex parte Reexamination Contrel 90/006,536)
at pages 53-54, that encrypticn requires a digital signal and that encryption and

decryption are not broad enough to read on scrambling and unscrambling. Applicant
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argues that although claims 65 and 72 of Davidson claim means for encrypting and

decrypting a digitized audic signal, the description of Davidson merely describes

scrambling and unscrambling analog videce signals and digitizing analog audio signals.
However, claim 65 recites “the aural portion comprising a periodically sampled

and digitized audio signal encrypted in accordance with the encryption codes signal”.

Further, claim 72 recites "means responsive 1o the encryption cede signal for digitally

encrypting each digitized program audio sample from the digitizing means".

Further, Figure 8b of the description of Davidson shows a digitized aural signal
consisting of 11 bits. Further, Figures 5, 8, and 10 show digital lcgic circuitry of the
disclosed system of Davidson used for digital signal processing. It is maintained that
Davidson teaches the encryption and decryption of digital signals.

Further, this particular argument regarding the terms “encryption” and
“decryption” and how these terms are to be construed in light of Applicant’s specification
was raised in the memerandum opinion and order in the United States District Court for
the Eastern District of Texas Marshall Division (submitted to the record by Applicant via
[DS). On pages 53-54 of the memorandum opinion and order, the court rejecis
Applicant’'s attempt to limit the encrypt/decrypt terms to digital data. It is recited in the

memorandum cpinicn and order that:

“PMC's proposal fails te cite intrinsic evidence that mandates a narrow reading of
"encrypt” and "decrypt” to exclude scrambling and descrambling of analeg

transmissions. In its proposal, PMC purports to rely on intrinsic evidence that merely
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recites examples of decryption or encryption of digital signals. These citations do not
limit the scope of the encrypt/decrypt terms to digital signals. Furthermore, as shown
above, PMC's position is belied by the fact that the patents-in-suit alsc disclose
decrypting analog signals. "25 Palent at 173:41-47 {"...the decryptors, 107, 224, and
231, may be cenventional descramblers, well known in the art, that descramble analog
television transmissions and are actuated by receiving digital key information.”) As such,
the court agrees with Defendants that nothing in the intrinsic record reflects a clear
intent on the part of the patentee to limit the scope of the encrypt/decrypt terms to digital

signals”.

Based upon the above memaorandum opinion and order, the terms “encrypt” and
“decrypt” should be construed to include "scrambling” and "descrambling”, se even if the
claimed "encryption” and "decryption” of Davidson is interpreted as including
“scrambling” and "descrambling”, it is mainiained that Davidson is applicable o
Applicant’s claims 22, 40-42, and 55.

Regarding claim 22, Applicant argues that Davidson does not teach “receiving
encrypted programming, said encrypted programming having en encrypted centrol
signal; detecting said contrcl signal; passing said control signal to a decryptor at said
subscriber station; decryplting said conirol signal”.

However, as provided in the previcus Cffice Action, Davidson teaches the

conveying of a composite television signal to a subscriber including a video portion, an
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aural portion, and an encryption cedes signal {control signal} comprising a sequence of
encryption codes as spoken of on ¢olumn 24, lines 30-35.

Davidson also teaches the encryption codes signal detector means for
separating the encryption cecdes signal {decrypting the control signal} from the television
signal as spoken of on column 24, lines 39-41. [t is maintained that the separation of
the encryption codes signal from the encrypted programming signal may be considered
a decryption of a control signal.

Regarding amended claim 40, Applicant argues that Davidson does not teach
“locating a signal including code™

Heowever, as provided in the previcus Office Action and clarified above, Pavidson
teaches the conveying of a composite television signal {informaticn transmission) tc a
subscriber including a video portion, an aural portion, and an encrypticn codes signal
{signal including code) comprising a sequence of encryption codes as spoken of on
column 24, lines 30-35, as well as an encryption codes signal detecter that detects
(locates) and separates the encryption codes signal (signal including code) from the
television signals as spoken of on column 24, lines 40-41.

Further, the terms detecting, finding, or locating are considered syncnymous in
meaning (referring to Reget's College Thesaurus in Dictionary Form, Copyright {¢)
1985).

Regarding claim 41, Applicant argues that Davidson is silent regarding delivering

programming and communicating informaticn to a transmitter.
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However, as provided in the previcus Cffice Action, Davidson teaches the
subscription television transmitter that generates television signals (programming)
having video and audic portions for subsequent transmission as spoken of on column
25, lines 45-50.

Applicant also argues that Davidson fails to teach embedding digital data in an
information transmission in a varying pattern of timing or [ccation.

Hewever, as provided in the previcus Office Action, Davidson teaches the
encryption cede signal generating means that generates a continuous sequence of
encryption cedes (digital data instruct signal) as well as the means for combining (signal
embedder) that combines the encryption codes signal, the digitized and encrypted audic
program signal, and a video program signal with carrier signals for transmission toc a
receiver as spoken of on column 25, lines 50-53 as well as ¢elumn 28, lings 1-9.

Since the above claim language does not indicate what specific type of varying
timing pattern or varying location pattern is being claimed, it is maintained that the
combination of the above encryption codes signal, the digitized and encrypted audic
program signal, and a video program signal with carrier signals for transmissicn would
include an embedding of the encryption codes signal within the programming in socme
varying pattern or fashicn.

Regarding claim 42, Applicant argues that Davidson does not teach decrypling a
signal that includes at least one instruct signal which is effective to instruct.

However, as provided in the previocus Cffice Action, Davidson teaches the

inverse encryption means {decryptor processor) that uses the separated encryption
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codes signal to return the detected audio signal to the pre-encryption digitized conditicn
{decrypted signal} as spoken of gn column 24, lines 44-46.

Applicant further argues that Davidson is silent regarding passing a decrypted
instruct signal to a controllable device and controlling the controllable device on the
basis of the information included in the decrypted instruct signal.

However, as preovided in the previcus Office Action, Davidson teaches returning
cf the audio signal to original analog format whereby program audio may be processed
and presented (tc a controllable device) in a conventional manner as spoken of on
column 24, lines 47-50, The contrellable device being a device suitable for
cutput/presentaticn of an audio signal.

Regarding claim 55, Applicant argues that Davidson does not teach “controlling
said controllable device on the basis of said passed decrypted or enabled at least said
second of said plurality of signals™.

However, as previded in the previcus Office Action, Davidson teaches returning
cf the audio signal to original analog format whereby program audio may be processed
and presented (to a controllable device)} in a conventional manner as spoken of on
column 24, lines 47-50. The controllable device being a device suitable for
cutput/presentation of an audio signal. The audic signal is operable in the controlling of
this type of device by causing output cf the respective audio signal.

Regarding new claim 56, Applicant argues that Pavidson does not teach any

selecting of a first signal in a transmission that includes downloadable code.
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However, as provided above, Davidson teaches an encryption codes signal
detecter that detects and separates (identification of and selection of) the encryption
codes signal (signal including code) from the television signals as spoken of on column
24, lings 40-41.

It is maintained that the separation of the encryption codes signal from the
television signals (pluralily of signals) may be considered a selection of a signal.

Regarding amended claim 24, Applicant argues that Yanagimachifails tc teach
“receiving at said remote transmitter station one or more second instruct signals which
cperate at the subscriber station tc identify or decrypt said unit of pregramming or said
one or more first instruct signals, said remote transmitter station transferring said one or
more second instruct signals o said transmitter”.

However, as provided in the previous Cffice Action, Yanagimachi teaches the
signal code allocation control device 104 that produces and supplies item contre! cedes
{instruct signals) identifying particular programming to an cutput terminal 114
{transmitter) as shown in Figure 14 and spoken of on column 15, lines 11-32.

Cue tc the above alternative language, and since Yanagimachi teaches one of
the claimed alternatives, namely identifying a unit of programming, it is maintained that
Yanagimachi teaches the above limitation in question.

Regarding amended claims 31 and 32, Applicant argues that Ostermann fails to
teach “receiving at least one control signal which at said at least one of said plurality of
receiver stations operates to execute the downloadable code: and causing said at least

one control signal to be communicated to said at least one transmitter at a specific time,
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thereby to transmit at least one information transmission including the downloadable
code and said at least one control signal”.

However, as provided in the previous Cffice Action, Ostermann teaches the
transmission of a bit sequence {control signal} from cipher equipment 16 to cipher
computer 12 {fransmitter) indicating a particular stored cipher program {downloadable
code) to be used as spoken of on column 3, lines 10-19. The specific time of the bit
sequence transmission is the time at which the particular ¢ipher algorithm is selected.
Furthermore, the type of encryption is selected via transmission of the bit seguence
which causes the corresponding cipher program (downlocadable code) to be transferred
(downloaded).

Regarding claim 54, Applicant argues that Cstermann does not address the
decryption of video.

However, the language “for enabling a decryptor to decrypt a video™ s an
intended use clause that dces not necessarily limit the scope of a claim. See MPEP
2106, Il, C.

Furthermore, Ostermann is directed tec the iransmission of a cipher program to
allew encryption or decryption of "data”, where this data in a general sense could
include audio, video, or other known types of data.

Regarding claim 33, Applicant argues that neither Davidson nor Ostermann
teach "receiving a television program at a transmitter station and delivering said

television program to a transmitter”.
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However, as provided in the previous Cffice Action, Ostermann teaches the
transmission of a cipher algerithm (instruct signal) from cipher pregram storage 18 {o
pragram memory 22 of a pregrammable cipher computer 12 {fransmitter) that indicates
a particular enciphering/deciphering technique as spcken of on column 2, lines 38-41.

Ostermann also teaches a receiver terminal that contains means for deciphering
received ciphered data text in accerdance with a cipher algerithm and a cipher key as
spoken of on column 4, lines 52-54, as well as column 2, lines 16-24, which states that
terminals 1 and 2 each contain transmitters and receivers as shown in Figure 1.

Ostermann does not explicitly teach decryption of television programming.

Heowever, Davidson teaches the application of encryption/decryption techniques
to television signals {that are transmitted and received) as spoken of on column 24,
lines 30-50.

At the time of the inventicn, it would have been cbvious to someone of ordinary
skill in the art, given these references, 1o apply the enciphering/deciphering methods of
Ostermann to television program signals in order to effectively enable high security and
deterring of unauthorized viewers in a television envircnment as spcken of on column 2,
lines 31-36 of Davidson.

Regarding claim 34, Applicant argues that neither Davidson nor Ostermann
teach “passing said decrypted second of said plurality of signals to a controllable
device; and controlling said controllable device on the basis of said passed decrypted

second of said plurality of signals”™.
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However, as provided in the previcus Cffice Action, Davidson teaches retuming
of the audio signal 1o original analog fermat whereby program audio may be processed
and presented (tc a controllable device) in a conventional manner as speken of on
column 24, lines 47-50. The conircllable device being a device suilable for
cutput/presentation of an audio signal. The audic signal is operable in the controlling of
this type of device by causing output of the respective audio signal.

Regarding claim 386, Applicant argues that Cstermann does not teach *wherein
said step of transferring is performed in accordance with a schedule”.

However, as provided in the previous Cffice Action, Ostermann teaches where
the ¢ipher algerithm {instruct signal) is transferred that matches information provided in
a received bit sequence that indicates which cipher program is tc be used at a particular
time {schedule) as spoken of on column 3, lings 10-20. In other words, the transferring
of a particular cipher algorithm is performed in accerdance with a particular order or
schedule depending on a received bit sequence indicating which cipher pregram is to
be used at & particular time.

Regarding claim 39, Applicant argues that Osfermann does not teach “said
identifier identifies at least one of (i} said television program and (ii} a channel including
said television program. Applicant further argues that Gstermann does not teach the
identification of a television program, or anything transmitted to the receiver station,

Heowever, as provided in the previcus Office Action, Ostermann teaches where
the cipher algorithm {instruct signal) is transferred that matches infermation provided in

a received bit sequence (identifier) as speken of on column 3, lines 10-20, as well as
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column 3, lines 49-61, which states that the bit seguence contains identification codes

of the transmitter and addressed receiver {indicates transmissicn channel. [t is

maintained that the above identification cedes would indicate a particular channel that a
transmission is utilizing between a fransmitier and an addressed receiver.

Conclusion
17.  THIS ACTION IS MADE FINAL. Applicant is reminded of the extensicn of time
policy as set forth in 37 CFR 1.136(a).

A shortened statutory period for reply to this final action is set to expire THREE
MONTHS from the mailing date of this action. [n the event a first reply is filed within
TWO MONTHS of the mailing date of this final action and the adviscry action is not
mailed until after the end of the THREE-MCNTH shortened statutory period, then the
shortened statutory period will expire on the date the advisory action is mailed, and gny
extension fee pursuant to 37 CFR 1.136{a) will be calculated fram the mailing date of
the adviscry action. In no event, however, will the statutory period for reply expire later
than SIX MONTHS from the mailing date of this final action.

Any inquiry concerning this communication or earlier communications from the
examiner should be directed to MICHAEL J. MCORE, JR., whose telephone number is
(571)272-3168. The examiner can normally be reached on Menday-Friday (7:30am -
4:00pm).

If attempts fo reach the examiner by telephone are unsuccessful, the examiner's
superviscr, William Korzuch can be reached on (571) 272-7589. The fax phone number

for the organization where this application or proceeding is assigned is 571-273-8300C.

PMC Exhibit 2016
Apple v. PMC
IPR2016-00754

Page 1140



Application/Control Number: 08/449,413 Page 38
Art Unit: 2467

Information regarding the status of an application may be obtained from the
Patent Application Information Retrieval (PAIR) system. Status infermation for
published applications may be obtained from either Private PAIR or Public PAIR.
Status infermation for unpublished applicaticns is available threcugh Private PAIR only.
For more information about the PAIR system, see hitp//oair-direct.uspto.gov. Should
you have questions on access tc the Private PAIR system, centact the Electronic
Business Center {EBC) at 866-217-9197 {toll-free). If you would like assistance from a
USPTO Customer Service Representative or access 1o the automated information
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000.

/Michael J. Moore, Jr./
Primary Examiner, Art Unit 2467
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

In re Patent Application of;
John C. Harvey ef al.

Application No.: 08/449.413
Filed: May 24, 1995

For: SIGNAL PROCESSING APPARATUS AND
METHODS

Confirmation No.: 1756

Art Unit; 2467

Examiner: Moore Ir., Michael J.

AMENDMENT AFTER FINAL REJECTION AND REQUEST FOR

RECONSIDERATION

MS AF

Commissioner for Patents
P.O. Box 1450

Alexandria, VA 22313-1450

Dear Sir:

In response to the Final Office Action dated December 30, 2011, please amend the

above-identified application as follows.
Amendments to the claims begin on page 2.

Remarks begin on page 11.
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AMENDMENT TO THE CLAIMS

Claims 22-56 are the only pending claims.
I -21. {Cancelled)

22. {(Currently Amended} A method for contrelling the decryption of encrypted

programming at a subscriber station, said method comprising the steps of:

receiving encrypted digital programming. szid encrypted digital pregramming having an
encrypted digital control signal;

detecting said control signal,

passing said control signal to a decryptor that decrypts encrypted digital data at said

subscriber station;
decrypting said control signal;

decrypting said encrypted digital programming to form decrypted programming based on

said contrel signal; and
presenting said decrypted programming to a viewer or listener,

23. {Previcusly Presented) A method for controlling the decryption of programming

at a subscriber station, said method comprising the steps of:

receiving programming, said programming having a first encrypted digital control signal

portion and an encrypted digital information pertion;
detecting said first encrypted digital contrel signal porticn of said programming;

passing said first encrypted digital contrel signal portion of said pregramming to a first

decryptor at said subscriber station;

decrypting said first encrypted digital control signal portion of said programming using

said first decryptor at said subscriber station;
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passing said encrypted digital information portion of said programming and the decrypted

control signal portion to a second decryptor at said subscriber station;

decrypting said encrypted digital information porticn of said programming using said

second decryptor at said subscriber station based on the decrypted control signal portion; and
presenting said programming.

24. {Currently Amended) A method of controlling a remote transmitter station to
communicate program material to a subscriber station and controlling said subscriber station to

process or output a unit of programming, said methed comprising the steps of:

receiving a control signal which operates at the remote transmitter station to control the
communication of a unit of programming and one or more first instruct signals and

communicating said control signal to said remote transmitter station;

receiving a code or datum identifying a unit of programming to be transmitted by the
remote transmitter station, said remote transmitter station transferring said unit of programming

to a transmitter;

receiving at said remote transmitter station one or mere secend instruct signals which
operate at the subscriber station to identify e and decrypt said unit of programming or said one
or more first instruct signals, said remote transmitter station transferring said one or more second

instruct signals to said transmitter; and

transmitting from said remote transmitter station an information transmission comprising
said unit of programming, said one or more first instruct signals. and said one or more second
Instruct signals, said one or more first instruct signals being transmitted in accordance with said

control signal.

25. (Previously Presented) The method of claim 23, wherein said programming

further includes encrypted video.

20. {Previcusly Presented) The method of claim 23, wherein said subseriber station

stores information that evidences processing said programming,
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27.  (Previously Presented) The method of claim 23, wherein said programming is
received at said subscriber station in one channel of a multichannel signal and a second control
signal portion used to decrypt said programming is included in said multichannel signal outside

said one channel.

28. {Previcusly Presented) The method of claim 23, wherein said subscriber station
detects, in a transmission channel including said programming, a second centrol signal portion

used to decrypt the first control signal portion.

29, {Previcusly Presented) The method of claim 23, wherein the subscriber staticn
detects, in a transmission channel for transmitting the programming, a second contro! signal
portion used to decrypt the first control signal portion, and wherein the second centrol signal
porticn is encrypted, and wherein the second control signal portion is decrypted in order to

enable decryption of the first control signal porticn,

30. {Previcusly Presented) The method of claim 23, wherein said programming

includes computer data.

31. {Previcusly Presented) A method of controlling at least cne of a plurality of

receiver stations, said method comprising the steps of:

receiving downloadable code which is effective at said at least cne of said plurality of
receiver staticns to implement a new technique of decrypting and delivering the downlcadable

code to at least one transmitter;

receiving at least one contrel signal which at said at least one of said plurality of receiver

stations operates to execute the downloadable code; and

causing said at [east one control signal to be communicated to said at [east one transmitter

at a specific time,

thereby to transmit at least one information transmission including the downloadable

code and said at least one contrel signal.
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32, (Previously Presented) The method of claim 31, wherein 2 television program is
displayed at & receiver station and said downloadable cede and szid at least one control signal
program said receiver station to decrypt said television program in accordance with said new

technigue.

33. {Previcusly Presented) A method of communicating television program material

to one or more receiver stations, said method comprising the steps of:

receiving a television program at a transmitter station and delivering said television

program to a transmitter;

receiving and storing one or more instruct signals at said transmitter station, said one or
more instruct signals at said one or more receiver stations operative to implement a new

technigue of decrypting;
transferring said cne or moere instruct signals to said transmitter; and

transmitting said television program and said one or more instruct signals from said

transmitter station to said one or more receiver stations.

34. {Previcusly Presented) A method of processing signals at a receiver station

comprising the steps of:
receiving at least one information transmission;
detecting a plurality of signals in said at least one informaticn transmission;
changing a decrypticn technique in respense te at least a first of said plurality of signals;

decrypting a secoend of said plurality of signals on the basis of said changed decryption

technique;
passing said decrypted second of said plurality of signals to a controllable device; and

centrolling said centrollable device on the basis of said passed decrypted second of said

plurality of signals.
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35.  (Previously Presented) The method of claim 33, whereir said step of transferring

is performed based on comparison,

36. {Previcusly Presented) The method of claim 33, wherein said step of transferring

is performed in accordance with a schedule.

37. (Previocusly Presented) The method of claim 36, wherein said schedule specifies a
transmission time and a transmission channel, said method further comprising the steps of

receiving and storing said schedule at said transmitter station.

38. {Previcusly Presented) The method of claim 33, wherein said one or more instruct
signals operate at szid one or more receiver stations based on an identifier, said method further

comprising the step of transmitting said identifier.

39. {Currently Amended) The method of claim 38, wherein an information
transmission including said television program is received at said one or more receiver stations,
wherein said television program is outputted at said one or more receiver stations, and wherein
said identifier identifies atieast-one-of (i} said television program and (11) a channel including

said television program.

44, {Currently Amended} A method of processing signals at a receiver station
comprising the steps of:

receiving at least one encrypted digital information transmission;

locating code;

passing said code to a processor;

controlling a decryptor that decrypts encrypted digital datz to decrypt in a specific

fashion on the basis of said code;

decrypting a portion of said at least one information transmissicn in said specific fashion;

and
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passing said decrypted porticn of said at least cne encrypted digital information

transmission to one of said processor and an output device,

41, {Currenily Amended} A method of controlling a receiver station to detect digital

data and control a decryptor that decrypts encrypted digital data based on a varying pattern of

timing or location, said method of controlling comprising the steps of:
receiving programming and delivering said programming to a transmitter;

receiving digital data comprising at least an instruct signal and communicating said
digital data to a signal embedder, said instruct signal operative at said receiver station to control

said decryptor;

centrolling said signal embedder to embed said digital data in an encrypted digital

informaticn transmission in a varying pattern of timing cor lecation;
cemmunicating said encrypted digital infermaticn transmission to said transmitter; and

transmitting said programming and said encrypted digital information transmission

including said digital data.

42, {Currently Amended)} A method of processing signals at a receiver station

comprising the steps of:

receiving at least one encrypted digital information transmission;

detecting a plurality of signals on said at least cne encrypted digital information

transmission;

decrypting at least one of said plurality of signals, said at least one decrypted signal

including at least one instruct signal which is effective to instruct;
passing the at least one decrypted instruct signal to a controllable device; and

centrolling said centrollable device on the basis of decrypted infermation included in said

at least one decrypted instruct signal.
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43, {Previcusly Presented) A method for decryptor activation in a network

comprising:
receiving a transmission comprising encrypted materials;

decrypting under first processcr control a first portion of said encrypted materials in said

transmission;
inputting said first portion of said encrypted materials to a decrypter;

decrypting under second processor control a second portion of said encrypted materials

based on said step of decrypting said first pertion of said encrypted materials.

44, {Previcusly Presented) The method of claim 43 wherein said transmissicn in said

step of receiving & transmission is a multichanrel signal separated in the frequency domain,

43, {Previously Presented) The methed of claim 44 wherein said transmission is a

cable system broadcast.

46. {Previcusly Presented) The method of claim 43 wherein said transmissicn in said

step of receiving a transmission is a multichannel signal separated in the time domain.

47, {Previcusly Presented) The method of claim 43 wherein said transmissicn in said

step of receiving a transmission is generated at a local data source.

48, {Previously Presented) The methed of claim 47 wherein said local data source

comprises a VCR.

49 (Previcusly Presented) The methed of claim 47 wherein said local data socurce

comprises a laser disk.

50. {Previously Presented) The methed of claim 43 wherein said encrypted materials

comprise a porticn of a television program.
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51. {Previcusly Presented) The method of claim 43, wherein said transmission in said
step of receiving a transmission and a signal necessary for decryption are received from different

SOUICES,

52. {Previcusly Presented) The methed of claim 51, further comprising the step of
contacting a remote transmitter station to receive one of said transmission and said signal

necessary for decryption.

53. {Previcusly Presented) The method of claim 51, wherein a signal necessary for

decryption is communicated by telephone.

54, {Previcusly Presented) A method of providing an enzabling signal to a receiver
station from a remote data scurce, said enabling signal for use in decrypting at the receiver
station a programming signal, said receiver station being programmed to get information

necessary for enabling a programming signal, said method comprising the steps of:

storing at the remote data source one or more control signals for enabling a decrypter to

decrypt a video;

receiving at the remote data source from the receiver station a communication to get

specific enabling information;

coemmunicating, from the remote data source to the receiver station in response to said

communication from the receiver station, a contrel signal,

whereby the receiver station inputs said control signal te a decryptor, and wherein said

decryptor decrypts szid programming signal,

55. {Currently Amended) A method of processing signals at a receiver station

comprising the steps of:
receiving one or mere encrypted digital information transmissions at said receiver station;

detecting a plurality of signals on said one or more encrypted digital information

transmissions, at least a first of one of said plurality of signals including a control signal;
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controlling a decryptor that decrypts encrypted digital data in respense to said contrel

signal;

decrypting or enabling communication of at least a second of said plurality of signals on

the basis of said step of controlling said decryptor;

passing said decrypted or enabled at least said second of said plurality of signals to a

controllable device; and

controlling said controllable device on the basis of said passed decrypted or enabled at

least said second of said plurality of signals.

50. {Currently Amended) A method of processing signhals at a receiver station

comprising the steps of:

receiving at least one encrypted digital information transmission;

identifying a plurality of signaly in said at least one encrypted digital information

transmission;
selecting a first signal of said plurality of signals including downloadable code;
passing said downloadable code to a processor;

controlling a decryptor that decrypts encrypted digital data to decrypt in a specific

fashion on the basis of said downloadable code;

decrypting at least one second signal of said plurality of signals in said specific fashion;

and

passing said at least one second signal to one of said processor and an output device.

10
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REMARKS

L. STATUS OF CLAIMS

Claims 22-56 are pending in this application. By this Amendment, claims 22, 24, 39 —
42,55, and 56 are amended. Reconsideration is respectfully requested in view of the above
amendments and the following remarks. An amendment submitted after a final office actien in
an application must comply with 37 C.F.R. § 1.116, which states that:

(1) An amendment may be made canceling claims or compiying with any requirement of

Jorm expressly set forth in g previous Office action;

{2) An amendment presenting rejected claims in betier form for consideration on appeal

may De admitied; or

(3) An amendment touching the merits of the application or patent under

reexamination may be admitted upon a showing of good and sufficient reasons
why the amendment is necessary and was not earlier presented.

37C.FR.§ 1.116(b).

Applicants submit that this Amendment After Final Rejection and Request for
Reconsideration places this application in condition for allowance by amending claims in
manners that are believed to render all pending claims allowable over the cited art and/or at least
place this applicaticn in better form for consideration on appeal under 37 C.F.R. § 1.116(b)(2).
This Amendment is necessary because it at least clarifies and/or narrows the issues for
consideration by the Board and was not earlier presented because Applicants believed that the
prior response(s) placed this application in condition for allowance, for at least the reasons
discussed in those responses. Moreover, pursuant to 37 C.FR. § 1.116(b)}(3), this Amendment is
necessary to address the Office Action’s new rejecticns that were not previously presented
during the prosecution of this application. Accordingly, entry of the present Amendment, as an
earnest attempt to advance prosecution and/or to reduce the number of 1ssues, is requested under
37CFR.§ 1116,
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Applicants earnestly solicit a favorable reconsideration and prempt allowance of the
claims. Where the Office does not find that the claims are in condition for allowance, Applicants
respectfully request that the Office withdraw the finality of the Office Action for the reasons set
forth below,

11. DOUBLE PATENTING REJECTIONS

Claims 22, 34, 54, and 55 are rejected on the ground of nonstatutory obvicusness-type
double patenting as allegedly being unpatentable over claims 1, 22, and 23 of U.S. Patent No.
7,801,304, This is the patent that issued from Applicants’ DECR 81 group “A” applicaticn, U.S.
Patent Application Serfal No. 08/449.263. Claim 24 is rejected on the ground of nonstatutory
obviousness-type double patenting as being unpatentable cver claim 14 of the DECR 81 group
“A" patent, in view of Yanagimachi et al. (U.S. Patent No. 3,936,595) (*“Yanagimachi®),
Applicants maintain the arguments they asserted previously in regard to traversing the claim 24
rejection. If the Office maintains the rejections, Applicants acknowledge that a timely filed
terminal disclaimer in compliance with 37 C.F.R. 1.321{c} or 1.321(d} may be necessary to
overcome the nonstatutory double patenting rejection. However, Applicants request that the
requirement for filing the terminal disclaimer be held in abeyance, pending an indication of
allowable subject matter from the Office in the present application. If filed, the terminal
disclaimer will disclaim, in essential terms, the terminal part of the statutory term of any patent
granted on the above-referenced applicaticon, extending beyond the earliest expiration date of the
DECR 81 group “A™ patent, U.S. Patent No. 7,801,304

HI. SUMMARY OF PRIOR ART REJECTIONS

Many of the pending claims are rejected under 35 U.S.C. §§102 or 103 over references
including Davidson {Re. 31,735), Yanagimachi et al. (U.S. Patent No. 3,936,595)

{*Yanagimachi™), and Ostermann et al. {U.S. Patent No. 4,484.025) (“Ostermann™). The Office
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Action rejected claims 22, 40-42, 35, and 56 under 35 U.S.C. 102(e} as allegedly being
anticipated by Davidson; claim 24 under 35 U.S.C. 102{b) as allegedly being anticipated by
Yanagimachi; claims 31 and 54 under 35 U.5.C. 102(e) as allegedly being anticipated by
Ostermann; and claims 32-36, 38, and 39 under 35 U.S.C. 103(a) as allegedly being unpatentable

over the combination of Ostermann in view of Davidson.

1V.  SUMMARY OF APPLIED PRIOR ART

A. Davidson

Davidson is the reissued patent of U.S. Patent Ne. 4,215,366 that issued on July 29, 1980.
The reissued patent added new claims 65-74. The application for reissue was filed on July 26,

1982, well after the November 3, 1981 priority date of the instant application.

Davidson 1s directed to a “method and system for enceding and deceding of standard
television signals...” Cel. 3, 11. 26-28. “[V]idec scrambling is effected by inversion of the video
signals of some horizental scan lines ¢n a pseudo-random bias to produce a picture having some
videc signals inverted and others not inverted which is unpleasant to view and virtually
unintelligible.” Col. 3, 11. 29-34. Davidscn discloses converting analog audic signals to coded
digital audio signals. Col. 3, 1l. 34-36. A plurality of unique pulse-coded control signals
consisting of 32- bit binary pulse trains are transmitted separately to... provide the information

needed to unscramble the scrambled audio and video signals,” Col, 3, 11, 36-41,

Claim 65, added to the patent via reissue, claims a receiver in a subscription television
system having means for conveying television signals include a video pertion, an aural portion,
and an “encryption codes signal” comprising a sequence of “encryption cedes.” Col. 24, 11. 30-
35. The aural portion is a digitized audio signal “encrypted” in accordance with the “encryption

codes signal.” Col. 24, 1l. 35-39. The receiver has means to detect and separate the “encryption
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codes” signal from the television signals; to separate the digitized and “encrypted™ audio signal
from television signals; te return the detected audie signal to the “pre-encryption” digitized
condition; and to return the audic signal to the original analog format. Col. 24, 11. 40-50.
However, there is no mention of “encryption” anywhere in the disclosure of the patent. Only
scrambling and unscrambling is disclosed. The term “encrypticn,” as used in claim 63, was not

added until sometime after the reissue filing date of July 26, 1982,

Claim 72, also added to the patent via reissue, claims a “television transmitter for
generating television signals having a program video portion and program aural portion...” Col.
25, 11. 46-48. The transmitter has means to generate a continucus sequence of “encryption
codes™, to convey the program videc and program aural portions and the “‘encryption codes
signal” from the transmitter to authorized subscribers; to sample and digitize the program audio
signal; to digitally “encrypt” each digitized program audic sample in response to the “encryption
codes signal™; and to combine the “encrypticn codes™ signal, the digitized and “encrypted” audio
program signal, and a video program signal, with the carrier signals. Col. 25, 1. 52 — col. 26, . 9.
As mentioned above, there is no mention of “encryption” anywhere in the disclosure of the
patent. Only scrambling and unscrambling is disclosed. The term “encryption,” as used in claim

72, was not added until sometime after the reissue filing date of July 26, 1982.

The criginal Davidson *366 patent discloses video scrambling. The reliance on the
reissue patent cannot change this fact. The use of the term “encryption’ as added by the reissue
claims does nct change the fact that the fundamental videc signal of Davidson is an analog
television signal. The video signal of Davidson is not encrypted as encryption is a digital

process. For this reason, the Davidson reissue patent is limited in its use as a prior art reference.
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B.  Yanagimachi

Yanagimachi is directed to “a programmed infoermation transmission system wherein a
number of different program materials and control signals for controlling the progress and
combinatiens of the transmitted program materials are simultanecusly transmitted and in which
programmed information is constructed from a series ¢f the transmitted program materials at a

receiver end on the basis of the transmitted control signals.” Col. 1, 1l. 8-16.

A transmitter station receives videc and audio signals from a video and audio signal
generating device. Col. 14, 1. 51 — Col. 15,1. 5. An allocation control device at the transmitter
station produces control codes for effecting the channel allocation and transmission of the video
and audio signals. Col. 14, 1. 62 - Col. 15, 1. 2. The audio and video sighals are processed and
the time division multiplexed. Col. 15, . 6-10. Program material control codes and video
identification numbers supplied by the allecation contrel device are added te the video signals.
Col. 15,11, 11-16. Audio start and end sigrals are added to the audio signals. Col. 13,11, 16-18.
An item control code is inserted in the code frames of a transmission signal that is then combined
with the video and audio signals. Col. 135, Il. 19-28. The combined information transmission

signal is stored in memory and then transmitted to a receiver station. Col. 15, 11. 28-32.

The receiver station receives the information transmission containing videc signals, audio
signals, and a control code. Col. 16, 1l. 23-25. A user makes a selection at an input terminal that
is compared to the control code. Col. 16, 11. 25-30. The video and audio signals are separately
processed based on the comparison. Col. 16, 1l. 30-36; Cel. 16, 1l. 37-43. The desired video
signzl is fed to a frame video buffer memory and stored therein before being read out to 2 video
output terminal. Col. 16, [I. 31-36. The desired audio signal is converted inte an analog audio

signal and supplied to an zudio output terminal, Col. 16, 11, 37-43,
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€. Ostermann

Ostermann is directed to a “system for enciphering and deciphering data for transmission
between a transmitter and a receiver, where the terms encipher and decipher are synonymous
with encrypt and decrypt respectively.” Col. 1, 1l. 7-10. Ostermann discloses a receiver station
transmitting a cipher algorithm “from the cipher program storage 18 over & data transmissicn
channel 20 to the program memory 22 of the programmable cipher computer 127 at the
transmitter station. Col. 2, 11. 38-41. “The cipher algerithm transmitted from the cipher program
storage 18 of cipher equipment [6 via channel 20 is stered in program memory 22 and used to

encipher the clear input data provided by input device 24 to transmitter 10.”

Ostermann also discloses another embodiment of the invention where “the programmable
cipher computer 12 is provided with long term memory 28 for storage of a plurality of different
cipher programs which can be called up for storage in the program memory 22 as required.”

Col. 2, 11 59-62. The cipher equipment 12 at the transmitter station receives a bit sequence from
cipher computer 16 at the receiver station that enables the cipher program to be transferred from

long-term memory 28 to program memory 22, Ccl, 3, 11, 10-19,

V. RESPONSE TO PRIOR ART REJECTIONS

A, Rejection of ¢claims 22, 40-42, and 55 under 35 U.S.C. 8102(e)

Claims 22, 40-42, 55, and 56 are rejected under 35 U.S.C. §102(e) over Davidson. This

rejection is respectfully traversed.

Claims 22, 40-42, 55, and 56 claim material relating to the encryption and decryption of
signals. Applicants have consistently asserted that the Board of Patent Appeals and Interferences
decided in Ex parte Personalized Media Communications, LLC (Appeal 2008-4228, Ex parte
Reexamination Control 90/006,536) at pages 53-34, that encryption and decryption require a
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digital signal. The Board censidered the very same specification that is part of this application in
finding that encryption and decryption are limited to digital applications. The Board also held

that “encryption and decryption are not broad encugh to read on scrambling and unscrambling.”

In the Office Action, the Examiner noted that the United States District Court for the
Eastern District of Texas Marshall Division recently found that encryption and decrypticn were
terms not limited to digital data. However, this ruling is not final and Applicants are seeking its
reconsideration. The Examiner erred by ignoring the decision of the Board, the controlling

administrative tribunal for examiners, in favor of a non-final, non-binding authority.

For the sake of advancing prosecution, Applicants propose to amend independent claims
22,40-42, 55, and 56 to clarify that the informaticn transmissicon received is an encrypted digital
information transmission. Davidsen does not teach the encryption of an entire digital signal
transmission, These proposed amendments are fully supported by the specification. Applicants
request entry of these amendments as they place this application in condition for allowance or at
least plzce this application in better form for consideration on appeal under 37 C.F.R. §

1.116{b)2).

These proposed amendments in no way affect Applicants’ position that encryption and
decryption require a digital signal. Applicants propose the claim amendments as an earnest
attempt to advance the prosecution of the application. Therefore, the claims 22, 40-42, 55, and

56 are not anticipated by Davidson and are in allowable form.

Even assuming, argitendo, that Davidson teaches an encrypted digital information
transmission, claims 22, £1, 42, 55, and 56 are not anticipated by Davidson for at least the

following reasons:
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L. Claim 22

Claim 22, amended as proposed, recites in part:

receiving encrypted digital programming, said encrypted digital
programming having an encrypted control signal;

detecting said control signal;

passing szid control signal to a decryptor that decrypts encrypted
digital data at said subscriber station;

decrypting said control signal;

These limitations are not taught by Davidson.

The Office Acticn points to Davidson’s claim 63, ceclumn 24, lines 30-50, to show that
the invention discloses all the limitations of claim 22. But, claim 22 claims receiving encrypted
digital programming having an encrypted digital control signal. Applicants maintain that
Davidson only teaches conveying a composite television signal including a video portion, an
aural portion, and an encryption codes signal. There is no suggestion in claim 65 or anywhere
else in Davidson that the encrypticn codes signal is an encrypted digital signal. This is
evidenced by the lack of a decryptor, as claimed here, that decrypts the encrypted digital control
signal. Claim 65 cnly claims a “signal detector means” for separating the encryption ccdes

signzl from the television signal, but claims a ““Inverse encryption means” for decrypting the

encrypted audio signal. If the encryption codes signal was in fact encrypted, “inverse encryption

means~ would be necessary to decrypt it. Therefore, Davidsen fails to teach all the limitations of

claim 22.

2. Claim 41

Claim 41, amended as proposed, recites in part:

18

LIBW/IBI3166.3

PMC Exhibit 2016

Apple v. PMC

IPR2016-00754

Page 1160



receiving programming and delivering said programming to a
transmitter;

receiving digital data comprising at least an instruct signal and
communicating said digital data to a signal embedder, said instruct signal
operative at said receiver station to control said decryptor;

controlling said signal embedder to embed said digital data in an
encrypted digital information transmission in & varying pattern of timing
or location;

These limitatiens are not taught by Davidson.

The Office Action points to Davidson’s claim 72, celumn 23, line 45 — column 26, line 9,
te show that the invention discloses all the limitations of claim 41. Davidson’s claim only sets
forth means for generating television signals and encryption codes. The audio signal is then
digitized at the transmitter station. Davidson’s claim is silent regarding delivering programming
and communicating information to a transmitter. Moreover, as asserted by Applicants
previously, ¢laim 72 fails to teach embedding digital data in an informaticn transmission in a
varying pattern of timing or location. It only claims means for “combining the encryption codes
signal, the digitized and encrypted audio program signal, a video program signal, with the carrier
signzls whereby... [they ezch] can be individually separated at a receiver,” Col. 20, Il. 4-9, The
Examiner argues that Davidson embeds an encryption codes signal within programming “in
some varying pattern or fashion,” but dees not suggest where Davidson teaches that. Claim 72 is
silent as embedding digital data in an encrypted digital information transmission. Davidson fails

to teach all the limitations of claim 41.

3. Claim 42

Claim 42, amended as proposed, recites in part:
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detecting a plurality of signals on said at least one encrypted digital
information transmission;

decrypting at least one of said plurality of signals, said at least one
decrypted signal including at least one instruct signal which is effective to
instruct;

passing the at least one decrypted instruct signal to a contrellable
device; and

controlling said controllable device on the basis of decrypted
information included in said at least one decrypted instruct signal.

These limitatiens are not taught by Davidson.

The Office Action points to Davidson’s claim 635, column 24, lines 30-30, to show that
the invention discloses all the limitations of claim 42. Claim 65 teaches means for decrypting a
digitized audio signal but faily to teach decrypting a signal that includes at least one instruct
signal which is effective to instruct. The Examiner argues that the decrypted audic signal acts as

an instruct signal that is passed to a controllable device and controls it by outputting/presenting

the audio signal. But the limitation claims **at least one decrypted signal including at least one
instruct sipnal.” thereby disqualifying a decrypted signal acting as an instruct signal. Moreover,
Davidson does not teach a plurality of signals on an encrypted digital information. Therefore,

Davidsen fails to teach all the limitations of claim 42,

4. Claim 55

Claim 55, amended as proposed, recites in part:

controlling said controllable device or the basis of said passed
decrypted or enabled at least said second of said plurality of signals.

These limitations are not taught by Davidson,

The Office Action points to Davidson’s claim 65, column 24, lines 30-50, to show that

the invention discloses all the limitations of claim 55. Claim 65 teaches means for the
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decryption and analeg conversion of an encrypted digital audie signal, but fails to teach
controlling a controllable device on the basis of that decrypted analog audioc signal. The “analog
conversion means connected to the inverse encryption means to return the audio signal to the
original analog format whereby program audio may be processed and presented in a
conventicnal manner.” Col. 24, 1. 47-50. Applicants maintain, as asserted previously, that in
Davidson, the program audio is an element to be processed, it is not operable in the contrelling

of a controllable device. Davidson fails to teach all the limitations of ¢laim 53.

5. Claim 56

Claim 56, amended as proposed, recites in part:

receiving at least one encrypted digital informaticn transmission;

identifying a plurality of signals in said at least one information
transmission;

selecting a first signal of said plurality of signals including
downloadable code;

These limitaticns are not taught by Davidson.

Davidson’s receiver receives sets of signals at receiving antenna 36, Col. §, 11, 57-68.
The sets of signals are then split by RF splitter 114 so that the video, aural, and control signals
can be separately processed. Cel. 9,11. 1-11. Applicants maintain, as asserted previously, that
the receiver does not perform any “selecting” of a first signal in a transmission that includes
downloadable code, Davidson’s receiver continuously splits the received sets of signals and
processes each according to its type. No “selecting” cccurs because all signals are received and

then processed. Davidson fails to teach “'selecting™ as set forth in claim 36.
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B. Rejection of claim 24 under 35 11.S.C. §102(¢)

Claim 24 is rejected under 35 U.S.C. §102{e} cver Yanagimachi. This rejection is

respectfully traversed.,

Claim 24, amended as proposed, recites, in part:

receiving at said remote transmitter station one or more second
instruct signals which operate at the subscriber statien to identify and
decrypt said unit of programming or said one or more first instruct signals,
said remote transmitter station transferring said one or more second
instruct signals to said transmitter; and

Applicants propose to amend this claim to use the conjunction “and” between identify
and decrypt. In Applicant’s Amendment filed on October 6, 2011, Applicants argued that
Yanzgimachi does not teach decrypting. The Final Office Action did not address this point.
Instead, it asserted that Yanagimachi teaches the above limitation because Yanagimachi teaches
identifying a unit of programming, which satisfies one of the alternatives claimed by the

unamended claim that uses the digjuncticn “or.”

The proposed amendment makes the decrypting of programming inclusive, Yanagimachi
fails to address encrypticn or decrypticn. Therefore, Yanagimachi fails te describe each and
every limitation as set forth in claim 24. Applicants request entry of this amendment as it places
this application in condition for allowance or at least place this application in better form for

consideration on appeal under 37 C.F.R. § [.116{(b)}(2).

C. Rejection of claims 31 and 54 under 35 U.S.C. $102(e)

Claims 3] and 54 have been rejected under 35 U.S.C. §102(e) over Ostermann. This
rejection is respectfully traversed.

L. Claim 31
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Claim 31 recites, in part:

receiving at least one control signal which at said at least one of
said plurality of receiver stations coperates to execute the downleadable
code; and

causing said at least one contrel signal to be communicated to said
at least cne transmitter at a specific time,

thereby to transmit at least one information transmission including
the doewnloadable code and said at least one control signal.

These limitations are not taught by Ostermann.

Applicants maintain the same arguments that they asserted in their previous Amendment,
Ostermann discloses the cipher equipment 12 at the transmitter station receiving a bit sequence
from the cipher computer [6 at the receiver station, but the bit sequence dces not operate to
execute the cipher algorithm at the receiver station. Moreover, Ostermann fails to teach the
communication of the bit sequence, or any contrel signal, to a transmitter at the transmitter
station at a specific time. When the transmitter station transmits, it only transmits the cipher

algorithm. Ostermann fails to teach transmitting a transmission that includes a control signal and

downloadable code. Ostermann does not describe each and every limitation as set forth in claim

31

2. Claim 54

Claim 54, recites, in part: “storing at the remote data source one or more control signals
for enabling a decryptor to decrypt a video.” Ostermann does not address the decryption of

video.

Applicants maintain the same arguments that they asserted in their previous Amendment.

The Office Action points to cipher equipment 16 that contains cipher program storage 18 for
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storing a cipher algorithm, as described in column 2, lines 38-41, as teaching this limitation.
However, Ostermann does not specifically address the decryption of video. It is directed to the
transmission of a cipher program to allow encryption or encryption of “data.” Without asserting
any support, the Examiner argued that data “in a general sense” includes video, But there is no
suggestion in Ostermann it applies to anything beyond cipher programs. Therefore, Ostermann

fails to describe this limitation as set forth in claim 54.

D. Rejection of claims 32-36, 38, and 39 under 35 U.S.C. $103(a}

The Office Action rejected claims 32-36, 38, and 39 under 35 U.S5.C. 103{a} as allegedly
being unpatentable over the combination of Ostermann in view of Davidson. Applicants
respectfully traverse the rejections and argue that Ostermann and Davidson, alone and in

combination, fail to teach each of the claim’s limitations.

I. Claim 32

Claim 32 claims the method of claim 31, “wherein a television program is displayed at a
receiver station and said downloadable code and said at least one control signal program said
receiver station to decrypt said television program in accordance with said new technique.”
Claim 32 is not rendered unpatentable by Ostermann fer the same reasons as argued above in

regard to claim 31.

The Office Action points to Davidson’s claim 65 as teaching the application of
encryption/decryption techniques to television signals. However, it would not have been obvious
tc combine the teachings of the references, Davidson is directed to the transmission and
reception of standard television signals, which at the time of invention were analog television

signzls. As evidenced by Davidson eonly scrambling the analog video signal while embedding an
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encrypted digital audio signal, the encryption of a whole television signal was not obvicus.
There is ne suggestion in Davidson that encryption could be applied to signals as complex as
entire television signals. In fact, Davidson teaches away from encrypting/decrypting television
signals by focusing on the processing of the videc and audio signal components while leaving
the television signal itself unaffected. Therefore, it would not have been obvious t¢ combine

Davidson and Ostermann.

Assuming, arguende, that it would be obvious to combine Davidson and Ostermann,
Davidson does not cure Ostermann’s deficiencies. The combination of Davidsen and Ostermann
fails to teach receiving a control signal which operates to execute downloadable code, causing
the control signal to be communicated to a transmitter at & specific time to transmit an
information transmission including the downloadable code and the control signal. Applicants
respectfully submit that even if the teachings of Ostermann were medified with the teachings of
Davidson as suggested in the Non-Final Office Action, the modified compesition still fails to

satisfy every element recited in claim 32.

2. Claim 33

Claim 33 recites, in part: “receiving a television program at a transmitter station and
delivering said television program to a transmitter.” This limitation i$ not taught by Ostermann

or Davidson.

Ostermann teaches the transfer of a cipher algorithm from a receiver station to a
transmitter station, where the cipher algorithm is used to implement decrypting at the receiver
station, The Office Action points to Davidson’s claim 65, column 24, Tines 30-50 to apply

Ostermann’s teachings to television signals. However, as argued above, 1t would not have been
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cbvious to combine the teachings of the references. Davidson is directed to the transmission and
reception of standard television signals, which at the time of invention were analog television
signals. As evidenced by Davidson only scrambling the analog video signal while embedding an
encrypted digital audio signal, the encryption of a whole television signal was not obvicus,
Davidson surely understood encryption and decryption, but did not apply it te televisicn signals
because that innovation was not obvious. In fact, Davidson teaches away from
encrypting/decrypting television signals by focusing on the processing of the video and audio
signal compenents while leaving the television signal itself unaffected. Therefore, it would not

have been obvious to combine Davidson and Ostermann.

Assuming, arguendo, that it would be obvious to combine Davidson and Ostermann,
claim 65 teaches conveying composite television signals, but the claim only discloses means for
generating television signals and encryption codes. There is no teaching of receiving a television
program at a transmitter station and delivering it to a transmitter. Even if somecne of ordinary
skill in the art were to apply the teachings of Ostermann and Davidson, the inventions fail to

teach or suggest every limitation of claim 33.

3. Claim 34
Claim 34 recites, in part:

passing said decrypted second of said plurality of signals to a
controllable device: and

controlling said controllable device on the basis of said passed
decrypted second of said plurality of signals.”

These limitations are not taught by Ostermann or Davidson.

26

LIBW/IBI3166.3

PMC Exhibit 2016
Apple v. PMC
IPR2016-00754

Page 1168



The Office Action peints to Davidson’s claim 65, column 24, lines 30-50, to show that
the invention discloses the passing and controlling limitations of claim 34. Claim 65 teaches
means for the decryption and analog conversion of an encrypted digital audio signal, but fails to
teach passing the decrypted analeg audio signal to a controllable device and controlling the
controllable device on the basis of that decrypted analog audio signal. The “analog conversion
means connected to the inverse encryption means connected to the inverse encryption means to
return the audio signal to the criginal analog format whereby program audic may be processed
and presented in a conventional manner,” Col. 24, II. 47-50. As asserted previously by
Applicants, in Davidscn, the program audio is an element to be processed, it is not operable in
the controlling of & controllable device. Davidson and Ostermann fail to teach all the limitations

of claim 34.

4. Claim 35

Claim 35 depends from independent claim 33, Claim 35 claims the method of claim 33,
“wherein said step of transferring is performed based on comparison.” Claim 35 further limits
claim 33 and is not rendered unpatentable by Ostermann and Davidson for the same reasons as

argued above in regard to claim 33.

5. Claim 36

Claim 36 depends from independent claim 33. Claim 36 claims the method of claim 33,
“wherein said step of transferring in accordance with a schedule.” Claim 36 further limits claim
33 and is not rendered unpatentable by Ostermann and Davidson for the same reascns as argued

above in regard to claim 33.
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Assuming, arguendo, that it would be cbvious to combine Davidson and Ostermann, the
Office Action points to Ostermann as teaching “which cipher program is to be used at a
particular time {schedule} as spcken of on column 3, lines [3-20." The Examiner argues that the
transferring *“is performed in accordance with a particular order or schedule depending on a
received bit sequence indicating which cipher program is to be used at a particular time.” But
Ostermann does not teach anything other than the zutomatic transferring of the cipher program at
the time the bit sequence is received. The bit sequence does not include any “scheduling”™
information. It’s true that Ostermann’s system will transfer the cipher programs at the time of bit
sequence receipt and in the order of bit sequence receipt, but this does not mean that the transfers
are made i accordance with a schedule, There is no teaching or suggestion in Ostermann of
performing this step in accordance with a schedule. Ostermann and Davidson, alene and in

combination, fail to teach each of the claim 36°s limitations.

6. Claim 38

Claim 38 depends from independent claim 33. Claim 38 claims the method of claim 33,
“wherein said one or more instruct signals operate at said one or more receiver stations based on
an identifier, said methed further comprising the step of transmitting said identifier.” Claim 38
further limits claim 33 and is not rendered unpatentable by Ostermann and Davidson for the

same reasons as argued above in regard to claim 33.

7. Claim 39

Claim 39 depends from independent claim 33. Claim 39, amended as proposed, claims
the methed of claim 38, “*wherein an information transmissicn including said television program
is received at said one or more receiver stations, wherein said television program is outputted at

said one or more receiver stations, and wherein said identifier identifies (1) said television
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program and (ii} a channel including said television program.” Claim 39 {urther limits claim 33
and is not rendered unpatentable by Ostermann and Davidson for the same reasons as argued

above in regard to claim 33.

Assuming, arguendn, that it would be obvious to combine Davidson and Ostermann, the
Office Acticn points to Ostermann, column 3, lines 49-61, as teaching *said identifier identifies
(1) said television program and {ii) a channel including said television program. The cited
section discloses a bit sequence ““containing identification codes of both the transmitter 10 and
the addressed receiver 14.” Col. 3, 11. 59-61. The Examiner argues that the identification codes
would “indicate a particular channel that a transmission is utilizing between a transmitter and an
addressed receiver,” However, Ostermann does not teach the identification of a television
program, or anything transmitted to the receiver station. This limitation as set forth by the
proposed amendment to claim 39 is not taught by Ostermann or Davidson, Applicants request
entry of this amendment as it places this application in conditien for allowance or at least place
this application in better form for consideration on appeal under 37 C.E.R. § 1.116(b)(2).
Applicants further request entry of this amendment under 37 C.E.R. § 1.116(b}3} as it responds

tc the Examiner’s new reascn for rejection and could not have been earlier presented,

VI. CLAIMS 23, 25-30, AND 45-53 ARE ALLOWABLE

The Office Action identified claims 23, 25-30, and 45-30 as allowable over the prior art
of record. This Amendment dees not affect claims 23, 25-30, and 45-30. Applicants

respectfully submit claims 23, 25-30, and 45-30 as previously presented.

The Office Action also identified claim 37 as objected to as being dependent upon a

rejected base claim, but would be otherwise allowable if rewritten in independent form including
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all of the limitations of the base claim and any intervening claims. Applicants respectfully assert

that the claim does not need to be rewritten.

Claim 37 depends from claim 36, which depends {rom independent claim 33. As argued
above, claims 33 is allowable over Davidson, Ostermann, and the prior art of record. As
identified by the examiner, the limitations of claim 37 are alsc allowable over the prior art of
record. Applicants respectfully submit that claim 37 is allowable in its current dependent claim

form.

VI. CONCLUSION

Applicants respectfully submit that all claims are allowable over the cited art for the
reasons set forth above. Applicants request reconsideration of this application in view of the
amendment and arguments set forth above. In the event Applicants have cverlocked the need for
an extension of time, payment of fee, or additicnal payment of fee, Applicant hereby petitions

therefore and guthorize that any charges be made to Deposit Account No. 50-4494,
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Should the Examiner have any questions regarding any of the above, the Examiner is

respectfully requested to telephone the undersigned at 202-346-4000.

Dated: February 29, 2012

LIBW/IBI3166.3

Respectfully submitted,

By: /Thomas J. Scott, Ir./
Theomas J. Scott, Ir.
Registration No.; 27,836
GOODWIN PROCTER LLP
001 New York Avenue, NW
Washington, DC 20001
Attorney for Applicant
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Application No. Applicant{s}
Advisory Action 08/449,413 HARVEY ET AL.
Before the Filing of an Appeal Brief Examiner Art Unit
MICHAEL J. MOORE, JR. 2467

«The MAILING DATE of this communication appears on the cover sheet with the correspondence address --

THE REPLY FILED 29 February 2012 FAILS TC PLACE THIS APPLICATION IN CONDITION FOR ALLOWANCE.
NO NOTICE OF APPEAL FILED
1. The reply was liled after a final rejection. No Notice of Appeal has been filed. To avoid abandonment of this application, applicant must timely file
ohe of the following replies: (1) an amendment, affidavit, or other evidence, which places the application in condition for allowance;
{2} a Notice of Appeal {with appeal Teg} in compliance with 37 CFR 41.31; or {3} a Bequast for Continued Examination (RCE) in compliance with
37 CFR 11141 this 1s a vty o plant application, MNote that RCEs are not pemnitted in design applications. The reply must be filed within one of
the following time periods:
al 0 Tre period for reply expires months from the mailing date of the final rejection.
o) E The pericd for reply expires ont {1) the mailing date of this Advisory Action; or (2) the date set forth in the final rejection, whichever is later.
In no event, however, will the statutory pericd for reply expire later than SIX MONTHS from the mailing date of the final rejection,
cl D A priot Advisory Action was mailed more than 3 motiths after the mailing date of the final rejection in response to a first after-final reply filed
within 2 months of the mailing date of the final rejection. The current period for reply expires months from the mailing date of
the prict Advisory Action or 31X MONTHS from the mailing date of the tinal rejection, whichever is earliet.
Examiner Note: If box 1 is checked, check eithar box (a), (b} or {c). ONLY CHECK BOX {b) WHEN THIS ADVISCRY ACTICN IS THE
EIRST RESPOMNSE TO APPLICANT'S EIRST AFTER-FINAL REPLY WHICH YWAS FILED WITHIN TWO MONTHS OF THE FINAL
REJECTION. ONLY CHECK BOX (c) IN THE LIMITED SITUATION SET FORTH UNDER BCX (c). See MPEP 708.07(1).
Extensions of lime may be obtained under 37 CFR 1.136{a). The date on which the petition under 37 CFR 1.136(a) and the appropriate
extension fee have heen filed is the date for purposes of determining the period of extension and the corresponding amount of the fee. The
appropriate exiensicn fee under 37 CFR 1.17{a} is calculaied from: {1} the expiration date of the shortened sialutory period for reply originally
set in the final Cffice action; or (2) as set forth in (b} or (¢} above, if checked. Any reply received by the Office later than three menths after the
mailing date of the final rejection, even if timely filed, may reduce any earned patent term adjustment. See 37 CFR 1.704(b).
NOTICE OF APPEAL
2. [ The Netice of Appeal was filed on . A brief in compliance with 37 CFR 41.37 must be filed within two months of the dale of filing the
Notice of Appeal (37 CFR 41.37(a)), or any exiension thereol (37 CFR 41.37(e)), to avoid dismissal of the appeal. Since a Notice of
Appeal has been filed. any reply must be filed within the time period set forth in 37 CFR 41.37{a).
AMENDMENTS

3. E The proposed amendments filed aller a final rejection, but prior 1o the date of filing a brief, will pot be entered because
a) E They raise new issues that would require further consideration and/or search (see NOTE below);
by I:I They raise the issue of new matiler (see NOTE below);

c) | They are not deemed to place the application in better form for appeal by materially reducing or simglifying the issues for
appeal; andfor

dj O They preseni additional claims without canceling a correspending number of finally rejecied claims.
MNOTE: See Continuation Sheel. (See 37 CFR 1.116 and 41.33(a}).

4. |:| The amendments are ncl in compliance with 37 CFR 1.121. See aitached Notice of Non-Compliant Amendmeni (PTOL-324).

5 |:| Applicant’s reply has overcome the following rejection{s):

6. |:| Newly proposed or amended claimis) would be allowable if submitied in a separate, timely filed amendment canceling the non-
allowable claimis).

7.4 For purposes of appeal, the proposed amendment(s): (a) B will not be entered. or () [ will be entered. and an explanation of how the
new or amended claims would be rejected is provided below or appended.

AFFIDAVIT OR OTHER EVIDENCE

8. [0 The affidavit or other evidence filed after final action, but beiore or on the date of liling a Nofice of Appeal will nel be entered because
applicant failed to provide a showing of good and sufficient reasons why the affidavit or other evidence is necessary and was not earlier
presented. See 37 CFR 1.118(e).

9. [J The affidavit or other evidence filed after the date of {iling the Notice of Appeal, but prior to the date of filing a brief, will not be entered
because the affidavit or other evidence failed to overcome all rejections under appeal andior appellant fails to provide a showing of good
and suflicient reasons why it is necessary and was not earlier presenied. See 37 CFR 41.33(d){1).

10. [0 The affidavit or other evidence is entered. An explanation of the status of the claims after entry is below or attached.

BEQUEST FOR RECONSIDERATION/OTHER

11. [4] The request for reconsideration has been considered but does NOT place the application in condition for allowance because:

See¢ Continuation Sheet.

12. [] Mote the attached Information Disclosure Statement{s). |PTO/SB/0S) Paper No(s).

13. [] Other: .

BTATUS CF CLAIMS

14. The status of the claim(s} is {or will be) as follows:

Claim(s) allowed: 23,25-30 and 43-53.
Claim(s) cbjected to: 37.
Claim(s) rejecied: 22,24,31-36,38-42 and 54-586.

Claim(s) withdrawn from consideration:

Michael J. Mocre, Jr./f
Primary Examiner, Art Unit 2467

U.S. Patent and Trademark Office
PTOL-303 (Rev. 02-2010) Advisory Action Before the Filing of an Appeal Brief Part of Paper No. 20120306
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Continuation Sheet (PTOL-303} Application No. 08/449.413

Continuation of 3. NOTE: Amendmenis made by Applicant to claims 22, 24, 39-42, 55, and 56 raise new issues that would require further
consideration and/or search.

Continuation of 11. does NOT place the application in condition for allowance because: Applicants arguments regarding claim rejections
under obvicusness-type double patenting, 35 U.S.C. 102 and 35 U.5.C. 103 will be addressed upon Applicant filing cne of the above
replies indicated in section 1 of this communication.
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DO NCT ENTER:

3/6/12

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

In re Patent Application of;
John C. Harvey ef al.

Application No.: 08/449.413
Filed: May 24, 1995

For: SIGNAL PROCESSING APPARATUS AND
METHODS

Confirmation No.: 1756

Art Unit; 2467

Examiner: Moore Ir., Michael J.

AMENDMENT AFTER FINAL REJECTION AND REQUEST FOR

RECONSIDERATION

MS AF

Commissioner for Patents
P.O. Box 1450

Alexandria, VA 22313-1450

Dear Sir:

In response to the Final Office Action dated December 30, 2011, please amend the

above-identified application as follows.
Amendments to the claims begin on page 2.

Remarks begin on page 11.
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

In re Patent Application of:
John C. Harvey et al.

Application No.: 08/449,413
Filed: May 24, 1995

For: SIGNAL PROCESSING APPARATUS AND

Confirmation No.; 1756

Art Unit: 2467

Examiner: Moore Jr., Michael J.

METHODS
SUBMISSION UNDER 37 C.E.R. § 1.129({a}
MS AF
Commissioner for Patents
P.0. Box [450

Alexandria, VA 22313-1450

Dear Sir:

Applicants request that the finality of the final Office Action mailed December 30, 2011,

be withdrawn in view of this timely filed first submission under 37 C.F.R. § 1.129(a). The fee

set forth in 37 C.F.R. § 1.17{r) is submitted herewith. Applicants respectfully request that the

amendments be entered and the arguments considered as set forth in the Amendment After Final

Rejection filed February 29, 2012. The present application has an effective pendency of at least

two years as of June 2, 1993, taking into account any reference of record to any earlier filed

application under 35 U.S.C. §§ 120, 121, and 365(c). This submission is being filed prior to the

filing of an appeal brief and prior to abandonment of the application.

This submission is filed pricr to the 3-month expiration date for reply set forth in the

December 30, 2011 Final Rejection and therefore does not require a request for an extension of

time or a payment of extensicn fees. In the event Applicants have overlooked the need for an

LIRW/I817352.1
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extension of time, payment of fee, or additional payment of fee, Applicant hereby petitions

therefore and authorize that any charges be made to Deposit Account No. 50-4494,

Dated: March 13, 2012

LIRW/I817352.1

Respectfully submitted,

By /Thomas J. Scott. Jr./
Thomas J. Scott, Jr.
Registration No.: 27,836
GOODWIN PROCTER LLP
901 New York Avenue, NW
Washington, DC 20001
(202) 346-4000
Attorney for Applicant
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UNITED STATES PATENT AND TRADEMARK OFFICE

UNITED STATES DEPARTMENT OF COMMERCE
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| NOTIFICATION DATL l DELIVERY MO I

00872012 ELECTRONIC

Please find below and/or attached an Office communication concerning this application or proceeding,
The time period for reply, if any, is set in the attached communication.

Notice of the Office communication was sent electronically on above-indicated "Notification Date" to the
following e-mail address{es):

AAlpha-Kpelewama goodwinprocter.com

pateinide @goodwinprocier.com

fmekeon @ goodwinprocter.com
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Application No. Applicant{s)

08/449.413 HARVEY ET AL.
Office Action Summary Examiner ATt Unit
MICHAEL J. MOORE, JR. 2467

-- The MAILING DATE of this communication appears on the cover sheel with the correspondence address --
Period for Reply

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS,
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION.

Extensions ol trme may be ava|lab|e under the prowisions ol 37 CFR 1 136(a). In no event. however. may a reply be timely hled

alier SIX (€) MONTHS from the mailing date ol this communication.
- I NO period for reply is specified above. the maximum statulory period will apply and will expire 51X {8§) MONTHS from the mailing date of this communication
- Failure to reply within the set or exiended period lor reply will. by stalule. cause the application 10 become ABANDONED {35 U.S.C. § 133).

Any reply recelved by the Ollice later than three momhs after the mailng date ol 1his commumcalion. even if umaly filed, may reduce any

earnad patent term adjusiment, See 37 CFR 1 704(b)

Status

1) Responsive to communication(s) filed on 13 March 2012,
2ay[] This action is FINAL. 2y This action is non-final.
3] An election was made by the applicant in response to a restriction requirement set forth during the interview on
______;therestriction requirement and election have been incorporated into this action.
40 Since this application is in condition for allowance except for formal matters, prosecution as to the merits is
cloged in accordance with the practice under Ex parfe Quayle, 1835 C.0. 11,453 0.G. 213.

Disposition of Claims

5 Claim(s) 22-55 is/are pending in the application.
5a) Of the above claim{s) is/are withdrawn from consideration.
8B4 Claim{s) 23.25-30 and 43-53 isfare allowed.
7 Claim{s) 22.24,31-36,38,40-42 and 54-56 isfare rejected.
8 Claim({s) 37 and 39 is/are objected to.
9] Claimis) ____ are subject io resiriction and/or elacticn requirement.

Application Papers

103)[] The specification is objected to by the Examiner.
11 The drawing(s) filed on is/are: a)(] accepted or bi[] objected to by the Examiner.
Applicant may not reguest that any obiecticn to the drawing(s) be held in abeyance. See 37 CFR 1.85(a).

Replacement drawing sheet(s) including the corraction is reguired if the drawing(s} is objected to. See 37 CFR 1.121({d).
12)] The ocath or declaration is objected to by the Examiner. Note the aitached Office Action or form PTO-152.

Priority under 35 U.S.C. § 118

13)[] Acknowledgment is made of a claim for foreign priority under 35 U.8.C. § 119{a)-{d} or (i)
adJ Al b)dSome * ¢j] None of:
1. Certified copies of the priority documents have baen received.
2.0 Certified copies of the pricrity documents have been received in Application No. __
3.0 Copies of the certified copies of the priority documents have been received in this National Stage
application from the International Bureau (PCT Rula 17.2(a)).
* See the attached detailed Oifice action for a list of the certified copies not received.

Attachment{s)
1) D MNotice of References Cited {PTO-892) 4) ]:| Interview Summary (PTO-413)
2) ] Notice of Draftsperson's Patent Drawing Review {PTO-948) Paper MNo{syMail Date. _
3) [ Information Disclosure Statemment(s) (PTO/SB/0S) 5) [] Notice of Informal Patent Application
Paper No{s)/Mail Date . [5)) D Other:
LS Patenl ang Trademark (Hlice
PTOL-326 (Rev. 03-11) CHice Action Summary Part of Paper No./Mail Date 20120521
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Application/Control Number: 08/449,413 Page 2
Art Unit: 2487

DETAILED ACTION
Continued Examination Under 37 CFR 1.129
1. An amendment and request for recensideration pursuant tc 37 CFR 1.128 was
filed in this application after final rejection. Since this application is eligible for continued
examination under 37 CFR 1.129, and the fee set forth in 37 CFR 1.17{e) has been
timely paid, the finality of the previous Office action has been withdrawn pursuant tc 37
CFR 1.129. Applicant's submission filed on 2/29/12 has been entered.
Double Patenting
2. The nonstatutory double patenting rejection is based on a judicially created
doctrine grounded in public pclicy (a policy reflected in the statute) so as to prevent the
unjustified or improper timewise extension of the “right fo exclude” granted by a patent
and o prevent possible harassment by mulliple assignees. A nenstatutory
chviousness-type double patenting rejection is appropriate where the conflicting claims
are not identical, but at least one examined application claim is not patentably distinct
from the reference claim(s) because the examined application claim is either anticipated
by, or would have been cbvicus over, the reference claim{s). See, e.g., In re Berg, 140
F.3d 1428, 46 USPQ2d 1226 (Fed. Cir. 1998); /n re Goodman, 11 F.3d 1046, 29
USPQ2d 2010 {Fed. Cir. 1883); In re Longi, 758 F.2d 887, 225 USPQ 645 {Fed. Cir.
1985y; In re Van Omum, 886 F.2d 937, 214 USPQ 761 (CCPA 1982); In re Vogel, 422
F.2d 438, 164 USPQ 618 {CCPA 1870}; and In re Thorington, 418 F.2d 528, 163 USPQ

844 (CCPA 1989).
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Application/Control Number: 08/449,413 Page 3
Art Unit: 2487

A timely filed terminal disclaimer in compliance with 37 CFR 1.321(c) or 1.321{d}
may be used (¢ cvercome an actual or provisicnal rejection based on a nonstatutory
double patenting greund provided the conflicting application or patent either is shown to
be commonly owned with this application, or claims an invention made as a result of
activities undertaken within the scope of a jeint research agreement.

Effective January 1, 1994, a registered attorney or agent of record may sign a
terminal disclaimer. A terminal disclaimer signed by the assignee must fully comply with
37 CFR 3.73(b).

3. Claims 22, 34, 54, and 55 are rejected on the ground of nonstatutory
cbvicusness-type double patenting as being unpatentable over ¢laims 1, 22, and 23 of
U.S. Patent No. 7,801,304. Although the conflicting claims are not identical, they are
not patentably distinct from each other because of the following correspondences.

Regarding claim 22, “a method Tor controlling the decryption of encrypted
programming at a subscriber station” corresponds o “a method for contrelling the
decryption of programming at a subscriber station” in claim 1 of the above U.S. Patent.

“Receiving encrypted digiial programming, said encrypted cigital programming
having an encrypted digital control signal” corresponds 1o “receiving pregramming, said
programming having a first encrypted digital control signal portion™ in claim 1 of the
abeve U.S. Patent.

“Detecting said control signal” corresponds o “detecting said first encrypted

digital control signal porticn of said programming” in claim 1 of the above U.S. Patent.
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Application/Control Number: 08/449,413 Page 4
Art Unit: 2487

“Passing sald control signal to a decryptor that decrypts encrypted digital data at
said subscriber station" corresponds te "passing said first encrypted digital control
signal pertion of said programming to a decryptor at said subscriber station”™ in claim 1
cf the above U.5. Patent.

“Decrypling said control signal” corresponds o “decrypting said first encrypted
digital control signal portien™ in claim 1 of the above U.S. Patent.

“Decrypting said encrypted digital pregramming to form decrypted programming
based on said control signal” corresponds to “decrypting said encrypted digital
information portion of said programming ... based on the decrypted conirol signal
portion” in claim 1 of the above U.S. Patent.

Lastly, “presenting said decrypted programming to a viewer or listener”
corresponds to "presenting said programming” in claim 1 of the above U.S. Patent.

Claim 22 of the instant application does not explicitly claim “passing said
encrypted digital information portion of said programming to said decryptor’. Therefore,
claim 22 merely broadens the scepe of claim 1 of the above U.S. Patent.

It has been held that the omission of an element and its function is an cbvious
expedient if the remaining elements perform the same function as before. See Inre
Karlson, 136 USPQ 184 {(CCPA). Also note Ex parte Rainu, 168 USPQ 375 (Bd. App.
1969). The ocmission of a reference element whose function is not needed would be
cbvious to one skilled in the art.

Regarding claim 34, “a method of processing signals at a receiver station”

corresponds to the same in claim 23 of the gbove U.S. Patent.
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Application/Control Number: 08/449,413 Page 5
Art Unit: 2487

“Receiving at least one information transmission” and “detecting a plurality of
signals on said at least one information transmission” correspends te "receiving a
plurality of signals including digital pregramming and inputting at least some of said
plurality of signals to said digital detector” as well as "delecting said encrypted digital
data in said at least some of said plurality of signals” in claim 23 of the above U.S.
Patent.

“*Changing a decryption technique in response to at least a first of said plurality of
signals” corresponds o “controlling said decryptor to alter its decryption pattern or
technigue on the basis of infermation included in said detected encrypted digital data” in
claim 23 of the above U.S. Patent.

Lastly, “decrypting a2 second of said plurality of signals on the basis of said
changed decryption technigue; passing said decrypted second of said plurality of
signals to a contrellable device; and controlling said controllable device on the basis of
said passed decrypted second of said plurality of signals” corresponds to “decrypting at
least a portion of said digital programming using a selected decryption pattern or
technigue based on said step of detecting in order o provide a decrypted output of
programming to a viewer or listener” in claim 23 of the above U.S. Patent.

Claim 34 of the instant application does not explicitly claim “said receiver station
having a receiver, a digital detector operatively connected to said receiver for detecting
encrypted digital data, a decryptor operatively connected to said digital detector for

decrypling said encrypted digital data, and a controller operatively connected to said
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Application/Control Number: 08/449,413 Page 6
Art Unit: 2487

digital detector or said decryptor for controlling said decryptor™. Therefore, claim 34
merely broadens the scope of claim 23 of the above U.S. Patent.

It has been held that the emissicn of an element and its function is an cbvious
expedient if the remaining elements perform the same function as before. See Inre
Karlson, 136 USPQ 184 {CCPA). Also note Ex parte Rainu, 168 USPQ 375 {Bd. App.
1969). The cmission of a reference element whose function is not needed would be
chvious te one skilled in the art.

Regarding claim 34, “a method of providing an enabling signal {o a receiver
station from a remote data source, said enabling signal for use in decrypting at the
receiver station a programming signal, said receiver station being programmed to get
informaticn necessary for enabling a pregramming signal” correspends to "a method of
providing digital enabling information to a receiver statien from a first remote source,
said digital enabling informaticn for use at the receiver station in decrypting a mass
medium program presentation” in claim 22 of the above U.S. Patent.

“Storing at the remote data source one or more contrel signals for enabling a
decryptor to decrypt a video” corresponds to “storing digital enabling information at said
first remote source” in claim 22 of the above U.S. Patent.

“Receiving at the remote data source from the receiver station a communication
{o get specilic enabling information” corresponds o “receiving at said first remote
source a query from said receiver station” in claim 22 of the above U.S. Patent.

“Communicating, from the remote data source to the recelver station in response

to said communication from the receiver station, a control signal” corresponds to
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Application/Control Number: 08/449,413 Page 7
Art Unit: 2487

“fransmitting said digital enabling information which is effective to enable decryption
from said first remote scurce to said receiver station in response to said step of
receiving said query, said receiver station stering at least seme of said transmitted
enatling information” in claim 22 of the above U.5. Patent.

Lastly, “whereby the receiver station inputs said control signal to a decryptor, and
wherein said decryptor decrypts said programming signal” corresponds to “to said
receiver station an encrypted digital mass medium presentation signal which is
decrypted on the basis of said stored at least some of said digital enabling information”
in claim 22 of the abcve U.S. Patent.

Claim 54 of the instant application does not claim “transmitting from a second
remote source” as well as “{o present said mass medium programming presentation”.
Therefore, claim 54 merely broadens the scope of ¢laim 22 of the above U.S. Patent.

It has been held that the omissicn of an element and its function is an cbvious
expedient if the remaining elements perform the same function as before. See Inre
Karlson, 136 USPQ 184 {CCPA). Also note Ex parte Rainu, 168 USPQ 375 (Bd. App.
1969). The cmission of a reference element whose function is not needed would be
chvious te one skilled in the art.

Regarding claim 35, “a method of processing signals at a receiver station”
corresponds to the same in claim 23 of the above U.S, Patent.

“Receiving one or more encrypted digital information transmissions at said
receiver station; detecting a plurality of signals on said one or more encrypted digital

information transmissions, at least a first of one of said plurality of signals including a
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control signal” corresponds to “receiving a plurality of signals including digital
programming and inputting at least some of said plurality of signals te said digital
detector” as well as “detecting said encrypted digital data in said at least some of said
plurality of signals” in claim 23 of the above U.S. Patent.

“‘Controlling & decryptor that decrypts encrypted digital data in response to said
control signal” corresponds 1o "controlling said decryptor to alter its decryption pattern or
technigue on the basis of information included in said detected encrypted digital data” in
claim 23 of the above U.S. Patent.

“Decrypling or enabling communication of at least a second of said plurality of
signals on the basis of said step of controlling said decryptor” corresponds te
“decrypting at least a portion of said digital programming using a selected decryption
pattern or technique based on szid step of detecting” in claim 23 of the above U.S.
Patent.

Lastly, “passing said decrypted or enabled at least said second of said pluralily of
signals to a contrellable device; and controlling said controllable device on the basis of
said passed decrypted or enabled at least said second of said plurality of signals”
corresponds o “to provide a decrypted output of programming to a viewer or listener™ in
claim 23 of the above U.S. Patent.

Claim 55 of the instant application does not claim “detecting ... in accordance
with a varying pattern of timing or location”. Therefore, claim 55 merely broadens the

scepe of claim 23 of the above U.S. Patent.
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It has been held that the emissicn of an element and its function is an cbvious
expedient if the remaining elements perform the same function as before. See Inre
Karlsen, 136 USPQ 184 {CCPA). Also note Ex parte Rainu, 168 USPQ 375 (Bd. App.
1969). The cmission of a reference element whose function is not needed would be

cbvicus to one skilled in the art.

4, Claim 24 is rejected on the ground of nonstatutory obviousness-type double
patenting as being unpatentable cver claim 14 of .S, Patent No. 7,801,304 in view of
Yanagimachi et al. (U.S. 3,936,595) (hereinafter “Yanagimachi”).

Regarding claim 24, “a method of controlling a remote fransmitter station to
communicate program material to a subscriber station and controlling said subscriber
stalion to process or output a unit of programming” corresponds to “a method of
contralling a remete transmitter station te communicate program material to &
subscriber station and controlling said subscriber siation to process or cutput digital
programming” in ¢laim 14 of the above U.S. Patent.

“Receiving a control signal which operates at the remote fransmitter station fo
contrel the communication of a unit of programming and one or mere first instruct
signals and communicating said control signal fo said remote transmitter station”
corresponds 1o “receiving at said remote transmitter station a first control signal which
operates at the remote transmitier station fo control communication of said digital
programming and one or more first instruct signals” in claim 14 of the above U.S.

Patent.
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“Receiving at said remote fransmitter station one or more second instruct signals
which operate at the subscriber staticn to identify and decrypt said unit of programming
cr said one cr more first instruct signals, said remote transmitter station transferring said
one or more second instruct signals to said transmitter” corresponds to “receiving at
said remote transmitter station said one ¢r more digital second instruct signals which
cperate at the subscriber station tc decrypt (identified} said digital programming” in
claim 14 of the above U.S. Patent.

“Transmitting from said remote transmifter station an information transmission
comprising said unit of programming, said one or more first instruct signals, and said
cne or more second instruct signals, said cne or more first instruct signals being
fransmitted in accordance with said control signal” correspends to “transmitting from
said remote transmitter station to said subscriber station an information transmission
comprising said digital programming, said cne or mere first instruct signals and said one
or more digital secend instruct signals, said one cor more first instruct signals being
transmitted in accordance with said first control signal” in claim 14 of the above U.S.
Patent.

Claim 24 of the instant application further claims “receiving a code or datum
identifying a unit of programming to be transmitted by the remete transmitter station,
said remote transmitter station transferring said unit of programming to a transmitter”
which is not claimed in claim 14 of the above U.S. Patent.

However, Yanagimachi teaches a similar method of controlling transmissicn and

cutput of programming at a receiver station, where program control codes identifying
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particular programming included in the transmission are utilized by a transmitter station
102 and receiver stalion 103 for fransmissicn/reception and programming cutput as
spoken of on column 15, lines 2-32 as well as column 186, lines 22-40.

At the time cf the invention, it would have been obvicus to scmeone of ordinary
skill in the art, to apply the control code transmission of Yanagimachi to the method of
claim 14 of the above U.S. Patent in order to provide selective output of programming in
accordance with selection input provided from a subscriber as spoken of on column 18,
lines 25-40 of Yanagimachi.

Claim Rejections - 35 USC § 102
1. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that
form the basis for the rejections under this section made in this Cffice action:

A person shall be entitled io a patent unless —

{b} the invention was patented or describad in a printed publication in this or a foreign country or in
public use or on sale in this country, more than one year prior 1o the date of application for patent in
the United Stafes.

{e} the invention was described in (1} an application for patent, published under section 122({b}, by
ancther filed in the United Siaies beiore the invention by the applicant for patent or (2} a patent
granted oh an application for patent by another filed in the United States before the invention by the
applicant for patent, except that an international application filed under the treaty defined in section
351{a) shall have the effects for purposes of this subsection of an application filed in the United States
only if the international application designated the United States and was published under Article 21(2)
of such treaty in the English language.

2. Claims 40-42, 55, and 56 are rejected under 35 U.S.C. 102(e) as being
anticipated by Davidson {Re. 31,735). Davidson teaches all of the limitations of the
specified claims with the reasoning that follows.

Regarding claim 490, “a method of processing signals at a receiver station” is

anticipated by the decryption method spoken of on column 24, lines 30-50.
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“Receiving at least one encrypted digital information transmission™ and “locating
code” is anticipated by the conveying of a composite television signal (encrypted digital
information transmission)} to a subscriber including a video portion, an aural pertion, and
an encrypticn codes signal {(signal including code} comprising a sequence of encryption
codes as spoken of on column 24, lines 30-35, as well as an encryption codes signal
detecter that detects (locates) and separates the encryplion codes signal (signal
including code) from the television signals as spoken of on column 24, lines 40-41,

“Passing said code fo a processor; conirolling a decryptor that decrypts
encrypted digital data to decrypt in a specific fashion on the basis of said cede;
decrypting a pertion of said at least one information fransmission in said specific
fashion™ is anticipated by the inverse encryption means {(decryptor processor) that uses
the separated encryption codes signal to return the detected audio signal {portion of
information transmission) to the pre-encryption digitized condition (decrypted pertion) as
spoken of on column 24, lines 44-46.

Lastly, “passing said decrypted portion of said at least one encrypted digital
informaticn transmission to one of said processor and an cutput device” is anticipated
by returming of the audio signal to original analeg format {decrypted portion) whereby
program audio may be processed and presented (to an cutput device) in a conventional
manner as spoken of on column 24, lines 47-50.

Regarding claim 41, “a method of controlling a receiver station to detect digital

data and centrol a decryptor that decrypls encrypted digital data based on a varying
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pattern of timing or location" is anticipated by the encryption/decryption method spcken
cf on golumn 25 line 45 — golumn 26, line 9.

“Receiving programming and delivering said programming to a transmitter” is
anticipated by the subscription television transmitter that generates television signals
{(programming) having video and audic portions as spoken of on column 25, lines 45-50.

“Receiving digital data comprising at least an instruct signal and communicating
said digital data to a signal embedder, said instruct signal operative at said receiver
staticn to contrel said decryptor; controlling said signal embedder to embed said digital
data in an encrypted digital information transmission in a varying pattern of timing or
location; communicating said encrypted digital information fransmission to said
transmitter; and transmitting said programming and said encrypted digital information
transmission including said digital data” is anticipated by the encryption code signal
generating means that generates a continucus sequence of encrypticn codes {digital
data instruct signal) as well as the means for combining {signal embedder) that
combines the encryption codes signal, the digitized and encrypted audic program
signal, and a video program signal with carrier signals for fransmission to a receiver as
spoken of on column 25, lines 50-53 as well as column 286, lines 1-9.

Regarding claim 42, “a method of processing signals at a receiver station” is
anticipated by the decryption method spoken of on column 24, lines 30-50,

“‘Receiving at least one encrypted digital information fransmission; detecting a
plurality of signals on said at least one encrypted digital information transmission™ is

anticipated by the conveying of a composite television signal (information transmission)

PMC Exhibit 2016
Apple v. PMC
IPR2016-00754

Page 1193



Application/Control Number: 08/449,413 Page 14
Art Unit: 2487

te a subscriber including a videc portion, an aural portion, and an encryption codes
signal comprising a sequence of encryption codes as spoken of on column 24, lines 30-
35.

“Decrypting at least one of said plurality of signals, said at least one decrypted
signal including at least one instruct signal which is effective to instruct” is anticipated by
the inverse encryption means {decryptor processor) that uses the separated encryption
codes signal to return the detected audio signal to the pre-encryption digitized condition
{decrypted signal) as spoken of on column 24, lines 44-46.

Lastly, "passing the at least one decrypted instruct signal to a controllable device,
and controlling said confrollable device on the basis of decrypted information included in
said at least one decrypted instruct signal” is anticipated by returning of the audio signal
te original analog format whereby program audic may be precessed and presented (o a
controllable device) in a conventional manner as spoken of on celumn 24, lines 47-50.

Regarding claim 55, “a method of processing signals at a receiver station” is
anticipated by the decryption method spoken of on column 24, lines 30-50.

“Receiving one or more encrypied digital information transmissions at said
receiver station; detecting a plurality of signals on said one or more encrypted digital
information transmissicns, at least a first of one of said plurality of signals including a
control signal" is anticipated by the conveying of a composite television signal
(information transmission) to a subscriber including a video portien, an aural portion,
and an encryption codes signal {centrol signal} comprising a sequence of encrypticn

codes as spoken of on column 24, lines 30-35.
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“Controlling a decryptor that decrypts encrypted digital data in response to said
control signal; decrypting or enabling communication of at least a secend of said
plurality of signals on the basis of said step of controlling said decryptor” is anticipated
by the inverse encryplicn means {decrypter) that uses the separated encryption codes
signal (centrol signal} to return the detected audic signal to the pre-encryption digitized
condition {decrypted signal) as spoken of on column 24, lines 44-46.

Lastly, "passing said decrypted or enabled at least said second of said plurality of
signals to a contrellable device; and controlling said controllable device on the basis of
said passed decrypted or enabled at least said second of said plurality of signals” is
anticipated by returning of the audio signal to criginal analeg format whereby program
audio may be processed and presented ({fc a controllable device) in a conventional
manner as spoken of on column 24, lines 47-50.

Regarding claim 56, “a method of processing signals at a receiver station” is
anticipated by the decrypticn method spoken of on column 24, lines 30-50.

“Recelving at least one encrypted digital information transmission; identifying a
plurality of signals in said at least one encrypted digital information fransmission;
selecting a first signal of said plurality of signals including downloadable code” is
anticipated by the conveying cof a compesite television signal {informaticn transmission)
to a subscriber including a videc portion, an aural portion, and an encryption codes
signal (signal including code} comprising a sequence of encryption codes as spoken of

cn column 24, lines 30-35, as well as an encryption codes signal detector that detects
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and separates {identification of and selection of} the encryption codes signal {signal
including code} from the television signals as spoken of on column 24, lines 40-41.

“Passing said downloadable code to a processor; controlling a decryptor that
decrypts encrypted digital data to decrypt in a specific fashion on the basis of said
downloadable cede; decrypting at least one second signal of said plurality of signals in
said specific fashion” is anticipated by the inverse encryption means {cecryptor
processor} that uses the separated encryption codes signal to return the detected audio
signal {second signal) to the pre-encryption digitized condition {decrypted programming)
as spoken of on column 24, lines 44-486,

Lastly, “passing said at [east one second signal to one of said processor and an
output device” is anticipated by returning of the audio signal to original analog format
whereby program audio may be processed and presented {to an output device) ina

conventicnal manner as spcoken of on column 24, lines 47-50.

3. Claims 31 and 54 are rejected under 35 U.8.C. 102{e) as being anticipated by
Ostermann et al. (U.S. 4,484,025} (hereinafter “Ostermann”). Csfermann teaches all of
the limitations of the specified claims with the reascning that follows.

Regarding claim 31, “a method of controlling at least one of a plurality of receiver
stations” Is anticipated by the enciphering/deciphering method performed by the
terminals 1 and 2 of Figure 1.

“Receiving downloadable code which is effective at said at least cne of said

plurality of receiver stations to implement a new technigue of decrypting and delivering
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the downloadable code to at least one transmitter” is anticipated by the transmission of
a cipher algerithm {downlcadable code) from cipher program sterage 18 to pregram
memory 22 of a pregrammable cipher computer 12 {transmitter) that indicates a
particular enciphering/deciphering technigue as spoken cf on column 2, lines 38-41.

“Recelving at least one control signal which at said at least one of said plurality of
receiver stations operates to execute the downloadable code; and causing said at least
cne control signal to be communicated to said at least one transmitter at a specific time,
thereby 1o transmit at least one information fransmission including the downloadable
code and said at least one conirol signal” is anticipated by the transmission of a bit
sequence {control signal) from cipher equipment 16 to cipher computer 12 (fransmitter)
indicating a particular stored cipher pregram {downlcadable code} tc be used as spcken
of on ¢olumn 3, lines 10-19.

Regarding claim 54, “a method of providing an enzabling signal to a receiver
station from a remote data source, said enabling signal for use in decrypting at the
receiver station a programming signal, said receiver station being programmed tc get

|u

information necessary for enabling a programming signal” is anticipated by the
enciphering/deciphering methed performed by the terminals 1 and 2 {receiver station
and remote data source) of Figure 1.

“Storing at the remocte data scurce one or more control signals for enabling a
decryptor to decrypt a video” is anticipated by the cipher equipment 16 (remote data

source} that contains cipher program storage 18 for storing a cipher algorithm as

spoken of on column 2, lines 38-41.
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“Receiving at the remote data source from the receiver station a communication
to get specific enabling information” is anticipated by the cipher algorithm reguest
{communication) transmitted from the terminal 1 to the terminal 2 {remote data source}
requesting a cipher algorithm {enabling information) as spoken of on column 3, lines 4-
g.

“Communicating, from the remote data source 1o the receiver station in response
to said communication from the receiver station, a contrel signal” is anticipated by the
transmission of a cipher algerithm {control signal} from cipher program storage 18 o
program memory 22 of a pregrammable cipher computer 12 that indicates a particular
enciphering/deciphering technique as spoken of on column 2, lines 38-41.

“Whereby the receiver station inputs said control signal to a decryptor, and

|”

wherein said decryptor decrypts said programming signal” is anticipated by a receiver
terminal that centains means for deciphering {decryptor} received ciphered data text in
accordance with a cipher algorithm and a cipher key as spoken of on column 4, lines
52-b4, as well as column 2, lines 16-24, which states that terminals 1 and 2 each
contain transmitters and receivers as shown in Figure 1.

Claim Rejections - 35 USC § 103
4. The following is a guotation of 35 U.5.C. 103(a} which forms the basis for all

chviousness rejections set forth in this Office action:

{a} A pateni may not be obiained though the invention is not identically disclosed or described as set
forth in section 102 of this title, if the differences between the subject matter scught to be patented and
the prior art are such that the subject matter as a whole would have been obvicus at the time the
invention was made to a person having ordinary skill in the ari fo which said subject matter pertains.
Patentability shall not be negatived by the manner in which the invention was made.
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5. This application currently names joint inventors. In considering patentability of
the claims under 35 U.5.C. 103(a}, the examiner presumes that the subject matter of
the varicus ¢laims was commonly owned at the time any inventions covered therein
were made absent any evidence to the contrary. Applicant is advised of the obligation
under 37 CFR 1.56 to point out the inventor and invention dates of each claim that was
not commenly owned at the time a later invention was made in order for the examiner to
consider the applicability of 35 U.S.C. 103{¢) and pctential 35 U.S.C. 102(e), (f) or (g)
prior art under 35 U.5.C. 103(a).

8. Claims 32-36 and 38 are rejected under 35 U.S.C. 103(a) as being unpatentable
over Ostermann et al. (U.S. 4,484,025) (hereinafter “Ostermann”) in view of Davidson
(Re. 31,735).

Regarding claim 32, Ostermann teaches the method of ¢laim 31 as described
above. Osfermann does not explicitly teach decryption of television programming.

Hewever, Davidson teaches the application of encryption/decryption techniques
to television signals as spoken of on column 24, lines 30-50.

At the time of the inventicn, it would have been obvious tc someone of ordinary
skill in the art, given these references, to apply the enciphering/deciphering methods of
Ostermann to television program signals in order to effectively enable high security and
deterring of unautherized viewers in a television environment as spoken of on column 2,
lines 31-36 of Davidson.

Regarding claim 33, Osfermann teaches the transmission of a cipher algorithm

(instruct signal} from cipher program storage 18 to program memory 22 of a
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programmable cipher computer 12 {transmitter} that indicates a particular
enciphering/deciphering technique as spoken of ¢n column 2, lines 38-41.

Ostermann also teaches a receiver ferminal that contains means for deciphering
received ciphered data text in accordance with & cipher algorithm and a cipher key as
spoken of on column 4, lines 52-54, as well as column 2, lines 16-24, which states that
terminals 1 and 2 each contain transmitters and receivers as shown in Figure 1.

Ostermann does not explicitly teach decryption of television programming.

However, Davidson teaches the application of encryption/decryption techniques
to television signals as spoken of on column 24, lines 30-50.

At the time of the inventicn, it would have been obvious te somecne of ordinary
skill in the art, given these references, to apply the enciphering/deciphering methods of
Ostermann to television pregram signals in order to effectively enable high security and
deterring of unautherized viewers in a television environment as spoken of an column 2,
lines 31-36 of Davidson.

Regarding claim 34, Ostermann teaches the transmission of a cipher algorithm
{signal) from cipher proegram storage 18 tc program memory 22 of a pregrammable
cipher computer 12 that indicates a particular enciphering/deciphering
(encryption/decryption) technique as spcken of en column 2, lines 38-41.

Ostermann also teaches the tfransmission of a bit sequence (signal) from cipher
equipment 16 to cipher computer 12 indicating a particular stored ¢ipher program to be
used {change in encryption/decryption technigue) as spoken of on column 3, lines 10-

19.
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Ostermann also teaches a receiver terminal that contains means for deciphering
received ciphered data text (signal) in accordance with a cipher algerithm and a cipher
key as spoken of on column 4, lines 52-54, as well as column 2, lines 16-24, which
states that terminals 1 and 2 each contain transmitiers and receivers as shown in Figure
1.

Ostermann does not explicitly teach passing a decrypted signal to a controllable
device and controlling the controllable device on the basis of the passed decrypted
signal.

However, Davidson teaches refurning of an audio signal {decrypted signal) to
criginal analeg format whereby program audio may be processed and presented {tc a
controllable device} in a conventional manner as spoken cf on celumn 24, lines 47-50.

At the time of the inventicn, it would have been cbvious to somecneg of ordinary
skill in the art, given these references, to apply the post-decryption processing and
presentation as taught in Davidson to the system of Ostermann in order to allow the
receiving station to make appropriate use of the recovered decrypted signal.

Regarding claim 35, Ostermann further ieaches where the cipher algorithm
{instruct signal} is transferred that matches information provided in a received bit
sequence as spoken of on celumn 3, lines 10-20.

Regarding claim 36, Ostermann further teaches where the cipher algorithm
(instruct signal} is fransferred that matches information provided in a received bit
sequence that indicates which cipher program is to be used at a particular time

{schedule) as spoken of on column 3, lines 10-20.
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Regarding claim 38, Ostermanr: further teaches where the cipher algorithm
(instruct signal} is transferred that matches information provided in a received bit
sequence (identifier) as spoken of on column 3, lines 1C-20.

Allowable Subject Matter
7. Claims 22-30 and 43-53 are allowable over the prior art of record.
8. Claims 37 and 39 are objected to as being dependent upon a rejected base
claim, but would be allowable if rewritten in independent form including all of the
limitations of the base ¢laim and any intervening claims.
9, The following is a statement of reascns for the indication of allowable subject
matter:

Regarding claims 23, 25-30, 37, and 43-53, these claims are allowable for the
reasens indicated in the previous Office Action.

Response to Arguments
10.  Applicant’s arguments with respect to amended claim 22 have been fully
considered and are persuasive. The pricr art rejection of this ¢laim has been
withdrawn. Specifically, after further consideration of amended claim 22, Examiner
agrees with Applicant's argument that Davidson does not teach that the encryption
codes signal is an encrypled digital signal itself that is decrypted by a decryptor.
Accordingly, the prior art rejection has been withdrawn.
11.  Applicant’s arguments with respect to amended claim 24 have been fully

considered and are persuasive. The prior art rejection of this claim has been

withdrawn. Specifically, after further consideration of amended claim 24, Examiner
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agrees that the present amendment replacing the werd “or" with "and” makes the
decrypting of programming inclusive. Yanagimachi does not teach "receiving at said
remote transmitter station one cr mere second instruct signals which operate at the
subscriber station tc identify and decrypt said unit of pregramming or said one or more
first instruct signals” in combination with the other limitations of amended claim 24.
Accordingly, the prior art rejection has been withdrawn.

12.  Applicant’s arguments with respect to amended claim 39 have been fully
considered and are persuasive. The pricr art rejection of this ¢laim has been
withdrawn. Specifically, due to Applicant’s present amendment removing the “at least
one of’ language from the last two lines of the claim, the claim now requires “said
identifier identifies (i} said television pregram and {li} a channel including said televisicn
program” which is not taught by the prior art of record. Accordingly, the prior art
rejection has been withdrawn.

13.  Applicant's other arguments filed 2/29/12 have been fully considered bui they are
not persuasive.

Regarding amended claim 24, Applicant argues that claim 14 of U.S. Patent
7,801,304 does not teach “receiving at said remote transmitter station one o more
second instruct signals which operate at the subscriber station to identify and decrypt
said unit of programming or said one or more first instruct signals”,

Claim 14 of the above U.S. Patent 7,801,304 recites "receiving at said remote
fransmitter station said one or mere digital second instruct signals which operate at the

subscriber station to decrypt said digital programming”.
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While Applicant’s present amendment now makes the decryption of programming
inclusive, it is maintained that the above decryplion of digital pregramming recited in
claim 14 weuld implicitly include an identification of the encrypted programming that is
tc be decrypted such that the identified encrypted procgramming may be decrypted.

Regarding claim 24, Applicant further argues that Yanagimachi does not teach
"receiving a code or datum identifying a unit of programming to be transmitted by the
remote transmitter station”. Applicant further argues that the control codes of
Yanagimachi are not used to identify a unit of programming to be transmitted, but rather
are used at a receiver station "tc control a manner of sequentially connecting program
materials to construct at least one significant program...”.

However, as provided in the previous Office Action, Yanagimachiteaches where
program control codes identifying particular programming included in the fransmission
are utilized by a transmitter statiocn 102 and receiver station 103 for
transmission/reception and programming cufput as spoken of on celumn 15, lines 2-32
as well as column 186, lines 22-40. Specifically, on column 16, lines 22-40, it is stated
that "the contrcl code fransmitted with the video and audio signals is deceded by a
transmission control code decoder 119 and the decoded contro! code is collated with a
code set by the student through a selection input and answer input terminal 126. When

these codes coincide with each cther, the desired videe signal ef one television frame

period is gated cut by a video frame gate 122"

According to the gbove teachings of Yanagimachi, the received control codes do

identify units of programming that are fransmitted by the transmitter 102, as the control
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codes are used at the receiver to identify particular units of programming to be exiracted
for output 1o & user.

Therefore, the obviousness-type double patenting rejection of claim 24 in view of

claim 14 of the above U.S. Patent and Yanagimachiis maintained.

Regarding amended claims 22, 40-42, 55, and 56, Applicant argues that there is
no mention of “encryption” anywhere in the disclosure of Davidson. Applicant further
argues that Davidson does not teach the encryption of an entire digital signal
transmission. Applicant further argues that Davidson is limited in its use as a prior art
reference due to the term "encryption” being added in the reissue application.

However, referring to MPEP 1401 regarding reissuing of patents:

L2581 Reissiee o

Further, referring to MPEP 1460 for Office treatment of a reissue;
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Based upon the above sections, it is maintained that the added term "encryption”

in the reissue has the benefit of the parent patent filing date of July 29, 1980 as well as

the parent patent continuing priority date of Ccteber 19, 1977 and qualifies as prior art.
Further, as provided in the previous Final Office Action, claim 63 of Davidson

recites “the aural portion comprising a periodically sampled and digitized audio signal

encrypted in accerdance with the encryption codes signal”. Further, claim 72 recites

"means responsive to the encryption code signal for digitally encrypting each digitized

program audio sample from the digitizing means”.
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Further claim 65 recites “inverse encryption means responsive to the separated

encryption cedes signal to return the detected audio signal te the pre-encryplicn

digifized condition”.

Further, Figure 1 of Davidson shows a transmitter 12 and a receiver 14 that
make use of A/D converter 31 for transmission and D/A converter 58 for reception which
implies digital signal processing takes place. Further, Figure 8b of the description of
Davidson shows a digitized aural signal consisting of 11 bits. Further, Figures 5, 8, and
10 show digital logic circuitry of the disclesed system of Davidson used for digital signal
processing. It is maintained that Davidson teaches the encryption and decryption of g

digital information transmission as claimed by Applicant.

Regarding amended claim 41, Applicant argues that Davidsor is silent regarding
delivering programming and communicating information to a transmitter.

However, as provided in the previous Office Action, Davidson teaches the
subscription television transmitter 12 in Figure 1 that generates television signals
{(programming) having video and audic portions for subsequent transmission (to/from a
transmitter 20, 30) as spoken of on column 25, lines 45-50.

Applicant also argues that Davidson fails to teach embedding digital data in an
information transmission in a varying pattern of timing or location.

However, as provided in the previous Cffice Action, Davigson teaches the
encryption code signal generating means that generates a continuous sequence of
encryption cedes (digital data instruct signal} as well as the means for combining (signal

embedder) that combines the encryption codes signal, the digitized and encrypted audio
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program signal, and a video program signal with carrier signals for transmission tc a
receiver as spoken of on ¢elumn 25, lines 50-53 as well as ¢olumn 26, lings 1-9.

Since the above claim language does not indicate what specific type of varying
timing pattern or varying location pattern is being claimed, it is maintained that the
combination of the above encryption codes signal, the digitized and encrypted audic
program signal, and a video program signal with carrier signals for transmissicn would
include an embedding of the encryption codes signal within the programming in some
varying lccation pattern or fashion such that the meaning of the data is preserved and
can be recovered al the receiver.

Regarding amended claim 42, Applicant argues that Davidson does not teach
decrypting a signal that includes at least one instruct signal which is effective to instruct.
Hewever, as provided in the previcus Office Action, Davidson teaches the

inverse encryption means {(decrypter processor) that uses the separated encryption
codes signal to return the detected audic signal to the pre-encryption digitized condition
(decrypted signal) as spoken of on column 24, lines 44-46.

Applicant further argues that Davidson does not teach a plurality of signals on an
encrypted digital information.

However, claim 42 recites “receiving at least one encrypted digital information
transmission; detecting a plurality of signals on said at least one encrypted digital
information transmission”.

Claim 85 of Davidson teaches the transmission/reception of composite television

signals each having digitally encrypted audio signals embedded therein.
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Regarding amended claim 55, Applicant argues that Davidsorn does not leach
“controlling said controllzble device on the basis of said passed decrypted or enabled at
least said second of said plurality of signals”.

However, as provided in the previous Office Action, Davidson teaches returning
cf the audio signal to original analog format whereby program audic may be processed
and presented {tc a controllable device} in a conventional manner as spoken of on
column 24, lines 47-50. The controllable device being a device suitable for
cutput/presentation of an audio signal. The audic signal is operable in the controlling of
this type of device by causing output of the respective audio signal. It is maintained that
an audic signal is operable in the controlling of the output of audic at an output device,
as this output device would only provide output upen detection of an input audic signal.

Regarding amended claim 56, Applicant argues that Davidson does not teach
any selecting of a first signal in & transmission that includes downloadable code.
Applicant further argues that in Davidson all signals are received and then processed.

However, as provided above, Davidson teaches an encryption codes signal
detector that detects and separates (identification of and seleclicn of) the encryplion
codes signal (signal including code) from the television signals as spoken of on column
24 lings 40-41.

It is maintained that the separation of the encryption cedes signal from the
television signals (plurality of signals) may be considered a selection of a signal, as the
encryption cedes signal porticn is detected and separated (selecting one from multiple

signals) from the composite signal.
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Regarding claims 31 and 32, Applicant argues that Ostermann fails to teach
“receiving at least one control signal which at said at least one of said plurality of
receiver stations operates to execute the downloadable code: and causing said at least
cne control signal tc be communicated to said at least one transmitier at a specific time,
thereby to transmit at least one information transmission including the downloadable
code and said at least one control signal”.

However, as provided in the previous Office Action, Ostermann teaches the
transmission of a bit sequence {control signal) from cipher equipment 16 to cipher
computer 12 ({transmitter) indicating a particular stered cipher program (doewnloadable
code) to be used as spoken of on ¢celumn 3, lines 10-19. The specific time of the bit
sequence transmission is the time at which the particular cipher algorithm is selected.
Furthermore, the type of encryplion is selected via transmission of the bit sequence
which causes the corresponding cipher program {downlcadable code) to be transferred
{downloaded).

Regarding claim 32, Applicant further argues that it would not have been obvious
to combine the teachings of Davidson and Ostermann. Applicant further argues that
Davidson teaches away from encryption/decryption of felevision signals by focusing on
the processing of the video and audio signal components while leaving the televisicon
signal itself unaffected.

However, the videc and audic signal compenents of Davidson are a part of the

television signal, sc the encryption/decryption processing of a videc and/or audio

PMC Exhibit 2016
Apple v. PMC
IPR2016-00754

Page 1210



Application/Control Number: 08/449,413 Page 31
Art Unit: 2487

component of the television signal would affect the state of the compesite television
signal.

Furthermore, as provided in the previous Office Action, Davidson teaches the
application of encryption/decryplicn techniques to elevision signals as spcken of on
column 24, lines 30-50.

At the time of the inventicn, it would have been obvious to someone of ordinary
skill in the art, given these references, to apply the enciphering/deciphering methods of
Ostermann to television program signals in order to effectively enable high security and
deterring of unautherized viewers in & television environment as spoken of on ¢column 2,
lines 31-36 of Davidson.

Regarding claim 54, Applicant argues that Ostermann does not address the
decryption of video.

However, the language "for enabling a decryptor to decrypt a video™ is an

intended use clause that does not necessarily limit the scope of a claim. See MPEP

2106, Il, C.

Furthermore, Ostermann is directed to the transmissicn of a cipher program to
allow encryption or decryption of "data”, where this data in a general sense could
include audio, video, or other known types of data.

Regarding claim 33, Applicant argues that neither Davidson nor Ostermann
teach "receiving a television program at a transmitter station and delivering said
television program fo a transmitter”. Applicant further argues that Davidson teaches

away from encryption/decryption of television signals by focusing on the processing of
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the video and audio signal components while leaving the television signal itself
unaffected.

Heowever, the videc and audic signal compenents of Davidson are a part of the
television signal, sc the encryption/decryption processing of a video and/or audio
component of the television signal would affect the state of the compesite television
signal.

Furthermore, as provided in the previcus Office Action, Osfermann teaches the
transmission of a cipher algorithm {instruct signal) from cipher precgram storage 18 to
program memory 22 of a programmable cipher computer 12 {transmitter) that indicates
a particular enciphering/deciphering technique as spoken of on ¢olumn 2, lings 38-41.

Ustermann also teaches a receiver ferminal that contains means for deciphering
received ciphered data text in accordance with a cipher algorithm and a cipher key as
spoken of on column 4, lines 52-54, as well as column 2, lines 16-24, which states that
terminals 1 and 2 each contain fransmitters and receivers as shown in Figure 1.

Ostermann does not explicitly teach decryption of television programming.

However, Davidson teaches the application of encryption/decryption techniques
to television signals (that are transmitted and received) as spoken of on column 24,
lines 30-50.

DPavidson also teaches the subscription television transmitter 12 in Figure 1 that
generates television signals (programming) having video and audic portions for
subseguent transmission {to/from a transmitter 20, 30) as spoken of on column 25, lines

45-30.
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At the time of the inventicn, it would have been cbvious to somecne of ordinary
skill in the art, given these references, 1o apply the enciphering/deciphering methods of
Ostermann to television program signals in order to effectively enable high security and
deterring of unauthorized viewers in g television environment as spcken of on column 2,
lines 31-36 of Davidson.

Regarding claim 34, Applicant argues that neither Davidson nor Ostermann
teach “passing said decrypted second of said plurality of signals to a controllable
device; and controlling said contrcllable device on the basis of said passed decrypted
second of said plurality of signals™

However, as provided in the previcus Cffice Action, Davidson teaches returning
cf the audio signal to original analog format whereby program audio may be processed
and presented (tc a controllable device) in a conventional manner as spoken of on
column 24, lines 47-50. The controllable device being a device suitable for
cutput/presentation of an audic signal. The audio signal is operable in the controlling of
this type of device by causing output of the respective audic signal. [t is maintained that
an audic signal is operable in the conirolling of the output of audic at an ouiput device,
as this cutput device would only provide cutput upon detection of an input audio signal.

Regarding claim 36, Applicant argues that Ostermann does not teach “wherein
said step of transferring is performed in accordance with a schedule™

However, as provided in the previous Cffice Acticn, Ostermann teaches where
the cipher algorithm {instruct signal) is transferred that matches information provided in

a received bit sequence that indicates which cipher program is to be used at a particular
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time {schedule) as spoken of on column 3, lines 10-20. In other words, the transferring
of a particular cipher algorithm is performed in accordance with a particular order or
schedule (sequence of algorithms transferred in a time order in relation to each other)
depending on a received bi sequence indicating which cipher pregram is tc be used at
a particular time.

Conclusion

Any inquiry concerning this communication or earlier communications from the
examiner should be directed to MICHAEL J. MOORE, JR. whose telephone number is
(571)272-3188. The examiner can ncrmally be reached on Menday-Friday {7:30am -
4:C0pm).

If attempts o reach the examiner by telephone are unsuccessful, the examiner’'s
supervisor, William Korzuch can be reached at (571) 272-7589. The fax phone number
for the organizaticn where this application or proceeding is assigned is 571-273-8300.
Infermation regarding the status cf an application may be cbtained from the Patent
Application Information Retrieval {PAIR) system.

Status information for published applicaticns may be obtained from either Private
PAIR or Public PAIR. Status information for unpublished applications is available
through Private PAIR only.

For more informaticn about the PAIR system, see hitp://pair-direct.uspto.gov.
Should you have questions on access to the Private PAIR system, contact the
Electronic Business Center {EBC) at 866-217-3187 {toll-free). If you would like

assistance from a USPTO Customer Service Representative or access to the
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automated information system, call 800-786-9199 (IN USA OR CANADA)} or 571-272-
1000.

Michael J. Mooreg, Jr./
Primary Examiner, Art Unit 2467
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

In re Patent Application of:
John C. Harvey et al.

Application No.: 08/449,413
Filed: May 24, 1995

For: SIGNAL PROCESSING APPARATUS AND
METHGDS

Confirmation No.: 1756
Art Unit: 2467

Examincr: Moorc Jr., Michacl J.

AMENDMENT AND REQUEST FOR RECONSIDERATION

MS Amendment
Commuissioner for Patents
P.O. Box 1450

Alexandria, VA 22313-1450

Dcar Sir:

[n response to the Non-Final Office Action dated Junc 8, 2012, please amend the above-

identified application as follows.

Amendments to the claims begin on page 2.

Remarks begin on page 11.
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AMENDMENT TO THE CLAIMS

Claims 22-36 are the only pending clains.
I - 21. (Cancclled)

22, (Previously Presented) A method for controlling the decryption of encrypted

programming at a subscriber station, said method comprising the steps of:

recciving encrypted digital programming, said encrypted digital programming having an

cncrypted digital control signal;
detecting said control signal;

passing said control signal to a decryptor that decrypts encrynted digital data at said

subscriber station;
decrypting said control signal;

decrypting said encrypted digital programming to form decrypted programming based on

said control signal; and
presenting said decrypted programming to a viewer or listener.

23.  (Prcviously Presented) A method for controlling the decryption of programming

at & subscriber station, said method comprising the steps of:

receiving programming, said programming having a first encrypted digital control signal

portion and an encrypted digital information portion;
detecting said first encrypted digital control signal portion of said programming;

passing said first encrypted digital control signal portion of said pregramming to a first

decryptor at said subscriber station;

decrypting said first cncrypted digital control signal portion of said programming using

said first decryptor at said subscriber station;

LIBW/ i8M61 1.2
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passing said encrypted digital information portion of said programming and the decrypted

control signal portion to a second decryptor at said subscriber station;

decrypting said encrypted digital informsation portion of said programming using said

second decryptor at said subscriber station based on the decrypted control signal portion; and
presenting said programming.

24, (Previously Presented) A method of controlling a remote transmitter station to
communicate program material to a subscriber station and controlling said subscriber station to

process or output & unit of programming, said method comprising the steps of:

receiving & control signal which operates at the remote transmitter station to control the
communication of a unit of programming and onc or more first instruct signals and

communicating satd control signal to said remote transmitter station;

receiving a code or datum identifying a unit of programming to be transmitted by the
remote transmitter station, said remote fransmitter station transferring said unit of programming

to a transmitter;

recciving at said remote transmitter station ong or morce sccond instruct signals which
operate at the subscriber station to identify and decrypt said unit of programming or said onc or
morg¢ first instruct signals, said remote transmitter station transferring said onc or morce sccond

instruct signals to said transmitter; and

transmitting from said remote transmitter station an information transmission comprising
sald unit of programming, said onc or more first instruct signals, and said one or more sccond
instruct signals, said onc or more first instruct signals being transmitted in accordance with said

control signal.

25. (Previously Presented) The method of ¢laim 23, wherein said programming

further includes encrypted video.

26.  (Prcviously Presented)} The method of claim 23, wherein said subscriber station

stores information that evidences processing said programming.

LIBW/ i8M61 1.2
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27.  (Previously Presented) The method of claim 23, wherein said programming is
received at said subscriber station in one chennel of a multichannel signal and a second control
signal portion used to decrypt said programming 13 included in said multichanncl signal cutside

said onc channel.

28. (Previously Presented} The method of claim 23, wherein said subscriber station
detects, in a transmission channel including said programming, a second control signal portion

uscd to decrypt the first control signal portion.

29.  (Prcviously Presented) The method of claim 23, wherein the subscriber station
detects, in & transmission channgl for transmitting the programming, a second control signal
portion used to decrypt the first control signal portion, and wherein the sccond control signal
portion is encrypted, and wherein the second control signal portion is decrypted in order to

cnable decryption of the first control signal portion.

30. {Previously Presented) The method of claim 23, wherein said programming

includes computer data.

31.  (Previously Presented) A mcthod of controlling at [cast one of a plurality of

receiver stations, said method comprising the steps of!

receiving downloadable code which is effective at said at least ong of said plurality of
receiver stations to implement & new technique of decrypting and delivering the downloadable

code to at lgast ong transmitter;

recciving at least one control signal which at said at least one of said plurality of receiver

stations operates to exccute the downloadable code; and

causing said at least onc control signal to be communicated to said at least one transmitter

at a specific time,

thereby to transmit at lcast one information transmission including the downloadable

code and szid at least onc control signal.
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32, {Currently Amended) The method of ¢laim 31, wherein a digital television
program 1s displayed at a receiver station and said downloadable code and said at least one
control signal program said receiver station to decrypt said digital television program in

accordance with said new technique.

33 (Currently Amended) A method of communicating digital television program

material to one or more receiver stations, said method comprising the steps of:

receiving a digital television program at a transmitter station and delivering said digital

television program to a transmitter;

reeciving and storing onc or more instruct signals at said transmitter station, said onc or
more¢ instruct signals at said onc or morc receiver stations opcerative to implement a new

technique ef decrypting;
transferring said one or more instruct signals to said transmitter; and

transmitting said digital television program and said one or more instruct signals from

said transmitter station to said one or more receiver stations.

34, (Previously Presented) A mcthod of processing signals at a receiver station

comprising the steps oft
reeeiving at least onc information transmission;
detecting a plurality of signals in said at least onc information transmission;
changing a decryption technique in responsc to at lcast a first of said plurality of signals;

decrypting a sccond of said plurality of signals on the basis of said changed decryption

technique,
passing said decrypted second of said plurality of signals to & controllable device; and

controlling said controllable device on the basis of said passed decrypted sccond of said

plurality of signals.
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35, (Previously Presented} The method of claim 33, wherein said step of transferring

is performed based on comparisorn,

36. (Previously Presented) The method of claim 33, wherein said step of transferring

18 performed in accordance with a schedule.

37. (Previously Presented) The method of elaim 36, wherein said schedule specifies a
transmission time and a transmission channel, said method further comprising the steps of

receiving and storing said schedule at said transmitter station,

38.  (Previously Presented) The method of claim 33, wherein said ong or more instruct
signals operate at said onc or more receiver stations based on an identifier, said method further

comprising the step of transmitting said identificr.

39. (Currently Amended) The method of claim 38, wherein an information
transmission including said digital television program is received at said one or more receiver
stations, wherein said digital television program is cutputted at said one or more receiver
stations, and whercin said identifier identifics (1) said digital television program and {ii) a

channel including said digital tclevision program.

40.  (Previously Presented) A method of processing signals at a receiver station
comprising the steps of:

recciving at lcast one encerypted digital information transmission;

locating codc;

passing said codc to a processor;

controlling a decryptor that decrypts enerypted digital data to decrypt in a specific

fashion on the basis of said code;

decrypting a portion of said at lcast onc information transmission in said specific fashion;

and
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passing said decrypted portion of said at least one encrypted digital information

transmission to ong of said processor and an output device,

41. (Previously Presented) A method of controlling a receiver station to detect digital
data and control a decryptor that deerypts encrypted digital data based on a varying pattern of

timing or location, said method of controlling comprising the steps of:
receiving programming and delivering said programming to a transmitter;

reeciving digital data comprising at lcast an instruct signal and communicating said
digital data to a signal cmbedder, said instruct signal operative at said receiver station to control

said decryptor;

controlling said signal embedder to ecmbed said digital data in an cnerypted digital

information transmission in & varying pattern of tinting or location;
communicating satd encrypted digital information transmission to said transmitter; and

transmitting said programming and said encrypted digital information transmission

including said digital data.

42, (Previously Presented) A method of processing signals at a receiver station

comprising the steps of'
reeciving at least ong encrypted digital information transmission;

detecting a plurality of signals on said at least onc enerypted digital information

transmission;

decrypting at least one of said plurality of signals, said at least ene decrypted signal

including at least one instruet signal which is effective to instruct;
passing the at least one decrypted instruct signal to a controllable device; and

controlling said controllable device on the basis of decrypted information included in said

at least onc decrypted instruct signal.
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43, (Previously Presented) A method for decryptor activation in a network

COmprising:
receiving a transmission comprising encrypted materials;

decrypting under first processor control a first portion of said encrypted materials in said

transmission;
inputting said first portion of said encrypted materials to a decryptor;

decrypting under sceond processor control a second portion of said encrypted materials

based on said step of decrypting said first portion of said encrypted materials,

44.  (Previously Presented} The method of claim 43 wherein said transmission in said

step of receiving a transmission is a multichanngel signal separated in the frequency domain,

45, (Previously Presented) The method of claim 44 whercin satd transmission is a

calsle system broadcast.

46, (Previously Presented} The method of ¢laim 43 wherein said transmission in said

step of receiving a transmission is a multichannel signal separated in the time domain.

47.  (Previously Presented) The method of claim 43 wherein said transmission in said

step of receiving a transmission 1s gencrated at a local data source,

48.  (Prcviously Presented) The method of claim 47 whercin said local data source

compriscs a VCR.

49, (Previously Presented) The method of claim 47 wherein said local data source

comprises a laser disk.

50. {Previously Presented) The method of claim 43 wherein said encrypted materials

comprise a portion of a television program.
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51.  (Prcviously Presented) The method of claim 43, wherein said transmission in said
step of receiving a transmission and a signal necessary for decryption are received from different

SQUICCS.

52. (Previously Presented) The method of claim 51, further comprising the step of
contacting a remote transmitter station to receive one of said transmission and said signal

necessary for decryption.

53.  (Previously Presented) The method of ¢laim 51, wherein & signal necessary for

decryption 1s communicated by telephone,

54.  (Currently Amended) A mcthod of providing an cnabling signal to a rccciver
station from a remotc data source, said crabling signal for use in decrypting at the receiver
station a digital programmting signal, said receiver station being programmed to get information

necessary for cnabling a said digital programming signal, said method comprising the steps of:

storing at the remote data source one or mare control signals for enabling a decryptor to

decrypt said digital programing signal including a video;

reeciving at the remote data source from the receiver station a communication to got

specific cnabling information;

communicating, from the remote data source to the recciver station in responsc to said

communication from the receiver station, a control signal,

whereby the recciver station inputs said control signal to & decryptor, and wherein said

decrvptor decrypts said digital programeming signal including a video.

55. {Previously Presented) A method of processing signals at a receiver station

comprising the steps of:
receiving one or more encrypted digital information transmissions at said receiver station;

detecting a plurality of signals on said onc or morc cnerypted digital information

transmissions, at Icast a first of one of said plurality of signals including a control signal;
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controlling a decryptor that decrypts encrypted digital data in response to said control

signal;

decrypting or enabling communication of at Icast a sccond of said plurality of signals on

the basis of said step of contrelling said decryptor;

passing said decrypted or enabled at least said second of said plurality of signals to a

controllable device; and

controlling said controllable device on the basis of said passed decrypted or cnabled at

lcast said second of said plurality of signals.

56.  (Previously Presented) A method of processing signals at a receiver station
comprising the steps of*

reeciving at lcast one cnerypted digital information transmission;

identifying a plurality of signals in said at least on¢ cnerypted digital information

transmission;
sclecting a first signal of said plurality of signals including downloadable code;
passing said downloadable code to a processor;

controlling a decryptor that decrypts encrypted digital data to decrypt in a specific

fashion on the basis of said downloadable code;

decrypting at lcast one second signal of said plurality of signals in said specific fashion;

and

passing said at lcast onc sccond signal to onc of said processor and an output device.
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REMARKS

L STATUS OF CLAIMS

Claims 22-56 arc pending in this application. Claims 23, 25-30 and 43-53 arc allowed.
Claims 37 and 39 arc allowable over the prior art, but objected to as dependent on non-allowable
claims. Claims 22 and 24 are allowable over the prier art, but subject to a nonstatutory
obviousness-type double patenting rejection. The remaining claims are rejected under 35 U.S.C.
§§ 102 and 103 and/or nonstatutory obvicusness-tyne double patenting. By this Amendment,
claims 32, 33, 39, and 54 arc amended. Reconsideration is respectfully requested in view of the
above amendments and the following remarks. Applicants carnestly solicit a favorable
reconsideration and prompt allowance of the claims.

IL DOUBLE PATENTING REJECTIONS

Claims 22, 34, 54, and 55 arc rejected on the ground of nonstatutory obviousness-type
double patenting as allegedly being unpatentable over claims 1, 22, and 23 of U.S. Patent No.
7.801,304. This is the patent that issued from Applicants” DECR 81 group “A” application, U.S.
Patent Application Scrial No. 08/449,263. Claim 24 1s rejected on the ground of nonstatutory
obviousness-type double patenting as being unpatentable over claim 14 of the DECR &1 group
“A” patent, in view of Yanagimachi et al. {U.S. Patent No. 3,936,595) (*Yanagimachi”).
Applicants maintain the arguments they asserted previously in regard to traversing the claim 24
rejection. [f the Office maintains the rejections, Applicants acknowledge that a timely filed
terminal disclaimer in compliance with 37 C.F.R. 1.321(c) or 1.321{d) may bc necessary to
overcome the nonstatutory double patenting rejections. However, Applicants request that the
requircment for filing the terminal disclaimer be held in abeyance, pending an indication of

allowable subject matter from the Office in the present application. If filed, the terminal
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disclaimer will disclaim, in essentizl terms, the terminal part of the statutory term of any patent
granted on the above-referenced application, extending beyond the carliest expiration date of the
DECR 81 group “A” patent, U.S. Patent No, 7,801,304,

III. SUMMARY OF PRIOR ART REJECTIONS

Many of the pending claims are rejected under 35 US.C. §§102 or 103 over references
including Davidsorn (Re. 31,735) and Ostermann ct al, (U.S. Patent No. 4,484,025)
(“Ostermann™}. The Office Action rejected claims 40-42, 55, and 56 under 35 U.S.C. 102{c) as
allegedly being anticipated by Davidson; claims 31 and 54 under 35 U.S.C. 102(c) as allcgedly
being anticipated by Ostermann; and claims 32-36, 38, and 39 under 35 U.S.C. 103(a) as

allegedly being unpatentable over the combination of Ostermann in view of Davidson.

Iv. SUMMARY OF APPLIED PRIOR ART
A. Davidson

Davidson 1s the reissued patent of U.S. Patent No. 4,215,366 that issued on July 29, 1980,

The reissucd patent added new claims 65-74. The application for reissuc was filed on July 26,

1982, well after the November 3, 1981 priority date of the instant application.

Davidson is dirccted to a “method and system for enceding and decoding of standard
television signals. .. Col. 3, 1. 26-28. “[V]idco scrambling is effected by inversion of the video
signals of somc horizontal scan lines on a pscudo-random bias to producc a picturc having some
video signals inverted and others not inverted which is unpleasant to view and virtually
unintelligible,” Col. 3, 11, 29-34, Davidson discloses converting analog audio signals to coded
digital audio signals. Col. 3, ll. 34-36. “A plurality of unique pulse-coded control signals
consisting of 32- bit binary pulsc trains arc transmitted scparately to. .. provide the information

needed to unscramble the scrambled audio and video signals.” Col. 3, 11. 36-41.
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Claim 65, added to the patent via reissue, claims a receiver in a subscription television
system having means for conveying television signals include a video portion, an aural portion,
and an “encryption codes signal” comprising a sequence of “cncryption codes.” Col. 24, 1. 30-
35. The aural portion is a digitized audio signal “encrypted” in accordance with the “encryption
codes signal,” Col, 24, 11, 35-39. The recciver has means to detcct and scparate the “encryption
codes” signal from the television signals; to separate the digitized and “enerypted” audio signal
from tclevision signals; to return the detected audie signal to the “pre-cneryption”™ digitized
condition; and to return the sudio signal to the original analog format. Col. 24, I[. 40-30.
However, there is no mention of “encryption™ anywhere in the disclosure of the patent, Only
scrambling and unscrambling is disclosed. The term “encryption,” as used in claim 65, was not

added until sometime after the reissue filing date of July 26, 1982,

Claim 72, also added to the patent via reissuc, claims a “television transmitter for
generating television signals having a program video portion and program aural portion...” Col.
25,11, 46-48. The transmitter has means to gencrate a continuous scquence of “encryption
codes”; to convey the program video and program aural portions and the “cneryption codes
signal” from the transmitter to authorized subscribers; to sample and digitize the program audio
signal; to digitally “cnerypt” cach digitized program audio sampl¢ in response to the “encryption
codes signal”™; and to combine the “encryption codes” signal, the digitized and “encrypted” audio
program signal, and a vidco program signal, with the carrier signals. Col. 25, 1. 52 — col. 26, 1. 9.
As mentioned above, there is no mention of “cneryption” anywhere in the disclosure of the
patent. Only scrambling and unsecrambling is disclosed. The term “encryption,” as used in claim

72, was not added until sometime after the reissue filing date of July 26, 1982.
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The original Davidson “366 patent discloses video scrambling. The reliance on the
reissuc patent cannot change this fact. The usc of the term “encryption” as added by the reissue
claims docs not change the fact that the fundamental video signal of Davidson is an analog
television signal. The video signal of Davidson is not encrypted as encryption is a digital

process. For this reason, the Davidson reissug patent is limited 1n its usc as a prior art reference.

B. Ostermann

Ostermann is directed to a “system for enciphering and deciphering data for transmission
between a transmitter and a recciver, where the terms encipher and decipher are synonymous
with encrypt and decrypt respectively.” Col. 1, 11. 7-10. Ostermann discloses a receiver station
transmitting a cipher algorithm “from the cipher program storage 18 over & data transmission
channel 20 to the program memeory 22 of the programmable cipher computer 127 at the
transmitter station, Col. 2, 11, 38-41, “The cipher algorithm transmitted from the cipher program
storage 18 of cipher cquipment 16 via channel 20 is stored in program memory 22 and used to

encipher the clear input data provided by input device 24 to transmitter 10.7

Ostermann also discloses another embodiment of the invention where “the programmable
cipher computer 12 is provided with long term memory 28 for storage of a plurality of different
cipher programs which can be called up for storage in the program memory 22 as required.”

Col. 2, 1l. 59-62. The cipher cquipment 12 at the transmitter station receives a bit sequence from
cipher computer 16 at the receiver station that enables the cipher program to be transferred from

long-tcrm memory 28 to program memory 22, Col. 3, 11 10-19.
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V. RESPONSE TO PRIOR ART REJECTIONS

A, Rejection of claims 40-42. 55 and 56 under 35 U.S.C, §102(¢)

Claims 40-42, 55, and 56 are r¢jected under 35 U.S.C. $102(c) over Davidson, This

rejection is respectfully traversed.

Claims 40-42, 55, and 56 claim matcrial relating to the encryption and decryption of
signals. Applicants have consistently asserted that the Board of Patent Appeals and [nterferences
decided in Ex parte Personalized Media Communications, LLC (Appeal 2008-4228, Ex parte
Reexamination Control 90/006,536) at pages 53-54, that encryption and decryption require a
digital signal, The Board considered the very same specification that is part of this application in
finding that encryption and decryption are limited to digital applications. The Board also held

that “cncryption and decryption are not broad cnough to read on scrambling and unscrambling.™

[n the Office Action, the Examiner asserted that Davidson, a reissued patent, has the
benefit of its parcent’s filing date of July 29, 1980, and thercfore so docs the term “cncryption”™
disclosed in its reissuc claims. Action at 25-26. Applicants do not dispute that a reissued patent
is entitled to the filing date of its parent in accordance with 35 US.C. § 252. Howecever,
Applicants note that “cncryption” is net disclosed anywhere in the specification of Davidson,
only in the claims added via reissue, Davidson describes scrambling video signals and
converting analog audio signals to coded digital audio signals, but does not teach or suggest

“cneryption” as claimed in the instant application and understood by the Board.

Regardless, the Examiner crred by not considering all the words n claims 40-42, 55, and
536, Inre Wilson, 424 F.2d 1382, 1385 (CCPA 1970) (“All words in a ¢laim must be considered

in judging the patentability of that claim against the prior art.””). The claims recite receiving a
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“encrypted digital information transmission,” but the Examiner did not fully consider this

limitation.

The Examinger points to the A/D converter 31 and the D/A converter 58 disclosed in
Davidson to show that digital signal processing takes place. Action at 27. Howcever, Davidson
only discloses that these analog/digital converters affect audio signals that are combined with

video signals and control signals into a standard, /. e. not digital and not encrypted, television

signal. Col. 5, 11. 36-42; Col. 24, II. 30-35; Col. 25, I1. 46-48.

The information transmission taught by Davidson is an analog television signal.
Regardless of whether the television signal includes a component comprising a digital signal, the
television signal remains ansalog. Therefore, Davidson does not disclose an “encrypted digital
information transmission.” Claims 40-42, 55, and 56 arc not anticipated by Davidson and are in

allowable form.

Even assuming, arguendo, that Davidson tcaches an “encrypted digital information
transmission,” claims 42, 55, and 56 arc not anticipated by Davidson for at least the additional

following rcasons:

1. Claim 42

Claim 42 recites in part:

decrypting at least one of said plurality of signals, said at least onc
decrypted signal including at least one instruct signal which is effective to
instruct;

passing the at least one decrypted instruct signal to a controllable
device; and

controlling said controllable device on the basis of decrypted
information included in said at lcast onc decrypted instruct signal,

16
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These Iimitations arc not taught by Davidson,

The Office Action points to Davidson’s claim 65, column 24, lincs 30-50, to show that
the invention discloses all the limitations of claim 42, Action at 13-14, Morcover, the Examiner
asserts that the separated encryption codes signal that’s effective to return the encrypted digital

audio sigral to a decrypted form teaches “said at Ieast one decrypted signal including at [cast

one instruct signal which is effective to instruct.” Action at 28. The Examiner misunderstands

Applicants previous arguments regarding this limitation.

Davidson’s claim 65 teaches means for decrypting a digitized audio signal but fails to
tcach decrypting a signal that includes at lcast onc instruct signal which 1s cffective to instruct.

Claim 42 recites “at least one decrypted signal including at least onc instruct signal,” thereby

disqualifying the decrypted audio signal and the encryption codes signal from acting as an
instruct signal as claimed. No additional instruct signal is included as part of the audio signal.
Further, Davidson docs not teach or suggest that encryption of the audio signal affects the audio
signal such that when it is decrypted, it includes an instruct signal. Therefore, Davidson fails to

tcach all the limitations of claim 42,
2. Claim 55
Claim 55 recites In part:

controlling said controllable device on the basis of said passed
decrypted or enabled at least said second of said plurality of signals,

These limitations arc not taught by Davidson,

The Office Action peints to Davidson's ¢laim 63, column 24, lincs 30-50, to show that

the invention discloses all the [imitations of claim 55. Claim 65 teaches means for the
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decryption and analog conversion of an encrypted digital audio signal, but fails to teach
controlling a controllable device on the basis of that deerypted analog audio signal. The “anzlog
conversion means conngcted to the imverse encryption means to return the audio signal to the
original analog format wherchy program audio may be processed and presented in a
conventional manncer,” Col, 24, 1, 47-50. Applicants maintain, as asscried previously, that in
Davidson, the program audio is an element to be processed, it is not operable in the controlling

of a controllablc device. Davidson fails to tcach all the limitations of ¢laim 55.

3. Claim 56
Claim 56 recites in part:
receiving at least one encrypted digital information transmission,

identifying a plurality of signals in said at lcast onc information
transmission;

sclecting a first signal of said plurality of signals including
downloadable code;

These Iimitations arc not taught by Davidson.

Davidson’s receiver receives sets of signals at receiving antenna 36, Cel. §, 11. 57-68.
The scts of signals are then split by RF splitter 114 so that the video, aural, and control signals
can be scparately processed. Col. 9, 11, I-11. Applicants maintain, as asscrted previously, that
the receiver docs not perform any “sclecting” of a first signal in a transmission that includes
downloadable code. Davidson's recciver continuously splits the received sets of signals and
processes cach according to its type. No “sclecting”™ oceurs becausc all signals are received and

then processed. Davidson fails to teach “selecting” as set forth in claim 56.
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B. Rejection of ¢laims 31 and 54 under 35 U.S.C. §102(e)

Claims 31 and 54 have been rejected under 35 US.C. $102(¢) over Ostermann, This
rcjection is respectfully traversed.
L. Claim 31
Claim 31 recites, in part:
receiving at least one control signal which at said at least onc of
said plurality of receiver stations operates to execute the downloadable
code; and

causing said at least onc control signal to be communicated to said
at least onc transmitter at a specific time,

thereby to transmit at least one information transmission including
the downloadable code and said at lcast one control signal.

Thesc limitations are not taught by Ostermann.

Applicants maintain the same arguments that they asserted in their previous
Amendments. Ostermann discloses the cipher cquipment 12 at the transmitter station receiving a
bit sequence from the cipher computer 16 at the recciver station, but the bit scquence docs not

operate to execute the cipher algorithm at the recetver station. The bit sequenee only identifics

“which cipher program from long-tcrm memory 28 is to be used.” Col. 3, 11, 18-19. The cipher
program is only exccuted upon entry of clear data text. To be clear, 2 bit sequence may be
received that identifics a cipher program, but the cipher program is not cxccuted upon
identification. Therefore, Ostermann docs not teach the limitation “receiving at [cast one control
signal which at said at lcast onc of said plurality of recciver stations operates to exgcute the

downloadablec code.”
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Morcover, Ostermann fails to teach transmitting an information transmission that

includes a contrel signal and downloadable code. The cipher algorithm and bit scquence are

described as being transmitted separately, never together, See col. 2, 11 38-471; col. 3, 11 15-19,

Therefore, Ostermann does not describe cach and cvery limitation as set forth in claim 31.

2. Claim 54
Claim 54 as amended, recites, in part “whercby the receiver station inputs said control
signal to a decryptor, and wherein said decryptor decrypts said digital programming signal

including a video.” Ostermann docs not addres the decryption of video.

The Examiner has asserted that Ostermann “is directed to the transmission of a cipher
program to allow ¢neryption or decryption of ‘data’, where this data in a gencral sense could
include audio, video, or other known types of data.” Action at 31. Yet, there is no suggestion in
Ostermann that encryption/decryption applics to anything but text. “In particular, [Ostcrmann]
relates to a system wherein clear data texts are enciphered at the transmitter end of the system
and deciphered at the receiver end.” Col. 1, 11 T1-13. “Data™ as used in Ostermann is limited to
text, Thercfore, Ostermann doces not disclose all the limitations recited in ¢laim 54 and does not

anticipate.

According to MPEP 2112, if the Examiner is making an argument that Ostermann
discloses the claimed limitation inherently, he must provide support for his conclusion. “In
rclying upon the theory of inherency, the cxaminer must provide a basis in fact and/or technical
reasoning to reasonably support the determination that the allegedly inherent characteristic
nccessarily flows from the teachings of the applicd prior art.™ E£x parte Levy, 17 USPQ2d 1461,
1464 (Bd. Pat. App. & Intcr. 1990) {emphasis in original). The Examincr has not done so here.

20
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There is no support for his conclusion that that ““data in a gencral sense could include video.”

Therefore, the Examiner has failed to cstablish 2 prima facic case of anticipation.

C. Rejection of ¢laims 32-36. and 38 under 35 U.S.C. 8103(a}

The Office Action rejected claims 32-36, and 38 under 35 U.S.C. 103{a) as allegedly
being unpatentable over the combination of Ostermann in view of Davidson. Applicants
respectfully traverse the rejections and argue that Ostermann and Davidson, alonce and in

combination, fail to tcach cach of the claim’s limitations.

I. Claim 32
Claim 32 claims the method of ¢laim 31, “wherein a digital television program is
displayed at a receiver station and said downloadable code and said at least one control signal
program said receiver station to decrypt said digital television program in accordance with said
new technique.” Claim 32 is not rendered unpatentable by Ostermann for the same reasons as

argucd abovc in regard to claim 31,

The Office Action points to Davidson's claim 63 as teaching the application of
cneryption/decryption techniques to television signals. However, as Applicants have argucd
previously, it would not have been obvious to combine the teachings of the refercnees. Davidson
is dirccted to the transmission and reception of standard television signals, which at the time of
invention were analog television signals. To cmphasize this digital/analog distinction,
Applicants have amended the claim to recite “a digital television program.” As cvidenced by
Davidson only scrambling the analog video signal while embedding an encrypted digital audio
signal, the encryption of a whole television signal was not obvious. There is no suggestion in

Davidson that cncryption could be applied to signals as complex as entire television signals. In
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fact, Davidson teaches away from cnerypting/decrypting television signals by focusing on the
processing of the video and audio signal components while leaving the television signal itself

unaffected. Therefore, 1t would not have been obvious to combine Davidson and Ostermann,

Assuming, arguendo, that it would be obvious to combine Davidson and Ostermann,
Davidson docs not cure Ostermann’'s deficiencies. The combination of Davidson and Ostermann
fails to teach displaying & digital television program at a receiver station where the receiver
deerypts the digital television program. Applicants respectfully submit that cven if the teachings
of Ostermann were modified with the teachings of Davidson as suggested in the Non-Final

Office Action, the modificd composition still fails to satisfy cvery element recited in claim 32,

2. Claim 33
Claim 33 recites, in part: “receiving a digital television program at a transmitter station
and delivering said television program to a transmitter. .. and transmitting said digital television
program and said onc or more instruct signals from said fransmitter station 1o said ene or more

receiver stations,” These [imitations are not taught by Ostermann or Davidson.

Ostermann tcaches the transfer of a cipher algorithm from a receiver station to &
transmitter station, where the cipher algorithm is used to implement decrypting at the receiver
station. The Office Action points to Davidson’s claim 65, column 24, lines 30-50 to apply
Ostermann’'s teachings to television signals. However, as argued above, it would not have been
obvious to combine the tcachings of the references. Davidson is directed to the transmission and
reception of standard television signals, which at the time of invention were analog television
signals. To emphasize this digital/analog distinction, Applicants have amended the claim to
recite “a digital television program.” As cvidenced by Davidson only scrambling the analog

22
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video signal while embedding an cnerypted digital audio signal, the encryption of a whole
television signal was not obvious. Davidson surely understood encryption and decryption, but
did not apply it to television signals because that innovation was not obvious. In fact, Davidson
tcaches away from encrypting/decrypting television signals by focusing on the processing of the
vidco and audio signal componcnts while leaving the television signal itsclf unaffected.

Therefore, it would not have been obvious to combine Davidson and Ostermann.

Assuming, arguendo, that it would be obvious to combine Davidson and Ostermann,
claim 63 tcaches conveying composite analog television signals, not digital television signals.
Even if someonc of ordinary skill in the art were to apply the teachings of Ostermann and

Davidson, the inventions fail to tcach or suggest cvery limitation of claim 33.

3 Claim 34
Claim 34 recites, in part:

passing said deerypted second of said plurality of signals to a
controllable device; and

controlling said controllablc device on the basis of said passcd
decrypted second of said plurality of signals.”

These limitations are not taught by Ostermann or Davidson,

The Office Action peints to Davidsons claim 65, column 24, lines 30-50, to show that
the invention discloses the passing and controlling limitations of claim 34. Claim 63 tcaches
mcans for the decryption and analog conversion of an encrypted digital audio signal, but fails to
tcach passing the decrypted analog audio signal to a controllable device and controlling the
controllable device on the basis of that decrypted analog audio signal. The “analog conversion

means connected to the inverse encryption means connected to the inverse encryption means to

23

LIBW/ i8M61 1.2

PMC Exhibit 2016
Apple v. PMC
IPR2016-00754

Page 1239



return the audio signal to the original analog format whercby program audio may be processed
and presented in a conventional manner.” Cal. 24, [l 47-50. As asscrted previously by
Applicants, in Davidson, the program audio 1s an clement to be processcd, it 1s not operable m
the controlling of a contrellable device. Davidson and Ostermann fail o teach all the limitations

of claim 34.

4. Claim 35
Claim 35 depends from independent claim 33. Claim 35 claims the method of claim 33,
“wherein said step of transferring is performed based on comparison,” Claim 35 further limits
claim 33 and is not rendered unpatentable by Ostermann and Davidsen for the same reasons as

argucd above in regard to claim 33.

5. Claim 36
Claim 36 depends from independent claim 33, Claim 36 claims the method of ¢laim 33,
“whercin said step of transferring in accordance with a schedule.” Claim 36 further limits claim
33 and is not rendered unpatentable by Ostermann and Davidson for the same reasons as argued

above in repard to claim 33.

Assuming, argiendo, that it would be obvious to combine Davidson and Ostermann, the
Officc Action points to Ostermann as tcaching “which cipher program is to be used at a
particular time {schedule) as spoken of on column 3, lines 10-2¢." The Examincr arguces that the
transferring *“is performed in accordance with a particular order or schedule (sequence of
algorithms transferred in & titme order in relation to cach other) depending on a received bit
sequence indicating which cipher program is to be used at a particular time.” Action at 34. But,

as Applicants have argued previously, Ostermann doces not tcach anything other than the

24
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automatic transferring of the ¢ipher program at the time the bit sequence is received. The bit
sequence docs not include any “scheduling” information. [t's true that Ostermann’s system will
transfer the cipher programs at the time of bit sequence receipt and in the order of bit sequence
receipt, but this does not mean that the transfers are made in accordance with a schedule. There
Is no tcaching or suggestion in Ostermann of performing this step in accordance with a schedule,
Ostermann and Davidson, alone and in combination, fzil to teach cach of the claim 3675

limitations.

6. Claim 3%

Claim 38 depends from independent claim 33. Claim 38 claims the method of claim 33,
“wherein said onc or more instruct signals operate at said onc or more recciver stations based on
an identificr, said method further comprising the step of transmitting said identifier.” Claim 38
further limits claim 33 and is not rendered unpatentable by Ostermann and Davidson for the

samc rcasons as argucd above in regard to claim 33.

VI. CLAIMS 22-30, 37, 39, AND 43-53 ARE ALLOWABLE

The Office Action identificd claims 22-30 and 43-33 as allowablc over the prior art of
record. This Amendment docs not affect claims 22-30 and 43-53. Applicants respectfully

submit claims 22-30 and 43-53 are allowable as previously presented.

The Office Action also identified claims 37 and 39 as objected to as being dependent
upon rejected base claims, but would be otherwise allowable if rewritten in independent form
including all of the [imitations of the base claims and any intervening claims. Applicants

respectfully assert that these claims do not need to be rewritten as independent claims.
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Claim 37 depends from ¢laim 36, which depends from independent claim 33, As argued
above, claims 33 is allowzable over Davidson, Ostermann, and the prior art of record. As
identified by the examiner, the limitations of claim 37 arc also allowable over the prior art of
record. Applicants respectfully submit that claim 37 is allowable in its current dependent claim

form.

Similarly, claim 39 depends from claim 38, which depends from independent claim 33.
Claim 39 has been amcnded only to maintain consistency with claim 33. As argucd above,
claims 33 is allowable over Davidson, Ostermann, and the prior art of record. As identified by
the cxamingr, the limitations of claim 39 arc also allowable over the prior art of record.

Applicants respectfully submit that claim 39 is allowable in its current dependent claim form.

VI. CONCLUSION

Applicants respectfully submit that all claims are allowable over the cited art for the
reasons sct forth above. Applicants request reconsideration of this application in view of the
amendment and arguments sct forth above, In the cvent Applicants have overlooked the need for
an cxtension of time, payment of fee, or additional payment of fee, Applicant hercby petitions

therefore and authorize that any charges be made to Deposit Account No, 50-4494,
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Should the Examiner have any questions regarding any of the above, the Examiner is

respectfully requested to telephone the undersigned at 202-346-4000.

Dated:

LIBW/ i8M61 1.2

Respectfully submitted,

By:

Thomas J. Scott, Jr.
Registration No.: 27,836

GOODWIN PROCTER LLP

901 New York Avenuc, NW

Washington, DC 20001

Attorney for Applicant
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gared patent lerm adjusiment, See 37 CFR 1 704iD)
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23}l This action is FINAL. 2] This action is non-final.
3] An election was made by the applicant in response to a restriction requirement set forth during the interview on
__;therestriction requirement and election hava been incorporated into this action.
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closed in accordance with the practice under Ex parte Quayle, 1935 C.D. 11, 483 O.G. 213.
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5] Claimis) 22-56 is/are pending in the application.
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8B4 Claimis) 23.25-30 and 43-53 is/are allowed.
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Priority under 35 U.S.C. § 11¢

13y Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119{a)-{d) or (f}.
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1.0 Ceriified copies of the priority documents have been received.
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DETAILED ACTION
Double Patenting

1. The nonstatutery double patenting rejection is based en a judicially created
doclrine grounded in public policy {a policy reflected in the statute) so as to prevent the
unjustified or Improper timewise extension of the “right to exclude” granted by a patent
and to prevent possible harassment by mulliple assignees. A nonstatutory
cbviousness-type double patenting rejection is appropriate where the conflicting claims
are not identical, but at least one examined application claim is not patentably distinct
from the reference claim{s) because the examined application claim is either anticipated
by, or would have been obvicus over, the reference claim{s). See, e.q., in re Berg, 140
F.3d 1428, 46 USPQ2d 1226 {Fed. Cir. 1998); /n re Goodman, 11 F.3d 1046, 29
USPQ2d 2010 (Fed. Cir. 1993); In re Longi, 759 F.2d 887, 225 USPQ 645 (Fed. Cir.
1885); In re Van Ornum, 686 F.2d 837, 214 USPQ 761 (CCPA 1982); /n re Vogel, 422
F.2d 438, 164 USPQ 819 {CCPA 1970); and In re Thoringion, 418 F.2d 528, 163 USPQ
844 (CCPA 1989).

A timely filed terminal disclaimer in compliance with 37 CFR 1.321{c) or 1.321(d)
may be used to cvercome an actual or provisienal rejection based on a nonstatutery
double patenting ground provided the conflicting application or patent either is shown to
be commonly owned with this application, or claims an invention made as a result of

activities undertaken within the scope of a joint research agreement.
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Effective January 1, 1994, a registered attorney or agent of record may sign a
terminal disclaimer. A terminal disclaimer signed by the assignee must fully comply with
37 CFR 3.73({b).

2. Claims 22, 34, 54, and 55 are rejected on the ground of nonstatutory
cbviousness-type double patenting as being unpatentable over claims 1, 22, and 23 of
U.S. Patent No. 7,801,304. Although the conflicting claims are not identical, they are
not patentably distinct from each other because of the following correspondences.

Regarding claim 22, “a method for controlling the decryption of encrypted
programming at a subscriber station” corresponds to “a method for controlling the
decryption of programming at a subscriber station” in claim 1 of the above U.S. Patent.

“Receiving encrypted digital programming, said encrypted digital programming
having an encrypied digital contrel signal” corresponds to *receiving programming, said
pragramming having a first encrypted digital control signal pertion” in claim 1 of the
above U.S. Patent.

“Detecting said control signal” corresponds to “detecting said first encrypted
digital contral signal portion of said programming” in claim 1 of the above U.S. Patent.

“Passing said control signal to a decryptor that decrypts encrypted digital data at
said subscriber stafion" corresponds to "passing said first encrypted digital control
signal portien of said programming to a decryptor at said subscriber station” in claim 1
of the above U.S. Patent.

“Decrypling said control signal” corresponds to “decrypting szid first encrypted

digital control signal porticn™ in claim 1 of the above U.S. Patent.
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“Decrypting said encrypted digital programming to form decrypted programming
based on said control signal” corresponds 1o "decrypting said encrypted digital
information portion of said programming ... based on the decrypted control signal
portion” in claim 1 of the above U.S. Patent.

Lastly, “presenting said decrypted programming to a viewer or [istener”
corresponds to "presenting said programming” in claim 1 of the above U.5. Patent.

Claim 22 of the instant application does not explicitly claim “passing said
encrypted digital information portion of said programming to said decryptor”. Therefore,
claim 22 merely broadens the scope of claim 1 of the above U.S, Patent.

It has been held that the emissien of an element and its function is an chvious
expedient if the remaining elements perform the same functicn as before. See Inre
Karlson, 136 USPQ 184 (CCPA). Also note Ex parte Rainu, 168 USFQ 375 (Bd. App.
1869). The omission of a reference element whose function is not needed would be
cbvious tc one skilled in the art.

Regarding claim 34, “a method of processing signals at a receiver station”
corresponds to the same in claim 23 of the above U.S. Patent.

“Receiving at least one information transmission” and “detecting a plurality of
signals on said at least ong information transmission” corresponds 1o "receiving a
plurality of signals including digital programming and inputting at least some of said
plurality of signals to said digital detector” as well as "detecting said encrypted digital
data in said at least some of szid plurality of signals” in claim 23 of the above U.S.

Patent.
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“Changing a decryption technique in response to at least a first of said plurality of
signals” corresponds o “controlling said decryptor to alter its decryption pattern or
technique on the basis of infarmation included in said detected encrypted digital data” in
claim 23 of the above U.S. Patent.

Lastly, “decrypting a second of said plurality of signals on the basis of said
changed decryption technique; passing said decrypied secend of said plurality of
signals to a contrellable device; and controlling said controllable device on the basis of
said passed decrypted second of said plurality of signals” corresponds to “decrypting at
least & portion of said digital pregramming using a selected decryption pattern or
technique based on said step of detecting in order to provide a decrypted output of
programming tc a viewer or listener” in claim 23 of the above U.S. Patent.

Claim 34 of the instant application does not explicitly claim “said receiver station
having a receiver, a digital detector operatively connected to said receiver for detecting
encrypted digital data, a decryplor operatively connected to said digital detector for
decrypting said encrypted digital data, and a controller operatively connected te said
digital detector or said decryptor for controlling said decryptor®. Therefore, claim 34
merely broadens the scope of claim 23 of the above U.S. Patent.

It has been held that the omission of an element and its function is an cbvious
expedient if the remaining elements perform the same functicn as before. See Inre
Karlson, 136 USPQ 184 (CCPA). Also note Ex parte Rainu, 168 USPQ 375 (Bd. App.
1869). The omission of a reference element whose function is not needed would be

cbvious to one skilled in the art.
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Regarding claim 54, “a methed of providing an enabling signal to a receiver
siation from a remote data source, said enabling signal for use in decrypting at the
receiver station a programming signal, said recelver station being pregrammed to get
information necessary for enabling a pregramming signal” corresponds to "a method of
providing digital enabling information to a receiver station from a first remote source,
said digital enabling information for use &t the receiver station in decrypting a mass
medium program presentation” in ¢laim 22 of the above U.S. Patent.

“Storing at the remote data source one or more control signals for enabling a
decrypltor to decrypt a video” corresponds 1o “storing digital enabling information at said
first remote source" in claim 22 of the above U.S. Patent.

“Receiving at the remote data source from the receiver station a communication
to get specific enabling information” corresponds to “receiving at said first remote
source a query from said receiver station”™ in claim 22 of the above U.S. Patent.

“Communicating, from the remote data source 1o the receiver station in response
to said communication from the receiver station, a control signal” corresponds fo
“fransmitting said digital enabling information which is effective to enable decryption
from said first remote source to said receiver staticn in response to said step of
receiving said query, said receiver station stering at least some of said fransmitted
enabling information” in claim 22 of the gbove U.S, Patent.

Lastly, “whereby the receiver station inputs said contrel signal to a decryptor, and
wherein said decrypior decrypis said programming signal” corresponds 1o “lo said

receiver station an encrypted digital mass medium presentation signal which is
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decrypted on the basis of said stored at least some of said digital enabling information”
in claim 22 of the above U.S. Patent.

Claim 54 of the instant application does not claim “transmitting from a second
remote source” as well as “{o present said mass medium programming presentation”.
Therefere, claim 54 merely broadens the scope of claim 22 of the above U.S. Patent.

It has been held that the omission of an element and its function is an cbvious
expedient if the remaining elements perform the same function as before. See Inre
Karlson, 136 USPQ 184 (CCPA). Also note Ex parte Rainu, 168 USPQ 375 (Bd. App.
1969). The omission of a reference element whose function is not needed would be
cbvious to one skilled in the art.

Regarding claim 55, “a methoed of processing signals at a receiver station”
corresponds to the same in ¢claim 23 of the above U.S. Patent.

“Receiving one or more encrypled digital information transmissions at said
receiver station; detecting a plurality of signals on said one or more encrypted digital
information transmissions, at least a first of one of said plurality of signals including a
conirol signal” corresponds to “receiving a plurality of signals including digital
programming and inputting at least some of said plurality of signals tc said digital
detector” as well as “detecting said encrypted digital data in said at least socme of said
plurality of signals” in claim 23 of the above U.S. Patent.

“‘Controlling a decryptor that decrypts encrypted digital data in response to said

control signal” corresponds o "controlling said decryptor o alter its decryption pattern or
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technigue on the basis of information included in said detected encrypted digital data™ in
claim 23 of the above U.S. Patent.

“Decrypting or enabling communication of at least a second of said plurality of
signals on the basis of said step of controlling said decryptor” corresponds to
“decrypting at least a portion of said digital programming using a selected decryption
pattern or technique based on said step of detecting” in claim 23 of the above U.5.
Patent.

Lastly, “passing said decrypted or enabled at least said second of said plurality of
signals 1o a conircllable device; and controlling said controllable device on the basis of
said passed decrypted or enabled at least said second of said plurality of signals”
corresponds o “to provide a decrypted output of programming to a viewer or listener” in
claim 23 of the above U.S. Patent.

Claim 55 of the instant application does not claim “detecting ... in accordance
with & varying patiern of timing or location”. Therefore, claim 55 merely broadens the
scepe of claim 23 of the above U.S. Patent.

It has been held that the omission of an element and its function is an cbvious
expedient if the remaining elements perform the same function as before. See Inre
Karlson, 136 USPQ 184 (CCPA). Also note Ex parte Rainu, 168 USPQ 375 (Bd. App.
1969). The omission of a reference element whose function is not needed would be

cbvious to one skilled in the art.
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3. Claim 24 is rejected on the ground of nonstatutory obviousness-type double
patenting as being unpatentable over claim 14 of U.S. Patent No. 7,801,304 in view of
Yanagimachi et al. (U.S. 3,936,585) {hereinafter “Yanagimachi”).

Regarding claim 24, “a method of controlling a remote transmitter station to
communicate program material to a subscriber station and controlling said subscriber
station to process or output a unit of programming” corresponds to “a method of
controlling a remete transmitter station to communicate program material 1o &
subscriber station and controlling said subscriber station to process or output digital
programming” in claim 14 of the above U.S. Patent,

“Receiving a control signal which operates at the remote transmitter station to
control the communication cf a unit of programming and one or more first instruct
signals and communicating said control signal fo sald remote fransmitier station”
corresponds 1o “receiving at said remote transmitter station a first control signal which
cperates at the remote transmitter station fo control communication of said digital
programming and one or more first instruct signals™ in claim 14 of the above U.S.
Patent.

“Receiving at said remote transmitter station one or more second instruct signals
which operate at the subscriber station to identify and decrypt said unit of programming
cr said cne cr more first instruct signals, said remote transmitter station transferring said
one or more second instruct signals to said transmitter” corresponds to “receiving at

said remole transmitter station said ene ¢r more digital second instruct signals which
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operate at the subscriber station to decrypt {identified) said digital programming” in
claim 14 of the above U.S. Patent.

“Transmitting from said remote transmitter station an information transmission
comprising said uni of pregramming, said one or more first instruct signals, and said
cne or more second instruct signals, said one or more first instruct signals being
transmitted in accordance with said control signal” corresponds to “transmitting from
said remote transmitter station to said subscriber station an infermation transmission
comprising said digital programming, said cne or more first instruct signals and said one
cr mere digital second instruct signals, said one or more first instruct signals being
transmitted in accordance with said first control signal” in claim 14 of the above 1U.G.
Patent.

Claim 24 of the instant application further claims “receiving a code or datum
identifying a unit of programming to be transmitted by the remote transmitter station,
said remote transmitter station transferring said unit of programming to a transmitter”
which is not claimed in claim 14 of the above U.S. Patent.

However, Yanagimachi teaches a similar method of controlling transmissicn and

cutput of programming at a receiver station, where program control codes identifying

particular orogramming included in the iransmission are utilized by a transmitter station

102 and receiver station 103 for transmission/reception and proegramming output as
spoken of on column 15, lines 2-32 as well as column 16, lines 22-40.
At the time of the invention, it would have been cbvicus to somecne of crdinary

skill in the art, to apply the control code transmission of Yanagimachi to the method of
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claim 14 of the above U.S. Patent in crder to provide selective output of pregramming in
accordance with selection input provided from a subscriber as spoken of on column 186,
lings 25-40 of Yanagimachi.

Claim Bejecltions - 35 USC § 102
4, The following is a guotation of the appropriate paragraphs of 35 U.S.C. 102 that

form the basis for the rejections under this seclion made in this Office actien:

A person shall be entitled to & patent unless -

{e} the invention was described in {1} an application for patent, published under section 122{b}), by
another filed in the United States before the invention by the applicant for patent or (2) a patent
granted on an application for patent by ancther filed in the United States before the invention by the
applicant tor paient, excepi that an infernational application filed under the treaty defined in section
351{a) shall have the effects for purposes of this subsection of an application filed in the United States
only if the international application designated the United States and was published under Article 21{2)
of such treaty in the English language.

5. Claims 40-42, 55, and 56 are rejected under 35 U.5.C. 102(¢) as being
anticipated by Davidson {Re. 31,735). Davidson teaches all of the limitations of the
specified claims with the reasoning that follows.

Regarding claim 403, “a method of precessing signals at a receiver station” is
anticipated by the decryption method spoken of en column 24, lines 30-50.

“‘Receiving at least one encrypted digital information transmission” and “locating
code” is anticipated by the conveying of a composite television signal {encrypted digital
information transmission) to a subscriber including a video pertion, an aural portion, and
an encryption codes signal (signal including code} comprising a sequence of encryption
codes as spoken of on column 24, lines 30-35, as well as an encryption codes signal
detector that detects (locates) and separates the encryption codes signal (signal

including code) from the television signals as spoken of on column 24, lines 40-41.
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“Passing sald code to a processor; controlling a decryptor that decrypts
encrypted digital data to decrypt in a specific fashion on the basis of said code;
decrypting a pertion of said at least one information transmission in said specific
fashion” is anticipated by the inverse encryption means {decryptor precessor) that uses
the separated encryption codes signal to return the detected audio signal (portion of
information transmissicn} to the pre-encryption digitized condition (decrypted portion) as
spoken of on column 24, lines 44-48.

Lastly, “passing said decrypled portion of said at least one encrypted digital
information transmission to one of said processor and an cutput device” is anticipated
by returning of the audio signal to original analeg format {decrypted portion) whereby
program audio may be processed and presented (1o an cutput device) in a conventicnal
marner as spoken of on column 24, lines 47-50.

Regarding claim 41, “a method of controlling a receiver station to detect digital
data and control a decryptor that decrypts encrypted digital data based on a varying
pattern cof timing or location” is anticipated by the encryption/decryption methed spoken
cf on column 25 line 45 — golumn 26, line S.

“Receiving proegramming and delivering said programming to a transmitter” is
anticipated by the subscription television fransmitter that generates television signals
{programming) having videc and audio portions as spoken of on column 25, lines 45-50.

“Receiving digital data comprising at least an instruct signal and communicating
said digital data ¢ a signal embedder, said instruct signal operative at said receiver

station o control said decryptor; controlling said signal embedder 1o embed said digital
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data in an encrypted digital infermation transmission in a varying pattern of timing or
location; communicating said encrypted digital information fransmission to said
transmitter; and transmitting said programming and said encrypted digital information
transmission including said digital data” is anticipated by the encryption code signal
generating means that generates a continuous sequence of encryption codes (digital
data instruct signal) as well as the means for combining {signal embedder} that
combines the encryption codes signal, the digitized and encrypted audio program
signal, and a video program signal with carrier signals for transmission to a receiver as
spoken of on column 25, lines 50-53 as well as column 286, lines 1-9,

Regarding claim 42, “a method of processing signals at a receiver station” is
anticipated by the decryption method spcken of on column 24, lines 30-50.

“Recelving at least one encrypted digital information transmission; detecting a
plurality of signals on said at least one encrypted digital information transmission™ is
anticipated by the conveying of a compesite television signal {information transmissicn)
te a subscriber including a videc portion, an aural portion, and an encryption codes
signal comprising a sequence of encryption cecdes as spoken of on column 24, lines 30-
35.

“Decrypling at least one of said plurality of signals, said at least one decrypted
signal including at least one instruct signal which is effective to instruct” is anticipated by
the inverse encryption means {decryptor processor) that uses the separated encryption
codes signal o return the detected audio signal to the pre-encryption digitized conditicn

(decrypted signal} as spoken of on column 24, lines 44-46.
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Lastly, “passing the at least one decrypted instruct signal to a controllable device;
and contrelling said controllable device on the basis of decrypted information included in
said at least one decrypted instruct signal” is anticipated by returning of the audio signal
tc original analog format whereby program audio may be processed and presented {ic a
controllable device} in a conventional manner as spoken of on column 24, lines 47-50.

Regarding claim 55, “a method of processing signals at a receiver station” is
anticipated by the decryption method spoken of on column 24, lines 30-50.

“Receiving one or more encrypted digital information transmissions at said
receiver station; detecting a plurality of signals on said one or more encrypted digital
information transmissions, at least a first of one of said plurality of signals including a
control signal” is anticipated by the conveying of a composite television signal
{information transmission} to a subscriber including a video porticn, an aural portion,
and an encryption coedes signal {control signal} comprising a sequence of encryption
codes as spoken of on column 24, lines 30-35.

“‘Controlling a decryptor that decrypts encrypted digital data in response to said
control signal; decrypting or enabling communication of at least a second of said
plurality of signals on the basis of said step of controlling said decryptor” is anticipated
by the inverse encryplicn means (decrypter) that uses the separated encryplicn codes
signal {centrol signal) to return the detected audic signal tc the pre-encryption digitized
conditicn {decrypted signal) as spoken of on column 24, lines 44-46.

Lastly, "passing said decrypted or enabled at least said second of said plurality of

signals 1o a conirollable device; and controlling said controllable device on the basis of
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said passed decrypied or enabled at least said second of said plurality of signals” is
anticipated by returning of the audio signal 1o original analog format whereby program
audic may be precessed and presented (to a controllable device} in a cenventional
manner as spoken of on column 24, lines 47-50.

Regarding claim 56, “a method of processing signals at a recelver station” is
anticipated by the decryption method spcken of on column 24, lines 30-50.

“Receiving at least one encrypted digital information transmission; identifying a
plurality of signals in said at least one encrypted digital information fransmission;
selecting a first signal of said plurality of signals including downloadable code™ is
anticipated by the conveying of a composite television signal (information transmission)
te a subscriber including a videc portion, an aural porticn, and an encrypticn codes
signal {(signal including code) comprising a sequence of encryption codes as spoken of
on celumn 24, lines 30-35, as well as an encryption cedes signal detector that detects
and separates {identification of and selection of) the encryplion codes signal (signal
including code) from the television signals as spoken of on column 24, lines 40-41.

“Passing said downloadable code {o a processor; controlling a decryptor that
decrypts encrypted digital data to decrypt in a specific fashion on the basis of said
downloadable code; decrypting at least one second signal of said plurality of signals in
said specific fashion” is anticipated by the inverse encryption means {decryptor
processor) that uses the separated encryption codes signal to return the detected audio
signal {second signal) to the pre-encryption digitized condition {decrypted pregramming}

as spoken of on column 24, lines 44-46.
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Lastly, “passing said at least one second signal to one of said processor and an

output device” is anticipated by returning of the audio signal to original analog fermat
whereby program audio may be processed and presented {to an output device} in a

conventicnal manner as spoken of on column 24, lines 47-50.

6. Claim 31 is rejected under 35 U.S.C. 102(e) as being anticipated by Ostermann
et al. (U.8. 4,484,025} (hereinafter "Ostermann”). Ostermann teaches all of the
limitations of the specified claims with the reasoning that follows.

Regarding claim 31, “a method of controlling at least cne of a plurality of receiver
stations” is anticipated by the enciphering/deciphering method performed by the
terminals 1 and 2 of Figure 1.

“Receiving downloadable code which is effective at said at least one of said
plurality of receiver stations tc implement a new technigue of decrypting and delivering
the downloadable code to at least one transmitter” is anticipated by the transmission of
a cipher algoerithm {downlcadable code) from cipher program storage 18 to program
memory 22 of a prcgrammable cipher computer 12 {transmitter} thal indicates a
particular enciphering/deciphering technique as spoken of on column 2, lines 38-41.

“Receiving at least one control signal which at said at least one of said plurality of
receiver stations operates tc execute the downloadable code; and causing said at least
one contrel signal to be communicated to said at least one transmitter at a specific time,
thereby to transmit at least one information transmission including the downloadable

|»

code and said at least one control signal” is anticipated by the transmission of a bit
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sequence (control signal} from cipher egquipment 16 to cipher computer 12 {iransmitter)
indicating a particular stored cipher program {downloadable code) to be used as spoken
of on celumn 3, lines 10-19.

Claim Rejections - 35 USC § 103
7. The following is a guotation of 35 U.5.C. 103(a} which forms the basis for all

ochviousness rejections set forth in this Office action:

{2} A patent may not be obtained though the invention is not identically disclosed or described as set
forth in section 162 of this title, if the difierences between the subject matter scught to be patented and
the prior art are such that the subject matier as a whole would have been obvicus at the time the
invention was made to a person having ordinary skill in the art to which said subject matter pertains.
Patentability shall not be negatived by the manner in which the invention was made.

8. This application currently names joint inventors. In considering patentability of
the claims under 35 U.8.C. 103{a}, the examiner presumes that the subject matter of
the varicus claims was commonly owned at the time any inventions covered therein
were made absent any evidence to the centrary. Applicant is advised of the obligation
under 37 CFR 1.56 to point out the inventor and invention dates of each claim that was
nat commenly owned at the time a later invention was made in crder for the examiner to
consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e}, {f) or (g)
prior art under 35 U.S8.C. 103(a).
S. Claims 32-36, 38, and 54 are rejected under 35 U.5.C. 103(a} as being
unpatentable over Ostermann et al. (U.S. 4,484,025) {hereinafter "Ostermann’”) in view
of Davidsen (Re. 31,735).

Regarding claim 32, Ostermann teaches the method of claim 31 as described

above. Ostermann does not explicitly teach decryption of television programming.
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However, Davidson teaches the application of encryption/decryption techniques
te televisicn signals as spoken of on column 24, lines 30-50.

At the time of the inventicn, it would have been cbvious to someone of ordinary
skill in the art, given these references, o apply the enciphering/deciphering methods of
Ostermann to television program signals in order to effectively enable high security and
deterring of unauthorized viewers in a television environment as spcken of on column 2,
lines 31-36 of Davidson.

Regarding claim 33, Osfermann teaches the transmission of a cipher algorithm
{instruct signal} from cipher program storage 18 to program memory 22 of &
programmable cipher computer 12 (fransmitter) that indicates a particular
enciphering/deciphering technique as spoken of on column 2, lines 38-41.

Ostermann also teaches a receiver ferminal that contains means for deciphering
received ciphered data text in accordance with a cipher algerithm and a cipher key as
spoken of on column 4, lines 52-54, as well as column 2, linegs 16-24, which states that
terminals 1 and 2 each contain transmitters and receivers as shown in Figure 1.

Ostermann does not explicitly teach decryption of television programming.

Hewever, Davidson teaches the application of encryption/decryption techniques
to television signals as spoken of on column 24, lines 30-50.

At the time of the inventicn, it would have been cbhvious 1o someone of ordinary
skill in the art, given these references, 1o apply the enciphering/deciphering methods of

Ostermann to television program signals in order to effectively enable high security and
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deterring of unautherized viewers in a television environment as spoken of on column 2,
lines 31-36 of Davidson.

Regarding claim 34, Ostermann teaches the transmission of a cipher algorithm
{signal) from cipher program storage 18 to program memory 22 of a programmable
cipher computer 12 that indicates a particular enciphering/deciphering
{encryption/decryption) technique as spoken of on column 2, lines 38-41.

Ostermann also teaches the transmission of a bit sequence (signal) from cipher
equipment 16 to cipher computer 12 indicating a particular stored cipher program o be
used {change in encryption/decryption technigue) as spoken of on celumn 3, lines 10-
19.

Ostermann also teaches a receiver terminal that contains means for deciphering
received ciphered data text {signal) in accerdance with a cipher algerithm and a cipher
key as spoken of on column 4, lines 52-54, as well as column 2, lines 16-24, which
states that terminals 1 and 2 each contain transmitters and receivers as shown in Figure
1.

Ostermann does not explicitly teach passing a decrypted signal to a centrollable
device and controlling the controllable device on the basis of the passed decrypted
signal.

However, Davidson teaches returning of an audio signal {decrypted signal) to
original analog format whereby program audioc may be processed and presented (tc a

controllable device) in a conventional manner as spoken of on column 24, lines 47-50.
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At the time of the inventicn, it would have been cbvious o someone of ordinary
skill in the art, given these references, 1o apply the post-decryplion processing and
presentaticn as taught in Davidson to the system of Ostermann in order to allow the
receiving station to make appropriate use of the recovered decrypted signal.

Regarding claim 35, Ostermann further teaches where the cipher algorithm
{instruct signal} is transferred that matches informaticn provided in a received bit
sequence as spoken of on column 3, lines 10-20.

Regarding claim 36, Ostermann further teaches where the cipher algorithm
{instruct signal} is transferred that matches information provided in a received bit
sequence that indicates which cipher program is to be used at a particular time
{schedule) as spoken of on column 3, lines 10-20.

Regarding claim 38, Ostermann further teaches where the cipher algorithm
{instruct signal} is transferred that matches informaticn provided in a received bit
sequence (identifier) as spoken of on column 3, lines 10-20.

Regarding claim 54, Ostermann teaches the enciphering/deciphering method
performed by the terminals 1 and 2 (receiver station and remote data source} of Figure
1.

Ostermann also teaches the cipher equipment 16 (remote data source) that
contains cipher program storage 18 for storing a cipher algorithm as spoken of on

column 2, lines 38-41.
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Ostermann also teaches the cipher algerithm request {communication)
transmitted from the terminal 1 to the terminal 2 {remote data source) requesting a
cipher algorithm {(enabling information} as spoken of an column 3, lines 4-8.

Ustermann also teaches the transmissicon of a cipher algorithm (conirol signal)
from cipher program storage 18 to program memory 22 of a programmable cipher
computer 12 that indicates a particular enciphering/deciphering technique as spoken of
on celumn 2, lines 38-41.

Ostermann also teaches a receiver terminal that contains means for deciphering
{decryptor) received ciphered data text in accordance with a cipher algorithm and a
cipher key as spoken of on column 4, lines 52-54, as well as celumn 2, lines 16-24,
which states that terminals 1 and 2 each contain transmitters and receivers as shown in
Figure 1.

Ostermann does not explicitly teach the decryption of a digital pregramming
signal including a video.

Hewever, Davidson teaches the application of encryption/decryption technigues
to television signals as spoken of on column 24, lines 30-50.

At the time of the inventicn, it would have been obvious to someone of ordinary
skill in the art, given these references, to apply the enciphering/deciphering methods of
Ostermann to television program signals in order to effectively enable high security and
deterring of unauthorized viewers in a television environment as spoken of on column 2,
lines 31-36 of Davidson.

Aliowable Subject Matter
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10.  Claims 22-30 and 43-53 are allowable over the prior art of record.

11.  Claims 37 and 39 are objected to as being dependent upeon a rejected base
claim, but would be allowable if rewritten in independent form including all of the
limitations of the base claim and any intervening claims.

12.  The follewing is a statement of reasons for the indication of allowable subject
matter:

Regarding claims 23, 25-30, 37, and 43-53, these claims are allowable for the
reasons indicated in the previous Office Action.

Response to Argumentis
13.  Applicant’'s arguments filed 9/10/12 have been fully considered but they are not
persuasive.

Regarding claims 40-42, 55, and 56, Applicant argues that *encryption” is not
disclosed anywhere in the specification of Davidson, but anly in the claims added via
reissue. Applicant further argues that Davidson describes scrambling videc signals and
converting analog audio signals to coded digital audio signals, but does not teach or
suggest "encryption” as claimed in the instant applicaticn and understood by the Board.

Hewever, as provided in the previcus Office Action, claim 65 of Davidson recites
“the aural portion comprising a periodically sampled and digitized audioc signal

encrypted in accerdance with the encryplion codes signal”. Further, claim 72 reciies

"means responsive to the encryption code signal for digitally encrypting each digitized

program audio sample from the digitizing means".
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Further claim 65 recites “inverse encryption means responsive to the separated

encryption cedes signal to return the detected audio signal te the pre-encryplicn

digifized condition”.

Further, Figure 1 of Davidson shows a transmitter 12 and a receiver 14 that
make use of A/D converter 31 for transmission and D/A converter 58 for reception which
implies digital signal processing takes place. Further, Figure 8b of the description of
Davidson shows a digitized aural signal consisting of 11 bits. Further, Figures 5, 9, and
10 show digital logic circuitry of the disclosed system of Davidson used for digital signal
processing.

Further, since the claims added via reissue must not infroduce any new matter
into the application, the specification of Davidson must contain support for the added
claims.

It is maintained that the specification of Davidson teaches the encryption and

decryption of a digital informaticn transmission as described above, as the above audio

signals censtitutes "an encrypted digital information transmission”.

Regarding claim 42, Applicant argues that Davidson does not teach “said at least
cne decrypted signal including at least one instruct signal which is effective to instruct”.
However, as provided in the previous Cffice Action, Davidson teaches the

inverse encryplion means {decrypior processor) that uses the separated encryption
codes signal to return the detected audio signal to the pre-encryption digitized condition

{decrypted signal} as spoken of cn column 24, lines 44-46.
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It Is maintained that the decrypted audio signal may be considered an instruct
signal effective to instruct, as this signal is operable in the instructing of an audio cutput
device to present audio to a user as spoken of on column 24, lines 47-5C.

Further, the above claim language is rather broad in the sense that the language
does not indicate what the instruct signal is composed of and/or what/whom the instruct
signal is instructing.

Regarding claim 55, Applicant argues that Davidson fails to teach centrolling a
controllable device on the basis of a decrypted analog audic signal. Applicant further
argues that in Davidson, the program audio is an element t¢ be processed, and is not
cperable in the controlling of a controllable device. Examiner respectfully disagrees.

As provided in the previous Office Action, Davidson teaches returning of the
audic signal to criginal analog format whereby program audic may be processed and
presented {to a controllable device) in a coenventional manner as spoken of on column
24, lines 47-50. The conirollable device being a device suitable for cutput/presentation
cf an audio signal. The audic signal is cperable in the controlling of this type of device
by causing output cf the respective audio signal. |11 is maintained that an audic signal is
cperable in the controlling of the output of audic at an output device, as this cutput
device would only provide output upon detection of an input audio signal {e.g. a speaker
would enly cutput scund if an audio signal is present to be cutputied). Further, the
claim language is rather broad in that it does not indicate what the "controllable device”

Is cr what is being controlled.
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Regarding claim 56, Applicant argues that the receiver of Davidson does not
perform any “selecting” of a first signal in a transmission that includes downloadable
code.

However, as provided in the previous Office Action, Davidson teaches an
encryption cedes signal detector that detects and separates (identification of and
selection of) the encryplion codes signal (signal including code) from the television
signals as spoken of on column 24, lines 40-41.

It is maintained that the separation of the encryption codes signal from the
television signals {plurality of signals) may be considered a selection of & signal, as the
encryption codes signal portion is detected and separated (selecting cne from multiple
signals} from the composite signal. As noted by Applicant, Davidson’s receiver
continuously splits the received sets of signals and processes each according {o iis
type. The encryption codes signal detector means detects and separates {identification
of and selection of} the encryption codes signal from the composiie television signal
while the aural detector means detects and separates (identification of and selection of)
the digital encrypted audic signal from the composite television signal as spoken of on
column 24, [ines 40-44. 1t is maintained that the above precess constitutes a
“selection”, as a particular type of processor is only processing its corresponding type of
informaticon signal.

Regarding claim 31, Applicant argues that Osfermann does not teach *receiving
at least one control signal which at said at least one of said plurality of receiver stations

cperates to execute the downloadable code”.
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However, as provided in the previous Cffice Action, Ostermann teaches the
transmission of a bil sequence {control signal} from cipher equipment 16 to cipher
computer 12 {transmitter) indicating a particular stored cipher program {downlcadable
code) to be used as spoken of on column 3, lines 10-19. The specific time of the bit
sequence transmission is the time at which the particular cipher algorithm is selected.
Furthermore, the type of encryption is selected via tfransmission of the bit seguence
which causes the corresponding cipher program {downloadable code) to be transferred
(downloaded).

It Is maintained that the bit sequence operaltes to execute the cipher program, as
the bit sequence indicates which stored ¢ipher program is te be used and causes the
transferring {downlcading} and subsequent use (executicn) cf the corresponding cipher
program.

Applicant further argues that Cstermann fails to teach transmitting an information
transmission that includes a conirel signal and downloadable code, and that the cipher
algerithm and bit sequence of Cstermann are transmitted separately, never together.

However, what is claimed is “thereby to transmit at least one information
transmission including the downloadable code and said at least one control signal”. The

above language indicates that there could be one or multiple fransmissions of

information, where the information includes downloadable code and at least cne conirol
signal.
As provided in the previous Office Action, Ostermann teaches the transmission of

a bit sequence {control signal} from cipher equipment 16 10 ¢ipher computer 12
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{transmitter) indicating a particular stored cipher program {downloadable code} to be
used, and the subsequent iransfer (transmission} of the corresponding cipher program
as spoken of on column 3, lines 10-18.

Regarding amended claim 54, Applicant argues that Ostermann does not
address the decryption of video.

While Ostermann is directed to the fransmission of a cipher program to allow
encryption or decryption of "data”, where this data in a general sense could include
audio, video, or other known types of data, this argument is considered moct as the
teachings of Davidson are considered to supplement Ostermann as described above,

Regarding claim 32, Applicant argues that that it would not have been obvious to
combine the teachings of Davidson and Ostermann. Applicant further argues that
Davidson teaches away from encryption/decryption of {elevision signals by focusing on
the precessing of the video and audio signal components while leaving the television
signal itself unaffected.

Hewever, the videc and audio signal compenents of Davidson are a part of the
television signal, so the encrypticn/decryplion processing of a videc and/or audio

component of the television signal would affect the state of the composite television

signal {which includes audio, video, and/or contrel components).
Furthermore, as provided in the previcus Office Action, Davidson teaches the
application of encryption/decryption techniques to television signals containing digital

information as spoken of on column 24, lines 30-50.
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It is maintained that at the time of the invention, it would have been obvicus to
someone of ordinary skill in the art, given these references, to apply the
enciphering/deciphering methods of Ostermann to television program signals in order to
effectively enable high security and deterring of unauthorized viewers in a television
envirenment as spoken of on column 2, lines 31-386 of Davidson.

Regarding claim 33, Applicant argues that neither Davidson nor Ostermann
teach "receiving a television proegram at a transmitter station and delivering said
television program to a transmitter”. Applicant further argues that Davigson teaches
away from encryption/decryption of television signals by focusing on the processing of
the video and audio signal components while leaving the television signal itself
unaffected.

Heowever, the videc and audio signal compeonents of Davidson are a part of the
television signal, so the encryption/decryption processing of a video and/or audio

component of the television signal would affect the state of the composite television

signal {which includes audio, video, and/or ¢control components).

Furthermore, as provided in the previous Office Action, Ostermann teaches the
transmission of a cipher algorithm (instruct signal) from cipher program storage 18 to
program memory 22 of a programmable cipher computer 12 {transmitier) that indicates
a particular enciphering/deciphering technique as spcken of on column 2, lines 38-41,

Ostermann also teaches a receiver terminal that contains means for deciphering

received ciphered data text in accerdance with a cipher algorithm and a cipher key as
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spoken of on column 4, lines 52-54, as well as column 2, lines 16-24, which states that
terminals 1 and 2 each contain transmitters and receivers as shown in Figure 1.

Ostermann does not explicitly teach decryption of television programming.

However, Davidson teaches the application of encryption/decryption fechniques
to television signals {that are transmitted and received) as spoken of on column 24,
lines 3C-50.

Davidson also teaches the subscription televisicn transmitter 12 in Figure 1 that
generates television signals (programming) having videc and audic portions for
subsequent transmission {to/from a transmitter 20, 30} as spcken of on ¢column 25, lines
45-50.

It is maintained that at the time of the invention, it would have been obvicus to
someone of ordinary skill in the art, given these references, to apply the
enciphering/deciphering methods of Ostermann to television program signals in order to
effectively enable high security and deterring of unauthorized viewers in a television
envirenment as spoken of on column 2, lines 31-36 of Davidson.

Regarding claim 34, Applicant argues that neither Davidson nor Ostermann
teach “passing said decrypted second of said plurality of signals to a controllable
device; and controlling said contrcllable device on the basis of said passed decrypied
second of said plurality of signals™

Heowever, as provided in the previocus Office Action, Davidson teaches returning
cf the audio signal to original analog fermat whereby program audio may be processed

and presented {tc a controllable device) in a conventional manner as spoken of on
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column 24, lines 47-50. The contrcllable device being a device suitable for
cutput/presentation of an audio signal. The audio signal is cperable in the controlling of
this type of device by causing output of the respective audio signal. It is maintained that
an audic signal is operable in the cenirolling of the cutput of qudio at an cuiput device,
as this cutput device would only provide output upon detection of an input audic signal
(e.g. a speaker would only output sound if an audio signal is present to be oufputted).
Further, the claim language Is rather broad in that it does not indicate what the
"controllable device™ is or what is being controlled.

Regarding claim 36, Applicant argues that Cstermann does not teach “wherein
said step of transferring is performed in accordance with a schedule™

Hocwever, as provided in the previous Cffice Action, Ostermann teaches where
the cipher algorithm {insiruct signal) is transferred that matches infermation provided in
a received bit sequence that indicates which cipher program is to be used at a particular
time (schedule) as spoken of on column 3, lines 10-20. [n other words, the transferring
cf a particular cipher algorithm is performed in accordance with a particular order or
schedule {(sequence of glgcrithms transferred in a time order in relation 1o each other)
depending on a received bit sequence indicating which cipher program is to be used at
a particular time.

It is maintained that Ostermann teaches the above limitation in question.

Conclusion

1. Applicant's amendment necessitated the new ground{s) of rejecticn presented in

this Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP
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§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37
CFR 1.136(a).

A shortened statutery period for reply to this final action is set to expire THREE
MONTHS from the mailing date of this action. In the event a first reply is filed within
TWC MONTHS of the mailing date of this final action and the advisory action is not
mailed until after the end of the THREE-MONTH shortened siatutory period, then the
shortened statutory period will expire on the date the advisory action is mailed, and any
extension fee pursuant to 37 CFR 1.136{a) will be calculated freom the mailing date of
the advisory action. In nc event, however, will the statutory period for reply expire later
than SIX MONTHS from the date of this final action.

Any inquiry concerning this communication or earlier communications from the
examinegr should be directed te MICHAEL J. MCORE, JR., whose telephone number is
{571)272-31688. The examiner can normally be reached on Monday-Friday (7:30am -
4:00pmy).

If attempts to reach the examiner by telephone are unsuccessful, the examiner’s
supervisor, William Korzuch can be reached at {571) 272-7589. The fax phone number

for the organizaticn where this application or proceeding is assigned is 571-273-8300C.
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Infermation regarding the status of an application may be cbtained from the
Patent Application Information Retrieval (PAIR) system. Status infermation for
published applications may be obtained from either Private PAIR or Public PAIR.
Status infermation for unpublished applicaticns is available threcugh Private PAIR only.
For more information about the PAIR system, see hitp//oair-direct.uspto.gov. Should
you have questions on access tc the Private PAIR system, centact the Electronic
Business Center {EBC) at 866-217-9197 {toll-free). If you would like assistance from a
USPTO Customer Service Representative or access 1o the automated information
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000.

/Michael J. Moore, Jr./
Primary Examiner, Art Unit 2467
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

In re Patent Application of:
John C. Harvey et al.

Application No.: 08/449,413
Filed: May 24, 1995

For: SIGNAL PROCESSING APPARATUS AND
METHGDS

Confirmation No.: 1756
Art Unit: 2467

Examincr: Moorc Jr., Michacl J.

AMENDMENT AND REQUEST FOR RECONSIDERATION

MS AF

Commuissioner for Patents
P.O. Box 1450

Alexandria, VA 22313-1450

Dcar Sir:

[n response to the Final Office Action dated November 2, 2012, please amend the above-

identified application as follows.

Amendments to the claims begin on page 2.

Remarks begin on page 11.
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AMENDMENT TO THE CLAIMS

Claims 22-36 are the only pending clains.
I - 21. (Cancclled)

22, (Previously Presented) A method for controlling the decryption of encrypted

programming at a subscriber station, said method comprising the steps of:

recciving encrypted digital programming, said encrypted digital programming having an

cncrypted digital control signal;
detecting said control signal;

passing said control signal to a decryptor that decrypts encrynted digital data at said

subscriber station;
decrypting said control signal;

decrypting said encrypted digital programming to form decrypted programming based on

said control signal; and
presenting said decrypted programming to a viewer or listener.

23.  (Prcviously Presented) A method for controlling the decryption of programming

at & subscriber station, said method comprising the steps of:

receiving programming, said programming having a first encrypted digital control signal

portion and an encrypted digital information portion;
detecting said first encrypted digital control signal portion of said programming;

passing said first encrypted digital control signal portion of said pregramming to a first

decryptor at said subscriber station;

decrypting said first cncrypted digital control signal portion of said programming using

said first decryptor at said subscriber station;
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passing said encrypted digital information portion of said programming and the decrypted

control signal portion to a second decryptor at said subscriber station;

decrypting said encrypted digital informsation portion of said programming using said

second decryptor at said subscriber station based on the decrypted control signal portion; and
presenting said programming.

24, (Previously Presented) A method of controlling a remote transmitter station to
communicate program material to a subscriber station and controlling said subscriber station to

process or output & unit of programming, said method comprising the steps of:

receiving & control signal which operates at the remote transmitter station to control the
communication of a unit of programming and onc or more first instruct signals and

communicating satd control signal to said remote transmitter station;

receiving a code or datum identifying a unit of programming to be transmitted by the
remote transmitter station, said remote fransmitter station transferring said unit of programming

to a transmitter;

recciving at said remote transmitter station ong or morce sccond instruct signals which
operate at the subscriber station to identify and decrypt said unit of programming or said onc or
morg¢ first instruct signals, said remote transmitter station transferring said onc or morce sccond

instruct signals to said transmitter; and

transmitting from said remote transmitter station an information transmission comprising
sald unit of programming, said onc or more first instruct signals, and said one or more sccond
instruct signals, said onc or more first instruct signals being transmitted in accordance with said

control signal.

25. (Previously Presented) The method of ¢laim 23, wherein said programming

further includes encrypted video.

26.  (Prcviously Presented)} The method of claim 23, wherein said subscriber station

stores information that evidences processing said programming.
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27.  (Previously Presented) The method of claim 23, wherein said programming is
received at said subscriber station in one chennel of a multichannel signal and a second control
signal portion used to decrypt said programming 13 included in said multichanncl signal cutside

said onc channel.

28. (Previously Presented} The method of claim 23, wherein said subscriber station
detects, in a transmission channel including said programming, a second control signal portion

uscd to decrypt the first control signal portion.

29.  (Prcviously Presented) The method of claim 23, wherein the subscriber station
detects, in & transmission channgl for transmitting the programming, a second control signal
portion used to decrypt the first control signal portion, and wherein the sccond control signal
portion is encrypted, and wherein the second control signal portion is decrypted in order to

cnable decryption of the first control signal portion.

30. {Previously Presented) The method of claim 23, wherein said programming

includes computer data.

31.  (Previously Presented) A mcthod of controlling at [cast one of a plurality of

receiver stations, said method comprising the steps of!

receiving downloadable code which is effective at said at least ong of said plurality of
receiver stations to implement & new technique of decrypting and delivering the downloadable

code to at lgast ong transmitter;

recciving at least one control signal which at said at least one of said plurality of receiver

stations operates to exccute the downloadable code; and

causing said at least onc control signal to be communicated to said at least one transmitter

at a specific time,

thereby to transmit at lcast one information transmission including the downloadable

code and szid at least onc control signal.
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32, (Previously Presented} The method of claim 31, wherein z digital television
program 1s displayed at a receiver station and said downloadable code and said at least one
control signal program said receiver station to decrypt said digital television program in

accordance with said new technique.

33 (Previously Presented) A method of communicating digital television program

material to one or more receiver stations, said method comprising the steps of:

receiving a digital television program at a transmitter station and delivering said digital

television program to a transmitter;

reeciving and storing onc or more instruct signals at said transmitter station, said onc or
more¢ instruct signals at said onc or morc receiver stations opcerative to implement a new

technique ef decrypting;
transferring said one or more instruct signals to said transmitter; and

transmitting said digital television program and said one or more instruct signals from

said transmitter station to said one or more receiver stations.

34, (Previously Presented) A mcthod of processing signals at a receiver station

comprising the steps oft
reeeiving at least onc information transmission;
detecting a plurality of signals in said at least onc information transmission;
changing a decryption technique in responsc to at lcast a first of said plurality of signals;

decrypting a sccond of said plurality of signals on the basis of said changed decryption

technique,
passing said decrypted second of said plurality of signals to & controllable device; and

controlling said controllable device on the basis of said passed decrypted sccond of said

plurality of signals.
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35, (Previously Presented} The method of claim 33, wherein said step of transferring

is performed based on comparisorn,

36. (Previously Presented) The method of claim 33, wherein said step of transferring

18 performed in accordance with a schedule.

37. (Previously Presented) The method of elaim 36, wherein said schedule specifies a
transmission time and a transmission channel, said method further comprising the steps of

receiving and storing said schedule at said transmitter station,

38.  (Previously Presented) The method of claim 33, wherein said ong or more instruct
signals operate at said onc or more receiver stations based on an identifier, said method further

comprising the step of transmitting said identificr.

39. (Previously Presented) The method of elaim 38, wherein an information
transmission including said digital television program is received at said one or more receiver
stations, wherein said digital television program is cutputted at said one or more receiver
stations, and whercin said identifier identifics (i) said digital television program and {ii) a

channel including said digital tclevision program.

40.  (Previously Presented) A method of processing signals at a receiver station
comprising the steps of:

recciving at lcast one encerypted digital information transmission;

locating codc;

passing said codc to a processor;

controlling a decryptor that decrypts enerypted digital data to decrypt in a specific

fashion on the basis of said code;

decrypting a portion of said at lcast onc information transmission in said specific fashion;

and
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passing said decrypted portion of said at least one encrypted digital information

transmission to ong of said processor and an output device,

41. (Previously Presented) A method of controlling a receiver station to detect digital
data and control a decryptor that deerypts encrypted digital data based on a varying pattern of

timing or location, said method of controlling comprising the steps of:
receiving programming and delivering said programming to a transmitter;

reeciving digital data comprising at lcast an instruct signal and communicating said
digital data to a signal cmbedder, said instruct signal operative at said receiver station to control

said decryptor;

controlling said signal embedder to ecmbed said digital data in an cnerypted digital

information transmission in & varying pattern of tinting or location;
communicating satd encrypted digital information transmission to said transmitter; and

transmitting said programming and said encrypted digital information transmission

including said digital data.

42, (Currently Amended) A method of processing signals at a receiver station

comprising the steps of'
reeciving at least ong encrypted digital information transmission;

detecting a plurality of signals on said at least onc enerypted digital information

transmission;

decrypting at least one of said plurality of signals, said at least ene decrypted signal

ineluding containing at least once instruct signal which is cffective to instruct;
passing the at least one decrypted instruct signal to a controllable device; and

controlling said controllable device on the basis of decrypted information included in said

at least onc decrypted instruct signal.
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43, (Previously Presented) A method for decryptor activation in a network

COmprising:
receiving a transmission comprising encrypted materials;

decrypting under first processor control a first portion of said encrypted materials in said

transmission;
inputting said first portion of said encrypted materials to a decryptor;

decrypting under sceond processor control a second portion of said encrypted materials

based on said step of decrypting said first portion of said encrypted materials,

44.  (Previously Presented} The method of claim 43 wherein said transmission in said

step of receiving a transmission is a multichanngel signal separated in the frequency domain,

45, (Previously Presented) The method of claim 44 whercin satd transmission is a

calsle system broadcast.

46, (Previously Presented} The method of ¢laim 43 wherein said transmission in said

step of receiving a transmission is a multichannel signal separated in the time domain.

47.  (Previously Presented) The method of claim 43 wherein said transmission in said

step of receiving a transmission 1s gencrated at a local data source,

48.  (Prcviously Presented) The method of claim 47 whercin said local data source

compriscs a VCR.

49, (Previously Presented) The method of claim 47 wherein said local data source

comprises a laser disk.

50. {Previously Presented) The method of claim 43 wherein said encrypted materials

comprise a portion of a television program.
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51.  (Prcviously Presented) The method of claim 43, wherein said transmission in said
step of receiving a transmission and a signal necessary for decryption arc received from different

SQUICCS.

52. (Previously Presented) The method of claim 51, further comprising the step of
contacting a remote transmitter station to receive one of said transmission and said signal

necessary for decryption.

53.  (Previously Presented) The method of ¢laim 51, wherein & signal necessary for

decryption 1s communicated by telephone,

54.  (Currently Amended) A mcthod of providing an cnabling signal to a rccciver
station from a remotc data source, said crabling signal for use in decrypting at the receiver
station a digital television prograniming signal, said receiver station being programmed to get
information necessary for enabling said digital programming signal, said method comprising the

steps of:

storing at the remote data source one or more control signals for cnabling a decryptor to

deerypt said digital tclevision programming signzl meluding-eavides;

recciving at the remote data source from the receiver station a communication to got

specific cnabling information;

communicating, from the remote data source to the receiver station in response to said

communication from the receiver station, a control signal,

whereby the receiver station inputs said control signal to & decryptor, and wherein said

decryptor decrypts said digital television programming signal eetudinsavides,

55. {Previously Presented) A method of processing signals at a receiver station

comprising the steps of’

receiving onc or more encrypted digital information transmissions at said recciver station;

LIBW/ 1849126,

PMC Exhibit 2016
Apple v. PMC
IPR2016-00754

Page 1286



detecting a plurality of signals on said onc or more encrypted digital information

transmissions, at lcast a first of one of said plurality of signals including a control signal;

controlling a decryptor that decrypts encrypted digital data in response to said control

signal;

decrynting or enabling communication of at least a sccond of said plurality of signals on

the basis of said step of controlling said decrypror;

passing said decrypted or enabled at lcast said sccond of said plurality of signals to a

controllable device; and

controlling said controllable device on the basis of said passed decrypted or enabled at

lcast said second of said plurality of signals.

56. (Previously Presented) A method of processing signals at a receiver station
comprising the steps of

receiving at least one enerypted digital information transmission;

identifying a plurality of signals in said at least one encrypted digital information

transmission;
sclecting a first signal of said plurality of signals including downloadable code;
passing said downleadable code to a processor;

controlling a decryptor that decrypts enerypted digital data to decrypt in a specific

fashion on the basis of said downloadablc code;

decrypting at least onc second signal of said plurality of signals in said specific fashion;

and

passing said at least one sccond signal to one of said processor and an output device.
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REMARKS

L STATUS OF CLAIMS

Claims 22-56 arc pending in this application. Claims 23, 25-30 and 43-53 arc allowed.

Claims 37 and 39 arc allowable over the prior art, but objected to as dependent on non-allowable

claims. Claims 22 and 24 are allowable over the prier art, but subject to a nonstatutory

obviousness-type double patenting rejection. The remaining claims are rejected under 35 U.S.C.

§§ 102 and 103 and/or nonstatutory obvicusness-tyne double patenting. By this Amendment,
claims 42 and 54 arc amended.

Applicants respectfully request reconsideration of the present application in view of the
remarks below. An amendment submitted after a final office action in an application must
comply with 37 C.F.R. § 1.116, which states that:

(1} An amendment may be made canceling claims or complying with any
requirement of form cxpressly sct forth in & previous Office action;

(2} An amendment presenting rejected claims in better form for
considcration on appcal may be admitted; or

(3} An amendment touching the merits of the application or patent
under reexamination may be admitted upon a showing of good and
sufficient reasons why the amendment is necessary and was not
carlicr presented.

37 CFR. 1.116(b).

Applicants submit that this Amendment After Final Rejection places this application in
condition for allowance by amending claims in manncrs that arc belicved to render all pending
claims zllowablc over the cited art and/or at least place this application in better form for
consideration on appeal under 37 C.F.R. § 1.116(2). This Amendment 1s also necessary to at

lcast clarify and/or narrow the issues for consideration by the Board and was not presented

carlier because Applicants believed that the prior response(s) placed this application in condition
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for allowance, for at [cast the reasons discussed in those responses. Accordingly, entry of the
present Amendment, as an carnest attempt to advance prosecution and/or to reduce the number
of 1ssues, 15 requested under 37 CFR. § 1.116.

Applicants earncstly solicit a favorable reconsideration and prompt allowance of the
claims. Where the Office does not find that the ¢laims arc in condition for allowance, Applicants
respectfully request that the Office withdraw the finality of the office action for the reasons set
forth below.

IL DOUBLE PATENTING REJECTIONS

Claims 22, 34, 54, and 55 arc rejected on the ground of nonstatutory obviousness-type
doublc patenting as allegedly being unpatentable over claims 1, 22, and 23 of U.S. Patent No.
7.801,304. This is the patent that issued from Applicants” DECR 81 group “A” application, U.S.
Patent Application Scrial No. 08/449,263. Claim 24 1s rejected on the ground of nonstatutory
obviousness-type double patenting as being unpatentable over claim 14 of the DECR &1 group
“A” patent, in view of Yanagimachi ¢t al. (U.S. Patent No. 3,936,595) {*Yanagimachi”).
Applicants maintain the arguments they asscrted previously in regard to traversing the claim 24
rejection. [f the Office maintains the rejections, Applicants acknowledge that a timely filed
terminal disclaimer in compliance with 37 C.F.R. 1.321(c} or 1.321(d) may bc nccessary to
overcome the nonstatutory double patenting rejections. However, Applicants request that the
requircment for filing the terminal disclaimer be held in abeyance, pending an indication of
allowable subject matter from the Office in the present application. [f filed, the terminal
disclaimer will disclaim, in cssentizl terms, the terminal part of the statutory term of any patent
granted on the above-referenced application, extending beyond the carlicst expiration date of the

DECR 81 group “A” patent, U.S. Patent No, 7,801,304,
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III. SUMMARY OF PRIOR ART REJECTIONS

Many of the pending claims are rejected under 35 U.S.C. §3102 or 103 over references
including Davidson (Re. 31,735) and Ostermann ct al. (U.S. Patent No. 4,484,025)
(“Ostermann™). The Office Action rejected claims 40-42, 55, and 56 under 35 U.S.C. 102{(c) as
allegedly being anticipated by Davidson; claim 31 under 35 U.S.C. 102(¢) as allegedly being
anticipated by Ostermann; and claims 32-36, 38, and 54 under 35 U.S.C. 103(a) as allcgedly
being unpatentable over the combination of Ostermann in view of Davidson.

IvV. SUMMARY OF APPLIED PRIOR ART

A, Davidson

Davidson is the reissued patent of ULS. Patent No. 4,215,366 that issucd on July 29, 1980,

The reissued patent added new claims 65-74. The application for reissue was filed on July 26,

1982, well after the November 3, 1981 prionty date of the instant application,

Davidson 1s directed to a “method and system for encoding and decoeding of standard
television signals...” Col. 3, 11, 26-28. “[V]idco scrambling is cffected by inversion of the videco
signals of some horizontal scan lines on a pseudo-random bias to produce a picture having some
vidco signals inverted and others not inverted which is unpleasant to view and virtually
unintelligible.” Col. 3, [l. 29-34. Davidson discloscs converting analog audio signals to coded
digital audio signals, Col. 3, I1. 34-36. “A plurality of unique pulse-coded control signals
consisting of 32- bit binary pulsc trains are transmitted scparately to... provide the information

nceded to unscramble the scrambled audio and video signals.” Col. 3, 11. 36-41.

Claim 635, added to the patent via reissue, claims a receiver in g subscription television
system having means for conveying television signals include a video portion, an aural portion,

and an “encryption codes signal” comprising a sequence of “encryption codes.” Col. 24, 11 30-

13
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35. The aural portion is a digitized audio signal “encrypted” in accordance with the “encryption
codes signal.” Col. 24, 11 35-39. The receiver has means to detect and separate the “encryption
codes” signal from the television signals; to separate the digitized and “encrypted” audio signal
from television signals; to return the detected audio signel to the “pre-encryption” digitized
condition; and to rcturn the audio signal to the original analog format. Col. 24, 11, 40-350.
However, there is no mention of “cneryption” anywhere in the disclosure of the patent. Only
scrambling and unscrambling is disclosed. The term “cncryption,” as usced in claim 65, was not

added until sometime after the reissue filing date of July 26, 1982.

Claim 72, also added fo the patent via reissuge, claims a “television fransmitter for
generating television signals having a program video portion and program aural portion...” Col.
25,11, 46-48. The transmitter has means to generate a continuous sequence of “encryption
codes™; to convey the program video and program aural portions and the “cncryption codes
signal” from the transmitter to authorized subscribers; to sample and digitize the program audio
signal; to digitally “encrypt” cach digitized program audio sample in response to the “cncryption
codes signal™; and to combine the “cncryption codes” signal, the digitized and “cncrypted” audio
program signal, and a video program signal, with the carrier signals. Col. 25,1 52 —col. 26, 1. 9.
As mentioned above, there is no mention of “encryption” anywhere in the disclosure of the
patent. Only scrambling and unscrambling is disclosed. The term “encryption,” as used in claim

72, was not added until sometime after the reissuc filing date of July 26, 1982,

The original Davidson *366 patent discloses video scrambling. The reliance on the
reissuc patent cannot changge this fact. The use of the term “encryption” as added by the reissuc

claims docs not change the fact that the fundamental vidco signal of Davidson is an analog

LIBW/ 1849126,

PMC Exhibit 2016
Apple v. PMC
IPR2016-00754
Page 1291



television signal. The video signal of Davidson is not encrypted as encryption is a digital

process. For this reason, the Davidson reissue patent s limited in its use as a prior art reference.

B. Ostermann

Ostermann is dirccted to a “system for enciphering and deciphering data for transmission
between a transmitter and a receiver, where the terms encipher and decipher are synonymous
with encrypt and decrypt respectively.” Col. 1, 11. 7-10. Ostermann discloscs a receiver station
transmitting a cipher algorithm “from the cipher program storage 18 over 2 data transmission
channel 20 to the program memory 22 of the programmable cipher computer 127 at the
transmitter station. Ceol. 2, I1. 38-41. “The cipher algorithm transmitted from the cipher program
storage 18 of cipher cquipment 16 via channel 20 is stored in program memory 22 and used to

encipher the clear input data provided by input device 24 to transmitter 10,7

Ostermann also discloses another cmbodiment of the invention where “the programmable
cipher computer 12 is provided with long term memory 28 for storage of a plurality of different
cipher programs which can be called up for storage in the program memory 22 as required.”

Col. 2, II. 59-62. The cipher cquipment 12 at the transmitter station receives a bit sequence from
cipher computer 16 at the receiver station that enables the cipher program to be transferred from

long-term memory 28 to program memory 22, Col. 3, 11 10-19.

V. RESPONSE TO PRIOR ART REJECTIONS

A, Rejection of claims 40-42, 55 and 56 under 35 U.S.C. §102(¢)

Claims 40-42, 55, and 56 are r¢jected under 35 U.S.C. $102(c) over Davidson, This

rejection is respectfully traversed.
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Claims 40-42, 55, and 56 claim matcrial relating to the encryption and decryption of a

digital information transmission. The Examiner relies on the analog television signal as teaching

the digital information transmission. Action at 11. The Examiner points to the A/D converter 31
and the D/A converter 58 disclosed in Davidson to show that digital signal processing takes
place. Action at 23. Howcver, Davidson only discloscs that these analog/digital converters

affect audio signals that arc combined with video signals and control signals into a standard, ie.

not digital and not encrypted, television signal. Col. 5, 11. 36-42; Col. 24, 11. 30-35; Col. 25, 1L

46-48. Davidson fails to tcach an “encrypted digital information transmission.”

Applicants addressed this point in their September 10, 2012 Responsc, but the Examincr
did not respond to this argument in the Office Action. As argued previously, the Examiner erred
by not considering all the words in claims 40-42, 55, and 56. 7n re Wilson, 424 F.2d 1382, 1385
(CCPA 1970} (*All words in a claim must be considered in judging the patentability of that
claim against the prior art.”). The claims recite receiving a “encrypted digital information

transmission,” but the Examiner did not fully consider the meaning of this limitation.

The information transmission taught by Davidson is only an analog television signal.
Regardless of whether the television signal includes a component comprising a digital signal, the

tclevision signal remains anzalog. As recited in claims 40-42, 535, and 56, an “cncrypted digital

information transmission” requires that the digital information transmission itself be encrypted.
Davidson only tcaches an analog television signal, not a digital information transmission, and the
mete fact that an “encrypted” digital audio signal is added to the analog television signal docs
not change the analog tclevision signal to an cncrypted digital television signal. Therefore,
Davidson docs not disclose an “encrypted digital information transmission.” Claims 40-42, 55,

and 56 arc not anticipated by Davidson and are in allowable form.,

16
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Additionally, Applicants have consistently asserted in their previous Responses that the
Board of Patent Appeals and Interferences decided in Ex parte Personalized Media
Communications, LLC (Appcel 2008-4228, Ex partc Reexamination Control 30/306,536) at
pages 53-54, that encryption and decryption require a digital signal. The Board considered the
very same specification that is part of this application in finding that ¢ncryption and decryption
are limited to digital applications. The Board also held that “encryption and decryption are not

broad cnough to read on scrambling and unscrambling.”

Applicants do net dispute that a reissued patent is entitled to the filing date of its parent in

accordance with 35 U.S.C. § 252, Howcver, Applicants note that “cneryption” is not disclosed
anywherce in the specification of Davidson, only in the claims added via reissuc. Davidson
describes scrambling video signals and converting analog audio signals to coded digital audio
signals, but docs not teach or suggest “encryption” as claimed in the instant application and
understood by the Beard, Claims 40-42, 55, and 56 arc not anticipated by Davidson and are in

allowable form.

Even assuming, arguendo, thet Davidson teaches an “encrypted digital information
transmission,” claims 42, 55, and 56 arc not anticipated by Davidson for at least the additional

following rcasons:

I. Claim 42

Claim 42, as amended, recites in part:

decrypting at least one of said plurality of signals, said at least onc
decrypted signal containing at least one instruct signal which s cffective
to instruct;
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passing the at lcast one decrypied instruct signal to a controllable
device; and

controlling said controllable device on the basis of decrypted
information included in said at least onc decrypted instruct signal.

These Iimitations arc not taught by Davidson.

The claim is amended to emphasize that the at least onc decrypted signal contains at least one
instruct signal; the instruct signal is part of the decrypted signal, but not the decrypted signal
itself. Applicants make this amendment to quell the Examiner’s concern regarding the broadness

of the claim and “what the instruct signal s composed of.” Action at 24,

The Office Action points to Davidsen’s claim 63, column 24, lincs 30-50, to show that
the invention discloses all the limitations of claim 42, Action at 13-14, The Examincer also
asserts that the separated encryption codes signal that’s effective to return the encrypted digital
audio signal to a decrypted form tcaches “said at [cast onc decrypted signal including at least one

instruct signal which is effective to instruct.” Action at 23.

In light of the clarifying amendment, Davidson’s claim 63 tcaches means for decrypting a
digitized audio signal but fails to teach deerypting a signal that contains at lcast one instruct
signal which is effective to instruct. Claim 42 recites “at Icast one decrypted signal containing at

lcast one instruct signal,” thereby disqualifying the decrypted audio signal and the encryption

codes signal from acting as an instruct signal as claimed. No additional instruct signal is
contained in the audio signal. The audio signal is indivisible. Further, Davidson docs not teach
or suggest that eneryption of the audio signal affects the audio signal such that when it 1s
decrypted it then contains an instruct signal. Thercfore, Davidson fails to teach all the

limitations of ¢laim 42,

LIBW/ 1849126,

PMC Exhibit 2016
Apple v. PMC
IPR2016-00754

Page 1295



2. Claim 55

Claim 55 recites in part;

controlling said controllable device on the basis of said passed
decrypted or cnabled at least said second of said plurality of signals.

These limitations arc not taught by Davidson.

The Office Action points to Davidson’s claim 65, column 24, lincs 30-50, to show that
the invention discloses all the limitations of ¢claim 55, Claim 63 teaches means for the
decryntion and analog conversion of an encrypted digital audio signal, but fzils to teach
controlling a controllable device on the basis of that decrypted analog audio signal. The *analog
conversion means connected to the inverse encryption means to return the audio signal to the
original analog format whereby program audio may be proccssed and presented in a
conventional manner.” Col. 24, 11. 47-50. Applicants maintain, as asserted previously, that in
Davidson, the program audio is an clement to be processed, it is not operable in the controlling
of a controllable device. For cxample, & speaker is not controlled by an audio signal. Rather, it
is an cnablc signal that instructs the speaker to turn on, detect, process, and output the audio
signal. The speaker will output sound if an audio signal is present, but only after an cnable

signal instructs the speaker to perform. Davidson fails to tcach all the limitations of ¢laim 55.

3 Claim 56

Claim 56 recites in part:

receiving at least one encrvpted digital information transmission;

identifying a plurality of signals in said at least one information
transmission;

sclecting a first signal of said plurality of signals including
downloadable code;
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These Iimitations arc not taught by Davidson,

Davidson’s receiver receives sets of signals at receiving antenna 36, Col. §, 11. 57-68.
The sets of signals arc then split by RF splitter 114 so that the video, aural, and control signals
can be separately processed. Col. 9,11 1-11. Applicants maintain, as asserted previously, that
the reeciver docs not perform any “sclecting” of a first signal in a transmission that includes
downloadable code. Davidson's receiver continuously splits the received sets of signals and
processes cach according to its type. No “selecting™ occurs because all signals are received

and then processed. Davidson fails to teach “sclecting™ as set forth in claim 56.

B. Rejection of ¢laim 31 under 35 U.S.C. §102(e)

Claim 31 has been rgjected under 35 ULS.C. §102(¢) over Ostermann, This rgjection 18
respectfully traversed.
I. Claim 31
Claim 31 recites, in part;
receiving at least one control signal which at said at least one of
said plurality of rcceiver stations opcrates to execute the downloadable
codc; and

causing said at least one control sighal to be communicated to said
at lcast onc transmitter at a specific time,

thercly to transmit at least onc information transmission including
the downloadzable code and said at [cast one control signal.

These limitations are not taught by Ostermann.

Applicants maintain the same arguments that they asserted in their previous Responscs.
Ostermann discloses the cipher equipment 12 at the transmitter station receiving a bit sequence

from the cipher computer 16 at the receiver station, but the bit scquence does not operate to
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cxccute the cipher algorithm at the receiver station. The bit sequence only identifies “which
cipher program from long-term memory 28 1s to be used.” Col. 3, [l 18-19. The cipher program
1s only executed upon cntry of clear data text. To be clear, a bit sequence may be received that

identifies a cipher program, but the cipher program is not exccuted upon identification.

The bit sequence docs not “opcrate to exccute”™ as maintained by the Examingr. Action at
26. Rather, the clear data text “operates to exccute™ the cipher program, which requires reading
the bit scquence identification information. The bit sequence is & passive clement that is

operated upon to exccute. Therefore, Ostermann does not teach the limitation “receiving at least

ong control signal which at said at Icast onc of said plurality of receiver stations operates to

execute the downloadable code.”

Ostermann also fails to tcach transmitting an information transmission that includes a

control signal and downloadable code. The cipher algorithm and bit scquence arc described as
being transmitted separately, never together. See col. 2, 11 38-41; col. 3, 11, 15-19. The Office

Action asserts that because claim 31 recites “thereby to transmit at least one information

transmission including the downloadable code and said at [cast one control signal” that the
separate transmissions of the cipher algorithm and bit sequence teaches the limitation. Action at
26-27. But, the Examincr admits that the cipher algorithm and bit sequence are not transmitted
together. Jfd. Regardless of whether there s a plurality of transmissions, only one clement is
transmitted at a time. An information transmission including downloadable code and at lcast one
control signal is never transtitted. Therefore, Ostermann docs not deseribe cach and cvery

limitation as sct forth in claim 31.
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C. Rejection of ¢laims 32-36. 38, and 54 under 35 U.S.C, §103(a)

The Office Action rejected claims 32-36, and 38 under 35 U.S.C. 103{a) as allcgedly
being unpatentable over the combination of Ostermann in view of Davidson. Applicants
respectfully traverse the rejections and argue that Ostermann and Davidson, alonc and in

combination, fail to tcach cach of the claim’s limitations.

I. Claim 32
Claim 32 claims the method of ¢claim 31, “wherein & digital television program is
displayed at a receiver station and said downloadable code and said at least one control signal
program said receiver station to decrypt said digital television program in accordance with said
new technique.” Claim 32 is not rendered unpatentable by Ostermann for the same reasons as

argucd above in regard to claim 31,

The Office Action points to Davidson’s claim 63 as teaching the application of
cncryption/decryption techniques to television signals. Action at 27-28. However, as Applicants
have argued previously, it would not have been obvious to combine the teachings of the
references. Davidson is dirceted to the transmission and reception of standard television signals,
which at the time of invention were analog television signals. To emphasize this digital/analog
distinction, Applicants previously amended the claim to recite “a digital television program.”
The Office Action does not address Applicants’ amendment and assertions regarding “a digital

television program.”

As cvidenced by Davidson only scrambling the analog video signzal while embedding an
encrypted digital audio signal, the eneryption of a whole television signal was not obvious.

There is no suggestion in Davidson that encryption could be applied to signals as complex as
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centire television signals, In fact, Davidson teaches away from encrypting/decrypting television
signals by focusing on the processing of the video and audio signal components while lcaving
the television signal itself unaffected. The Examincer asserts that “the encryption/decryption
processing of a video and/or audio component of the television signal would affect the state of
the composite television signal.” Action at 27, But, the composite tclevision signal remains

analog. Therefore, it would not have been ebvious to combine Davidson and Ostermann,

Assuming, arguendo, that it would be obvious to combine Davidson and Ostermann,

Davidson does not cure Ostermann’s deficiencies. The combination of Davidson and Ostermann

fails to tcach displaying a digital tclevision program at a receiver station where the recciver

decrypls the digital television program. Neither Davidson or Ostermann teaches displaying or

decrypting & dipital television program. Applicants respectfully submit that even if the teachings

of Ostermann were modified with the tecachings of Davidson as suggested in the Final Office

Action, the modificd composition still fails to satisfy cvery clement recited in ¢laim 32,

2. Claim 33
Claim 33 recites, in part: “receiving & digital television program at a transmitter station
and delivering said television program to a transmitter. .. and transmitting said digital television
program and said onc or more instruct signals from said transmitter station to said enc or more

receiver stations.” These [imitations are not taught by Ostermann or Davidson.

Ostermann teaches the transfer of a cipher algorithm from a receiver station to 2
transmitter station, where the cipher algorithm is used to implement decrypting at the receiver
station. The Office Action points to Davidson’s claim 65, column 24, lines 30-50 to apply
Ostermann’s teachings to television signals, Action at 28-29. However, as argucd above, it
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would not have been obvious to combine the teachings of the references. Davidson is directed to
the transmission and reception of standard television signals, which at the time of invention were
analog television signals. To emphasize this digital/analog distinction, Applicants previously
amended the claim to recite “a digital television program.” The Office Action does not address

Applicants’ amendment and agscrtions regarding “a digital television program.”

As evidenced by Davidson only scrambling the analog video signzal while embedding an
cnerypted digital audio signal, the encryption of a whole television signal was not obvious.
Davidson surely understood cncryption and decryption, but did not apply it to television signals
because that innovation was not obvious. In fact, Davidson teaches away from
cncrypting/decrypting television signals by focusing on the processing of the video and audio
signal components while lcaving the television signal itself unaffected. The Examiner asserts
that “the encryption/decryption processing of a video and/or audio component of the television
signal would affect the state of the composite television signal.,” Action at 28, But, the
compaosite television signal remains analog. Therefore, it would not have been obvious to

combing Davidson and Ostermann,

Assuming, arguendo, that it would be obvious to combine Davidson and Ostermann,

claim 63 tcaches conveying composite analog television signals, not digital television signals.,

Neither Davidson or Ostermann teaches receiving or fransmitting a digital television program.

Even if someonce of ordinary skill in the art were to apply the teachings of Ostermann and

Davidson, the inventions fail to teach or suggest every limitation of claim 33.

3 Claim 34

Claim 34 recites, in part;
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passing said decrypied sccond of said plurality of signals to a
controllable device; and

controlling said controllable device on the basis of said passed
decrypted sccond of said plurality of signals.”

These limitations are not taught by Ostermann or Davidson,

The Office Action points to Davidson™s claim 65, column 24, lines 30-50, to show that
the invention discloses the passing and controlling limitations of claim 34. Claim 65 tcaches
means for the decryption and analog conversion of an encrypted digital audio signal, but fails to
tcach passing the decrypted analog audio signal to a controllable device and controlling the
controllable device on the basis of that decrypted analog audio signal. The “analog conversion
means connceted to the inverse encryption mcans connected to the inverse encryption means to
return the audio signal to the original analog format whereby program audio may be processed
and presented in a conventional manner.” Col. 24, 1. 47-50. As asserted previously by
Applicants, in Davidson, the program audio is an clement to be processcd, it is not operable in
the controlling of a controllable device. For example, a speaker is not controlled by an audio
signal. Rather, it is an cnable signal that instructs the speaker to turn on, detect, process, and
output the audio signzl, The speaker will output sound if an audio signal is present, but only
after an cnzable signal instructs the speaker to perform. Davidson and Ostermann fail to teach all

the limitations of claim 34,

4. Claim 35
Claim 35 depends from independent claim 33. Claim 35 claims the method of claim 33,
“wherein said siep of transferning is performed based on comparison.” Claim 35 further limits
claim 33 and 1s not rendered unpatentable by Ostermann and Davidson for the same reasons as

argucd above in regard to claim 33,
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s Claim 36
Claim 36 depends from independent claim 33, Claim 36 claims the method of claim 33,
“wherein said step of transferring in accordance with a schedule.” Claim 36 further limits claim
33 and is not rendered unpatentable by Ostermann and Davidson for the same reasons as argued

above in regard to claim 33.

Assuming, argirends, that it would be obvious to combing Davidson and Ostermann, the
Office Action points to Ostermann as teaching “which cipher program is to be used at a
particular time {schedule) as spoken of on column 3, lines 10-20." Action at 30. The Examincr
argues that the transferring “is performed in accordance with a particular order or schedule
(scquence of algorithms transferred in a time order in relation to cach other) depending on a
received bit sequence indicating which cipher program is to be used at a particular time.” fd.
But, ag Applicants have argucd previously, Ostermann docs not teach anything other than the

automatic transferring of the cipher program at the time the bit sequence is received.

The bit sequence does not include any “scheduling” information, [t's truc that
Ostermann’s system will transfer the cipher programs at the time of bit sequence receipt and in
the order of bit sequence receipt, but this does not mean that the transfers are made in accordance
with 2 schedule. There is no teaching or suggestion in Ostermann of performing this step in
accordance with a schedule, Ostermann and Davidson, glone and in combination, fail to teach

cach of the claim 36°s limitations.

6. Claim 38
Claim 38 depends from independent claim 33, Claim 38 claims the method of claim 33,

“wherein said onc or more instruct signals operate at said onc or more receiver stations based on
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an identificr, said method further comprising the step of transmitting said identificr.” Claim 38
further limits claim 33 and is not rendered unpatentable by Ostermann and Davidson for the

samc rcasons as argucd above in regard to claim 33.

7. Claim 54
Claim 54 as amended, recites, in part “whereby the receiver station inputs said control
signal to a decryptor, and wherein said decryptor decrypts said digital television programming
signal.” Neither Ostermann or Davidson addresses decrypting a digital television programming

signal,

The Examincer has asserted that Ostermann “is directed to the transmission of a cipher
program to allow cneryption or decryption of “data’, where this data in a gencral sense could
include audio, video, or other known types of data.” Action at 31. Yet, there is no suggestion in
Ostermann that encryption/decryption applics to anything but text. “In particular, [Ostermann]
relates to a svstem wherein clear data texts arc enciphered at the transmitter end of the system
and deciphered at the receiver end.” Col. 1, 11 T1-13. “Data™ as used in Ostermann is limited to

text. Therefore, Ostermann docs not teach deerypting & digital television programming signal.

Davidson is dirccted to the transmission and reception of standard television signals,
which at the time of invention were analog television signals. As evidenced by Davidson only
scrambling the anzlog video signal while embedding an encrypted digital audio signal, the
encryption of a digital television programming signal was not obvious. Davidson surcly
understood encryption and decryption, but did not apply it to television programming signals
because that innovation was not obvious. In fact, Davidson teaches away from
cnerypting/decrypting tclevision signals by focusing on the processing of the video and audio
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signal components while Icaving the television signal itself unaffected. The Examincer asscrts
clsewhere in the Office Action that “the encryption/decryption processing of a video and/or
audio component of the television signal would affect the state of the composite television

signal.” Action at 28. But, the composite television signal remains analog.

Neither Davidson or Ostermann teaches decrypting a digital television programming
signal. Even if someene of ardinary skill in the art were to apply the teachings of Ostermann and

Davidson, the inventions fail to tcach or suggest cvery limitation of claim 54.

VI. CLAIMS 22-30, 37, 39, AND 43-53 ARE ALLOWABLE

The Office Action identified claims 22-30 and 43-53 as allowable over the prior art of
record. This Amendment docs not affect claims 22-30 and 43-53. Applicants respectfully

submit claims 22-30 and 43-53 are allowsable as previously presented.

The Office Action also identified claims 37 and 39 as objected to as being dependent
upon rejected base claims, but would be otherwise allowable if rewritten in independent form
including all of the [imitations of the base claims and any intervening claims. Applicants

respectfully assert that these claims do not need to be rewritten as independent claims.

Claim 37 depends from claim 36, which depends from independent claim 33, As argued
above, claims 33 is alloweble over Davidson, Ostermann, and the prior art of record. As
identified by the cxaminer, the limitations of claim 37 are also allowable over the prior art of
record. Applicants respectfully submit that ¢laim 37 is allowable in its current dependent claim

form.
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Similarly, claim 39 depends from claim 38, which depends from independent claim 33,
Claim 39 has been amended only to maintain consistency with claim 33, As argued zbove,
claims 33 1s allowablc over Davidson, Ostermann, and the prior art of record. As identified by
the cxaminer, the limitations of claim 39 arc also allowable over the prior art of record.

Applicants rcspectfully submit that claim 39 1s allowable in its current dependent claim form.

VI. CONCLUSION

Apnlicants respectfully submit that all claims are allowable over the cited art for the
reasons sct forth above. Applicants request reconsideration of this application in view of the
amendment and arguments sct forth above. In the event Applicants have overlooked the need for
an cxicnsion of time, payment of fee, or additional payment of foe, Applicant hereby petitions

thercfore and authorize that any charges be made to Deposit Account No. 50-4494,
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Should the Examiner have any questions regarding any of the above, the Examiner is

respectfully requested to telephone the undersigned at 202-346-4000.

Dated: January 2, 2013

LIBW/ 1849126,

Respectfully submitted,

By: /Thomas J. Scott, Jr./
Thomas J. Scott, Jr.
Registration No.: 27,836
GOODWIN PROCTER LLP
901 New York Avenuc, NW
Washington, DC 20001
Attorney for Applicant
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Application No. Applicant(s)
Advisory Action 08/d449,413 HARVEY ET AL.
Before the Filing of an Appeal Brief Examiner Art Unit
MICHAEL J. MOORE, JR. 2467

- The MAILING DATE of this communication appears on the cover sheet with the correspondence address -

THE REPLY FILED 02 January 2013 FAILS TC PLACE THIS APPLICATION IN CONDITION FOR ALLOWANCE.
MO NOTICE OF APPEAL FILED
1. The reply was iiled after a final rejection. No MNotice of Appeal has been filed. To aveid abandonment of this application. applicant must timely file
cne of the following replies: {1) an amendment, affidavit, or cther evidence, which places the application in condition for allowance;
{2) a Notice of Appeal {with appeal fee} in compliance with 37 CFR 41.31: or (3} a Request for Continued Examination {(RCE)} in compliance with
37 CFR 1.714 f thes s a ulilidy or plant apphicaiion. Noie that RCEs are not permitted in design applications.  The reply must be filed wittin one of
the following fime periods:
a) ] The pericd for reply expires months from the mailing date of the {inal rejection.
o) @ The period for reply axpires on: (1} the mailing date of this Advisory Action: or (2} the date sat forth in the final rejection. whichever is later.
In no event. however, will the statutory period for reply expire later than SIX MONTHS from the mailing date of the final rejection.
cl I:' A prior Advisory Action was mailed more than 3 months after the mailing date of the final rejection in response to a first after-final reply filed
within 2 months of the mailing date of the final rejection. The current period for reply expires months from the mailing date ot
the prior Adwisory Action or SIX MONTHS from the mailing date of the final rejection, whichever is earlier.
Examiner Note: It box 1 is checked. check either box {a). {b} or {c). ONLY CHECK BOX {b) WHEN THIS ADVISORY ACTION IS THE
EIBST RESFONSE TO APPLICANT'S EIRST AFTER-FINAL REFPLY WHICH WAS FILED WITHIN TWO MONTHS OF THE FINAL
REJECTION. ONLY GHECK BOX (¢} IN THE LIMITED SITUATION SET FORTH UNDER BOX {¢). See MPEP 706.07(1).
Extensions of time may be obtained under 37 CFR 1.136(a). The date on which the petiticn under 37 CFR 1.136(a) and the appropriate
extension fee have been filed is the date for purposes of determining the peried of extension and the corresponding ameunt of the fee. The
appropriaie exiension fee under 37 CFR 1.17{a} is calculated from: {1} the expiration daie of the shoriened siaiutory period for reply criginally
set in the final Oifice action; or (2) as set forih in {b) or (c) above, if checked. Any reply received by the Oiffice later than three menths afer the
mailing date of the final rejection, even if timely filed, may reduce any earned patent term adjustment. See 37 CFR 1.704(b).
NOTICE OF APPEAL

2. D The Notice of Appeal was filed on . A brief in compliance with 37 CFR 41.37 must be filed within two months of the dale of filing the
Notice of Appeal (37 CFR 41.37(a)), or any exiension thereol (37 CFR 41.37{e)), to avoid dismissal of the appeal. Since a Notice of
Appeal has been filed, any reply must be filed within the time period set forth in 37 CFR 41.37{a}).

AMENDMENTS

3. I:l The proposed amendments filed after a final rejection, but prior 1o the date of filing & brief, will not be entered because
aj D They raise new issues that weould require further consideration and/or search (see NOTE below);

o] D They raise the issue of new matter (see NOTE below);
) D They are not deemed to place the applicaticn in better form for appeal by materially reducing or simplifying the issues for
appeal; andior
o | They preseni additional claims withcut canceling a correspending number of finally rejecied claims.
NCTE: . {See 37 CFR 1.116 and 41.33(a)).
4. D The amendments are nol in compliance with 37 CFR 1.121. See attached Netice of Non-Compliant Amendment (PTOL-324).
5. I:l Applicant’s reply has overcome the following rejection{s):

6. I:l Newly proposed or amended claim(s) would be allowable if submitted in a separate, timely filed amendment canceling the non-
allowable claim(s).

7.4 For purpeses of appeal. the propesed amendment(s): {a) [ will not be entered, or () B will be entered. and an explanation of how the
niew or amended claims would be rejecied is provided below or appended.

AFFIDAVIT OR OTHER EVIDENCE

8. [ The affidavit or other evidence filed afier final action, but belfore or on ihe date of filing a Notice of Appaal will nel be entered because
applicant failed to provide a showing of good and sufficient reasons why the affidavit or other evidence is necessary and was not earlier
presented. See 37 CFR 1.116(e).

8. [ The aifidavit or other evidence filed after the date of filing the Notice of Appeal, but prior to the date of filing a brief, will not be entered
because the affidavit or other evidence failed to overcome all rejections under appeal and/or appellant fails to provide a showing of good
and sufficient reasons why it is necessary and was not earlier presented. See 37 CFR 41.33(d)(1).

10. [ The affidavit or other evidence is entered. An explanation of the status of the claims after entry is below or attached.

REQUEST FOR RECONSIDERATION/OTHER

11. [X] The request for reconsideration has been considered but does NOT place the application in condition for allowance because:

See Continuation Sheet.

12. [] Mote the attached Information Disclosure Statement(s). IPTC/SB/08) Paper No{s).

13. [] Other: .

BTATUS OF CLAIMS

14. The staius of the claim(s) is {or will be) as follows:

Claim(s) allowed: 23,25-30 and 43-53.

Claim(s) objected to: 37 and 39.

Claim(s) rejecied: 22,24,31-36,38,40-42 and 54-56.
Claim(s} withdrawn from consideration:

Michael J. Mocre, Jr./
Primary Examiner, Art Unit 2467

U.5. Patent and Trademark Office
PTOL-303 (Rev. £2-2010) Advisery Action Before the Filing of an Appeal Brief Part of Paper No. 20130131
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Continuation Sheet (PTOL-303) Application No. 08/449,413

Continuation of 17. does NOT place the application in condition for allowance because:

Regarding the obviousness-type double patenting rejections of claims 22, 24, 34, 54, and 55, Applicants request that the reguirement
for filing a terminal disclaimer be held in abeyance. pending an indication of allowable subject matter from the Cffice in the present
application, is acknowiedged. Accordingly, these particular rejections are maintainad for the reasons indicated in the Final Office Action.

Regarding claims 40-42, 55, and 586, Applicants argue that Davidson {Re. 31.735) fails to teach an "encrypted digital information
transimission”. Applicants further argue that the information tranmission taught by Davideon is only an analog television signal, and that the
encrypted digital audio signal which is a part of the analeg television signal of Davidsen cannot be considered an "encrypted digital
informaiton transmission”.

However, as provided in the Final Office Action, Examiner maintains that the encrypted digital audio signal of Davidsen may be
reascnably considered as an "encrypted digital information transmission”, as this audio “information” signal is "digital” in nature, "encrypted
using a digital process, and "transmitted” within the composite television signal. Using this interpretation of the claimed term, it is
maintained that all words of this claim term have been considered in judging the patentability of the claim against the prior art.

Regarding claim 42, Applicant further argues that Davidson does not teach "sald at least one decrypied signal containing at least one
instruct signal which is effective to instruct” as amended.

However, as provided in the Final Office Action, Davidson teachies the inverse encryption means (decryptor processor) that uses the
separated enciyption cedes signal to return the detected audio signal to the pre-encryption digitized condition (decrypted signal) as spoken
of on column 24, lines 44-46.

It is mzaintained that the decrypted audio signal may be cansidered as including {or containing) an instruct signal effective to instruct, as
the content of this signal is operable in the instructing of an audio output device to present audio to a user as spoken of on column 24, lines
47-50.

Further, the above claim language is rather broad in the sense that the language does not indicate what the instruct signal is composed
of and/or what/whom the instruct signal is instructing. The above amendment made to ¢laim 42 changing the word "including” to
"containing” was made accerding to Applicant to quell Examinei’s concern regarding the broadness of the claim and "what the instruct
signal is composed of”. However, since the words “including” and “containing” are synonymous, it does not appear that the meaning of this
limitation has been clarified further. Therefore. this rejection is maintained.

Regarding claim 55, Applicant argues that Davidson fails to teach conticlling a controllable device on the basis of a decrypted analeg
audic signal. Applicant further argues that in Davidson, the program audio is an element to be processed, and is not operable in the
centrelling of a contrellable device. Examiner respectiully disagrees.

As provided in the Final Cffice Action, Davidson teaches returning of the audlo signal 1o original analog format whereby program audio
may be processed and presented (to a controllable device) in a conventional manner as spoken of on column 24, lines 47-50. The
controllable device being a device suitable for cutput/presentation of an audio signal. The audio signal is operable in the controlling of this
type of device by causing cutput of the respective audio signal. It is maintained that an audic signal is operable in the controlling of the
output of audio at an output device, as this cutput device would only provide cutput upon detection of an input audio sighal {e.g. a speaker
would only output sound if an audio signal is present to be cutputted). While an additional enable signal may potentially be required to
output an audio signal from a speaker (as asserted by Applicant}. the audic signal itself is also cperable in the controlling operation as an
enable signal alone would not be able to cause sighal output without the presence of an actual audio signal to be outputted.

Further, the claim language is rather broad in that it does not indicate what the "contrellable device” is or what is being contrelled. Itis
maintained that Davidson teaches the above limitation in guestion.

Regarding claim 58, Applicant argues that the receiver of Davidson does not perform any “selecting” of a first signal in a transmission
that includes downlocadable code.

However, as provided in the Final Office Action, Davidson teaches an encryption codes signal detector that detects and separates
{identification of and seleciion of) the encryption codes signal {signal including code) from the television signals as spoken of on column 24,
lines 40-41.

It is maintained that the separation of the encrypticn codes signal from the television signals {plurality of signals) may be considered a
selection of a signal, as the encryption codes signal portion is detected and separated (selecting one from multiple signals) from the
compesite signal. As noted by Applicant, Davidson's receiver continuously splits the received sets of signals and processes each
according fo its type. The encryption codes signal detector means detects and separates {identification of and selaction of) the encryption
cedes signal from the composite television signal while the aural detector means detects and separates {identification of and selection of)
the digital encrypied audio signal from the compaosite television signal as spoken of on column 24, lines 40-44. 1t is maintained that the
above process constitutes a “selection”, as a particular type of processor is only processing its corresponding type of infermation signal.

Regarding claim 31, Applicant argues that Ostermann (U.S. 4,484 G25) does net teach “receiving at least one control signal which at
said at least onhe of sald plurality of receiver stations operates 1o execute the downloadable code”.

However, as provided in the Final Office Action, Ostermann teaches the transmissicn of a bit sequence {control signal) from cipher
equipment 16 to cipher computer 12 (fransmitter) indicating a particular stored cipher program {downloadable code) to be used as spoken
of on column 3, lines 10-19. The specific time of the bit sequence transmissicon is the time at which the particular cipher algerithm is
selected. Furthermiore, the type of encryplion is selected via transmission of the bit sequence which causes the corresponding cipher
program {downloadable code) te be transfeived {(downloaded).

It is maintained that the bit sequence "operates” to execute the cipher program, as the bit sequence indicates which stored cipher
program is io be used and causes the transferring {downloading) and subsequent use {execution) of the corresponding cipher program.

Applicant jurther argues that Ostermann fails {o teach transmitting an information transmission that includes a control signal and
downloadable code, and that the cipher algorithm and bit sequence of Csiermann are iransmitted separately, never fogether.

However, what is claimed is “thereby to transmit at least one information transmission including the downloadable code and said at least
one control signal’. The above language indicates that there could be "one or multiple fransmissions” of information, where the information
includes downloadable code "and” at Jeast one control signal.
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Continuation Sheet (PT0O-303) Application No.

As provided in the previous Cffice Action. Ostermann teaches the transmission of a kit sequence (control signal} frem cipher eguipment
16 to cipher computer 12 {transmitter} indicating a particular siored cipher program (downloadable code} to be used, and the subsequenit
transfer (transmission) of the correspending cipher program as spoken of en column 3, lines 10-19.

Regarding claim 32, Applicant argues that that it would not have been obvious to combine the teachings of Davidson and Ostermann.
Applicant further argues that Davidson teaches away from encryption/decryption of television signals by focusing on the processing of the
video and audio signal components while leaving the ielevision signal itself unaffected.

However, the video and audio signal components of Davidson are a part of the television signal, so the encryption/decryption
processing of a video and/or audic compenent of the television signal would affect the state of the composite television signal (which
includes audio, video, and/or control components).

Furthermore, as provided in the previcus Cffice Action, Cavidson teaches the application of enciyption/decryption technigues to
television sighals containing "digital information” as spoken of on column 24, lines 30-50.

It is maintained that at the time of the invention. it would have been cbvious to semeone of erdinary skill in the art. given these
referances, o apply the enciphering/deciphering methads of Ostermann to television pragram signals {containing digital format
coempenents) in order to effectively enable high security and deterring of unautherized viewers in a television environment as spoken of on
ceolumn 2, lines 31-36 of Davidsen.

Regarding claim 33, Applicant argues that neither Davidson nor Ostermann teach “receiving a television program at a transmitter station
and delivering said television program to a transmitter”. Applicant further argues thai Davidscn teaches away from encryption/decryption of
television sighals by focusing on the pracessing of the video and audio signal components while l2aving the television signal itself
upaffected.

However, the video and audio signal components of Davidson are a part of the television signal, so the encryption/decryption
processing of a video and/or audio compenent of the television signal would affect the state of the composite television signal {which
includes audio, video, and/or control components).

Furthermore, as provided in the previocus Office Action, Ostermann teaches the fransmission of a cipher algorithm {instruct signal} from
cipher program storage 18 fo program memery 22 of a programmable cipher computer 12 ({transmitter) that indicates a particular
enciphering/deciphering technigue as spoken of on column 2, lines 38-41.

Ostermann also teaches a receiver terminal that contains means for deciphering received ciphered data text in accordance with a cipher
algorithm and a cipher key as spoken of on column 4, lines 52-54, as well as column 2, lines 18-24, which states that terminals 1 and 2
each contain transmitters and receivers as shown in Figure 1.

Ostermann does not explicitly teach decryption of television programming.

However, Davidson teaches the application of encryption/deciyption technigques to television signals {that are transmitted and received)
as spoken of on column 24, lines 30-590.

Davidson also teaches the subscription television transmitter 12 in Figure 1 that generates television sighals {programming} having
video and audio poitions for subsequent transmission {to/from a transmitter 20, 30) as spoken of on column 28, lines 45-50.

It is mzintained that at the time of the invention, it would have been cbvious to someane of ordinary skill in the art, given these
references, to apply the enciphering/deciphering methods of Ostermann to television program signals {containing digital fermat
components) in order to effectively enable high security and deterring of unauthorized viewers in a television envitonment as spoken of on
celumn 2, lines 31-35 of Davidsen.

Regarding claim 34, Applicant argues that neither Davidson nor Ostermann teach "passing said decrypted second of said plurality of
signals to a contiollable device; and controlling said controllable device on the basis of said passed decrypted second of said plurality of
signals”.

However, as provided in the previous Office Action, Davidson teaches returning of the audio signal to original analog format whereby
pregram audio may be processed and presented (to a controllable device) in a conventional manner as speken of on column 24, lines 47-
50. The controllable device beaing a davice suitable for output/oresentation of an audio signal. The audio sighal is operable in the controlling
of this type of device by causing cutput of the respective audio signal. It is maintained that an audio signal is operable in the centrolling of
the output of audio at an output device, as this cutput device would only provide ocutput upon detection of an input audio signal {(8.g. a
speaker would only output scund it an audic signal is present to be outputted). While an additicnal enable signal may potentially be
required to output an audic signal from a speaker {as asseried by Applicant), the audio signal itself is also operable in the controlling
operation as an enable signal alone would not be able to cause signal cutput without the presence of an actual audio signal to be
outputted.

Further, the claim language is rather broad in that it does not indicate what the "controllable device" is or what is being controlled.

Regarding claim 36, Applicant argues that Ostermann does not teach “wherein said step of transferring is performed in accordance with
a schedule™

However, as provided in the previous Office Action, Ostermann teaches where the cipher algerithm {instruct signal) is transfeired that
matches information provided in a receivaed bit sequence that indicates which cipher program is to be used at a "particular time" (schedule)
as spoken of en column 3, lines 10-20. In other words, the transferring of a particular cipher algerithm is performed in accordance with a
"oarticular order or schedule” (sequence of algerithms transferred in a time order in relation to each other) depending on a received bit
sequence indicating which cipher program is to be used at "a particular time”.

It is maintained that Ostermann teaches the above limitation in question.

Regarding claim 54, Applicant argues that Ostermann of Davidson does not teach decrypting a digital television programming signal.

However, Ostermann is directed to the transmission of a cipher program to allow encryption or decryption of "data”, where this cata in a
general sense could include audio, video, or other known types of data.

Further. the videc and audic signal components of Davidsen are a part of the television signal. so the encryption/deciyption processing
of a video andror audio component of the television signal would affect the state of the cemposite television signal {which includes audio,
video, and/or control componenis).

Furthermore, as provided in the Final Office Action, Davidson teaches the application of enciyption/decryplion technigues o television
signals containing digital information as spoken of on column 24, lines 30-50.
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Continuation Sheet (PT0O-303) Application No.

It is maintained that at the time of the invention. it would have been cbvious to semeone of erdinary skill in the art. given these
referances, o apply the enciphering/deciphering methads of Ostarmann 1o television program sighals in order to effactively enable high
security and deterring of unautherized viewers in a television environment as spoken of on coelumn 2, lines 31-36 of Davidson.
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OK TO ENTER: AW

2/1/13

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

In re Patent Application of:
John C. Harvey et al.

Application No.: 08/449,413
Filed: May 24, 1995

For: SIGNAL PROCESSING APPARATUS AND
METHGDS

Confirmation No.: 1756
Art Unit: 2467

Examincr: Moorc Jr., Michacl J.

AMENDMENT AND REQUEST FOR RECONSIDERATION

MS AF

Commuissioner for Patents
P.O. Box 1450

Alexandria, VA 22313-1450

Dcar Sir:

[n response to the Final Office Action dated November 2, 2012, please amend the above-

identified application as follows.

Amendments to the claims begin on page 2.

Remarks begin on page 11.
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

In re Patent Application of:
John C. Harvey et al.

Application No.: 08/449,413
Filed: May 24, 1995

For: SIGNAL PROCESSING APPARATUS AND
METHGDS

Confirmation No.: 1756

Art Unit: 2467

Examincr: Moorc Jr., Michacl J.

AMENDMENT AND REQUEST FOR CONSIDERATION

PURSUANT TO 37 C.F.R. § 1.129

MS AF

Commissioner for Patents
P.O. Box 1450

Alexandria, VA 22313-1450

Dcur Sir:

[n response to the Final Office Action dated Nevember 2, 2012, and Advisory Action

dated February 6, 2013, Applicants respectfully request consideration of the pending claims

pursuant to 37 C.F.R. § 1.129(a) in view of the following amendments and remarks. Please

amend the above-identified application as follows.
Amendments to the claims begin on page 2.

Remarks begin on page 12,
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AMENDMENT TO THE CLAIMS

Claims 22-36 are the only pending clains.
I - 21. (Cancclled)

22, (Previously Presented) A method for controlling the decryption of encrypted

programming at a subscriber station, said method comprising the steps of:

recciving encrypted digital programming, said encrypted digital programming having an

cncrypted digital control signal;
detecting said control signal;

passing said control signal to a decryptor that decrypts encrynted digital data at said

subscriber station;
decrypting said control signal;

decrypting said encrypted digital programming to form decrypted programming based on

said control signal; and
presenting said decrypted programming to a viewer or listener.

23.  (Prcviously Presented) A method for controlling the decryption of programming

at & subscriber station, said method comprising the steps of:

receiving programming, said programming having a first encrypted digital control signal

portion and an encrypted digital information portion;
detecting said first encrypted digital control signal portion of said programming;

passing said first encrypted digital control signal portion of said pregramming to a first

decryptor at said subscriber station;

decrypting said first cncrypted digital control signal portion of said programming using

said first decryptor at said subscriber station;
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passing said encrypted digital information portion of said programming and the decrypted

control signal portion to a second decryptor at said subscriber station;

decrypting said encrypted digital informsation portion of said programming using said

second decryptor at said subscriber station based on the decrypted control signal portion; and
presenting said programming.

24, (Previously Presented) A method of controlling a remote transmitter station to
communicate program material to a subscriber station and controlling said subscriber station to

process or output & unit of programming, said method comprising the steps of:

receiving & control signal which operates at the remote transmitter station to control the
communication of a unit of programming and onc or more first instruct signals and

communicating satd control signal to said remote transmitter station;

receiving a code or datum identifying a unit of programming to be transmitted by the
remote transmitter station, said remote fransmitter station transferring said unit of programming

to a transmitter;

recciving at said remote transmitter station ong or morce sccond instruct signals which
operate at the subscriber station to identify and decrypt said unit of programming or said onc or
morg¢ first instruct signals, said remote transmitter station transferring said onc or morce sccond

instruct signals to said transmitter; and

transmitting from said remote transmitter station an information transmission comprising
sald unit of programming, said onc or more first instruct signals, and said one or more sccond
instruct signals, said onc or more first instruct signals being transmitted in accordance with said

control signal.

25. (Previously Presented) The method of ¢laim 23, wherein said programming

further includes encrypted video.

26.  (Prcviously Presented)} The method of claim 23, wherein said subscriber station

stores information that evidences processing said programming.
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27.  (Previously Presented) The method of claim 23, wherein said programming is
received at said subscriber station in one chennel of a multichannel signal and a second control
signal portion used to decrypt said programming 13 included in said multichanncl signal cutside

said onc channel.

28. (Previously Presented} The method of claim 23, wherein said subscriber station
detects, in a transmission channel including said programming, a second control signal portion

uscd to decrypt the first control signal portion.

29.  (Prcviously Presented) The method of claim 23, wherein the subscriber station
detects, in & transmission channgl for transmitting the programming, a second control signal
portion used to decrypt the first control signal portion, and wherein the sccond control signal
portion is encrypted, and wherein the second control signal portion is decrypted in order to

cnable decryption of the first control signal portion.

30. {Previously Presented) The method of claim 23, wherein said programming

includes computer data.

31.  (Currently Amended) A method of controlling at lcast onc of a plurality of

receiver stations, said method comprising the steps of:

receiving downloadable code which is effective at said at least ong of said plurality of
receiver stations to implement & new technique of decrypting and delivering the downloadable

code to at lgast ong transmitter;

recciving at least one control signal which at said at least one of said plurality of receiver

stations dircctly operates to cxecute the downloadable code; and

causing said at least onc control signal to be communicated to said at least one transmitter

at a specific time,

thereby fo transmit at lcast one information transmission, wherein cach information

transmission includes reluding the downloadable code and said at least one control signal.
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32, (Previously Presented} The method of claim 31, wherein z digital television
program 1s displayed at a receiver station and said downloadable code and said at least one
control signal program said receiver station to decrypt said digital television program in

accordance with said new technique.

33 (Previously Presented) A method of communicating digital television program

material to one or more receiver stations, said method comprising the steps of:

receiving a digital television program at a transmitter station and delivering said digital

television program to a transmitter;

reeciving and storing onc or more instruct signals at said transmitter station, said onc or
more¢ instruct signals at said onc or morc receiver stations opcerative to implement a new

technique ef decrypting;
transferring said one or more instruct signals to said transmitter; and

transmitting said digital television program and said one or more instruct signals from

said transmitter station to said one or more receiver stations.

34.  (Currently Amended) A method of processing signals at a receiver station

comprising the steps oft
reeeiving at least onc information transmission;
detecting a plurality of signals in said at least onc information transmission;
changing a decryption technique in responsc to at lcast a first of said plurality of signals;

decrypting a sccond of said plurality of signals on the basis of said changed decryption

technique, wherein said decrypted second of said plurality of signals is embedded with

execcutable instructions;

passing said decrypted second of said plurality of signals to & controllable device; and
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controlling said controllable device on the basis of said ecmbedded exccutable instructions

of said passed decrypted sccond of said plurality of signals.

3s. (Previously Presented) The method of claim 33, wherein said step of transferting

18 performed based on comparison.

36. (Currently) The method of claim 33, wherein said step of transferring is

performed in accordance with a predetermined schedule.

37.  (Previously Presented} The method of claim 36, wherein said schedule specifies a
transmission time and a transmission channel, said mcthod further comprising the steps of

receiving and storing said schedule at said transmitter station.

38, (Previously Presented) The method of ¢laim 33, wherein said ong or morg instruct
signals operate at said one or morce receiver stations based on an identifier, said method further

comprising the step of transmitting said identificr.

39, {Previously Presented) The method of claim 38, wherein an information
transmission including said digital television program is received at said one ot more receiver
stations, wherein said digital television program is outputted at said ong or more receiver
stations, and wherein said identificr identifics (i} said digital television program and (ii) a

channel! including said digital television program.

40.  (Currently Amended) A mcthod of processing signals at a recciver station

comprising the steps of:

recciving at least one enerypted digital information transmission, wherein the at least onc

cnerypted digital informatign transmission is unaccompanicd by any non-digital information

transmission;

locating codc;

passing said code to a processor;
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controlling a decryptor that decrypts cnerypted digital data to decrypt in a specific

fashion on the basis of said code;

decrypting a portion of said at least one information transmission in said spectfic fashion;

and

passing said decrypted portion of said at lcast once encrypted digital information

transmission to one of said processor and an output device.

41, (Currently Amended) A mecthod of controlling a receiver station to detect digital
data and control a decryptor that decrypts encrypted digital data based on a varying pattern of

timing or location, said method of controlling comprising the steps of:
reeciving programming and delivering said programming to a transmitter;

receiving digital data comprising at least an instruet signal and communicating said
digital data to a signal cmbedder, said instruct signal operative at said receiver station to control

sald decryptor;

controlling said signal embedder to embed said digital data in an encrypted digital

information transmission in & varying pattern of timing or location;
communicating said cncrypted digital information transmission to said transmitter; erd
transmitting said programming; and

transmitting ard said cnerypted digital information transmission including said digital

data scparately from said transmitted programming.

42, {Currently Amended) A mecthod of processing signals at a receiver station

comprising the steps of®

receiving at least one cnerypted digital information transmission, wherein the at least one

cncrvpted digital information transmission is unaccompaniced by any non-digital information

transmission;
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detecting a plurality of signals on said at [cast onc encrypted digital information

transmission;

decrypting at lcast onc of said plurality of signals, said at lcast one deerypted signal

eontainine cmbedded with at least one instruct signal which is effective to instruct;
passing the at least one deerypted instruct signal to & controllable device; and

controlling said controllable device on the basis of decrypted information included in said

at least one decrypted instruct signal.

43, (Previously Presented) A method for decryptor activation in a network

COmprising:
receiving a transmission comprising encrypted materials;

decrypting under first processor control a first portion of said encrypted materials in said

transmission;
inputting said first portion of said encrypted materials to a decryptor;

decrypting under sccond processor control a second portion of said encrypted materials

based on said step of decrypting seid first portion of said encrypted materials,

44.  (Previously Presented)} The method of claim 43 wherein said transmission in said

step of receiving a transmission is a multichanngl signal separated in the frequency domain,

43, (Previously Presented) The method of claim 44 wherein said transmission 1§ &

cable system broadcast.

46, (Previously Presented} The method of ¢laim 43 wherein said transmission in said

step of receiving a transmission is a multichannel signal separated in the time domain.

47. {Previously Presented) The method of claim 43 wherein said transmission in said

step of receiving a transmission is generated at a local data source.
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48.  (Previously Presented) The method of claim 47 whercin said local data source

comprises & VCR,

49, (Previously Presented) The method of ¢laim 47 wherein said local data source

comprises a laser disk.

50. (Previously Presented) The method of claim 43 wherein said encrypted materials

comprise a portion of a television program.

51.  (Previously Presented) The method of claim 43, wherein said transmission in said
step of receiving a transmission and a signal necessary for decryption arc received from different

SQUICes,

52, (Previously Presented) The method of claim 51, further comprising the step of
contacting a remote transmitter station to receive one of said transmission and said signal

necessary for decryption.

53 {Previously Presented) The method of claim 51, wherein a signal necessary for

decryption is communicated by telephone.

54.  (Previously Presented) A method of providing an cnabling signal to a receiver
station from a remotc data source, said crabling signal for use in decrypting at the receiver
station a digital tclevision programming signal, said rcceiver station being programmed to get
information nccessary for cnabling said digital programming signal, said method comprising the

steps of;

storing at the remote data source one ot mare control signals for enabling a decryptor to

decrypt said digital television programming signal;

recciving at the remote data source from the receiver station a communication to get

specific cnabling information;

communicating, from the remote data source to the receiver station in response to said

communication from the recciver station, & control signal,
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whereby the receiver station inputs said control signal to a decryptor, and wherein said

decryptor decrypts said digital television programming signal.

55. (Currently Amended) A method of processing signals at a recciver station

comprising the steps oft

receiving one or more encrypted digital information transmissions at said receiver station,

wherein said one or more encrypted digital information transmissions are unaccompanied by any

non-digital information transmission:;

detecting a plurality of signals on said onc or more encrypted digital information

transmissions, at [cast a first of ong of said plurality of signals including a control signal;

controlling a decryptor that decrypts encrypted digital data in response to said control

signal;

decrypting or ecnabling communication of at least a sccond of said plurality of signals on

the basis of said step of controlling said decryptor;

passing said decrypted or enabled at least said second of said plurality of signals to a

controllable device; and

controlling said controllablc device enthe-busts-of by proccssing instructions embedded

in said passcd decrypted or cnabled at [cast said sccond of said plurality of signals.

56.  (Currently Amended) A mcthod of processing signals at a receiver station

comprising the steps of:

recciving at least one encrypted digital information transmission, wherein the at Icast one

encrypted digital information transmission is unaccompanied by any non-digital information

transmission;

identifying a plurality of signals in said at least one encrypted digital information

transmission;
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sclecting, by processing selection criteria, a first signal of said plurality of signals

including downloadable code;
passing said downloadable code to a processor;

controlling a decryptor that decrypts encrypted digital data to decrypt in & specific

fashion on the basis of said downloadable code;

decrypting at least one sccond signal of said plurality of signals in said specific fashion;

and

passing said at lcast one sccond signal to onc of said processor and an output device,
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REMARKS

L STATUS OF CLAIMS

Claims 22-56 arc pending in this application. Claims 23, 25-30 and 43-53 arc allowed.
Claims 37 and 39 arc allowable over the prior art, but objected to as dependent on non-allowable
claims. Claims 22 and 24 are allowable over the prier art, but subject to a nonstatutory
obviousness-type double patenting rejection. The remaining claims are rejected under 35 U.S.C.
§§ 102 and 103 and/ot nonstatutory obviousness-tyne double patenting.

By this Amendment, ¢laims 31, 34, 36, 40-42, 55, and 36 arc amended. Reconsideration
is respectfully requested in view of Applicants’ arguments asserted in their Amendment And
Request for Reconsideration filed January 2, 2013, the above amendments, and the following
remarks.

II. DOUBLE PATENTING REJECTIONS

Claims 22, 34, 54, and 55 arc rejected on the ground of nonstatutory obviousness-type
doublc patenting as allegedly being unpatentable over claims 1, 22, and 23 of U.S. Patent No.
7,801,304, This is the patent that issucd from Applicants® DECR 81 group “A” application, U.S.
Patent Application Scrial No. 08/449.263. Claim 24 is rejected on the ground of nonstatutory
obviousness-type double patenting as being unpatentable over claim 14 of the DECR 81 group
“A” patent, in view of Yanagimachi ¢t al. (U.S, Patent No. 3,936,595} (“Yanagimachi™),
Applicants maintain the arguments they asserted previously in regard to traversing the claim 24
rejection.

The Advisory Action asserts that the rejections arc maintained. Applicants acknowledge
that a timely filed terminal disclaimer in compliance with 37 C.F.R. 1.321(c) or 1.321{d) may be

necessary to overcome the nonstatutory double patenting rejections. However, Applicants
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request that the requirement for filing the terminal disclaimer be held in abeyance, pending an
indication of allowable subject matter from the Office in the present application. If filed, the
terminal disclaimer will disclaim, in essential terms, the terminal part of the statutory term of any
patent granted on the above-referenced application, extending beyond the earliest expiration date
of the DECR &1 group “A” patent, U.S. Patent No, 7,801,304,

III. SUMMARY OF PRIOR ART REJECTIONS

Many of the pending claims are rejected under 35 U.S.C. §§102 or 103 over references
including Davidson (Re. 31,735) and Ostermann ct al. (L.S. Patent No. 4,484,025)
(“Ostermann™). The Office Action rejected claims 40-42, 55, and 56 under 35 U.S.C. 102{(c) as
allcgedly being anticipated by Davidson, claim 31 under 35 U.S.C. 102(c) as allcgedly being
anticipated by Ostermann; and claims 32-36, 38, and 54 under 35 U.S.C. 103(a) as allegedly

being unpatentable over the combination of Ostermann in view of Davidson.

IvV. SUMMARY OF APPLIED PRIOR ART

A. Davidson
Davidson is the reissued patent of U.S. Patent No. 4,215,366 that issued on July 29, 1980,
The reissucd patent added new claims 65-74. The application for reissue was filed on July 26,

1982, well after the November 3, 1981 priority date of the instant application.

Davidson is directed to a “method and system for encoding and decoding of standard
television signals...” Col. 3, 1. 26-28. “[V]idco scrambling is ¢ffccted by inversion of the vidco
signals of somc horizontal scan lings on a pscudo-random bias to producc a picture having some
video signals inverted and others not inverted which is unpleasant to view and virtually
unintelligible.” Col. 3, 1. 29-34. Davidson discloses converting analog audio signals to coded

digital audio signals. Col. 3, 1. 34-36. “A plurality of unique pulse-coded control signals

LIBW/ 1849126,

PMC Exhibit 2016
Apple v. PMC
IPR2016-00754

Page 1326



consisting of 32- bit binary pulsc trains arc transmitted scparately to... provide the information

needed to unscramble the scrambled audio and video signals.” Col. 3, 11 36-41.

Claim 65, added to the patent via reissue, claims a receiver in a subscription television
system having means for conveying television signals include a video pertion, an aural portion,
and an “‘cneryption codes signal™ comprising a sequence of “eneryption codes.” Col. 24, 11, 30-
35. The aural portion is & digitized audio signal “encrypted” in accordance with the “encryption
codes signal.” Col. 24, II. 35-39. The receiver has means to detect and scparate the “cneryption
codes™ signal from the television signals, to separate the digitized and “enerypted” audio signal
from tclevision signals; to return the detected audio signal to the “pre-encryption” digitized
condition; and to rcturn the gudio signal to the original analog format. Col. 24, I[. 40-50.
However, there is no mention of “encryption™ anywhere in the disclosure of the patent, Only
scrambling and unscrambling is disclosed. The term “encryption,” as used in claim 65, was not

added until sometime after the reissue filing date of July 26, 1982,

Claim 72, also added to the patent via reissuc, claims a “television transmitter for
generating television signals having a program video pertion and program aural portion...” Col.
25,11, 46-48. The transmitter has means to gencrate a centinucus scquence of “encryption
codcs™; to convey the program video and program aural portions and the “encryption codes
signal” from the transmitter to authorized subscribers; to sample and digitize the program audio
signal; to digitally “cnerypt” cach digitized program audio sample in responsc to the “encryption
codes signal™; and to combine the “encryption codes” signal, the digitized and “encrypted” audio
program signal, and a vidco program signal, with the carricr signals, Col. 25,1, 52 —col, 26, 1.9,

As mentioned above, there is no mention of “cneryption” anywhere in the disclosure of the
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patent. Only scrambling and unscrambling is disclosed. The term “encryption,” as used in ¢laim

72, was not added until sometime after the reissue filing date of July 26, 1982,

The original Davidson 366 patent discloses video scrambling, The reliance on the
reissuc patent cannot change this fact. The use of the term “encryption” as added by the reissuc
claims docs not change the fact that the fundamental videco signal of Davidson is an analog
television signal. The video signal of Davidson is not encrypted as encryption is a digital

proccss. For this rcason, the Davidson reissuc patent s [imited in its use as a prior art reference.

B. Ostermann

Ostermann 1s directed to a “system for enciphering and deciphering data for transmission
between a transmitter and a recciver, where the terms encipher and decipher are synonymous
with encrypt and decrypt respectively.” Col. 1, 1. 7-10. Ostermann discloses a receiver station
transmitting a cipher algorithm “from the cipher program storage 18 over & data transmission
channel 20 to the program memory 22 of the programmable cipher computer 127 at the
transmitter station, Col. 2, 11, 38-41, “The cipher algorithm transmitted from the cipher program
storage 1% of cipher cquipment 16 via channel 20 is stored in program memory 22 and uscd to

encipher the clear input data provided by input device 24 to transmitter 10.”

Ostermann also discloses another embodiment of the invention where “the programmable
cipher computer 12 is provided with long term memory 2% for storage of a plurality of different
cipher programs which can be called up for storage in the program memory 22 as required.”

Col. 2, 1l. 59-62. The cipher cquipment 12 at the transmitter station receives a bit sequence from
cipher computer 16 at the receiver station that enables the cipher program to be transferred from

long-tcrm memory 28 to program memory 22, Col. 3, 11 10-19.
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V. RESPONSE TO PRIOR ART REJECTIONS

A, Rejection of claims 40-42. 55 and 56 under 35 U.S.C, §102(¢)

Claims 40-42, 55, and 56 are r¢jected under 35 U.S.C. $102(c) over Davidson, This

rejection is respectfully traversed.

I. Previously Asserted Arguments

Claims 40-42, 55, and 56 claim matcrial rclating to the encryption and decryption of a

digital information transmission. The Examiner relies on the analog television signal as teaching

the digital information transmission. Office Action at 11. The Examiner points to the A/D
converter 31 and the D/A converter 58 disclosed in Davidson to show that digital signal
processing takes place, Office Action at 23, However, Davidson only discloses that these
analog/digital converters affect audio signals that arc combined with video signals and control

signals into a standard, i.e. not digital and not enerypted, television signal, Col. 5, 11 36-42; Col.

24,11, 30-35; Col. 25, 1l. 46-48. Davidson fails to teach an “cncrypted digital information

transmission.”

As previously asserted by Applicants, the information transmission taught by Davidson is
only an analog tclevision signal, Regardless of whether the television signal includes a

component comprising a digital signal, the television signal remains analog. As recited in claims

40-42, 55, and 56, an “cncrypted digital information transmission” requires that the digital
information transmission itself be encrypted. Davidson only teaches an analog television signal,
not a digital information transmission, and the mere fact that an “cnerypted™ digital audio signal
1s added to the analog tclevision signal docs not change the anzlog television signal to an
cncrypted digital television signal. Therefore, Davidson docs not disclose an “cncrypted digital

information transmission.”

LIBW/ 1849126,

PMC Exhibit 2016
Apple v. PMC
IPR2016-00754

Page 1329



Additionally, Applicants have consistently asserted in their previous Responses that the
Board of Patent Appeals and Interferences decided in Ex parte Personalized Media
Communications, LLC (Appcel 2008-4228, Ex partc Reexamination Control 30/306,536) at
pages 53-54, that encryption and decryption require a digital signal. The Board considered the
very same specification that is part of this application in finding that ¢ncryption and decryption
are limited to digital applications. The Board also held that “encryption and decryption are not

broad cnough to read on scrambling and unscrambling.”

Applicants do net dispute that a reissued patent is entitled to the filing date of its parent in
accordance with 35 U.S.C. § 252, Howcver, Applicants note that “cneryption” is not disclosed
anywherce in the specification of Davidson, only in the claims added via reissuc. Davidson
describes scrambling video signals and converting analog audio signals to coded digital audio
signals, but docs not teach or suggest “encryption” as claimed in the instant application and
understood by the Beard, Claims 40-42, 55, and 56 arc not anticipated by Davidson and are in

allowable form.

2. Ncw Arpument
The Advisory Action asserts that Davidson’s encrypted digital audio signal is an
“encrypted digital information transmission™ and “transmitted” with the composite television
signal, thereby satisfying the recited limitation. Advisory Action at 1,9 3. Applicants disagree
that the audio signal is itself an “encrypted digital information transmission™ for the reasons
stated zbove, but for the sake of advancing prosccution, amend claims 40-42, 55, and 56 to
clarify that the encrypted digital information transmission is not part of a composite signal. For

cxample, claim 40 is amended to recite that “the at [cast onc encrypted digital information
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transmission is unaccompanicd by any non-digital information transmission.” Claims 41, 42, 55,

and 56 arc amended to recite similar [imitations.

Davidson only tcaches the transmission of an analog signal that comprises & digital audio

signal. The digital audio signal is never transmitted by itself. Therefore, Davidson fails to teach

that “the at Icast ong encrypted digital information transmission is unaccompanicd by any non-
digital information transmission.” The transmission is always a composite of analog and digital
components. Claims 40-42, 35, and 56 arc not anticipated by Davidson and arc in allowable

form.

3 Claim Specific Arguments

Even assuming, arguendo, that Davidson tcaches “recciving at least one cnerypted digital
information transmission, wherein the at [cast one encrypted digital information transmission is
unaccompanicd by any non-digital information transmission” claims 42, 55, and 56 arc not

anticipated by Davidson for at [cast the additional following reasons:

a. Claim 42
Claim 42, as amended, recites in part:
decrypting at least one of said plurality of signals, said at least onc
decrypted signal cmbedded with at least one instruct signal which is

cffective to instruct;

passing the at least one decrypted instruct signal to a controllable
device; and

controlling said controllable device on the basis of decrypted
information included in said at lcast one decrypted instruct signal.

These limitations are not taught by Davidson.
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The claim is further amended to emphasize that the at [east one decrypted signal is ecmbedded
with at lcast onc instruct signal; the instruct signal is part of the decrypted signal, but not the
deerypted signal itself. Applicants make this amendment in responsc to the Examiner’s concerns
regarding the broadness of the claim and “what the instruct signal is composed of.” Office

Action at 24; Advisory Action at 1,9 7.

The Office Action points to Davidson's claim 63, column 24, lines 30-50, to show that
the invention discloses all the limitations of claim 42, Office Action at 13-14; See Advisory
Action at 1,94 5 and 6. The Examiner also asserts that the separated encryption codes signal
that’s effective to return the encrypted digital audio signal to a decrypted form teaches “said at
lcast onc decrypted signal including at lcast onc instruct signal which is cffective to instruct.”

Officc Action at 23,

In light of the clarifying amendment, Davidson’s claim 65 teaches means for decrypting a

digitized audio signal but fails to tcach decrypting a signal that s cmbedded with at Icast one

instruct signal which is effective to instruct. Claim 42 recites “at lcast once decrypted signal

embedded with at [east one instruct signal,” thereby disqualifying the decrypted audio signal and
the encryption codes signal from acting as an instruct signal as claimed. No additional instruct
signal is embedded in the audio signal. The audio signal is indivisible. Further, Davidson docs
not teach or suggest that encryption of the audie signal affects the audio signal such that when it
is decrypted it then is embedded with an instruct signal. Thercfore, Davidson fails to teach all

the limitations of claim 42.

b. Claim 55

Claim 55, as amended, recites in part:
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controlling said controllable device by processing instructions
cmbedded in said passcd decrypted or cnabled at lcast said second of said
plurality of signals.

These limitations arc not taught by Davidson.

The Office Action points to Davidson’s claim 65, column 24, lincs 30-50, to show that
the invention discloses all the limitations of ¢claim 55, Claim 63 teaches means for the
decryntion and analog conversion of an encrypted digital audio signal, but fzils to teach
controlling a controllable device by processing instructions embedded in the decrypted analog
audio signal. The “analeg conversion means connected to the inverse cneryption means to return
the audio signal to the original analog format whereby program audio may be processed and
presented in a conventional manner.” Col. 24, 11, 47-50. The audio signals lacks cmbedded

instructions, therefore Davidson fails to tcach the limitation.

The Advisory Action maintains that the audio signal itself is eperable in the controlling
of output of audio at an output device “as this output device would only provide output upon
detection of an input audio signal (c.g. a spcaker would only output sound if an audio signal is
present to be outputted.)” Advisory Action at 1,9 9. Applicants have previously asserted that in
Davidson, the program audio is an clement to be processed, it is not operable in the controlling
of a controllable device., For example, a speaker is not controlled by an audio signal. Rather, it
1 an cnable signal that instructs the speaker to turn on, detect, process, and output the audio
signal. The speaker will output sound 1f an audio signal is present, but only after an cnable

signal instructs the speaker to perform.
Regardless of whether the audio signal itself is operable, no instructions are cmbedded in

the signal. Even though the analog conversion means and the inverse eneryption means audio
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process the audio signal for its output to a speaker, Davidson is silent as to processing
instructions cmbedded in 2n audio signal. Therefore, Davidson fails to teach all the [imitations

of claim 55.

4. Claim 56

Claim 56, as amended, recites in part:

receiving at least one encrypted digital information transmission;

identifying a plurality of signals in said at least one information
transmission;

selecting, by processing selection criteria, a first signal of said
plurality of signals including downloadable code;

These Iimitations arc not taught by Davidson,

Davidson’s receiver receives sets of signals at receiving antenna 36. Col. 8, 11. 57-68.
The scts of signals are then split by RF splitter 114 so that the video, aural, and control signals
can be separately processed. Col. 9, 11, [-11. Davidson’s receiver continuously splits the
received sets of signals and processes cach according to its type. The Advisory Action asscrts
that “the separation of the encryption codes signal from the television signals {plurality of
signals) may be considered a sclection of a signal.” Advisory Action at 2,9 13. Applicants, on
the other hand, maintain that no “sclecting” occurs becausc all signals are received and then

processed.

[n the interest of furthering prosccution, however, Applicants amend the claim to ¢larify
that the “sclecting” occurs “by processing sclection criteria,” Davidson is silent as to processing
sclection criteria. The receiver merely splits the video, aural, and control signals apatt.

Therefore, Davidson fails to tcach all the limitations of claim 56.
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B. Rejection of claim 31 under 35 U.S.C. §102(e)

Claim 31 has been rejected under 35 US.CL §102(¢) over Ostermann, This rejection is
respectfully traversed.
L. Claim 31

Amended ¢laim 31 recites, in part;

receiving at least one control signal which at said at least onc of
said plurality of rceeiver stations directly operates to execute the
downloadablc code; and

causing said at least onc control signal to be communicated to said
at least onc transmitter at a specific time,

thereby to transmit at least one information transmission , whercin
cach information transmission includes the downloadable code and said at
least one control signal.

These [imitations arc not taught by Ostermann.

Ostermann discloscs the cipher cquipment 12 at the transmitter station recciving a bit

sequence from the cipher computer 16 at the receiver station, but the bit sequence docs not

dircetly operate to execute the cipher algorithm at the receiver station, The bit sequence only
identifies “which cipher program from long-term memory 28 is to be used.” Cel. 3, 11. 18-19.
The cipher program is only exccuted upon entry of clear data text. To be clear, a bit sequence
may be received that identifics a cipher program, but the cipher program is not cxccuted upon

1dentification.

The claim is amended to cmphasize that the control signal directly operates to exccute the

downloadable code. In contrast, Ostermann fails to disclose a direct link between the

identification of the cipher program by the bit sequence and the execution of the cipher program.

[ndeed, it is the clear data text that “directly operates to execute” the cipher program. The bit
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sequence is a passive clement that only identifics the cipher program. The cntry of the clear data
text directly causces the execution of the cipher program, not the bit sequence. Therefore,
Ostermann does not teach the limitation “receiving at least one control signal which at said at
lcast one of said plurality of receiver stations directly operates to exccute the downleadable

code.”

Claim 31 is also amended to clarify that cach information transmission includes the
downloadable code and said at lcast onc control signal. Ostermann fails to tcach this limitation.
The cipher algorithm and bit scquence are deseribed as being transmitted separately, never
togcther, See col. 2, 1L 38-41; col. 3, 1. 15-19, The Examiner acknowledged that the cipher
algorithm and bit scquence are not transmitted together. Advisory Action at 2,9 13.
Accordingly, Ostermann is silent as to an information transmission including downloadable code
and at least onc control signal. Thercfore, Ostermann docs not describe cach and cvery

limitation as sct forth in claim 31.

C. Rejection of claims 32-36, 38, and 54 under 35 U.S.C. §103{a)

The Office Action rejected claims 32-36, and 38 under 35 U.S.C. 103(a) as allegedly
being unpatentable over the combination of Ostermann in view of Davidson. Applicants
respectfully traverse the rejections and argue that Ostermann and Davidson, alone and in

combination, fail to tcach cach of the ¢laim’s limitations,

L. Claim 32
Claim 32 claims the method of claim 31, “wherein a digitzl television program is
displayed at a receiver station and said downloadable code and said at Icast onc control signal

program szid receiver station to decrypt said digital television program in accordance with said
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new technique,” Claim 32 is not rendered unpatentable by Ostermann for the same reasons as

argued above in regard to claim 31.

The Office Action points to Davidson’s claim 65 as teaching the application of
eneryntion/decryption techniques to television signals. Action at 27-28. However, as Applicants
have argucd previously, it would not have been obvious to combing the tcachings of the
references. Davidson is directed to the transmission and reception of standard television signals,
which at the time of invention were analog television signals. To ecmphasize this digital/analog

distinction, Applicants previously amended the claim to recite “a digital television program.”

As cvidenced by Davidson only scrambling the anzlog video signal while embedding an
encrypted digital audio signal, the encryption of a whole television signal was not obvious.
There is no suggestion in Davidson that encryption could be applicd to signals as complex as
cntire television signals. In fact, Davidson tcaches away from encrypting/decrypting television
signals by focusing on the processing of the video and audio signal components while lcaving
the television signal itself unaffected. The Examiner asserts that “the encryption/decryption
processing of a video and/or audio component of the television signal would affect the state of
the composite television signal.” Office Action at 27. But, the composite television signal
remains analog. Therefore, it would not have beer obvious to combine Davidson and

Ostermann.

Assuming, argiends, that it would be obvious to combing Davidson and Ostermann,
Davidson does not cure Ostermann’s deficiencies. The combination of Davidson and Ostermann

fails to teach displaying z digital tclevision program at a rceciver station where the receiver

decrypls the digital television program. Neither Davidson or Ostermann teaches displaying or
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decrypting a digital television program. Applicants respectfully submit that oven if the teachings

of Ostermann were modified with the teachings of Davidson as suggested in the Final Office

Action, the modificd composition still fails to satisfy cvery ¢lement recited in ¢laim 32,

2. Claim 33
Claim 33 recites, in part: “receiving & digital television program at a transmitter station
and delivering said television program to a transmitter. .. and transmitting said digital television
program and said onc or more instruct signals from said transmitter station to said enc or more

receiver stations.” These [imitations are not taught by Ostermann or Davidson,

Ostermann teaches the transfer of a cipher algorithm from a receiver station to &
transmitter station, where the cipher algorithm is used to implement decrypting at the receiver
station. The Office Action points to Davidson’s claim 65, column 24, lines 30-50 to apply
Ostermann’s tcachings to television signals. Action at 28-29. However, as argucd above, it
would not have been obvious to combine the feachings of the references. Davidson is directed to
the transmission and reception of standard television signals, which at the time of invention were
analog television signals. To cmphasize this digital/znalog distinction, Applicants previously

amended the claim to recite “a digital television program.”

As cvidenced by Davidson only scrambling the analog video signzal while embedding an
encrypted digital audio signal, the eneryption of a whole television signal was not obvious.
Davidson sutrely understood encryption and decryption, but did not apply it to television signals
because that innovation was not obvious. In fact, Davidson feaches away from
encrypting/decrypting television signals by focusing on the processing of the video and audio

signal components while leaving the television signal itsclf unaffected. The Examiner asscris
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that “the encryption/decryption processing of a video and/or audio component of the television
signal would affect the state of the composite television signal.” Office Action at 28. But, the
composite television signal remains analog. Therefore, it would not have been obvious to

combine Davidson and Ostermann.

Assuming, argiends, that it would be obvious to combing Davidson and Ostermann,

claim 65 teaches conveying composite analoy television signals, not digital television signals.

Ncither Davidson or Ostermann tcaches receiving or transmitting g digital television program.

Even if somcone of ordinary skill in the art were to apply the teachings of Ostermann and

Davidson, the inventions fail to teach or suggest cvery limitation of claim 33.

3. Claim 34
Amended claim 34 recites, in part:
decrypting a sccond of said plurality of signals on the basis of said

changed decryption technique, wherein said decrypted second of said
plurality of signals is embedded with execcutable instructions;

passing said decrypted second of said plurality of signals to a
controllable device; and

controlling said controllablc device on the basis of said embedded
cxecutable instructions of said passed decrypted second of said plurality of
signals.”

These limitations arc not taught by Ostermann or Davidson.

The Office Action points to Davidson’s claim 65, column 24, lines 30-50, to show that
the invention discloses the passing and controlling limitations of claim 34. Claim 635 tcaches
means for the decryption and analog conversion of an encrypted digital audio signal, but fails to
tcach passing the decrypted analog audio signal to a controllable device and controlling the
controllable device on the basis of excecutable instructions cmbedded in the decrypted analog
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audio signal. The “analog conversion means connected to the inverse cneryption means
connected to the inverse encryption means to return the audio signal to the original analog format
whercby program audio may be processed and presented in a conventional manner.” Col. 24, 11
47-50. The audio signals lacks embedded exccutable instructions, therefore Davidson fails to

tcach the limitation,

The Advisory Action maintains that the audio signal itself is eperable in the controlling
of output of audio at an cutput device “as this output device would only provide output upon
detection of an input audio signal (e.g. a speaker would only output sound if an audio signal is
present to be outputted.)” Advisory Action at 2,9 15, As asserted previously by Applicants, in
Davidson, the program audio is an clement to be processed, it is not operablc in the controlling
of a controllable device. For example, & speaker is not controlled by an audio signal. Rather, it
1s an cnable signal that instructs the speaker to turn on, detect, process, and output the audio
signal. The speaker will output sound if an audio signal is present, but only after an cnable

signal instructs the speaker to perform.

Regardless of whether the audio signal itself is operable, no executeble instructions are
cmbedded in the signal. Even though the anzlog conversion means and the inverse encryption
means audio process the audio signal for its output to a speaker, Davidson is silent as to
controlling the speaker based on executable instructions embedded in an audio signal.
Ostermann Is similarly silent as to tcaching the limitation. Therefore, Davidson and Ostermann

fail to teach all the limitations of claim 34.
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4. Claim 335
Claim 35 depends from independent claim 33, Claim 35 claims the method of claim 33,
“wherein said step of transferring is performed basced on comparison.” Claim 35 further limits
claim 33 and s not rendered unpatentable by Ostermann and Davidson for the same reasons as

argued above in regard to claim 33.

5. Claim 36
Claim 36 depends fromt independent claim 33, Claim 36 claims the method of claim 33,
“wherein said step of transferring in accordance with a predetermined schedule.” Claim 36
further limits claim 33 and is not rendered unpatentable by Ostermann and Davidson for the

same rcasons as argucd above in regard to claim 33.

Assuming, argirends, that 1t would be obvious to combing Davidson and Ostermann, the
Office Action points to Ostermann as teaching “which eipher program is to be used at a
particular time {schedule) as spoken of on column 3, lines 10-20." Office Action at 30. The
Examiner argues that the transferring “is performed in accordance with a particular order or
schedule {(scquence of algerithms transferred in a fime order in relation to cach other) depending
on a received bit sequence indicating which cipher program is to be used at a particular time.”
Id. But, as Applicants have argucd previously, Ostermann docs not teach anything other than the

autometic transferring of the cipher program at the time the bit sequence is received.

The bit sequence docs not include any “predetermined scheduling”™ information. It's frue
that Ostermann’s system will transfer the cipher programs at the time of bit sequence receipt and
in the order of bit sequence receipt, but this does not mean that the transfers are made in

accordance with a predetermined schedule. There is no teaching or suggestion in Ostermann of
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performing this step in accordance with a predetermined schedule, All transferring occurs on the
fly. Ostermann and Davidson, alone and in combination, fail to teach cach of the claim 36°s

limitations.

6. Claim 38
Claim 38 depends from independent claim 33, Claim 38 claims the method of claim 33,
“wherein said one or more instruct signals operate at said onc or more receiver stations based on
an identificr, said method further comprising the step of transmitting said identifier.” Claim 38
further limits ¢laim 33 and is not rendered unpatentable by Ostermann and Davidson for the

same reasons as argued above in regard to claim 33.

7. Claim 54
Claim 34, recites in part “whereby the receiver station inputs said control signal to a
decryptor, and wherein said decryptor decrypts said digital television programming signal.”

Neither Ostermann or Davidson addresses decrypting a digital television programming signal,

The Examiner has asserted that Ostermann “is directed to the transmission of a cipher
program to allow cncryption or decryption of ‘data’, where this data in a gencral sense could
include audio, video, or other known types of data.” Office Action at 31. Yet, there is no
suggestion in Ostermann that encryption/decryption applics to anything but text. “In particular,
[Ostermann] relates to a system whetein clear data texts are enciphered at the transmitter end of
the system and deciphered at the receiver end.™ Col. 1, 11 11-13, “Data™ as used in Ostcrmann is
limited to text. Therefore, Ostermann docs not teach decrypting a digital television

programming signal,
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Davidson is dirccted to the transmission and reception of standard television signals,
which at the time of invention were analog television signals. As evidenced by Davidson only
scrambling the analog video signal while embedding an encrypted digital audio signal, the
encrvption of a digital television programming signal was not obhvicus. Davidson surcly
understeod encryption and decryption, but did not apply it to television programming signals
because that innovation was not obvious. In fact, Davidson teaches away from
cncrypting/decrypting television signals by focusing on the processing of the video and audio
signal components while leaving the television signal itself unaffected. The Examincer asserts
clsewhere in the Office Action that “the cneryption/decryption processing of a video and/or
audio component of the television signal would affect the state of the compostte television
signal.” Office Action at 28. But, the composite television signal remains analog. Therefore, it

would not have been obvious to combine Davidson and Ostermann.

Assuming, arguendo, that it would be obvious to combine Davidson and Ostermann,

claim 65 teaches conveying composite analog television signals, not digital television signals.

Neither Davidson or Ostermann tcaches receiving or transmitting a digital television program.

Even if somcone of ordinary skill in the art were to apply the teachings of Ostermann and

Davidson, the inventions fail to teach or suggest every limitation of ¢laim 34,

VI. CLAIMS 22-30, 37, 39, AND 43-53 ARE ALLOWABLE

The Office Action identificd claims 22-30 and 43-53 as allowablc over the prior art of
record. This Amendment docs not affect claims 22-30 and 43-53. Applicants respectfully

submit claims 22-30 and 43-53 arc allowable as previously presented.
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The Office Action also identified claims 37 and 39 as objected to as being dependent
upon rejected base claims, but would be otherwise allowable if rewritten in independent form
including all of the Iimitations of the basc claims and any intervening claims, Applicants

respectfully assert that these claims do not need to be rewritten as independent claims.

Claim 37 depends from ¢laim 36, which depends from independent claim 33, As argucd
above, claims 33 is allowable over Davidson, Ostermann, and the prier art of record. As
identified by the Examiner, the limitations of claim 37 are also allowable over the prior art of
record. Applicants respectfully submit that claim 37 is allowable in its current dependent claim

form.

Similarly, claim 39 depends from claim 38, which depends from independent claim 33.
As argucd above, claims 33 is allowable over Davidson, Ostermann, and the prior art of record.
As identified by the examiner, the limitations of claim 39 arc also allowable over the prior art of
record. Applicants respectfully submit that ¢laim 39 is allowable in its current dependent claim

form.

VL. CONCLUSION

Applicants respectfully submit that all claims arc allowable over the cited art for the
reasons sct forth above. Applicants request reconsideration of this application in view of the
amendment and arguments sct forth above. In the cvent Applicants have overlooked the need for
an cxtension of time, payment of fee, or additional payment of fee, Applicant hereby petitions

therefore and authorize that any charges be made to Deposit Account No, 50-4494,
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Should the Examiner have any questions regarding any of the above, the Examiner is

respectfully requested to telephone the undersigned at 202-346-4000.

Dated: April 2, 2013

LIBW/ 1849126,

Respectfully submitted,

By:

Thomas J. Scott, Jr.
Registration No.: 27,836

GOODWIN PROCTER LLP

901 New York Avenuc, NW

Washington, DC 20001

Attorney for Applicant
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7 Claimis) 22.24,33-35.38.54 and 55 is/are rejecied.
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9] Claimis) are subject to restriction and/or election requirement.
* If any claims have been determined allowable, you may be eligible to benefit from the Patent Prosecution Highway pregram at a
participating intellectual property office for the corresponding application. For more infermation, please see
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Replacement drawing sheet(s) including the correction is required if the drawing(s} is objected to. See 37 CFR 1.121(d).

Priority under 35 US.C. § 118
123[] Acknowledgment is made of a claim for forgign priority under 35 U.S.C. § 118(a)-(d) or (f).
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3.0 Copies of the certified copias of the pricrity documents have been receaived in this National Stage
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Application/Control Number: 08/449,413 Page 2
Art Unit: 2467

DETAILED ACTION
Continued Examination Under 37 CFR 1.129
1. An amendment and request for reconsideration pursuant to 37 CFR 1.129 was
filed in this application after final rejection. Since this application is eligible for continued
examination under 37 CFR 1.129, and the fee set forth in 37 CFR 1.17{¢) has been
timely paid, the finality of the previous Office action has been withdrawn pursuant tc 37
CFR 1.129. Applicant's submission filed on 4/2/13 has been entered.
Double Patenting
2. The nonstatutory double patenting rejection is based on a judicially created
doctrine grounded in public pelicy (a policy reflected in the statute) so as to prevent the
unjustified or Improper timewise extension of the “right fo exclude” granted by a patent
and to prevent possible harassment by multiple assignees. A nonstatutory
chviousness-type double patenting rejection is appropriate where the conflicting claims
are not identical, but at least one examined application claim is not patentably distinct
from the reference claim{s) because the examined applicaticn claim is either anticipated
by, or would have been obvicus over, the reference claim{s). See, e.q., Inre Berg, 140
F.3d 1428, 46 USPQ2d 1226 {Fed. Cir. 1998); In re Goodman, 11 F.3d 10486, 29
USPQ2d 2010 (Fed. Cir. 1993); In re Longi, 759 F.2d 887, 225 USPQ 645 (Fed. Cir.
1985); In re Van Ornum, 886 F.2d 937, 214 USPQ 761 {(CCPA 1982); In re Vogel, 422
F.2d 438, 164 USPQ 619 {CCPA 1970); and in re Thoringfon, 418 F.2d 528, 163 USPQ

844 (CCPA 1969).
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Application/Control Number: 08/449,413 Page 3
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A timely filed terminal disclaimer in compliance with 37 CFR 1.321{c) or 1.321{d)
may be used (¢ cvercome an actual or provisicnal rejection based on a nonstatutory
double patenting greund provided the conflicting application or patent either is shown to
be cemmonly owned with this applicalion, or claims an invention made as a result of
activities undertaken within the scope of a jeint research agreement.

Effective January 1, 1994, a registered attorney or agent of record may sign a
terminal disclaimer. A terminal disclaimer signed by the assignee must fully comply with
37 CFR 3.73(b).

3. Claims 22, 34, 54, and 55 are rejected on the ground of nonstatutory
cbviousness-type double patenting as being unpatentable over ¢laims 1, 22, and 23 of
U.5. Patent No. 7,801,304. Although the conflicting claims are not identical, they are
not patentably distinct from each other because the following correspondences.

Regarding claim 22, “a method Tor contrelling the decryption of encrypted
programming at a subscriber station” corresponds to “a method fer controlling the
decryption of programming at a subscriber station” in claim 1 of the above U.S. Patent.

“Receiving encrypted digiial programming, said encrypted cigital programming
having an encrypted digital control signal” corresponds to “receiving pregramming, said
programming having a first encrypted digital control signal portion™ in claim 1 of the
abeve U.S. Patent.

|»

“Detecting said contro!l signal” corresponds o “detecting said first encrypted

digital control signal portion of said programming” in claim 1 of the above U.S. Patent.
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“Passing sald control signal to a decryptor that decrypts encrypted digital data at
said subscriber station" corresponds te "passing said first encrypted digital control
signal pertion of said programming to a decryptor at said subscriber station”™ in claim 1
of the above U.5. Patent.

“Decrypting said control signal” corresponds o “decrypting said first encrypted
digital control signal portion™ in claim 1 of the above U.S. Patent.

“Decrypting said encrypted digital programming te form decrypted programming
based on said control signal” corresponds to “decrypting said encrypted digital
information portion of said programming ... based on the decrypted conirol signal
portion” in claim 1 of the above U.S. Patent.

Lastly, “presenting said decrypted pregramming to a viewer or listener”
corresponds to "presenting said programming” in claim 1 of the above U.3. Patent.

Claim 22 of the instant application does not explicitly claim “passing said
encrypted digital information porlicn of said programming to said decryptor”. Therefore,
claim 22 merely broadens the scepe of claim 1 of the above U.S. Patent.

It has been held that the omission of an element and its function is an cbvious
expedient if the remaining elements perform the same function as before. See Inre
Karlson, 136 USPQ 184 (CCPA). Also note Ex parte Rainu, 168 USPQ 375 (Bd. App.
1969). The omission of a reference element whose function is not needed would be
cbvious to one skilled in the art.

Regarding claim 34, “a methed of processing signals at a receiver station”

corresponds to the same in claim 23 of the above U.S. Patent.
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“Receiving at least one information transmission” and "detecting a plurality of
signals on said at least che information transmission” corresponds te "receiving a
plurality of signals including digital programming and inputting at least some of said
plurality of signals to said digital detector” as well as "detecting said encrypted digital
data in said at least some of said plurality of signals" in claim 23 of the above U.S.
Patent.

“*Changing a decryption technique in response to at least a first of said plurality of
signals” corresponds o “controlling said decryptor fo alter its decryption pattern or
technique on the basis of infermation included in said detected encrypted digital data” in
claim 23 of the above U.S. Patent.

Lastly, “decrypting a second of said plurality of signals on the basis of said
changed decryption technigue, wherein said decrypted second of said plurality of
signals is embedded with executable instructions; passing said decrypted second of
said plurality of signals to a controllable device; and controlling said controllable device
on the basis of said passed decrypted second of said plurality of signals” corresponds to
“decrypting at least a portion of said digital programming using a selected decryption
pattern cr technique based on said step of detecting in order to provide a decrypted
cutput of programming to a viewer or listener” in claim 23 of the above U.S. Patent.

Claim 34 of the instant application does not explicitly claim “said receiver station
having a receiver, a digital detector operatively connected to said receiver for detecting
encrypted digital data, a decryptor operatively connected to said digital detector for

decrypting said encrypted digital data, and a controller operatively connected o said
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digital detector or said decryptor for controlling said decryptor”™. Therefore, claim 34
merely broadens the scope of claim 23 of the above U.S. Patent.

It has been held that the omissicn of an element and its function is an cbvious
expedient if the remaining elements perform the same function as before. See Inre
Karlson, 136 USPQ 184 (CCPA). Also note Ex parte Rainu, 168 USPQ 375 (Bd. App.
1969). The cmission of a reference element whose function is not needed would be
chvious te one skilled in the art.

Regarding claim 54, “a method of providing an enabling signal to a receiver
station from a remote data scurce, said enabling signal for use in decrypting at the
receiver station a programming signal, said receiver station being programmed to get
informaticn necessary for enabling a pregramming signal” corresponds to "a method of
providing digital enabling information to a receiver statien from a first remote source,
said digital enabling information for use at the receiver station in decrypting a mass
medium program presentation”" in claim 22 of the above U.S. Patent.

“Storing at the remote data source one or more control signals for enabling a
decryptor to decrypt a video” corresponds to “storing digital enabling information at said
first remote source” in claim 22 of the above U.S. Patent.

“Receiving at the remote data source from the receiver station a communication
{o get specific enabling information” corresponds 1o “receiving at said first remote
source a query from said receiver station® in claim 22 of the above U.S. Patent.

“Communicating, from the remote data source to the receiver station in response

to said communication from the receiver station, a centrel signal® corresponds to
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“fransmitting said digital enabling information which is effective to enable decryption
from said first remote scurce to said receiver staticn in response to said step of
receiving said query, said receiver station stering at least some of said transmitted
enatling information” in claim 22 of the above U.5. Patent.

Lastly, “whereby the receiver station inputs said control signal to a decryptor, and
wherein said decryptor decrypts said programming signal” corresponds to “to said
receiver station an encrypted digital mass medium presentation signal which is
decrypted on the basis of said stored at least some of said digital enabling information”
in claim 22 of the abeve U.S. Patent.

Claim 54 of the instant application does not claim “transmitting from a second
remote source” as well as “to present said mass medium programming presentation”.
Therefere, claim 54 merely broadens the scope of ¢laim 22 of the above U.S. Patent.

It has been held that the emissien of an element and its function is an obvicus
expedient if the remaining elements perform the same function as before. See Inre
Karlson, 136 USPQ 184 (CCPA). Also note Ex parte Rainu, 168 USPQ 375 (Bd. App.
1969). The cmission of a reference element whose function is not needed would be
chvious te one skilled in the art.

Regarding claim 55, “a method of processing signals at a receiver station”
corresponds to the same in claim 23 of the above U.S, Patent.

“Receiving one or more encrypted digital information transmissions at said
receiver station, wherein said one or more encrypted digital information transmissions

are unaccompanied by any non-digital information transmission; detecting a plurality of
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signals on said one or more encrypted digital informaticn transmissions, at least a first
of one of said plurality of signals including a control signal” corresponds to “receiving a
plurality of signals including digital programming and inputting at least some of said
plurality of signals to said digital detector” as well as “detecting said encrypted digital
data in said at least some of said plurality of signzals” in claim 23 of the above U.S.
Patent.

“Controlling a decryptor that decrypts encrypted digital data in response to said
control signal” corresponds to "controlling said decryptor to alter its decryption patierm or
technigue on the basis of information included In said detected encrypted digital data™ in
claim 23 of the above U.S. Patent.

“Decrypting or enabling communication of at least a second of said plurality of
signals on the basis of said step of controlling said decryptor” corresponds to
“decrypting at least a portion of said digital programming using a selected decryption
pattern or technique based on said step of detecting” in claim 23 of the above U.5.
Patent.

Lastly, “passing said decrypted or enabled at least said second of said plurality of
signals to a controllable device; and controlling said controllable device on the basis of
said passed decrypted or enabled at least said second of said plurality of signals”
corresponds to “to provide a decrypted output of programming to a viewer or listener” in

claim 23 of the above U.S. Patent.
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Claim 55 of the instant application does not claim “detecting ... in accordance
with & varying pattern of timing or location”. Therefore, claim 55 merely broadens the
scepe of claim 23 of the above U.S. Patent.

It has been held that the emissicn of an element and its function is an cbvious
expedient if the remaining elements perform the same function as before. See Inre
Karlson, 136 USPQ 184 (CCPA). Also note Ex parte Rainu, 168 USPQ 375 (Bd. App.
1969). The omission of a reference element whose function Is nct needed would be

cbvious to one skilled in the art.

4. Claim 24 is rejected on the ground of nonstatutory obviousness-type double
patenting as being unpatentable cver claim 14 of U.S. Patent No. 7,801,304 in view of
Yanagimachi et al. (U.S. 3,936,595) (hereinafter “Yanagimachi”}.

Regarding claim 24, “a method of controlling a remote transmitter station to
communicate program material to a subscriber station and controlling said subscriber
stafion to process or output a unit of programming” corresponds to “a method of
controlling a remote transmitter station to communicale program material o &
subscriber station and controlling said subscriber station to process or output digital
programming” in claim 14 of the above U.S. Patent.

“Receiving a control signal which operates at the remote transmitter station to
control the communication of a unit of programming and one or more first instruct
signals and communicating said control signal to said remole transmitter station”™

corresponds to “receiving at said remote transmitter station a first control signal which
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cperates at the remote transmitter station o control communication of said digital
programming and one or more first instruct signals” in claim 14 of the above U.S.
Patent.

“Receiving at said remote transmitier station one or more second instruct signals
which operate at the subscriber station to identify and decrypt said unit of programming
or said one or more first instruct signals, said remote transmitter station transferring said
one or more second instruct signals to said transmitter” corresponds to “receiving at
said remote transmitter station said cne or more digital second instruct signals which
operate at the subscriber station 1o decrypt {identified) said digital programming” in
claim 14 of the above U.S. Patent.

“Transmitting from said remote fransmitter station an information transmission
comprising said unit of programming, said one or more first instruct signals, and said
cne or more second instruct signals, said one or more first instruct signals being
transmitted in accordance with said conirol signal” corresponds to *transmitting from
said remote transmitter station to said subscriber station an information transmission
comprising said digital programming, said cne or more first instruct signals and said one
cr more digital second instruct signals, said cne cor more first instruct signals being
transmitted in accordance with said first control signal” in claim 14 of the above U.S.
Patent.

Claim 24 of the instant application further claims “receiving a code or datum

identifying & unit of programming to be transmitted by the remote transmitter station,
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said remote transmiiter station transferring said unit of programming to a transmitter”
which is not ¢laimed in claim 14 of the above U.S. Patent.
However, Yanagimachi teaches a similar method of controlling transmissicn and

cutput of programming at a receiver station, where procgram control codes identifying

particular programming included in the transmission are utilized by a transmitter station

102 and receiver stalion 103 for transmission/reception and programming output as
spoken of on column 15, lines 2-32 as well as column 186, lines 22-40.

At the time of the invention, it would have been cbvicus to someone of ordinary
skill in the art, to apply the control code transmission of Yanagimachi to the method of
claim 14 of the above U.S. Patent in order to provide selective output of programming in
accordance with selection input provided frem a subscriber as spoken cf on column 16,
lines 25-40 of Yanagimachi.

Claim Rejections - 35 USC § 103
5. The following is a guotation of 35 U.S.C. 103(a} which forms the basis for all

cbviousness rejections set forth in this Office action:

{a) A patent may not be obtained though the invention is not identically disclosed or described as set
forth in section 102 of this title, if the differences between the subject matter sought to be patented and
the prior art are such that the subject matter as a whole would have been obvious at the time the
invention was made to a person having ordinary skill in the art io which said subject matter pertains.
Patentability shall not be negaiived by the manner in which the inveniion was made.

6. This application currently names joint inventors. In considering patentability of
the claims under 35 U.S.C. 103{a}, the examiner presumes that the subject matter of
the varicus claims was commonly cwned at the time any inventions covered therein
were made absent any evidence to the contrary. Applicant is advised of the obligation

under 37 CFR 1.58 to point out the inventor and invention dates of each claim that was
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not commenly owned at the time a later invention was made in crder for the examiner to
consider the applicability of 35 U.S.C. 103(¢) and pctential 35 U.S.C. 102(e), {f) or (g)
prior art under 35 U.S.C. 103(a).

7. Claims 33, 35, 38, and 54 are rejected under 35 U.S.C. 103{a) as being
unpatentable over Ostermann et al. (U.S. 4,484,025) {herenafter "Ostermann’”) in view
cf Davidsen (Re. 31,735).

Regarding claim 33, Ostermann teaches the transmission of a cipher algerithm
(instruct signal} from cipher program storage 18 to program memory 22 of a
programmable cipher computer 12 {transmitier) that indicates a particular
enciphering/deciphering technigue as spoken of on column 2, lings 38-41.

Ostermann also teaches a receiver terminal that contains means for deciphering
received ciphered data text in accerdance with a cipher algerithm and a cipher key as
spoken of on column 4, lines 52-54, as well as column 2, lines 16-24, which states that
terminals 1 and 2 each contain fransmitters and receivers as shown in Figure 1.

Ostermann does not explicitly teach decryption of television programming.

However, Davidson teaches the application of encryption/decryption fechniques
to television signals as spoken of on column 24, lines 30-50.

Al the time of the inventicn, it would have been obvious o someone of ordinary
skill in the art, given these references, to apply the enciphering/deciphering methods of
Ostermann 1o television program signals in order to effectively enable high security and
deterring of unautherized viewers in a television environment as spoken of on column 2,

lines 31-36 of Davidson.
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Regarding claim 35, Ostermann further teaches where the cipher algorithm
{insiruct signal} is transferred that matches information (comparison) provided in a
received bit sequence as spoken of an column 3, lines 10-20.

Regarding claim 38, Ostermann further teaches where the cipher algorithm
{instruct signal} is transferred that matches infermation provided in a received bit
sequence (identifier} as spoken of on column 3, lines 10-20.

Regarding claim 54, Ostermann teaches the enciphering/deciphering method
performed by the terminals 1 and 2 {receiver station and remote data scurce) of Figure
1,

Ostermann also teaches the cipher equipment 16 (remote data scurce) that
contains cipher program storage 18 for storing a cipher algorithm as spoken of on
column 2, lines 38-41.

Ostermann also teaches the cipher algerithm request {communication)
transmitted from the terminal 1 to the terminal 2 {remote data source) requesting a
cipher algorithm (enabling information)} as spcoken of on column 3, lines 4-9.

Ostermann also teaches the transmission of a cipher algorithm (conirol signal}
from cipher program storage 18 to program memory 22 of a programmable cipher
computer 12 that indicates a particular enciphering/deciphering technique as spoken of
on celumn 2, lines 38-41.

Ostermann also teaches a receiver terminal that contains means for deciphering
{decryptor) received ciphered data text in accordance with a cipher algorithm and a

cipher key as spoken of on column 4, lines 52-54, as well as column 2, lines 16-24,
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which states that terminals 1 and 2 each contain transmitters and receivers as shown in
Figure 1.

Ostermann does not explicitly teach the decryption of a digital television
programming signal.

Hewever, Davidson teaches the application of encryption/decryption technigues
to television signals as spoken of on column 24, lines 30-50.

At the time of the inventicn, it would have been obvious to someone of ordinary
skill in the art, given these references, to apply the enciphering/deciphering methods of
Ostermann to television program signals in order to effectively enable high security and
deterring of unauthorized viewers in a television environment as spcken of on column 2,
lines 31-36 of Davidson.

Allowable Subject Matter
8. Claims 22-32, 34, 40-53, 55, and 56 are allowable over the priar art of record.
9. Claims 38, 37, and 39 are cbjected 1o as being dependent upon a rejected base
claim, but would be allowable if rewritten in independent form including all of the
limitations of the base c¢laim and any intervening claims.

Response to Arguments
10.  Applicant’'s arguments, filed 4/2/13, with respect to amended claims 31, 32, 34,
40-42, 55, and 56 have been fully considered and are persuasive. The prior art
rejections of these claims have accordingly been withdrawn.
11.  Applicant's arguments filed 4/2/13 with respect to claims 33, 35, 38, and 54 have

been fully considered but they are not persuasive.
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Regarding claims 33, 35, and 38, Applicant argues that neither Davidscn nor
QOstermann teach “receiving a digital television program at a transmitter staticn and
delivering said television pregram te a transmitter ... and transmitting said digital
television program and said one or more instruct signals from said transmitter station to
said one or more receiver stations. Applicant further argues that Davidson teaches
away from encryption/decryption of television signals by focusing on the processing of
the video and audic signal components while leaving the television signal itself
unaffected.

However, as provided in the previous Cffice Action, the video and audic signal
components of Davidson are a part of the television signal, so the encryption/decryption
processing of a video and/er audic component cf the television signal would affect the
stale of the composite television signal {(which includes audic, video, and/or control
components).

Furthermore, as provided in the previous Office Action and reiterated above,
Ostermann teaches the transmission of a cipher algerithm {instruct signal) frem cipher
program siorage 18 to program memory 22 of a programmable cipher computer 12
(transmitter) that indicates a particular enciphering/deciphering technique as spoken of
on column 2, lines 38-41.

Ostermann also teaches a receiver terminal that contains means for deciphering
received ciphered data text in accordance with a cipher algerithm and a cipher key as
spoken of on column 4, lines 52-54, as well as column 2, lines 16-24, which states that

terminals 1 and 2 each contain fransmitters and receivers as shown in Figure 1.
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Ostermann does not explicitly teach decryption of digital television pregramming.

However, Davidson teaches the application of encryption/decryption fechniques
to television signals (that are transmitted and received) as spoken of on column 24,
lines 3C-590.

Davidson also teaches the subscription televisien transmitter 12 in Figure 1 that
generates television signals (programming) having videc and audic portions for
subsequent transmission {to/from a transmitter 20, 30} as spoken of on column 25, lines
45-50.

It is maintained that at the time of the invention, it weuld have been cbvicus to
someone of ordinary skill in the art, given these references, to apply the

enciphering/deciphering methods of Ostermann to television program signals

{containing digital format components) as taught in Davidson in order to effectively

enable high security and deterring of unauthorized viewers in a television envirecnment
as spoken of on column 2, lines 31-36 of Davidson. 1t is alse maintained that Davidson
teaches fransmission/reception of "digital” television programming as the composite
signal of Davidson includes a digital audio component which may be reasonably
interpreted as digital television programming information.

Regarding claim 54, Applicant argues that neither Ostermann nor Davidson
addresses decrypling a digital television programming signal.

However, as provided in the previous Cffice Action and reiterated above,
Ostermann teaches the enciphering/deciphering method performed by the terminals 1

and 2 (receiver station and remote data source} of Figure 1.
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Ostermann also teaches the cipher equipment 16 (remote data source) that
contains cipher program storage 18 for storing a cipher algorithm as spoken of on
column 2, lines 38-41.

Ustermann also teaches the cipher algorithm request (communication)
transmitted from the terminal 1 to the terminal 2 (remote data source) requesting a
cipher algorithm {enabling information} as spoken of oen column 3, lines 4-9.

Ostermann also teaches the transmission of a cipher algorithm (control signal)
from cipher proegram storage 18 to program memeory 22 of a programmable cipher
computer 12 that indicates a particular enciphering/deciphering technique as spoken of
cn column 2, lines 38-41.

Ostermann also teaches a receiver terminal that contains means for deciphering
{decryptor) received ciphered data text in accordance with a cipher algerithmand a
cipher key as spoken of on celumn 4, lines 52-54, as well as celumn 2, lines 16-24,
which states that terminals 1 and 2 each centain transmitters and receivers as shown in
Figure 1.

Ostermann does not explicitly teach the decryption of a digital television
programming signal.

However, Davidson teaches the application of encryption/decryplion fechniques
to television signals as spoken of on column 24, lines 30-50.

At the time of the invention, it would have been cbvicus to someone of ordinary
skill in the art, given these references, o apply the enciphering/deciphering methods of

Osfermann 1o television program signals {containing digital format components) as
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taught in Davidson in order to effectively enable high security and deterring of
unauthorized viewers in g felevision environment as spoken of on celumn 2, lines 31-36
of Davidsen. It is alsc maintained that Davidson teaches transmission/reception and
decryption of "digital” television programming as the composite signal of Davidson
includes an encrypted digital audio component which may be reasonably interpreted as
digital television programming information that is decrypted at the receiver station.
Conclusion
12, Under the final action practice for Office actions
following a submission under 37 CFR 1,129{a} filed on or after
June 8, 2005, the next Office action following timely filing of
a submission under 37 CFR 1.129(a) will be equivalent to the
next Office action following a reply tc a non—-final Office
action. Under existing Office second action final practice,
such an Office action on the merits will be made final, except
where the examiner 1ntroduces a new ground of rejection that is
neither necessitated by applicant's amendment of the claims nor
based on information submitted in an information disclosure
statement filed during the periocd set forth in 37 CFR 1.97{c)
with the fee set forth in 37 CFR 1.17{p). See MPEP = 706.07({a}).
In this Office action, there is no new ground of rejection that was not necessitated
by applicant’s amendment of the claims or based on information submitted in an

informaticn disclosure statement filed during the pericd set forth in 37 CFR 1.97(c} with
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the fee set forth in 37 CFR 1.17{p). Accordingly, THIS ACTION 1S MADE FINAL.
Applicant is reminded of the extension of time policy as set forth in 37 CFR 1.136(a).

A shortened statutery period for reply to this final action is set to expire THREE
MONTHS from the mailing date of this aclion. In the event a first reply is filed within
TWC MONTHS of the mailing date of this final action and the advisory action is not
mailed until after the end of the THREE-MONTH shortened siatutory period, then the
shortened statutory period will expire on the date the advisory action is mailed, and any
extension fee pursuant to 37 CFR 1.136(a) will be calculated frem the mailing date of
the advisory action. In no event, however, will the statutory pericd for reply expire later
than SIX MONTHS from the mailing date of this final action.

Any inquiry concerning this communication or earlier communications from the
examiner should be directed to MICHAEL J. MCORE, JR. whose telephone number is
{571)272-31688. The examiner can normally be reached on Monday-Friday (7:30am -
4:00pmy).

If attempts to reach the examiner by telephone are unsuccessiul, the examiner's
supervisor, William Korzuch, can be reached at {571) 272-7589. The fax phone number

for the organizaticn where this application or preceeding is assigned is 571-273-8300C.
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Information regarding the status of an application may be obtained from the
Patent Application Information Retrieval (PAIR) system. Status infermation for
published applications may be obtained from either Private PAIR or Public PAIR.
Status infermation for unpublished applicaticns is available threcugh Private PAIR only.
For more information about the PAIR system, see hitp//oair-direct.uspto.gov. Should
you have questions cn access te the Private PAIR system, contact the Electronic
Business Center {EBC) at 866-217-9197 {toll-free). If you would like assistance from a
USPTO Customer Service Representative or access 1o the automated information
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000.

/Michael J. Moore, Jr./
Primary Examiner, Art Unit 2467
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

In re Patent Application of:
John C. Harvey et al.

Application No.: 08/449,413
Filed: May 24, 1995

For: SIGNAL PROCESSING APPARATUS AND
METHGDS

Confirmation No.: 1756

Art Unit: 2467

Examincr: Moorc Jr., Michacl J.

AMENDMENT AND REQUEST FOR RECONSIDERATION

MS AF

Commuissioner for Patents
P.O. Box 1450

Alexandria, VA 22313-1450

Dcar Sir:

[n response to the Final Office Action dated May 29, 2013, Applicants respectfully

request consideration of the pending claims in view of the following amendments and remarks.

Plecasc amend the above-identificd application as follows.
Amendments to the claims begin on page 2.

Remarks begin on page 11.
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AMENDMENT TO THE CLAIMS

Claims 22-35, 37-53, 55, and 56 are the only pending claims.
I - 21. (Cancclled)

22, (Previously Presented) A method for controlling the decryption of encrypted

programming at a subscriber station, said method comprising the steps of:

recciving encrypted digital programming, said encrypted digital programming having an

cncrypted digital control signal;
detecting said control signal;

passing said control signal to a decryptor that decrypts encrynted digital data at said

subscriber station;
decrypting said control signal;

decrypting said encrypted digital programming to form decrypted programming based on

said control signal; and
presenting said decrypted programming to a viewer or listener.

23.  (Prcviously Presented) A method for controlling the decryption of programming

at & subscriber station, said method comprising the steps of:

receiving programming, said programming having a first encrypted digital control signal

portion and an encrypted digital information portion;
detecting said first encrypted digital control signal portion of said programming;

passing said first encrypted digital control signal portion of said pregramming to a first

decryptor at said subscriber station;

decrypting said first cncrypted digital control signal portion of said programming using

said first decryptor at said subscriber station;
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passing said encrypted digital information portion of said programming and the decrypted

control signal portion to a second decryptor at said subscriber station;

decrypting said encrypted digital informsation portion of said programming using said

second decryptor at said subscriber station based on the decrypted control signal portion; and
presenting said programming.

24, (Previously Presented) A method of controlling a remote transmitter station to
communicate program material to a subscriber station and controlling said subscriber station to

process or output & unit of programming, said method comprising the steps of:

receiving & control signal which operates at the remote transmitter station to control the
communication of a unit of programming and onc or more first instruct signals and

communicating satd control signal to said remote transmitter station;

receiving a code or datum identifying a unit of programming to be transmitted by the
remote transmitter station, said remote fransmitter station transferring said unit of programming

to a transmitter;

recciving at said remote transmitter station ong or morce sccond instruct signals which
operate at the subscriber station to identify and decrypt said unit of programming or said onc or
morg¢ first instruct signals, said remote transmitter station transferring said onc or morce sccond

instruct signals to said transmitter; and

transmitting from said remote transmitter station an information transmission comprising
sald unit of programming, said onc or more first instruct signals, and said one or more sccond
instruct signals, said onc or more first instruct signals being transmitted in accordance with said

control signal.

25. (Previously Presented) The method of ¢laim 23, wherein said programming

further includes encrypted video.

26.  (Prcviously Presented)} The method of claim 23, wherein said subscriber station

stores information that evidences processing said programming.
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27.  (Previously Presented) The method of claim 23, wherein said programming is
received at said subscriber station in one chennel of a multichannel signal and a second control
signal portion used to decrypt said programming 13 included in said multichanncl signal cutside

said onc channel.

28. (Previously Presented} The method of claim 23, wherein said subscriber station
detects, in a transmission channel including said programming, a second control signal portion

uscd to decrypt the first control signal portion.

29.  (Prcviously Presented) The method of claim 23, wherein the subscriber station
detects, in & transmission channgl for transmitting the programming, a second control signal
portion used to decrypt the first control signal portion, and wherein the sccond control signal
portion is encrypted, and wherein the second control signal portion is decrypted in order to

cnable decryption of the first control signal portion.

30. {Previously Presented) The method of claim 23, wherein said programming

includes computer data.

31.  (Previously Presented) A mcthod of controlling at [cast one of a plurality of

receiver stations, said method comprising the steps of!

receiving downloadable code which is effective at said at least ong of said plurality of
receiver stations to implement & new technique of decrypting and delivering the downloadable

code to at lgast ong transmitter;

recciving at least one control signal which at said at least one of said plurality of receiver

stations dircctly operates to cxecute the downloadable code; and

causing said at least onc control signal to be communicated to said at least one transmitter

at a specific time,

thereby fo transmit at lcast one information transmission, wherein cach information

transmission includes the downloadable code and said at [cast one control signal.
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32, (Previously Presented} The method of claim 31, wherein z digital television
program 1s displayed at a receiver station and said downloadable code and said at least one
control signal program said receiver station to decrypt said digital television program in

accordance with said new technique.

33 (Currently Amended) A method of communicating digital television program

material to one or more receiver stations, said method comprising the steps of:

receiving a digital television program at a transmitter station and delivering said digital

television program to a transmitter;

reeciving and storing onc or more instruct signals at said transmitter station, said onc or
more¢ instruct signals at said onc or morc receiver stations opcerative to implement a new

technique ef decrypting;

transferring in accordance with a predetermined schedule said one or more instruct

signals to said transmitter; and

transmitting said digital television program and said one or more instruct signals from

said transmitter station to said onc or Morg recciver stations.

34.  (Previously Presented) A mcthod of processing signals at a recciver station

comprising the steps oft
rceciving at least onc information transmission;
detecting a plurality of signals in said at least one information transmission;
changing a decryption technique in response to at least a first of said plurality of signals,

decrypting a sccond of said plurality of signals on the basis of said changed decryption
technique, wherein said decrypted second of said plurality of signals is embedded with

¢xecutable instructions;

passing said decrypted sccond of said plurality of signals to & controllable deviee; and
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controlling said controllable device on the basis of said embedded exccutable instructions

of said passed decrypted sccond of said plurality of signals.

3s. (Previously Presented) The method of claim 33, wherein said step of transferting

18 performed based on comparison.
36. (Cancelled).

37. (Currently Amended) The method of claim 36 33, wherein said schedule
specifies a transmission time and a transmission channel, said method further comprising the

steps of receiving and storing said schedule at said transmitter station.

38,  (Previously Presented) The method of claim 33, wherein said ong or more instruct
signals operate at said onc or more receiver stations based on an identifier, said method further

comprising the step of transmitting said identifier.

39. (Previously Presented) The method of elaim 38, wherein an information
transmission including said digitzl television program is received at said one ot more receiver
stations, wherein said digital television program is cutputted at said one or more receiver
stations, and wherein szid identificr identifics (i) said digital television program and (i) a
channel including said digital tclevision program.

40.  (Prcviously Presented) A method of processing signals at a receiver station

comprising the steps of:

recciving at lcast one encrypted digital information transmission, wherein the at lcast one
encrypted digital information transmission is unaccompanied by any non-digital information

transmission;
locating code;
passing said codc to a processor;

controlling a decryptor that decrypts encrypted digital data to decrypt in a specific

fashion on the basis of said code;
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decrypting a portion of said at lcast onc information transmission in said specific fashion;

and

passing said decrypted portion of said at lcast onc encrypted digital information

transmission to one of said processor and an output device.

41. (Previously Presented) A method of controlling a receiver station to detect digital
data and control a decryptor that decrypts encrypted digital data based on a varying pattern of

timing or location, said method of controlling comprising the steps of:
receiving programming and delivering said programming to a transmitter;

receiving digital data comprising at Icast an instruct signal and communicating said
digital data to a signal cmbedder, said instruct signal opcrative at said recciver station to control

said decryptor;

controlling said signal embedder to embed said digital data in an encrypted digital

information transmission in & varying pattern of timing or location,
communicating said encrypted digital information transmission to said transmitter;
transmitting said programming; and

transmitting said ¢ncrypted digital information transmission including said digital data

scparately from said transmitted programming,

42, (Previously Presented) A method of processing signals at a receiver station

comprising the steps of:

receiving at least one enerypted digital information transmission, wherein the at least one
encrypted digital information transmission is unaccompanicd by any non-digital information

transmission;

detecting a plurality of signals on said at [cast onc encrypted digital information

transmission;
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decrypting at least one of said plurality of signals, said at lcast once decrypted signal

cmbedded with at least one instruct signal which 1s effective to mstruct;
passing the at least one decrypted instruct signal to & controllable device; and

controlling said controllable device on the basis of decrypted information included in said

at least onc decrypted instruct signal.

43, (Previously Presented) A method for decryptor activation in a network

comprising:
recciving a transmission comprising encrypted materials;

decrypting under first processor control a first portion of said encrypted materials in said

transmission;
inputting said first portion of said encrypted materials to a decryptor;

decrypting under sccond processor control a second portion of said encrypted materials

basced on said step of decrypting said first portion of said encrypted materials.

44, {Previously Presented)} The method of claim 43 wherein said transmission in said

step of receiving a transmission is & multichannel signal separated in the frequency domain,

45, (Previously Presented) The method of claim 44 wherein said transmission is a

cable systcm broadcast,

46,  (Previously Presented) The method of claim 43 wherein said transmission in said

step of receiving a transmission is a multichanncel signal separated in the time domain.

47. (Previously Presented} The method of ¢laim 43 wherein said transmission in said

step of receiving a transmission is generated at 2 local data source.

48, {Previously Presented) The method of claim 47 wherein said local data source
comprises a VCR,
8
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49.  (Previously Presented) The method of c¢laim 47 whercin said local data source

compriscs & laser disk.

50. (Previously Presented) The method of ¢laim 43 wherein said encrypted materials

comprise a portion of a television program.

51. (Previously Presented) The method of elaim 43, wherein said transmission in said
step of recetving a transmission and a signal necessary for decryption are received from different

SQUICCs,

52, (Previously Presenied) The method of ¢laim 51, further comprising the step of
contacting a remote transmitter station to receive ong of said transmission and said signal

nceessary for decryption.

53. (Previously Presented} The method of elaim 51, wherein a signal necessary for

decryption is communicated by telephone.
54, {Cancelled)

55. {Previously Presented) A method of processing signals at a receiver station

comprising the steps of’

receiving one or more encrypted digital information transmissions at said recciver station,
wherein said one or morc encrypted digital information transmissions arc unaccompanicd by any

non-digital information transmission;

detecting a plurality of signals on said onc or more encrypted digital information

transmissions, at lcast a first of one of said plurality of signals including a control signal;

controlling a decryptor that decrypts encrypted digital data in response to said control

signal,

decrypting or cnabling communication of at lcast a sccond of said plurality of signals on

the basis of said step of controlling said decryptor;
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passing said decrypted or enabled at least said sccond of said plurality of signals to a

controllable device; and

controlling said controllable device by processing instructions embedded in said passed

deerynted or enabled at least said second of said plurality of signals.

56. (Previously Presented) A method of processing signals at a receiver station

comprising the steps ofs

receiving at least one enerypted digital information transmission, whetein the at least one

encrypted digital information transmission is unaccompanicd by any non-digital information

transmission;

identifying a plurality of signals in said at least ong encrypted digital information

transmission;

sclecting, by processing sclection criteria, a first signal of said plurality of signals

including downloadable code;
passing said downloadable code to a processor;

controlling a decryptor that decrypts encrypted digital data to decrypt in a specific

fashion on the basis of said downloadable code;

decrypting at lcast one second signal of said plurality of signals in said specific fashion;

and

passing said at lcast onc scecond signal to onc of said processor and an output device.
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REMARKS

L STATUS OF CLAIMS

Claims 22-56 arc pending in this application. Claims 22-32, 34, 40-53, 55, and 56 arc
allowed. Claims 36, 37, and 39 arc allowablc over the prior art, but objected to as dependent on
non-allowable claims. Claims 22, 24, 34, 54, and 55 arc subject to & nonstatutory obviousncss-
type double patenting rejection. The remaining claims are rgjected under 35 US.C. § 103, By
this Amendment, claims 33 and 37 arc amended. Claims 36 and 54 are cancelled.

An amendment submitted after a final office action in an application must comply with
37 C.F.R. 3 1.116, which states that;

{1} An amendment may be madc canceling claims or complying with any
requirement of form cxpressly set forth in & previous Office action;

(2} An amendment presenting rejected claims in better form for
consideration on appcal may be admitted; or

(3) An amendment touching the merits of the application or patent
under recxamination may be admitted upon a showing of good and
sufficient reasons why the amendment is necessary and was not
carlicr presented.

37 CFR. 1.116(b).

Applicants submit that this Amcndment And Request For Reconsideration places this

application in condition for allowance by amending claims in manners that are believed to render

all pending claims allowable over the cited art and/or at lcast place this application in better form

for consideration on appeal under 37 C.F.R. § 1.116(2). This Amcndment is also nccessary to at

lcast clarify and/or narrow the issucs for consideration by the Board and was not presented

carlicr because Applicants belicved that the prior response(s) placed this application in condition

for allowance, for at Icast the reasons discussed in those responses. Accordingly, entry of the
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present Amendment, as an carnest attempt to advance prosccution and/or to reduce the number
of issues, 13 requested under 37 C.FR. § 1.116.

Applicants camestly solicit a favorable reconsideration and prompt allowance of the
claims. Where the Office does not find that the claims are in condition for allowance, Applicants
respectfully request that the Office withdraw the finality of the office action for the reasons sct
forth below.

II. DOUBLE PATENTING REJECTIONS

Claims 22, 34, 54, and 55 arc rejected on the ground of nonstatutory obviousness-type
doublc patenting as allegedly being unpatentable over claims 1, 22, and 23 of U.S. Patent No.
7,801,304, This is the patent that issucd from Applicants® DECR 81 group “A” application, U.S.
Patent Application Scrial No. 08/449.263. Claim 24 is rejected on the ground of nonstatutory
obviousness-type double patenting as being unpatentable over claim 14 of the DECR 81 group
“A” patent, in view of Yanagimachi ¢t al. (U.S, Patent No. 3,936,595} (“Yanagimachi™),

Submitted with this Amendment And Request For Reconsideration 18 a terminal
disclaimer disclaiming, in ¢ssential terms, the terminal part of the statutory term of the patent
granted on the instant application, extending beyond the carliest expiration date of the DECR §1
group “A” patent, U.S. Patent No. 7,801,304,

III. PRIOR ART REJECTIONS

The Office Action rejected claims 33, 35, 38, and 54 under 33 U.S.C. 103(a) as allegedly
being unpatentable over the combination of Ostermann et al. {U.S. Patent No. 4,484,025)
(“Ostermann™) in view of Davidson (Re. 31,735) (“Davidson™).

In response, Applicants have amended claim 33 to incorporate the limitations of now
cancelled ¢laim 36, which the Examincr indicated as allowable but objected to becausc it

depended on rejected base claim 33, The claim now recites “fransferring in accordance with a

12
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predetermined schedule.” Claim 37 is amended to depend from claim 33, instead of now

cancelled claim 36.

Applicants respectfully submit that amended claim 33 is in allowsble form, Accordingly,
claims 35, 37, 38, and 39 are allowable because they depend from claim 33,

In an c¢ffort to place the instant application in condition for allowance, Applicants have
cancelled rejected claim 54. Therefore, Applicants respectfully submit that all pending claims

arc allowablc in their current form.
VI. CONCLUSION

Applicants respectfully submit that all clzims are allowable over the cited art for the
rcasons sct forth above. Applicants request reconsideration of this application in view of the
amendment and arguments sct forth above. In the event Applicants have overlooked the need for
an cxtension of time, payment of fee, or additional payment of foe, Applicant hereby petitions

therefore and authorize that any charges be made to Deposit Account No. 50-4494,
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Should the Examiner have any questions regarding any of the above, the Examiner is

respectfully requested to telephone the undersigned at 202-346-4000.

Dated: June 14, 2013

LIBW/ 1849126,

Respectfully submitted,

By: /Thomas J. Scott, Jr./
Thomas J. Scott, Jr.
Registration No.: 27,836
GOODWIN PROCTER LLP
901 New York Avenuc, NW
Washington, DC 20001
Attorney for Applicant
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MODIFIED PTCISBI25 (07-08)

Approved for use through 070312012, OMB 0651-0031

U.5. Patent and Trademark Cffice: U.5, GEPARTMENT OF COMMERCE

Under the Paperwork Reduction Act of 1885, no persons are required to respond to a collection of information unless ¢ displays a vahd GMB control number.

Docket Number (Optional)

TERMINAL DISCLAIMER PMC0O032-C247

In re Application of: John C. Harvey et al.

Application No.: 08448413 {Coni. No. 1756)
Filed: May 24, 1995

For:  SIGNAL PROCESSING APPARATUS AND METHODS

The owner', PERSONALIZED MEDIA COMMUNICATIONS, L.L.C. ,of 100

percent interest in the instant application hereby disclaims, except as provided below, the lerminal part of the statutory

term of any patent granted on the instant application which would extend beyond the expiration date of the full
patent granted on pending reference patent Mo. 7,801,304 issued, on September 21, 2010 .
as such term is defined in 35 U.8.C. 154 and 173, and as the term of any patent granied on said reference
application may be shortened by any terminal disclaimer filed prior to the grant of any patent on the pending reference
application. The owner hereby agrees hat any pakent so granted on the instant apphication shall be enforceable only
for and during such period that it and any patent granted on the reference application are commanly owned.  This
agreement runs with any patent granted on the instant application and is binding upon the graniee, its sUCCESsOTs OF
assigns.

In making the above disclaimer, the owner does not disclaim the terminal pard of any patent granked on the instant
application that would extend to the expiration date of the full statutory berm as defined in 35 U.S.C. 154 and 173 of any
patent granted on said reference application, "as the term of any patent granted on said reference anplication may be
shortened by any terminal disclaimer filad prior I the grant of any patent on the pending reference application,” in the
event thal: any such palent. granted on the pending reference applicalion: expires for failure o pay a maintenance fee, is
held unenforceable, is found invalid by 2 court of competent jurisdiction, is stakutorily disclaimed i whole or terminally
disclaimed under 37 CFR 1.321, has all elaims canceled by a reexarmination certificate, is reissuad, of is i any manner
termninated prioy to the expiraion of its full statutory term as shortened by any terminal disclaimer fited prior o its grant,

Check either box 1 or 2 below, if appropriate.

1. |:] For submissions on behalf of a businessforganization {e.g., corporation, partnership, university, government
agency, etc.j, the undersigned is empowerad to act on behali of the businessforganization.
| heraby declare that all siztements made herein of my own knowledge are true and that all statements made on
tnformation and beltef are believed to be true; and further that these statements were made with the knowledge that willful
false statements and the like =0 made are punishable by fine or imprisonment, or both, under Section 1001 of Titie 18 of
Hte United States Code and that such willful false stalements may jeopardize the validity of the application or any patent
issued thereon.

2. The undersigned is an altorney or agent of record.
Req. No. 27838

fThomas J. Scoll, Jr.! June 14, 2013
Signature Date

Thomas J. Scolt, Jr.
Typed or prinked name

(202) 346-4000
Telephone Nurober

Terminal disclaimer fee under 37 CFR 1.20{d} is included.

WARNING: Information on this form may become public. Credit card information should not
be included on this form. Provide credit card information and authorization on PTO-2038.

*Staternent under 37 CFR 3.73({b} is required if terminal disclaimer is signed by the assignee {owner),
Farm PTO/SE/SE may be used for making this statement. Sec MPEP § 324,
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PTOISBI26 (08-11)

Approved for use through 87¢31/2812. OMB 0651-8031

U.S. Patent and Trademark Office; U.S. BEPARTMENT OF COMMERCE

|Under the Paperwork Reduction Act of 1985. no persons are required ko respond ko a collection of information unless it displays a valid OMB contre! rnumber.

TERMINAL DISCLAIMER TO OBVIATE A DOUBLE PATENTING Docket Number (Cplional)
REJECTION OVER A “PRIOR” PATENT PRECOU3-5247

In re Application of: John C, Harvey et al,
Application No.: 08448 413
Filed: May 24, 1985

For SIGMAL PROCEGSING APPARATUS AND METHODSE

The owner®, Personaiized Media Coimmunications, LEG. ,of 100 percent interest in the instant application hereby disclaims,
except as provided below, the lerminal part of the statutory torm of any patent granted on the instant applicabion which would extend beyond
the expiration date of the full staiutory term of prior patent No. 7,501,304 as the term of said prior patent is presently shortened

by any lermanal disclaimer. The owner hereby agrees that any pateni so granied on the instant application shall be enforceable only for and
during such period that it and the prior patent are commonly owned. This agreement runs with any patent granted on the instant application
and is binding upon the graniee, IS SUCCESSOMS O Assigns,

In making the above discl aimer, the owner does not disclaim the ierminal part of the ierm of any paieni granied on the insiant application thai
would extend o the expiration daile of the full statulory term of the prier patent, "as the term of said prior patent is presently shoriened by any
terminal disclaimer," in the eveni ihal said prior patent laier.

expires for fallure o pay 2 mainienance fee;

is held uneniorceable;

is found invalid by a court of competent jurisdiction;

is statutorily disclaimed in whole or terminally disclaimed under 37 CFR 1.321;

has all claims canceled by a reexamination certificate;

is reissued; or

15 7 any manner lerminated prior o the expiration of ids full stalulory term as presently shortened by any lerminal disclaimer.

Check either box 1 or 2 below, if appropnaie.

i. l:l For subimissions on behalf of a business/organization {e.g., corporation, partnership, universily, goveriiment agency,
ele.}, the undersigned 15 empowered to acl on behalf of the businessforganization.

| hereby declare that all statements made herein of my own knowledge are frue and that all siatemenis made on information and
belief are believed (o be true; and further ihai these slaiemenis were made with the knowledge thai willful false siatements and the like so
made are punishable by fine or imprisonment, of both, under Section 1001 of Title 18 of the United States Code and that such willful false
statements may jeopardize the validity of the application or any patent issued thereon.

2. The undersigned is an attorney or agent of record.  Reg. No,_27.638

Thomas J. Scolt! Jupe 14 213
Signaiure Date

Thomas J Scot, Jr

Typed or prinied name

{202} 3464000
Telephone Number

Terminal disclaimer fee under 37 CFR 1.20{d} included.

WARNING: Information on this form may become public. Credit card information should not
be included on this form. Provide credit card information and authorization on PTO-2038,

*Statement under 37 CFR 3.73(b) is required if terminal disclaimer is sighed by the assignee {owner).
Form PTC/SB/SE may be used for making this certification. See MPEP § 324,

This collection of information is required by 37 CFR 1.321. The informakion is reguired ko obtain or retain a benefit by the public which is to file {and by the USPTO
{e process) an application. Confidentiality is govemed by 35 U.S.C. 122 and 37 CFR 1,11 and 1.14. This collection is estimated to take 12 minutes ko ¢ omplete,
including gathering, preparing. and submilting the completed application form to the USPTO. Time will vary depending upon the individual case. Any comments
on the amount of time you require to complete this form and/or suggestions for reducing this burden, should be sent to the Chief Informakion Clficer, U.3. Patent
and Tradermark Office. U.S. Depattment of Commerce, P.O. Box 1450, Alexandria, VA 22313-1450. DO NCT SEND FEES OR COMPLETED FCRMS TC THIS
ADDRESS. SEND TO: Commissioner for Patents, P.O. Box 1450, Alexandria, VA 22313-1450.

If you need assistance in completing the form. call 1-800-PTO-9188 and select oplion 2.
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Privacy Act Statement

The Privacy Act of 1974 (P.L. 83-579) requires that you be given certain information in connection
with your submission of the attached form related to a patent application or patent. Accordingly,
pursuant to the reguirements of the Act, please be advised that: {1) the general authority for the
collection of this information is 35 U.S.C. 2(b}{2); {2} furnishing of the informaticn solicited is voluntary;
and (3} the principal purpose for which the information is used by the U.S. Patent and Trademark
Office is to process andfor examine your submission related to a patent application or patent. If you do
not furnish the requesied infermation, the U.8. Patent and Trademark Office may not be able to
pracess andfor examine your submission, which may result in terminaticn of proceedings or
abandonment of the application or expiration of the patent.

The information provided by you in this form will be subject to the following routine uses:

1.

The information on this form will be treated confidentially to the extent allowed under the
Freedom of Information Act (b U.S.C. 552) and the Privacy Act (b U.S.C bb2a}. Records from
this sysiem of records may be disclosed to the Department of Justice to determine whether
disclosure of these records is reguired by the Freedom of Information Act.

A record from this system of records may be disclosed, as a routine use, in the course of
presenting evidence to a court, magisirate, or administrative fribunal, including disclosures o
opposing counsel in ihe course of setilement negotiations.

A record in this system of records may be disclosed, as a routine use, to a Member of
Congress submitting a request involving an individual, to whom the record pertains, when the
individual has requested assistance from the Member with respect to the subject matter of the
record.

A record in this system of records may be disclosed, as a routine use, to a contractor of the
Agency having need for the information in order to perform a contract. Recipients of
information shall be required to comply with the reguirements of the Privacy Act of 1874, as
amended, pursuant to 5 U.5.C. bb2a{m}.

A record related o an International Application filed under the Patent Cooperation Treaty in
this system of records may be disclosed, as a routine use, to the International Bureau of the
Worid Intellectual Property Organization, pursuant to the Patent Cooperation Treaty.

A record in this system of records may be disclosed, as a routine use, to another federal
agency for purposes of Natichal Security review (35 U.S.C. 181) and for review pursuant to
the Atomic Energy Act {42 U.S.C. 218(c)).

A record from this system of records may be disclosed, as a routine use, to the Administrator,
General Services, or hisfher designee, during an inspection of records conducied by GSA as
part of that agency’s responsibility to recommend improvements in records management
practices and programs, under authority of 44 U.5.C. 2004 and 2806. Such disclosure shall
he made in accordance with the GSA regulations governing inspection of records for this
purpose, and any other relevant {i.e., GSA or Commerce} girective. Such disclosure shall not
be used o make determinations about individuals.

A record from this system of records may be disclosed, as a routine use, to the public after
either publication of the application pursuant to 35 U.S.C. 122{b) or issuance of a patent
pursuant to 35 U.S.C. 151. Further, a record may bea disclosed, subject to the limitations of 37
CFR 1.14, as a routine use, to the public if the record was filed in an application which
hecame abandoned or in which the proceedings were terminated and which application is
referenced by either a published application, an application open to public inspection or an
issued patent.

A record from this system of records may te disclosed, as a routine use, to a Federal, Siaie,
or local law enforcement agency, if the USPTO becomes aware of a violaticn or potential
violaticn of law or regulation.
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UNITED StatTes PaTint AND TRADEMARK OFFICE

<l
2
L)

UNITED STATES DEPARTMENT OF COMMERCE
TUnited States Patent 2nd Trademark Offiee
Adhbress: COMMISSION FOR PATENTS

PO Bax 1450

Alexandria, Vieg 223131450
WL ISR o8
NOTICE OF ALLOWANCE AND FEE(S) DUE
TR TR 071 HM 3 [ EXAMINER |
GOODWIN PROCTER LILP MOGRE IR, MICIAEL 1
901 NIEW YORK AVENDUIE, N.W.
WASHINGTON, IDC 20001 | ARTUNIT PAPIR NUMBIER |

2467

DATE MATLED: 0T 172013

APPLKATRIN XL FITING 13ATILE FIRST XAMED INVIEENTOR ATTORNEY I3ICKIST NE. CONFIRMATION N(h
08/449 413 (45241908 IOHN C.HARVEY 5634174 1756
TITLE OF INVENTION: SIGNAL PROCESSING APPARATUS AND METHODS
APPLX, TYPLE ENTITY STATIS ISSUE FEE IR PUBLICATION FEE I | PREV, PAID ISSUE FERE TOTAL FEE S IVE DATE DR
nonpEovisional SMALLL 3800 30 50 SR 13003

THE APPLICATION IDENTIFIED ABOVYLE HAS BEEN EXAMINED AND IS ALLOWED FOR ISSUANCE AS A PATENT,
PROSECUTION ON THI MERITS IS CLOSED. THIS NOTICE OF ALLOWANCE IS NOT A GRANT OF PATENT RIGHTS.
THIS APPLICATION 1S SUBJECT TO WITIIDRAWAL FROM ISSUE AT THE INITIATIVE OF THE OFFICE OR UPON
PETITION BY THE APPLICANT. SLEE 37 CFR 1.313 AND MPEP 1308.

THE ISSUE FEE AND PUBLICATION FELE (IF REQUIRED) MUST BE PAID WITHIN THREE MONTHS FROM THE
MAILING DATE OF TIIIS NOTICE OR THIS APPLICATION SIIALL BE REGARDED AS§ ABANDONED. THIS
STATUTORY PERIOD CANNOT BE EXTENDED. SELE 35 US.C, 151, THI ISSUE FEE DUE INDICATED ABOVE DOES
NOT REFLECT A CREDIT FOR ANY PREVIOUSLY PAID ISSUE FEE IN THIS APPLICATION. 1F AN ISSUE FEE HAS
PREVIOUSLY BELEN PAID IN THIS APPLICATION (AS SHOWN ABOVE)}, THE RETURN OF PART B OF THIS FORM
WILL BE CONSIDERED A REQUEST TO REAPPLY TIIE PREVIOUSLY PAID ISSUE FEE TOWARD TIIE ISSUE FEE NOW
DUE.

HOW TO REPLY TO THIS NOTICE:

[ Review the ENTTLY STATUS shown above. If the ENTITY STATUS is shown as SMAILL or MICRO, venify whether entitlement (o that
enlity status still applics.

[f the ENTITY STATUS is the same as shown above, pay the TOTAL FEE(S)Y DULE showi above.

If the ENTITY STATTUS is changed from that shown above, on PART B - FEF(S) TRANSMITTAL, complete section number 5 titled
"Change in Entity Status (front status indicated above)”.

For purposes of this notice, small entity fees are 1/2 the amount of undiscounted fees, and micro entity fees are [/2 the amount of small entity
fees.

IL. PART B - FEE(S) TRANSMITTAL, or its equivalent, imust be completed and returned to the United States Patent and Trademark Office
(USPT(H with your ISSUE FEE and PUBLICATION FELE (it required). If you are charging the fee(s) to your deposit aceount, section "4h”
of Part B - Fee(s) Transinittal should be completed and an extra copy of the form should be subinitted. If an equivalent of Part B is filed, a
request 1o reapply a previously paid issue fee most be clearly made, and delays in processing may occur due to the difficolly in recognizing
the paper as an cquivalent of Part B.

IT1. All communications regarding this application muost give we application number. Please direet all commmumnications prior 1o issuance o
Mail Stop ISSUL IFEE untless advised 10 the contrary.

IMPORTANT REMINDER: Utility patents issuing on applications filed on or after Dec. 12, 1980 may require payment of
maintenance lees. Il is patendee’s responsibilily to ensure limely payment of maintenance fees when due.

Page [ of 4
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PART B - FEE(S) TRANSMITTAL

Complete and send this form, together with applicable fee(s), to: Mail Mail Stop ISSULL FEE
Commiissioner for Patents
P.O. Box 1450
Alexandria, Virginia 22313-1450
or Fax {571)-273-2885

INSTRUCTIONS: This form should be used for wansmitting the IS8T TUE and PUBLICATION FUL 13 cequired). Blocks 1 through 3 shavld e completed where
appropriate. All Turther correspondence including the Pateat dvamey orders and notilication of maltenance tees will be mailed o the curent comespondence addr 55 ¢
indicated unless cwrrected below or directed otherwise In Bioek 1. by (1) specilying a new corvespondence address: andfor () Indicating @ separate "FEL ADDRESS”

maintenance foe natifications,

Nate: A ceriificate of mailing can oaly e used for domestic mailings of the
Fee(s) Transmittal. This certificate cannol e used for any other accompanying

CURRENT CORRESPONDENC T ADDRESS (Nore: Use Block | Torany change ol address apers. Hach additional paper. such as an assigament or Turmal drawing, must
Ezwc its even certificate of mailing or iansmission,

Cerlilicate of Mailing or Transmission

. LS ?5{)01, . DL 1 herehy contify that this Feels) Transemitial is being deposited with the T ﬂllLd
GOODWIN PROCTERLIP States Postal Service with suffivient postage for fivst class mail in an covelo
addressed (o the Mail Stop ISSUR FLEL address above. or being ld(\lmlh.'

901 NEW YORK AVENUE, N.W. transmiticd to the TSPTO(371) 273- 2885 on the date indicated below.
WASHINGTON, DC 20001

Aepositors ey

CSizmimurs s

ey
APPLICATHIN NOL l FILING 13ATIE FIRST XAMEIDINVENTOR ATTORNEY IICKIT NCL CONFIRMATION N
G840, 3 OS5/ 241995 JOIHN C.HARVEY 5634174 1756
TITLL OF INVENTION: SIGNAL PROCESSING APPARATUS AND MLTTIONS
| APPLNTYPLE LEXNTITY STATUS | 1SSV LR DTS PUBLICATION I 130T | PRIV, PAID ISSTULL L TFTAL TS50 1] DATLE DL
papprovisional SMAILL 5890 S0 50 SBOO 100172003
| EXAMINER | ARTUNIT | cLasssrmcrass |
MOORL TR, MICTIALLT 2407 380-21 1000
1. Change of correspondence address or indication of "Tee Address™ (37 2 Vor printing om the patent {ront page. list
CIR 1.363). (1y the samnes of up o 3 registered patent attoraeys ]
[ Change of carrespondence address for Change of Correspandence or agents OR, aliernatively,
Addiess Torm PTO/SE122) attached. . S avine os i - z
(l}lihu name of o single fum thaving as o member 2 -
D "tee Address” indication (or "Hee Address” Indication Form registered attormey or ageat) and ihe names of up o
PTOMSBAT, Rev 03-02 or mwre recent) attached. Usie of a Costomer 2 registered polent attorneys or agents. I po pame is 3
Number is requiced. listed, no name will bre printed.

30 ASSIGNLEL NAME AND RESIRUNCE DATA TO BE PRINTED OX THL PATENT (print or type)
PLEASE NOTH: Unless an assignee s identificd below. po assigaee data will appear on the patent. I an assignec is adeatificd below, the document has bees Hled For
recordation as set forth in 37 CIR 301, C ompletion of this form is 5 NOT a substitutc for {iling an assignment.

(A} NAME QF ASSIGNER (B RESINENCHE: (CITY and STATE OR COUNTRY )

Please chieck the appropriate assignce category or categories (will st bxe priated on the pateat) ; D Individual D Carporation or other private group cntity D {overnment

da, The following tee(sy are submitted: div, Payvment of Feers); (Please tirst reapply any previously paid issue fee shown above)
D Issue 1ee D A check 1s enclosed.
D Pulsdication Uee {No small eatity discount permitted} D Pavment by credit caed, Form PTO-2038 1s attached.
D Advance Ovder - # of Copics D The Diveetor is hereby authorized wy charge the reguived fees), any defivieney, or eredit any
overpaymtent, (o Deposil Account Number fenclose an extra vopy of this form).

Page 2 ol 4
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5. Change in Entity Statos {from slatus indicated above)
W Applicant certifying miceo vnlity siatus. See 37 CIFR 129 Absent a valid certification of Micro Lntity Status {sce form PTO/SB/ASA and 158). issue
tenl in the micrs eolity anwunt will not be aceepted at the visk of application abandosswent.
D Applicant asserting small entity status, See 37 CUR 1,27 NOTE: IF the application was previously under micra entity status, checking this box will be taken
L be a netification of loss of catitdement o micre calily status,
a1 Applicant changing to vegulor undiscounted fee status. NOTL: Checking this box will be taken to be a potification of Joss of entitlentent o small or mbero
entity status, as applicable.

NOTL: The Issue Vee and Publication Lee (i required ) will not be accepted from anyone other than the applicant: a registered altorney or agenl: or the assignee of other party in
interest as shiown by the records of the United Siates Patent and Trademark Otlice,

Authorized Signature Date

Typed or printed mane Registvation No.

This collection of informwtion is requived by 37 CER 1311, The mformation is reguired to oblain o cetain a beacfit by the public which is to file (and by the USPTO o process)
an application. Confidentdality is governed by 35 US.C, 122 and 37 CUR 114, This collection is estimated to take 12 minutes to complete, including gathering. preparing. and
submitting the complcied application form to the U SPTO. Time will vary depending upon the individual case. Any comments on the amount of time you requice to complele
this furm andfor sugaestions for reducing this bucden. should be senl 1o the Chicel taformation Otficer. 1.8, Palent and Trademark Oftice. 1.8, Departient of Conmneree, P.O.

Box 1450, Alexandria, Virginia 22313-[350. DO NOT SEND VEES OR (‘()\fll’[,l TED FORMS TO TTHS ADRTRESS, S0XD TS Commissioner for Patents, P.OL Box 1450,
Alexandria. Virginia 223131450,

Under the Paperwork Reduclion Act of 1995, ro persons are required do wespond (o a collection of information ualess it displays a valid OMD control aumber.

age 3of 4
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UNITED StatTes PaTint AND TRADEMARK OFFICE

UNITED STATES DEPARTMENT OF COMMERCE
TUnited States Patent 2nd Trademark Offiee
Adhdress: COMMISSIONER FOR PATIENTS

PO Bax 1450

Alexandria, Virginia 2231 3-1150)

WL IS O

l APPLICATION X0, ] FILDNG DATI FIRST NAMED INVENTOR l ATTORNEY DOCKET NO, | CONFIRMATION X0, |
0874459413 0572419495 JOHN O HARVLY 34174 1756
[ EXAMINER |
TR TR 071 HM 3
GOODWIN PROCTER LILP MOGRE IR, MICIAEL 1
901 NIEW YORK AVENDUIE, N.W.
WASHINGTON, IDC 20001 | ARTUNIT PAPIR NUMBIER |
2467

DATE MATLED: 0T 172013

Determination of Patent Term Extension or Adjustment under 35 U.S.C, 154 (b)
(application filed prior to June 8, 1995)

This patent application was filed prior to June 8, 1995. thus no Patent Term Extension or Adjustment applies.

Any questions regarding the Patent Term Extension or Adjustment determination should be directed to the Office of
Patent Legal Administration at (571)-272-7702. Questions relating to issue and publication fee payments should be
directed to the Customer Service Center of the Office of Patent Publication at [-{888)-786-CG101 or (571)-272-4200.

Page 4 ol 4
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Privacy Act Statement

The Privacy Act of 1974 {P.L. 93-579) requires thal you be given certain information in connection with
your submission of the attached fornt related to a patent application or patent. Accordingly, pursuant 1o
the requirements of the Act. please be advised that: (1) the general authority for the collection of this
information is 35 11.5.C. 2(b)¥2): (2) furnishing of the information solicited is volumtary: and (3} the
principal purpose for which the information is used by the ULS. Patent and ‘Trademark Office is o process
and/or examine your submission related 1o a patent application or patent. II you do not furnish the
requested information, the 1.5, Patent and Trademark Office may not be able to process and/or examine
your submission, which may result in termination of proceedings or abandonment of the application or
expiration of the patent.

The information provided by you in this form will be subject (o the Iollowing routine uses:

1.

b

The information on this form will be treated confidentially o the extent allowed under the Freedom
of Information Act {5 U.S.C. 552) and the Privacy Act (5 11.5.C 552a). Records from this system of
records may be disclosed to the Department of Justice 1o determine whether disclosure of these
records 1s required by the Preedom of Information Act.

A record from this system of records may be disclosed, as a routine use, in the course of presenting
evidenee (o a court, magistrate, or administrative tribunal, including disclosures to opposing counsel
in the course of settlement negotiations.

A record in this system of records may be disclosed. as a routine use, to a Member of Congress
submilling a request involving an individual. to whom the record pertains, when the individual has
requested assistance from the Member with respect to the subject matter of the record.

A record in this system of records may be disclosed. as a routine use, (0 a contractor of the Agency
having need for the information in order to perform a contracl. Recipients of information shall be
required w0 comply with the requirements of the Privacy Act of 1974, a8 amended, pursuant o 5
11L.5.C.552a(m).

A record related to an International Application filed under the Patent Cooperation Treaty in this
system of records may be disclosed, as a routine use, to the International Bureau of the World
Intellectual Property Organization, pursuant 1o the Patent Cooperation Treaty.

A record in this system ol records may be disclosed. as 4 rouline use, 1o another federal ageney lor
purposes of National Security review {35 11.5.C. 181) and [or review pursuant 1o the Atomic Energy
Act (42 11.5.C. 218(c)).

A record from this system of records may be disclosed, as a routine use, (o the Administrator,

CGieneral Services, or his/her designee, during an inspection of records conducted by (GSA as part of

that agency's responsibility to recommend improvements in records management praclices and
programs, under authority of 44 11.5.C. 2904 and 2906. Such disclosure shall be made in accordance
with the GSA regulations governing inspection of records for this purpose, and any other relevant
(i.c.. GSA or Commerce) directive. Such disclosure shall not be used to make determinations about
individuals.

A record [rom this system of records may be disclosed, as a routine use. 1o the public alter either
publication of the application pursuant to 35 U.S.C. 122{b) or issuance of a patent pursuant to 35
1.8, 151. Further, a record may be disclosed, subject to the limitations of 37 CI'R 1.14, as a
routine use, to the public if the record was filed in an application which became abandoned or in
which the proceedings were terminated and which application is referenced by either a published
application. an application open o public inspection or an issued patent.

A record from this system of records may be disclosed, as a routine use, to a Federal, State. or local
law enforcement agency. if the USPTO beconies aware of a violation or polential violation of law or
regulation.
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Application No. Applicani(s)
(8/449.413 HARVEY ET AL,
. e F i AlA (First Inventor to
Notice of Allowability fn’fgmff J. MOORE, JR 24:157[1 " File) Status
No

-- The MAILING DATE of this communication appeats on the cover sheet with the correspondence address--
All claims being allowable, PROSECUTION ON THE MERITS 1S {OR BEMAINS) CLOSED in this application. If not included
herewith {or previously mailed}, a Notice of Allowance (PTOL-85) of other appropriate communication will be mailed in due course. THIS
NOTICE OF ALLOWABILITY IS NOT A GRANT OF PATENT RIGHTS. This application is subject to withdrawal from issue at the initiative
of the Cifice or upon petition by the applicant. See 37 CFR 1.313 and MPEP 1308.

1. 4 This communication is responsive to the Affer-Final Amendment filed 6/17/13.
Oa declaration(s)/affidavit(s) under 37 CFR 1.130{b} was/were filed on

2. [J An election was made by the applicant in response o a restriction requirement set forth during the inferview on ; the restriction
requirement and election have been incorporated inio this action.

3. i The allowed claim{s) is/are 22-35.37-53.55 and 56 {renumbered 1-33. respectively). As a result of the allowed claim(s), you may be
eligible to benefit from the Patent Prosecution Highway program at a participating intellectual property office for the correspending
application. For more infermation, please see hitp /fwww usplo.govipatentsinit_events/orhiindex.jsp or send an inquiry te
PPHifeedhack@uspio.gov .

4. [J Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d} or {f).
Cerlified copies:

a)[] Al b [JsSome *c)[] Noneofthe:
1. [ Certified copies of the pricrity documents have been received.
2. [ Certified copies of the pricrity documents have been received in Application No. __
3. [ Copies of the certified copies of the priority documents have been received in this national stage application from the

International Bureau (PCT Rule 17.2{a)).
* Certified copies not received:

Applicant has THREE MONTHS FRCOM THE "MAILING DATE” of this communication to file a reply complying with the requirements
noted below. Failure to timely comply will result in ABANDONMENT of this application.
THIS THREE-MONTH PERIOD [S NOT EXTENDABLE.

5. [] CORRECTED DRAWINGS { as “replacement sheets”) must be submitied.
[ including changes required by the attached Examiner's Amendment / Comment or in the Office action of

Paper No./Mail Date .

Identifying indicia such as the application number {see 37 CFR 1.84{c}} should be written on the drawings in the front {not the back) of
each sheet. Replacement sheet{s} should be labeled as such in the header according to 37 CFR 1.121{d}.

6. [ DEPOCSIT OF andior INFORMATION about the deposit of BIOLOGICAL MATERIAL must be submitted. Note the
attached Examiner's comment regarding REQUIREMENT FOR THE DEPGSIT CF BICLOGICAL MATERIAL.

Attachment(s)

1. [J Notice of References Cited {PTC-882) 5. [J Examiner's Amendment/Comment

2. [] Informaticn Disclosure Statements (PTO/SB/08), 6. [ Examiner's Statement of Reasons for Allowance
Paper No./Mail Date

3. [] Examiners Comment Regarding Requirement for Deposit 7. [ Other .

of Biological Material
4, [ nterview Summary (FTC-413),
Paper No./Mail Date .

Michael J. Moore, Jr./
Primary Examiner, Art Unit 2467

L5 Patenl and Trademark OHfice
PTCL-37 {Rev. 05-13) Motice of Allowahility Part of Paper No./Mail Date 20130624
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Application/Control Number: 08/449,413 Page 2
Art Unit: 2487

Terminal Disclaimer
1. The terminal disclaimer filed en 6/18/13 disclaiming the terminal pertion of any
patent granted on this application which would extend beyond the expiration date of
U.S. 7,801,304 has been reviewed and is accepted. The terminal disclaimer has been
recorded.
Allowable Subject Matler
2. Claims 22-35, 37-53, 55, and 56 {renumbered 1-33, respectively) are allowed.
Conclusion

Any inquiry concerning this communication or earlier communications from the
examiner should be directed te MICHAEL J. MOORE, JR., whose telephone number is
{(571)272-3168. The examiner can ncrmally be reached on Menday-Friday {7:30am -
4:00pm).

If attempts to reach the examiner by telephone are unsuccessful, the examiner's
superviscr, William Korzuch can be reached at (571) 272-7589. The fax phone number

for the organizaticn where this application or proceeding is assigned is 571-273-8300.
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Application/Control Number: 08/449,413 Page 3
Art Unit: 2487

Infermation regarding the status of an application may be obtained from the
Patent Applicaticn Information Retrigval (PAIR) system. Status infermation for
published applications may be obtained frem either Private PAIR or Public PAIR.
Status information for unpublished applications is available through Privaie PAIR only.
For more information abcut the PAIR system, see hitp://pair-direct.uspto.gov. Should
you have questions on access to the Private PAIR system, contact the Electronic
Business Center {EBC) at 866-217-9197 (toll-free). If you would like assistance from a
USPTO Customer Service Representative or access 1o the automated information
system, call 800-786-8199 {IN USA CR CANADA) or 571-272-1000.

/Michael J. Moore, Jr./
Primary Examiner, Art Unit 2467
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

In re Patent Application of:
John C. Harvey et al.

Application No.: 08/449,413
Filed: May 24, 1995

For: SIGNAL PROCESSING APPARATUS AND
METHGDS

Confirmation No.: 1756
Art Unit: 2467

Examincr: Moorc Jr., Michacl J.

SUBMISSION UNDER 37 C.F.R. §1.312

MS Issue Fee

Commuissioner for Patents
P.O. Box 1450

Alexandria, VA 22313-1450

Dcar Madam:

This amendment is submitted to ensure full compliznce with 37 CF.R. § 1.78(a}2)i).

Plcasc amend the above-identified application as follows.

Amendment to the Specification begins on page 2 of this paper.

Remarks begin on page 3 of this paper.

LIBW/ 1849126,
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AMENDMENT TO THE SPECIFICATION

Plecasc delete the section titled “CROSS-REFERENCE TO RELATED
APPLICATIONS” on page 1 of the specification and replace the deleted section with the

following replacement section:
CROSS-REFERENCE TO RELATED APPLICATIONS

This is a continuation of applicationseriatne: Scr. No. 08/113,329, filed Aupuss30-1903

Aug. 30, 1993, now LS. Patent No. 7,856,650, herein incorporated by reference in its entircty,

which is a continuation of application-serighne- 856:584 Scr. No. 08/056.501, filed May 3, 1993,

now U.S. Patent 5,335,277, which was a continuation of application-sesiustro—849.226 Scr. No.

07/849,226, filed Mareh+034992Mar. 10, 1992, now U.S. Patent No. 5,233,654, which was a

continuation of application-sertalre—5%%:126 Scr. No. 07/588,126, filed Sept—25+4590 Scp. 23,

1990, now U.S. Patent Ne. 5,109,414, which was & continuation of applicationserialne-—096;

996 Scr. No. 07/4096,006, filed Sept—H—398F Scp. 11, 1987, now U.S. Patent No. 4,965,825,

which was a continuation—in-part of applicationserialne-—$29.531 Ser. No. 06/829,531, filed

Feb, 14, 1986, now U.S. Patent No. 4,704,725, which was a continuation of application-sesuatre:

37510 Ser. No. 06/317,510, filed Nov. 3, 1981, now U.S. Patent No. 4,694,490,

LIBW/ 1849126,
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REMARKS

Applicants have reecived notices in co-pending applications, that the first paragraph of
the specification is not in compliance with 37 CF.R. § 1.78(a). Title 37 CF.R. § 1.78(a)}(2X1)
scts forth:

[A]ny nonprovisional application . . . claiming the benefit of onc or
maore prior-filed copending nonprovisional applications . . . must
contain or be amended to contain a reference to cach such prior-
filed application, identifying it by application number (consisting
of the serics code and serial number) . . . and indicating the
relationship of the applications.

The current specification does not identify zll prior filed nonprovisional applications by

application number including the series code. The above amendment to the first sentence of the

application emends the application numbers fo include their series codes. The specification wi

this amendment complies with 37 C.F.R. § 1.78{a)2).

[n the event Applicants have overlooked the need for the payment of any fee Applicant
hercby petition therefore and authorize that any charges be made to Deposit Account No. 50-

4494,

Dated: July 17, 2013 Respectfully submitted,

By / Thomas J. Scott, Jr./
Thomas I. Scott, Jr.
Registration No.: 27,836
GOODWIN PROCTER LLP
901 New York Avenue, NW
Washington, DC 20001
(202) 346-4000
Attorney for Applicants

LIBW/ 1849126,

th

S

PMC Exhibit 2016

Apple v. PMC
IPR2016-00754
Page 1403



UNITED STATES PATENT AND TRADEMARK OFFICE

UNITED STATES DEPARTMENT OF COMMERCE
United %tates Patent amd Trademark Oiflice
Adehess: COMMERSHINTR FOR PATENTS

P {3 Bos 1450

Aluxandri, Yirgiga 223 3- 1450
WL ISP, 2R

APPLICATTEN N0, FILING 12AT]2 FIEST NAMED INVIEENTOR I ATTORNEY 12ICKITT X0, EUNPIRMATIIN NE), l
D8/:E10,41 3 0572471995 JOIIN C, HARVEY 5638174 1756
il Kkt TFaun DTS20 3 vy -1
GOODWIN PROCTER 1P | PRAMIRER |
901 NEW YORK AVENUE, NW, MOGRE IR, MICTIAEL 1
WASHINGTON, DC 20001 | — l —— l
2467

| NOTIFICATION DATL l DELIVERY MO I

(Wi2572(13 ELULCTRONIC
Please find below and/or attached an Office communication concerning this application or proceeding,

The time period for reply, if any, is set in the attached communication.

Notice of the Office communication was sent electronically on above-indicated "Notification Date" to the
following e-mail address{es):

AAlpha-Kpelewama goodwinprocter.com

pateinide @goodwinprocier.com

fmekeon @ goodwinprocter.com

DTOL-G90A (Rev. (HAY7)
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Application No.

L 08/449,413
Response to Rule 312 Communication

Applicant{s}

HARVEY ET AL.

Examiner

MICHAEL J. MCCRE, JR.

Art Unit

2467

- The MAIING DATE of this communication appears on the cover sheet with the correspondence address —

1. B The amendment filed on 17 July 2013 under 37 CFR 1.312 has been considered, and has been:

a) [ entered.

by entered as directed to matters of form not affecting the scope of the invention.

¢)[J disapproved because the amendment was filed after the payment of the issue fee.

Any amendment filed after the date the issue fee is paid must be accompanied by a petition under 37 CFR 1.313(c}{1)

and the required fee to withdraw the application from issue.
dj ] disapproved. See explanation below.

e} [ entered in part. See explanation below.

Michael J. Moore, Jr./
Primary Examiner, Art Unit 2457

U.S Patenl and Trademark Olfice
PTOL-271 {Rev. 04-01) Reponse {o Rule 312 Communication

Part of Paper No. 20130722
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UnIen States PATENT AND TRADEMARK OFFICE

e
B
)

UNITED STATES DEPARTMENT OF COMMERCE

United States Patent and Tradenmrk (fttec

Address: COMMINSIONER TFOR PATENTS
T O Box 14
Alexandria,
LRI

wimia 2251314500

| AFPLICATION NO. | [SSUE DATE I PATENT NG, ATTORNEY DOCUKET NO, CONFIRMATION XO.
OR/449.402 HWIS200 2 #559615 5634074 1756
TS FRY [FpReavic 1]

GOODWIN PROCTER 1P
901 NEW YORK AVENULL, N.W.
WASHINGTON, 1DC 20001

ISSUE NOTIFICATION

The projected patent number and issue date are specified above.

Determination of Patent Term Extension or Adjusiment under 35 U.5.C. 154 (b)
(application filed prior to June 8, 1993)

This patent application was filed prior to June 8, 1995, thus no Patent Term Extension or Adjustment applies.

Any questions regarding the Patent Term Extension or Adjustment determination should be directed to the
Office of Patent Legal Administration at (571)-272-7702. Questions relating to issue and publication fee
nayments should be directed to the Application Assistance Unit (AAU) of the Office of Data Management
{ODM} at {(571)-272-4200,

APPLICANT{s) (Please sce PAIR WIB site hitp://patir.uspto.gov for additional applicants):

JOHN CITARVEY, NEW YORK, NY;
JAMES W CUIDDINY, NEW YORK, NY:

The United States represents the largest, most dynamic marketplace in the world and is an unparalleled location
for business investment, innovation, and commercialization of new technologies. The USA offers tremendous
resources and advantages for those who invest and manufacture goods here. Through SelectUSA, our nation
works to encourage and facilitate business investment. To learn more about why the USA is the best country in
the world to develop technology, manufacture products, and grow your business, visit SelectUSA . gov.

TRI03 (Rev, VD9
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Case 2:15-cv-01366 Document 4 Filed 07/30/15 Page 1 of 1 PagelD #: 464

A 124 {Rev, 08100

TO:

Mait Stop 8§

P.O. Box 1450

Alexandria, VA 22313-1450

Director of the 1.5, Patent and Trademark Office

REPORT ON THE
FILING OR DETERMINATION OF AN
ACTION REGARDING A PATENT OR
TRADEMARK

In Compliance with 35 U.5.C_§ 260 and/or 15 U
filed in the U.S. District Court

] Trademarks or

5.C.§ 1116 you arc hereby advised that a court action has been
Eastern District of Texas, Marshall Division

o Patents.  ( [ the patent action invoivcs 35 1U18.0. 5292,

on the following

DOCKET NO. 2:15-cv-1366

DATE FILED 07/30/2015

1.8, DISTRICT COURT
Eastern Dislrict 0

f Texas, Marshall Division

PLAINTIFF

Personalized Media Communications, LLC

Apple,

DFEFENDANT

Inc.

PATENT GR

DATE OF PATENT

HOLDER OF PATENT OR TRADEMARK

TRADEMARK NO. OR TRADEMARK
1 8,191,091 B1 5/29/2012 Personalized Media Communications, LLC
2 8,559,635 B1 10/15/2013 personalized Media Communications, LLC
3
4
5

In the above—entitied case, the (ollowing patent(sy/ trademark(s)

have been included:

DATE INCLUDED

INCLUDED BY
]

Amendment

[ Answer

] Cress Bill [0 Othes Pleading

PATENT OR
TRADEMARK NO.

DATE OF PATENT
OR TRADEMARK

1IOLDER OF PATENT OR TRADEMARK

[}

1n the above—enlitled case, the

following decision has been rendered or judgement issued:

DECISIONAUDGEMENT

CLERK

{BY)DEPUTY CLERK

DATE

Copy I—Upon initiaticn of action, mail this copy to Di
Copy 2—Upon filing document adding patent(s), mail

rector
this copy to Director

Copy 4—Case file copy

Copy 3—Upon termination of action, mail this copy to Direetor
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