
UNITED STATES PATENT AND TRADEMARK OFFICE 
BEFORE THE PATENT TRIAL AND APPEAL BOARD 

 
 

APPLE INC., 
 

Petitioner, 
 

v. 
 

PERSONALIZED MEDIA COMMUNICATIONS, LLC, 
 

Patent Owner. 
 
 

Inter Partes Review Nos.  
IPR2016-00754 
IPR2016-01520 

U.S. Patent No. 8,559,635 B1 
 
 

PATENT OWNER’S RESPONSE BRIEF 
ON REMAND FROM THE FEDERAL CIRCUIT 

 
 

 
 

 

f 

 

Find authenticated court documents without watermarks at docketalarm.com. 

https://www.docketalarm.com/


 

 -i-  
 

TABLE OF CONTENTS 

Page 

INTRODUCTION .................................................................................................... 1 

ARGUMENT ............................................................................................................ 3 

I. The Federal Circuit’s construction of “encryption” and 
“decryption” in PMC ’091 applies equally to the ’635 patent, 
which requires upholding the validity of at least claim 3. ................... 3 

A. In light of PMC ’091, the Board should construe 
“encrypt” and “decrypt” as limited to a digital-only 
process. ....................................................................................... 3 

B. Petitioner does not dispute that, under a construction of 
“decrypt” as limited to digital processes, claim 3 is valid. ........ 8 

II. The Federal Circuit’s holding that the Board failed to account 
for statements made during prosecution requires revisiting other 
dispositive claim constructions. ........................................................... 9 

A. Under a proper construction of “executable instructions” 
and “changing a decryption technique,” claim 13 is 
patentable over Guillou and Chandra. ....................................... 9 

1. The prosecution history makes clear that 
“executable instructions” must control the 
operation of a device, not consist merely of data 
processed by the device. ................................................ 10 

2. The prosecution history makes clear that changing 
a decryption key is not changing a “decryption 
technique.” ..................................................................... 12 

  

f 

 

Find authenticated court documents without watermarks at docketalarm.com. 

https://www.docketalarm.com/


TABLE OF CONTENTS 
(continued) 

Page 

 

 -ii-  
 

B. Under a proper construction of “encrypted video,” claim 
4 is patentable over Guillou, Seth-Smith, Aminetzah, and 
Bitzer. ....................................................................................... 14 

1. Statements made in prosecution show that “video,” 
in the context of this patent, does not include the 
teletext disclosed in Guillou. ......................................... 15 

2. Seth-Smith, Aminetzah, and Bitzer do not disclose 
“encrypted” video under a proper claim 
construction. ................................................................... 17 

C. Under a proper construction of “processor,” claims 21 
and 28-30 are patentable over Guillou and Aminetzah ........... 17 

III. Under a proper construction of “unaccompanied by any non-
digital information transmission,” the patent has 1981 priority, 
making claims 18, 20, and 32 patentable over Chandra and 
claim 33 patentable over Chandra and Nachbar. ............................... 20 

CONCLUSION ....................................................................................................... 25 

f 

 

Find authenticated court documents without watermarks at docketalarm.com. 

https://www.docketalarm.com/


IPR2016-00754, IPR2016-01520 
U.S. Patent No. 8,559,635 B1 

 

iii 

TABLE OF AUTHORITIES 

 Page(s) 

Cases 

Personalized Media Commc’ns, LLC v. Apple Inc., 
2021 WL 2697846 (E.D. Tex. Mar. 14, 2021) ................................. 20, 21, 22, 23 

Personalized Media Communications, LLC v. Apple Inc., 
952 F.3d 1336 (Fed. Cir. 2020) ...................................................................passim 

Teva Pharm. USA, Inc. v. Sandoz, Inc., 
789 F.3d 1335 (Fed. Cir. 2015) .......................................................................... 12 

 

f 

 

Find authenticated court documents without watermarks at docketalarm.com. 

https://www.docketalarm.com/


IPR2016-00754, IPR2016-01520 
U.S. Patent No. 8,559,635 B1 

 

iv 

GLOSSARY 
 

’490 patent U.S. Patent No. 4,694,490 

’635 patent U.S. Patent No. 8,559,635 

’091 patent U.S. Patent No. 8,191,091 

’304 patent U.S. Patent No. 7,801,304, reissued as U.S. Patent No. 
RE47,642 

FWD-754 IPR2016-00754 Final Written Decision, Paper 41, for 
U.S. Patent No. 8,559,635 

FWD-1520 IPR2016-01520 Final Written Decision, Paper 38, for 
U.S. Patent No. 8,559,635 

’263 application Prosecution History of U.S. Patent Application No. 
08/449,263, for U.S. Patent No. 7,801,304, reissued as 
U.S. Patent No. RE47,642 

Davidson U.S. Patent No. Re. 31,735 to Davidson 

Guillou U.S. Patent No. 4,337,483 to Guillou 

PMC ’091 Personalized Media Communications, LLC v. Apple 
Inc., 952 F.3d 1336 (Fed. Cir. 2020) 

PMC EDTX Personalized Media Commc’ns, LLC v. Apple Inc., 
No. 15-cv-1366, 2021, Document 553, WL 2697846 
(E.D. Tex. Mar. 14, 2021),  

PMC Patent Owner, Personalized Media Communications, 
LLC 

 
 

f 

 

Find authenticated court documents without watermarks at docketalarm.com. 

https://www.docketalarm.com/


Real-Time Litigation Alerts
  Keep your litigation team up-to-date with real-time  

alerts and advanced team management tools built for  
the enterprise, all while greatly reducing PACER spend.

  Our comprehensive service means we can handle Federal, 
State, and Administrative courts across the country.

Advanced Docket Research
  With over 230 million records, Docket Alarm’s cloud-native 

docket research platform finds what other services can’t. 
Coverage includes Federal, State, plus PTAB, TTAB, ITC  
and NLRB decisions, all in one place.

  Identify arguments that have been successful in the past 
with full text, pinpoint searching. Link to case law cited  
within any court document via Fastcase.

Analytics At Your Fingertips
  Learn what happened the last time a particular judge,  

opposing counsel or company faced cases similar to yours.

  Advanced out-of-the-box PTAB and TTAB analytics are  
always at your fingertips.

Docket Alarm provides insights to develop a more  

informed litigation strategy and the peace of mind of 

knowing you’re on top of things.

Explore Litigation 
Insights

®

WHAT WILL YOU BUILD?  |  sales@docketalarm.com  |  1-866-77-FASTCASE

API
Docket Alarm offers a powerful API 
(application programming inter-
face) to developers that want to 
integrate case filings into their apps.

LAW FIRMS
Build custom dashboards for your 
attorneys and clients with live data 
direct from the court.

Automate many repetitive legal  
tasks like conflict checks, document 
management, and marketing.

FINANCIAL INSTITUTIONS
Litigation and bankruptcy checks 
for companies and debtors.

E-DISCOVERY AND  
LEGAL VENDORS
Sync your system to PACER to  
automate legal marketing.


