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I. INTRODUCTION 

In its Preliminary Response, Patent Owner provides no substantive attack on 

the merits of this supplemental petition.  Paper No. 9 (PO Preliminary Response).  

Rather, Patent Owner relies solely on procedural reasons for its denial, similar to 

those asserted in its Patent Owner Opposition, Paper 8 (“Opp.”).  Petitioners 

submit that for the reasons set forth in the supplemental petition, there is a 

reasonable likelihood that Petitioners will prevail as to the invalidity of Claim 25 

of the ’484 Patent.  Patent Owner’s arguments that the law forbids joinder by the 

same petitioner, that its assertion of over 140 claims did not prejudice Petitioners’ 

ability to file IPRs, and that this supplemental petition is merely a “second bite at 

the apple” are not persuasive for the reasons discussed below.  See id.   

II. JOINDER BY THE SAME PETITIONER IS PROPER 

Patent Owner’s argument that joinder by the same petitioner is 

impermissible flies in the face of two recent expanded-panel decisions finding 

joinder by the same petitioner entirely proper.  See Opp. at 2-3.1  These two 

1 Indeed, to support its proposition, Patent Owner relies on one case that was 

overturned by one of these expanded panel decisions.  See Opp. at 2-3 (citing 

Target Corp. v. Destination Maternity Corp., IPR2014-00508, Paper No. 18 

(PTAB Sept. 25, 2014) (decision denying motion for joinder); see id. Paper No. 28 

at 17 (PTAB Feb. 12, 2015) (granting Petitioner’s Request for Rehearing and 
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expanded panels reversed decisions that denied joinder of the same petitioner, 

finding that those decisions used an improperly narrow interpretation of § 315(c)).  

The first expanded panel found that “the Board consistently has allowed joinder of 

additional grounds by the same party” and held that § 315(c) permits a party to join 

in a proceeding in which it is already a party.   Target Corp. v. Destination 

Maternity Corp., IPR2014-00508, Paper No. 28 at 6, Paper No. 31 at 5 (PTAB 

Feb. 12, 2015).  A second expanded panel came to the same conclusion, explicitly 

stating “that § 315(c) permits the joinder of any person who properly files a 

petition under § 311, including a petitioner who is already a party to the earlier 

instituted inter partes review.”  Zhongshan Broad Ocean Motor Co., Ltd. v. Nidec 

Motor Corp., IPR2015-00762, Paper No. 16 at 5 (PTAB Oct. 5, 2015) (emphasis 

added).  Thus, Patent Owner has the law wrong. 

III. THE CIRCUMSTANCES OF THIS CASE WARRANT JOINDER 

Joinder is further justified to alleviate prejudice suffered by Petitioners from 

Patent Owner’s gamesmanship in asserting an excessive number of claims in the 

district court litigation.  Patent Owner’s assertion of over 140 claims at the outset 

of the litigation and nearly 80 claims at the IPR deadline prejudiced Petitioners’ 

ability to fully address each and every one of these lengthy claims in the original 

concluding that “the Decision Denying Joinder was based on an improper 

construction of 35 U.S.C. 315(c)”). 

2 
 

                                                                                                                                                             

f 

 

Find authenticated court documents without watermarks at docketalarm.com. 

https://www.docketalarm.com/


Real-Time Litigation Alerts
  Keep your litigation team up-to-date with real-time  

alerts and advanced team management tools built for  
the enterprise, all while greatly reducing PACER spend.

  Our comprehensive service means we can handle Federal, 
State, and Administrative courts across the country.

Advanced Docket Research
  With over 230 million records, Docket Alarm’s cloud-native 

docket research platform finds what other services can’t. 
Coverage includes Federal, State, plus PTAB, TTAB, ITC  
and NLRB decisions, all in one place.

  Identify arguments that have been successful in the past 
with full text, pinpoint searching. Link to case law cited  
within any court document via Fastcase.

Analytics At Your Fingertips
  Learn what happened the last time a particular judge,  

opposing counsel or company faced cases similar to yours.

  Advanced out-of-the-box PTAB and TTAB analytics are  
always at your fingertips.

Docket Alarm provides insights to develop a more  

informed litigation strategy and the peace of mind of 

knowing you’re on top of things.

Explore Litigation 
Insights

®

WHAT WILL YOU BUILD?  |  sales@docketalarm.com  |  1-866-77-FASTCASE

API
Docket Alarm offers a powerful API 
(application programming inter-
face) to developers that want to 
integrate case filings into their apps.

LAW FIRMS
Build custom dashboards for your 
attorneys and clients with live data 
direct from the court.

Automate many repetitive legal  
tasks like conflict checks, document 
management, and marketing.

FINANCIAL INSTITUTIONS
Litigation and bankruptcy checks 
for companies and debtors.

E-DISCOVERY AND  
LEGAL VENDORS
Sync your system to PACER to  
automate legal marketing.


