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I. Introduction 

Pursuant to 37 C.F.R. § 42.71(d), Patent Owner Rosetta-Wireless 

Corporation (“Rosetta”) respectfully submits this Request for Rehearing of the 

final written decision for inter partes review in the consolidated cases IPR2016-

00616 (“the ’616 Petition”) and IPR2016-00622 (“the ’622 Petition”).    

First, the Board’s decision with regard to the ’616 Petition violates 35 

U.S.C. § 318(a), which provides that the Board must render a final written decision 

on all claims challenged in the petition.  Here, the petition in the ’616 Petition 

challenged claims 7 and 64, but the Board declined to institute with regard to those 

claims and its final decision does not address those claims.  The Board’s decision 

with regard to the ’616 Petition is invalid and should be vacated. 

Second, the Board’s decision with regard to both of the petitions was made 

in violation of the Seventh Amendment and Article III of the Constitution.  A 

patent is a property right and the final written decision would operate to extinguish 

that property right without affording Patent Owner a right to trial by jury or an 

adjudication of the validity of the patent-in-suit by an Article III court.  The final 

written decision is therefore invalid in toto and should be vacated.   

II. Standard of Review 

The party challenging a decision by the Board bears the burden of showing 

that the decision should be modified. 37 C.F.R. § 42.71(d).   
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