
Patents Regulations 1991

Statutory Rules 1991 No. 71 as amended

made under the

Patents Act 1990

This compilation was prepared on 1 January 2002
taking into account amendments up to SR 2001 No. 345

Prepared by the Office of Legislative Drafting,
Attorney-General’s Department, Canberra

HP 1011 
Page 1 of 16

f 

 

Find authenticated court documents without watermarks at docketalarm.com. 

https://www.docketalarm.com/


Contents

2 Patents Regulations 1991

Contents

Page

Chapter 1 Introductory
1.1 Name of Regulations [see Note 1] 15

1.2 Commencement 15

1.3 Interpretation 15

1.4 English text of treaties 17

1.5 Deposit requirements: prescribed period 17

1.6 Disclosure 18

1.7 Verification of translations of international
applications 19

Chapter 2 Patent rights, ownership and validity
2.1 Applications by co-owners for directions 20

2.2 Publication or use: prescribed circumstances and
periods 20

2.3 Prescribed period: publication or use affecting
validity 22

2.4 Prescribed period: patents of addition 22

2.5 Prescribed period: assertion that invention is not
patentable 23

2.6 Prescribed period: notification of assertion of
invalidity of innovation patent 23

2.7 Documents to accompany notice of assertion of
invalidity 23

Chapter 3 From application to acceptance

Part 1 Inventions generally

3.1 Prescribed documents: patent applications 24

3.1A Applicant taken to be nominated person 25

3.2 Provisional specifications 25

3.2A Specifications: standard patents 25

3.2B Specifications: formalities check for innovation
patents 26

3.3 Abstracts 28

HP 1011 
Page 2 of 16

f 

 

Find authenticated court documents without watermarks at docketalarm.com. 

https://www.docketalarm.com/


Contents

Page

Patents Regulations 1991 3

3.4 Substitute abstracts 29

3.5 Filing date 29

3.5A Filing date: incomplete specifications 30

3.5B Filing of documents outside business hours 32

3.6 Requests to make determinations between
interested parties 32

3.7 Form of certain applications 32

3.8 Time within which applications are to be made
following certain decisions and declarations 32

3.9 Prescribed period: treatment of complete application
as provisional 33

3.10 Prescribed period: making of complete applications 33

3.12 Priority dates generally 33

3.13 Priority dates: certain persons and applications 36

3.14 Priority dates: certain amended claims 36

3.15 Prescribed period and form of request for
examination 37

3.16 Prescribed grounds and period for examination 37

3.17 Requirement for Commissioner to direct or expedite
examination 38

3.18 Report of Commissioner: examination 38

3.19 Conduct of examination: standard patents 40

3.20 Requests for deferment of examination or modified
examination 40

3.21 Prescribed foreign countries: requests for deferment
of examination and modified examination 41

Part 2 Inventions that are micro-organisms

3.23 Documents in accepted applications and patents
involving micro-organisms 42

3.24 Commissioner may request samples and viability
statement 42

3.25 Request for Commissioner’s certificate authorising
release of sample of a micro-organism 43

3.26 Breach of undertakings given in respect of
micro-organisms 46

3.27 Procedure in proceedings for breach of an
undertaking 47

3.28 Relief in proceedings for breach of undertakings 47

3.29 Notification that a deposit requirement has ceased to
be satisfied 48

HP 1011 
Page 3 of 16

f 

 

Find authenticated court documents without watermarks at docketalarm.com. 

https://www.docketalarm.com/


Contents

Page

4 Patents Regulations 1991

3.30 Prescribed period: deposit requirements taken to be
satisfied 49

3.31 Application for declaration that deposit requirements
are not satisfied 51

Chapter 4 Publication
4.1 Prescribed information: applicants and applications 53

4.2 Notice that specification is open to public inspection 53

4.3 Prescribed documents: public inspection 54

Chapter 5 Opposition
5.1 Application of this Chapter 56

5.2 Interpretation 56

5.3 Filing of opposition (except under section 101M of
the Act) 57

5.3AA Filing of opposition under section 101M of Act 58

5.3A Amendment of notice of opposition: correction of
error or mistake 58

5.3B Amendment of notice of opposition: change of
opponent 59

5.4 Filing of statement 59

5.5 Dismissal of opposition 59

5.6 Determination of opposition 60

5.7 Opponent to serve copy of substitute statement 61

5.8 Time for giving of evidence 61

5.9 Amendment of statement 63

5.10 Conduct of proceedings to which this Chapter
applies 64

5.11 Commissioner may inform himself or herself 65

5.12 Hearing of opposition 66

5.13 Representations to Commissioner 66

5.14 Commissioner not required to hold hearing 66

5.15 Withdrawal of opposition 67

Chapter 6 Grant and term of patents

Part 1 Patents generally

6.1 Publication of notice of grant of standard patent 68

6.2 Prescribed period: grant of standard patent 68

6.3 Date of patent 68

6.4 Form of application for sealing of duplicate of patent 70

HP 1011 
Page 4 of 16

f 

 

Find authenticated court documents without watermarks at docketalarm.com. 

https://www.docketalarm.com/


Contents

Page

Patents Regulations 1991 5

Part 2 Extension of pharmaceutical patents

6.7 Definitions 71

6.8 Information to accompany application 71

6.9 Application without pre-TGA marketing approval 71

6.10 Application with pre-TGA marketing approval 72

6.11 Further information 72

Chapter 6A Divisional applications
6A.1 Divisional applications: standard patents 74

6A.2 Divisional applications: innovation patents 74

Chapter 7 Patents of addition
7.1 Form of application for grant of patent of addition etc 75

7.2 Form of application for revocation of patent and
grant of patent of addition instead 75

Chapter 8 PCT applications and Convention
applications

Part 1 PCT applications

8.1 International applications taken to be applications
under the Act 76

8.1A Title of an invention 77

8.2 Prescribed documents: PCT application 77

8.3 Modification of Act to apply to PCT applications 78

8.4 Form of request and prescribed documents: PCT
applications 79

Part 2 Convention applications

8.5 Convention countries 81

8.6 Particulars required for Convention application 81

8.7 Form of request in relation to withdrawn, abandoned
or refused applications 82

Chapter 9 Re-examination
9.1 Commissioner may re-examine complete

specification when grant opposed 83

9.2 Request for re-examination of complete specification 83

9.3 Copy of report on re-examination 84

HP 1011 
Page 5 of 16

f 

 

Find authenticated court documents without watermarks at docketalarm.com. 

https://www.docketalarm.com/


Real-Time Litigation Alerts
  Keep your litigation team up-to-date with real-time  

alerts and advanced team management tools built for  
the enterprise, all while greatly reducing PACER spend.

  Our comprehensive service means we can handle Federal, 
State, and Administrative courts across the country.

Advanced Docket Research
  With over 230 million records, Docket Alarm’s cloud-native 

docket research platform finds what other services can’t. 
Coverage includes Federal, State, plus PTAB, TTAB, ITC  
and NLRB decisions, all in one place.

  Identify arguments that have been successful in the past 
with full text, pinpoint searching. Link to case law cited  
within any court document via Fastcase.

Analytics At Your Fingertips
  Learn what happened the last time a particular judge,  

opposing counsel or company faced cases similar to yours.

  Advanced out-of-the-box PTAB and TTAB analytics are  
always at your fingertips.

Docket Alarm provides insights to develop a more  

informed litigation strategy and the peace of mind of 

knowing you’re on top of things.

Explore Litigation 
Insights

®

WHAT WILL YOU BUILD?  |  sales@docketalarm.com  |  1-866-77-FASTCASE

API
Docket Alarm offers a powerful API 
(application programming inter-
face) to developers that want to 
integrate case filings into their apps.

LAW FIRMS
Build custom dashboards for your 
attorneys and clients with live data 
direct from the court.

Automate many repetitive legal  
tasks like conflict checks, document 
management, and marketing.

FINANCIAL INSTITUTIONS
Litigation and bankruptcy checks 
for companies and debtors.

E-DISCOVERY AND  
LEGAL VENDORS
Sync your system to PACER to  
automate legal marketing.


