Petition for Inter Partes Review of
Patent No. 7,647,633

Paper No.
Filed: January 20, 2016

Filed on behalf of: Blue Coat Systems, Inc.
By: Michael T. Rosato

Andrew S. Brown

WILSON SONSINI GOODRICH & ROSATI

701 Fifth Avenue, Suite 5100

Seattle, WA 98104-7036

Tel.: 206-883-2529

Fax: 206-883-2699

Email: mrosato @wsgr.com

Email: asbrown@ wsgr.com

UNITED STATES PATENT AND TRADEMARK OFFICE

BEFORE THE PATENT TRIAL AND APPEAL BOARD

BLUE COAT SYSTEMS, INC.,
Petitioner,

V.

FINJAN, INC.,
Patent Owner.

IPR2016-00480

Patent No. 7,647,633

PETITION FOR INTER PARTES REVIEW
PURSUANT TO 37 C.F.R. § 42.100 et seq.

DOCKET

A R M Find authenticated court documents without watermarks at docketalarm.com.



https://www.docketalarm.com/

Petition for Inter Partes Review of
Patent No. 7,647,633

TABLE OF CONTENTS

Page
L. INTRODUCTION ..ottt e e 1
II. MANDATORY NOTICES UNDER 37 C.F.R. § 42.8(A)(1).ccccvveerrireannnnn. 1
A. Real Party-In-Interest Under 37 C.F.R. § 42.8(b)(1) ..ccccvvvrrririereeannnns 1
B. Related Matters Under 37 C.F.R. § 42.8(b)(2) euveiivviiieeeiiiiiiieeeeeeeinnn. 2
C. Lead and Back-Up Counsel under 37 C.F.R. § 42.8(b)(3)....cccceeeeunnnnn 3
D.  Service Information ............ccueeeiimiiiiiiiiiiiieieieeeeeeeeec e 3
E.  Power of AtOINEY.....ccouuiiiiiiiiiieeeeeeeieeeee et 3
HI.  PAYMENT OF FEES - 37 C.F.R. § 42.103....ccoiiiiiiiiiiiiieeeeeeeeeeee 4
IV. REQUIREMENTS FOR INTER PARTES REVIEW UNDER 37

C.FR. §§42.104 AND 42.108....cccoiteiiiieeeiiiee ettt 4
A. Grounds for Standing Under 37 C.F.R. § 42.104(a) .....evvvvevieeeeeennnnnns 4

B. Identification of Challenge Under 37 C.F.R. § 42.104(b) and
Statement of Precise Relief Requested..........cccoooviiiiiiiiiiiiiiiinnnnnnne. 4
C.  Status of the Cited References as Prior Art ...........ccceeeviiieiiiniiieeennns 5
1. Poison Java is Prior art.........cccceveveiiiiieeeieniiiiiiiieeee e 5
2. Shin IS PIiOT @I ..eeeiieeiiiiiiiiiiiieeeee e 5
3. Brown 1S Prior @rt........coeeeeeeereiiiiiiiiiieeeeeeeeeeiiiieeeee e e e e 6

D.  Threshold Requirement for Inter Partes Review 37 C.F.R. §
A2 TO8(C) e veeeeeeiitttee ettt ettt ettt st e e st eeeen 7

V.  BACKGROUND OF TECHNOLOGY RELATED TO THE ’633

PATENT ...ttt e e e eeeeas 7
VI.  SUMMARY OF THE *633 PATENT ......ccooiiiiiiiiiiiieeeieeeiee e, 11
A, The 633 Patent......ccocuuiiiiiiiiiiiiiiiiiiicee e 11
B.  The Prosecution History of the *633 Patent...............cccceeeeeeernnnnnnne. 11

DOCKET

_ ARM

Find authenticated court documents without watermarks at docketalarm.com.



https://www.docketalarm.com/

Petition for Inter Partes Review of
Patent No. 7,647,633

C.  The Ex Parte Reexamination History of the 633 Patent .................. 12
D.  Priority Dates of the Petitioned Claims ..............cccccuvviiiiieeeeennnnnnnne. 13
1. The Priority Claims to the 667 and 302 Applications
and Their Parent Applications Are Improper..........ccccccueeeennn 14
2. Claimset 1 — Claims 1, 2, 3, 8, 13-14, 19, 28, and 34 lack
written description support until May 17, 2000...................... 15
3. Claimset 2 — Claims 4, 6, and 7 lack written description
support until May 17, 2001 ......ccooeiiiiiiiiiiiiiieeeeeeeeeeeee, 16
VII. CLAIM CONSTRUCTION UNDER 37 C.F.R. § 42.104(B)(3) ................ 16
A.  The Petitioned Claims of the 633 Patent.............cccceeeeeeriiiiiiiinnnnnnn.. 16
B. “mobile protection code (“MPC”)” (all claims) .........cccuvvveeeeeeeeennnns 18
C. “information re-communicator” (claims 2, 14, and 19) .................... 20
D.  “means for receiving downloadable-information” (claim 13)........... 20
E. “means for determining whether the downloadable-information
includes executable code” (claim 13).....cccceiivviieiiiiiiiiieiiiiieeeeeeeeiae, 21
F. “means for causing mobile protection code to be communicated
to at least one information-destination of the downloadable-
information, if the downloadable information is determined to
include executable code™ (claim 13) .....coeeiiiiiiiiiiiiiiiiieeceeeeeeeee, 22
VIII. PERSON HAVING ORDINARY SKILL IN THE ART............................ 23
IX. THEPRIOR ART ... 24
A. Overview of PoiSOn Java...........cveeeeeeiiiiiiiiiiiiiiieee e, 24
B. OVverview Of SHiN ......cooeeeiiiiiiiiiiiiee e 25
C. OVerview Of BIOWI .....cooooiiiiiiiiiiiiieee e 25
D. Poison Java, Shin, and Brown Are Analogous Art............ccccvveeeen.. 26

X.  THE PETITIONED CLAIMS OF THE *633 PATENT ARE
UNPATENTABLE .....cooiiiieeeeee e 26

A. Ground 1 — Shin Renders Claims 1-4, 6-8, 13, 14, and 19
Obvious under 35 U.S.C. § 103(a) c.uveiieereeiiiiiiieeeeeeeeeeeeeeee e 26

DOCKET

A R M Find authenticated court documents without watermarks at docketalarm.com.



https://www.docketalarm.com/

Petition for Inter Partes Review of
Patent No. 7,647,633

DOCKET

_ ARM

1. Independent Claim 1 ........ooooiiiiiiiiiiiiiiiiee e

2. Dependent Claim 2: “The method of claim 1, wherein the
receiving includes monitoring received information of an

Information re-CoOmMmMUNICALOL.” .. ..uveneeeee e eeeeeeenns

3. Dependent Claim 3: “The method of claim 2, wherein the

information re-communicator is a network server.” .............

4, Dependent Claim 4: “The method of claim 1, wherein the
determining comprises analyzing the downloadable-
information for an included type indicator indicating an

executable file type.” ......oooviiiiiiiiiiie

5. Dependent Claim 6: “The method of claim 1, wherein the
determining comprises analyzing the downloadable-
information for an included file type indicator and an
information pattern corresponding to one or more
information patterns that tend to be included within

EXECULADIE COAE.” ..ot

A S )

10. Dependent Claim 19: “The method of claim 14, wherein
the re-communicator is at least one of a firewall and a

NE W OTK SETVET. ..ttt e ee e e eaeaaens

Ground 2 — Poison Java Anticipates Claim 28 under 35 U.S.C.

§ TOZ2(A) e

Ground 3 — Poison Java in view of Shin Renders Claim 1

Obvious under 35 U.S.C. § 103(a) coeeevvveeeeiiiiiieeeeeieeeeeeeee e
1. Independent Claim 1 ........ooooiiiiiiiiiiiiiiiiee e

Ground 4 — Poison Java in view of Brown Renders Claims 14,

19, and 34 Obvious under 35 U.S.C. § 103(Q) ....eeeervvvrneeeeriirnnnnnn..
1. Independent Claim 14 ........ccoiiiiiiiiiieiiee e

Find authenticated court documents without watermarks at docketalarm.com.

Dependent Claim 7: “executable code characteristics™.........
Independent Claim 8.........oooiiiiiiiiiiieeiiiieeee e
Independent Claim 13 .......ccooiiiiiiiiiiiiiiee e,
Independent Claim 14 ........ccoiiiiiiiiiiiiiieee e

.29

.. 30

.. 30

.. 30

.42


https://www.docketalarm.com/

Petition for Inter Partes Review of
Patent No. 7,647,633

2. Dependent Claims 19: “The method of claim 14, wherein
the re-communicator is at least one of a firewall and a

NEIWOTK SEIVET.” ..eiiiiiiiiiiiiiiiiiiee ettt et e e eeeeee s 52

3. Independent Claim 34 ......cooooiiiiiiiiiiieeeee e 52

E. Secondary Considerations of Non-Obviousness............ccccceeeeeeeeennnn. 54

1. LICENSING «oeieeieiiiiieeee ettt e e e e e e e 55

2 Alleged COPYING....uvuiiiiiiieiiiiiiiiiiiieeee e e e eeeeeiieeeee e e e e e e e 56

3. Alleged Commercial SUCCESS.......uuviiirieeiiiiiiiiiiiiiiieeeeeeeees 56

4 Alleged Industry Praise.........cccccuvvviieiiiieiiiiiiiiiiieeeee e 56

XL, CONCLUSION ..ottt ettt et e s e 57

DOCKET

A R M Find authenticated court documents without watermarks at docketalarm.com.



https://www.docketalarm.com/

Nsights

Real-Time Litigation Alerts

g Keep your litigation team up-to-date with real-time
alerts and advanced team management tools built for
the enterprise, all while greatly reducing PACER spend.

Our comprehensive service means we can handle Federal,
State, and Administrative courts across the country.

Advanced Docket Research

With over 230 million records, Docket Alarm’s cloud-native
O docket research platform finds what other services can't.
‘ Coverage includes Federal, State, plus PTAB, TTAB, ITC
and NLRB decisions, all in one place.

Identify arguments that have been successful in the past
with full text, pinpoint searching. Link to case law cited
within any court document via Fastcase.

Analytics At Your Fingertips

° Learn what happened the last time a particular judge,

/ . o
Py ,0‘ opposing counsel or company faced cases similar to yours.

o ®
Advanced out-of-the-box PTAB and TTAB analytics are
always at your fingertips.

-xplore Litigation

Docket Alarm provides insights to develop a more
informed litigation strategy and the peace of mind of

knowing you're on top of things.

API

Docket Alarm offers a powerful API
(application programming inter-
face) to developers that want to
integrate case filings into their apps.

LAW FIRMS

Build custom dashboards for your
attorneys and clients with live data
direct from the court.

Automate many repetitive legal
tasks like conflict checks, document
management, and marketing.

FINANCIAL INSTITUTIONS
Litigation and bankruptcy checks
for companies and debtors.

E-DISCOVERY AND

LEGAL VENDORS

Sync your system to PACER to
automate legal marketing.

WHAT WILL YOU BUILD? @ sales@docketalarm.com 1-866-77-FASTCASE




