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UNITED STATES PATENT AND TRADEMARK OFFICE

BEFORE THE PATENT TRIAL AND APPEAL BOARD

TOYOTA MOTOR CORPORATION,
Petitioner

V.

BLITZSAFE TEXAS, LLC,
Patent Owner

Case IPR2016-00421
Patent 7,489,786 B2

Before JAMESON LEE, THOMAS L. GIANNETTI, and HUNG H. BUI,
Administrative Patent Judges.

LEE, Administrative Patent Judge.

Conduct of Proceedings
37C.F.R.§425

On July 29, 2016, an initial conference call was held. The participants
were respective counsel for the parties and Judges Lee, Giannetti, and Bui.

Only Patent Owner filed a list of proposed motions for discussion. Paper 15.
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Oral Hearing Date

Oral hearing is currently scheduled for February 9, 2017. Paper 14.
Counsel for Patent Owner informed us that the trial in related district court
action is scheduled to begin a few days prior to February 9, 2017, and thus
Patent Owner’s lead counsel would not be available on February 9, 2017, for
the scheduled hearing at the Board. Patent Owner, however, proposed no
alternative date for oral hearing. Upon inquiry from the Board, counsel for
Patent Owner stated that he could not commit to an alternative date, because
he did not know how the trial schedule in district court might develop.
Counsel for Petitioner informed us that there are multiple related actions in
the district court and each defendant may be entitled to a separate trial.

Given that Patent Owner has proposed no alternative date, the request
to reset oral hearing date is denied. Patent Owner may renew its request
within 30 days of this communication. After that time, we will not consider
a request to change in the oral hearing date due to a conflict with district
court trial. Any proposed alternative date should be one Patent Owner can
commit to and which is not too distant from February 9, 2017. Patent
Owner also should consider having its backup counsel conduct the oral
hearing at the Board if its lead counsel cannot be available at any time near
February 9, 2017. Once reset, we are unlikely to move the oral hearing date
again because of changes in the scheduling of trial in related district court

action(s).
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Other Scheduling Matters

The parties do not need our authorization to stipulate to different Due
Dates 1-5 so long as none extends beyond Due Date 6. The stipulation,
however, must be filed prior to the first Due Date changed.

Discovery

Patent Owner withdrew its request for discovery, an item mentioned
in its proposed list of motions.

Motion to Amend Claims

Patent Owner indicated that it is contemplating the filing of a motion
to amend claims, but that it is not ready to discuss which claims it intends to
amend or what limitation it seeks to add to original patent claims. Under
37 C.F.R. 8 42.121, prior to the filing of a motion to amend claims, Patent
Owner must initiate a conference call with the Board to “confer.” Because
Patent Owner is not ready to discuss its motion at this time, this initial
conference call does not satisfy the requirements of such a “to confer” call.
Patent Owner is herein directed to make arrangements to have the “to
confer” call conducted no later than two weeks prior to filing of its motion to
amend claims.

For the “to confer” call, Patent Owner should be prepared to discuss
how its duty of candor under 37 C.F.R. § 42.11 would be satisfied. We
direct attention of the parties to Masterimage 3D, Inc., IPR2015-00040, slip
op. at 3 (PTAB July 15, 2015) (Paper 42) (precedential), which states:
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Thus, when considering its duty of candor and good faith under
37 C.F.R. § 42.11 in connection with a proposed amendment,
Patent Owner should place initial emphasis on each added
limitation. Information about the added limitation can still be
material even if it does not include all of the rest of the claim
limitations. See VMWare, Inc. v. Clouding Corp., Case
IPR2014-01292, slip op. at 2 (PTAB Apr. 7, 2015) (Paper 23)
(“With respect to the duty of candor under 37 C.F.R. § 42.11,
counsel for Patent Owner acknowledged a duty for Patent Owner
to disclose not just the closest primary reference, but also closest
secondary reference(s) the teachings of which sufficiently
complement that of the closest primary reference to be
material.”).

We also direct the Patent Owner to inform Petitioner, two business
days prior to the “to confer” call, how it proposes to amend each claim
sought to be amended, so that Petitioner may come to the “to confer” call
with any prior art reference it desires to discuss, limited to two in number for
each substantive limitation added to the claims.

Motions to Exclude

The parties are on notice that the Motion to Exclude shall not be used
for any purpose other than exclusion of evidence on admissibility grounds
under the Federal Rules of Evidence. Issues improperly raised in a Motion
to Exclude will not be considered and may cause the entirety of the Motion
to Exclude to be dismissed including the parts addressing issues that are not
improper. If any issue not pertaining to admissibility under the Federal
Rules of Evidence arises, such as a reply exceeding the proper scope of a

reply, the parties should promptly request a conference call with the Board.
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Supplemental Evidence

Supplemental evidence is not supplemental information. See
37 C.F.R. 8 42.64(b)(2); 37 C.F.R. § 42.123. There should be only one
round of objections to evidence and subsequent service of supplemental
evidence. No objections shall be made to supplemental evidence to trigger
another round of supplemental evidence.

Substitution of Lead and Backup Counsel

Patent Owner in its list of proposed motions raised the issue of
possible substitution of lead and backup counsel. In that regard, the parties
do not need the Board’s prior authorization to re-designate a new lead
counsel or to designate additional backup counsel. However, no counsel
may withdraw from representation without prior authorization from the
Board. 37 C.F.R. 8§ 42.10(e).

ORDER
Itis
ORDERED that Due Dates 6 and 7 as set in the Scheduling Order

(Paper 14) remain unchanged.

DOCKET

A R M Find authenticated court documents without watermarks at docketalarm.com.



https://www.docketalarm.com/

Nsights

Real-Time Litigation Alerts

g Keep your litigation team up-to-date with real-time
alerts and advanced team management tools built for
the enterprise, all while greatly reducing PACER spend.

Our comprehensive service means we can handle Federal,
State, and Administrative courts across the country.

Advanced Docket Research

With over 230 million records, Docket Alarm’s cloud-native
O docket research platform finds what other services can't.
‘ Coverage includes Federal, State, plus PTAB, TTAB, ITC
and NLRB decisions, all in one place.

Identify arguments that have been successful in the past
with full text, pinpoint searching. Link to case law cited
within any court document via Fastcase.

Analytics At Your Fingertips

° Learn what happened the last time a particular judge,

/ . o
Py ,0‘ opposing counsel or company faced cases similar to yours.

o ®
Advanced out-of-the-box PTAB and TTAB analytics are
always at your fingertips.

-xplore Litigation

Docket Alarm provides insights to develop a more
informed litigation strategy and the peace of mind of

knowing you're on top of things.

API

Docket Alarm offers a powerful API
(application programming inter-
face) to developers that want to
integrate case filings into their apps.

LAW FIRMS

Build custom dashboards for your
attorneys and clients with live data
direct from the court.

Automate many repetitive legal
tasks like conflict checks, document
management, and marketing.

FINANCIAL INSTITUTIONS
Litigation and bankruptcy checks
for companies and debtors.

E-DISCOVERY AND

LEGAL VENDORS

Sync your system to PACER to
automate legal marketing.

WHAT WILL YOU BUILD? @ sales@docketalarm.com 1-866-77-FASTCASE




