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UNITED STATES PATENT AND TRADEMARK OFFICE

Re: Transcript of telephone conference in the
matter of

TEVA PHARMACEUTICALS USA, INC.,
Petitioner,
v.

MONOSOL RX LIC
Patent Owner
IPR2016-00281 and IPR2016-00282

and

INDIVIOR
Patent Owner
IPR2016-00280

February 17, 2016
1:02 p.m.

Panel:
IPR2016-00280
APJ Bonilla
APJ Schneider
APJ Yang

IPR2016-00281 AND IPR2016-00282
APJ Franklin

APJ Hulse

APJ Paulraj

PETITIONER:

Elizabeth Holland, Esq.

The New York Times Building
620 Eighth Avenue

New York, NY 10018
eholland@goodwinprocter.com
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1 TELEPHONE CONFERENCE 1 TELEPHONE CONFERENCE
2 EIeanor_M.Yost, Esq. 2 Yost
Goodwin Procter, LLP '
3 901 New York Avenue N.W. 3 JUDGE FRANKLIN: Thank you. And
. gii“ggﬁ;’&ﬁaﬁ; gg?lmm 4  patent owner of MonoSol?
5 ' 5 MR. SCOLA: ThisisDaniel Scola
? go_n;ossglL PéTENT OWNER: 6 for MonoSol on the 281 and 282, as
an a 0. 7 well asMichagl Chakansky.
6 Mol vy £ 8  JUDGE FRANKLIN: Mr. Scola, did
6900 Jericho Turnpike 9 you agree to have this combined
9 dafsgof@r’:‘b\l(pﬁ;ﬁim 10 conferencecall? .
10 mchakansky@hbiplaw.com 11 MR. SCOLA: Yes, wedid.
E INDIVIOR PATENT OWNER: 12 JUDGE FRANKLIN: Patent Owner,
13 AndreaReister, Esq, ' 13 you'l haveto help me with the name
Rick Longton, Esq. 14 here.
14 Covington & Burling, LLP 15 MS. REISTER: Indivior.
15 oo e ety W 16  JUDGE FRANKLIN: Thank you.
Washington, DC 20001-4956 17 MS. REISTER: Thisis Andrea
e ds‘e’@g’"-“’m 18 Reister from Covington on behalf of
17 ongton@cov.com 19 Indivior with Rick Longton, also from
18 20 Covington, and we also consent to have
;g 21 thejoint call.
21 22 JUDGE FRANKLIN: Thank you. Dol
22 23 understand that we have a court
;i 24 reporter on theline?
25 25 MS. HOLLAND: Yes.
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1 TELEPHONE CONFERENCE 1 TELEPHONE CONFERENCE
2 JUDGE FRANKLIN: Good afternoon 2 JUDGE FRANKLIN: Who has arranged
3 thisisJudge Franklin and thisisa 3 for the court reporter?
4 conference call for |PR2016-00280, 4 MS. HOLLAND: The Petitioner has
5 00281 and 00282 and | have on the call 5 arranged for the court reporter.
6 with me the judges on the panels for 6 JUDGE FRANKLIN: Then well ask
7 thesecases. For the 280 case we have 7 youtothenfilein each case a copy
8 Judges Schneider, Bonillaand Yang and 8 of thetranscript by the court
9 for the 281 and 282 cases we have 9 reporter assoon asit's available.
10 Judges Franklin, Hulse and Paulrg]. 10 MS. HOLLAND: Wewill do that,
11 Before we begin | want to check 11 Your Honor.
12 with counsel for each party to 12 JUDGE FRANKLIN: Sothis
13  determine whether you agree to have 13 conference call was prompted by
14 this consolidated and combined 14  Petitioner's request to have the
15 conference call for the 280 case along 15 filing accorded and the 281 and 282
16 withthe 281 and 282 cases. Let's 16 cases changed from changed December 4,
17  begin with Petitioner. 17 2015 to December 3, 2015. Solet's
18 MS. HOLLAND: Good afternoon, 18 begin with Petitioner addressing that
19 Your Honor. Thisis Elizabeth Holland 19 issue briefly.
20 of Goodwin Procter for Petitioner and 20 MS. HOLLAND: Yes, Your Honor.
21 yes, we've consented to have this 21 Thereare actually three IPRs that
22 joint call. 22 wereintended to all befiled on
23 JUDGE FRANKLIN: Who iswith you 23  December 3rd: 280, 281 and 282. When
24 onthecall? 24 the documents were being uploaded
25 MS. HOLLAND: With meis Eleanor 25 those dates we experienced unusual
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1 TELEPHONE CONFERENCE 1 TELEPHONE CONFERENCE

2 delaysinthe PRPS system. The system 2 system crashed, froze, we had to

3 wasfreezing. Itjusttook areally 3 reboot. Can |l tell you for sure that

4  long time, much longer than we've 4 it wasthe PRPS system and not a

5 experienced in the past to get 5 combination of that and our system? |

6 everything uploaded. Notwithstanding 6 don't know. | mean, wetried to

7 dl those difficulties, we are able to 7  troubleshoot it best we could that

8 get the petitions and exhibits all 8 night. Wetried many different

9 uploaded on December 3rd. However, 9 things; logging out, logging in again.
10  with respect to the 281 and 282 cases, 10 Andasl said, we were ableto
11 weaso experienced difficulties with 11  accomplish all the uploading of the
12  getting the payment accepted on the 12  petition and exhibits on December 3rd.
13 PRPSsystem. We got several messages 13 With respect to the payments, what we
14 saying that the system couldn't 14  received that night when we were
15 process the payment and either "try 15 trying different methods of payment
16 again' or "try a new method of 16 wassimply an error that didn't
17 payment." By thetime we sorted 17 indicate there were insufficient funds
18 through those difficulties with the 18 it'sjust that we can't process, try
19 payment it wasfor the '541 patent, 19 again or try anew method of payment.
20 either right before or right after the 20 JUDGE FRANKLIN: Let me stop you
21  stroke of midnight and then for the 21 again. I'mgoing to ask you two
22 '150 was a couple of minutes later, | 22 questions: Thefirst one being, when
23 think it was 12:09. So everything was 23 did you begin trying to upload the
24 ready to go on thethird. It wasall 24 petitions on purpose? Apparently it
25 uploaded on thethird. It wassimply 25 was after hours because we did not
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2 amatter of not being able to get the 2 receiveacadl immediately. Andthe

3 payment processed due to maybe a 3 second question would be: Did you

4 combination of different things that 4  saveor keep or make any screen shots

5 were happening on the system but once 5 indicating error messages to support

6 the payments were processed we 6 your position?

7  submitted everything. 7 MS. HOLLAND: So thefirst

8 JUDGE FRANKLIN: Counselor, let 8 petition, which was 280, we began

9 me stop you there because in the 9 uploading at 9:45. Based on past
10 email from Ms. Yost thereisan 10 experience, we had expected that
11 indication in the subject line that 11  processto upload, the petition and
12 there weretechnical difficulties. 12  exhibits, to take around 20 minutes or
13 Andin the body of the email | think 13 so. It ended up taking about an hour
14  thereis some assertion that there was 14 and ahalf, or maybe alittle less
15 acrashinthesystem. Isityour 15 than that.
16 position that the difficulties you 16 With respect to the error
17  experienced uploading the petitions or 17 messages, I'm not sure that there were
18 making payment were due to system 18 error messages, per se. It was more
19 errorsor simply insufficient funds 19 that the system was freezing, crashing
20 being applied? 20 onus. I'll actualy let Ms. Y ost
21 MS. HOLLAND: | guesslet me 21 addressthat because she was the
22 start with whether or not there were 22 person actually hands-on so maybe she
23  systemerrors. What | can tell you, 23 can providealittle more level of
24 Your Honor, isthat we experienced a 24  detail, if that's what you are looking
25 lot of delays with the system so the 25 for.
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1 TELEPHONE CONFERENCE 1 TELEPHONE CONFERENCE
2 MS. YOST: Good afternoon, Y our 2 JUDGE FRANKLIN: So theissue
3 Honor. With respect to the document 3 redly comesto the payment, the
4 uploading errors, what we experienced 4 timing of the payment?
5 werewhen documents went to be 5 MS. HOLLAND: Yes, that's
6 uploaded what we usually seeisa 6 correct, Your Honor. And as| said,
7 smal circle that then as the document 7 we do have e-mails showing that
8 isbeing uploaded and then the 8 payment was attempted on both of the
9 document is made available on the 9 petitionsat issue, 281 and 282, prior
10 system. In our experience that 10 tomidnight. Thosewere, as| said
11 evening thelittle circle would go for 11 earlier, rejected and we weren't given
12 quite awhile and then stop. And what 12 any message in terms of why they had
13 that would necessitate would be a hard 13  been rejected so we kept trying
14  exit out of the system. |n other 14 different methods payment. And as|
15 words, we couldn't click anywhere else 15 said, for the 281 petition it's
16 inlInternet Explorer and so we had to 16 possiblethat it was actualy acouple
17 forceclose the browser. When we 17  of seconds before midnight. The
18 reopened the browser we were presented 18 message that we got that the payment
19 with ascreen that had what looked to 19 had been accepted was exactly at
20 melikeapadiock onitwhichl 20 midnight. Forthe'150it wasa
21 understood later to mean that we had 21  couple minutes later, 12:09.
22  tounlock the process that was ongoing 22 JUDGE FRANKLIN: Isthere
23 at thetime, reenter the uploading 23 anything else that you would like to
24 process and then start again. This 24 add regarding your position?
25 happened several times over the course 25 MS. HOLLAND: | just wanted to
Page 11 Page 13
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2 of - 2 makeclear, Your Honor, that as soon
3 JUDGE FRANKLIN: But the system 3 aswediscovered that we had been
4 did not crash, right? Areyou 4  given this December 4th date, we
5 suggesting that therewas acrashin 5 immediately wrote an e-mail to the
6 thesystem? 6 Board, asl said earlier, aswe
7 MS. YOST: No, the system 7 discussed earlier, we didn't delay
8 wouldn't allow usto do anything -- 8 anything at all. Wetried to get this
9 JUDGE FRANKLIN: To navigate 9 resolved as soon as possible. We were
10 between pages? 10 told that we would need to wait for
11 MS. YOST: We couldn't do 11  the Panel before we could do anything
12 anything. Couldn't actually even 12 about it.
13 change windows on Internet Explorer. 13 JUDGE FRANKLIN: And --
14 The only thing we could do, that it 14 MS. HOLLAND: I'm sorry, |
15 would permit usto do, would be a 15 apologize, so that's with respect to
16 CONTROL-ALT-DELETE close, aforce 16 thefiling. With respect to the
17 close of the entire browser. 17 service, wehad, again as| said,
18 JUDGE FRANKLIN: And that was at 18 intended to file and serve on
19 thetimeyou were trying to upload the 19 December 3rd. Based on a combination
20 petitions? 20 of issuesthat had to do with trying
21 MS. YOST: Correct. 21 totroubleshoot problems with the PRPS
22 JUDGE FRANKLIN: But all the 22 system aswell as getting the printing
23  petitions were apparently uploaded 23  of all the exhibits and the petitions
24  prior to midnight? 24  done before midnight, it actually
25 MS. HOLLAND: Correct. 25 spilled over and we worked diligently
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1 TELEPHONE CONFERENCE 1 TELEPHONE CONFERENCE
2 toget everything printed but it did 2 would be but we were taking them at
3 not makeit to the Fed Ex office until 3 their word that there were some things
4 3am. on December 4th. The 4  missing from the boxes.
5 certificates of service actually state 5 JUDGE FRANKLIN: What | envision
6 December 3rd because when Ms. Y ost was 6 youdoing is speaking more about these
7 preparing them it was our intention 7 technical difficultiesthat you are
8 and expectation that they would be 8 asserting you experienced and caused
9 served on December 3rd. Asit 9 thedeay inthefiling of the 281 and
10 happens, the clerical staff that was 10 282 cases. Sowewill let Patent
11 tasked with getting these thingsin 11  Owner first address their issue with
12 the boxes and over to Fed Ex didn't 12 regard to the certificate of service.
13 accomplish that until about 3 am. on 13 Soif you don't have more relating to
14  the4th. 14 thedelay of the uploading and filing
15 JUDGE FRANKLIN: Thank you. 15 of the 281 and 282, I'll ask Patent
16 MS. HOLLAND: Wedid-- I'm 16 Owner MonoSol to respond to what
17 sorry, one morething on that. Inthe 17 you've stated there.
18 &fternoon, when we started the process 18 MR. SCOLA: Your Honor, thisis
19 of the printing of everything, one of 19 Dan Scola. Our positionisthat we
20 the methodsthat we tried to 20 would oppose any attempt by Petitioner
21  troubleshoot that night about the 21 to change thefiling dates of the '514
22 difficulties with the freezing, et 22  andthe'150 patents, that's the 281
23 cetera, the PRPS system, was to stop 23 andthe 282.
24 the printing for a period of timeto 24 We have two main points to make
25 seeif that maybe could aleviate the 25 and one of them isthe late service,
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2 problems with uploading the documents 2 thedédivery to Fed Ex on the 4th
3 sothat caused adelay that was a 3 where we have atracking receipt and
4 factorinit spilling over to 3am. 4 you just heard the Petitioner say that
5 instead of prior to midnight. 5 they infact did deliver it on the
6 One additional point on the 6 4th. We never received any e-mail
7 service, and again this only applies 7 service so wedidn't -- you know,
8 to 281 and 282 IPRs, we had instructed 8 that'sone of the requirements for
9 theclerica staff to load the boxes 9 filing obvioudly, it's separate than
10 that were going to go out for service 10 filing the petition.
11  and bring them to Fed Ex and we 11 And then the amended certificate
12  assumed that that had been done. We 12  of servicewhich wasfiled on
13 wereinformed by Patent Owner on 13 December 17th was not corrected, it
14 December 23rd, in the evening, that in 14  still said December 3rd. | would just
15 fact they had noticed that there were 15 liketo point that out. It didn't
16  some documents missing from the boxes. 16 make acorrection on December 4th and
17 Again, thisis not something we could 17 wecalled Fed Ex to confirm that the
18 have corrected earlier because we 18 boxeswerein fact received and we
19 simply didn't know there was anything 19 think thisissueis dispositive for
20 missing from the boxes until we were 20 late service asone of the
21 adertedtothat fact. Assoonaswe 21 requirementsfor obtaining afiling
22 wereaerted by Patent Owner, we 22 date.
23 served the documents that they said 23 Incomplete service as well,
24 had been missing from the boxes. We 24 that'sthe second point. On the 281,
25 obviously had no way to know what they 25 wedid not receive adeclaration and
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