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I. INTRODUCTION 

 In its opposition, Plaintiff never addresses the crux of Defendants’ motion to dismiss 

detailing that the issued claims fail to meet the statutory requirement to set forth “the subject 

matter which the applicant regards as his invention.”  See 35 U.S.C. § 112(2).  Instead, Plaintiff 

focuses on irrelevant ancillary issues, such as other sections of the statute, arcane procedural 

requirements of patent prosecution, the PTO’s original allowance of the issued claims, and 

misplaced claim construction arguments.
1
  Ultimately, none of Plaintiff’s distractions properly 

disputes that the issued claims fail to include the necessary phrase “data optimization instead of 

data compression” and other terms that would satisfy the statutory requirement that the claims set 

forth “the subject matter that the applicant[s] regard[] as [their] invention.”  The issued claims are 

both broader than and different from the allowed claims, and they must be invalidated under 35 

U.S.C. § 112(2).  Because, as Plaintiff implicitly concedes, the claims have no indication on their 

face of the requisite omitted language, the Court cannot correct the claims.  Instead, the patentee 

must file for a certificate of correction, which it has not done, and any resulting certificate of 

correction will not be effective for the purposes of this pending action.  Accordingly, pursuant to 

Federal Rule of Civil Procedure 12(b)(6), Plaintiff’s complaint should be dismissed for failure to 

state a claim for infringement of the ’339 patent. 

                                                 

1
 Despite Defendants’ motion to dismiss being purely a question of invalidity under 35 U.S.C. 

§ 112(2), Plaintiff’s opposition also includes unsubstantiated allegations of misappropriation, 
which are absent from its complaint.  See Opp. Br. at 1; Amended Complaint.  Plaintiff also 
includes discussion regarding German proceedings that do not involve the claims of the ’339 
patent and that are thus irrelevant to the present case.  See Opp. Br. at 8 n.7.  Even more tellingly, 
it appears that Patent Owner VSL, or a related entity, is party to the German proceedings but is 
still not party to this case despite the original complaint being filed half a year ago.  See Bukovcan 
Decl., Ex. 15 at 1; Bukovcan Decl., Ex. 16 at 1.  Rather than join Plaintiff Max Sound in its 
attempts to assert an indefinite patent, Patent Owner VSL has delayed answering twice, and VSL’s 
counsel has filed an unopposed motion to withdraw.  See Defendant Vedanti Systems Limited’s 
Notice of Motion and Motion for Extension of Time to File a Responsive Pleading to Plaintiff 
Max Sound Corporation’s First Amended Complaint, Dkt. No. 32; Motion to Withdraw as 
Counsel of Record for Defendant Vedanti Systems Limited, Dkt. No. 36; Amended Stipulation 
and [Proposed] Order to Extend Time for Vedanti Systems Limited to Respond to Amended 
Complaint, Dkt. No. 47.  As noted in Defendants’ opening brief, it is relevant that Plaintiff appears 
to lack Patent Owner VSL’s cooperation to obtain a certificate of correction.  See Opening Br. at 
5, 11-12. 
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