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NOTICE OF MOTION AND MOTION

TO ALL PARTIES AND THEIR COUNSEL OF RECORD:

PLEASE TAKE NOTICE that on April 30, 2015, at 9:00 a.m., or as soon thereafter as the

matter may be heard in courtroom of the Honorable Edward J. Davila, located at Courtroom 4,

Fifth Floor, of the United States District Court for the Northern District of California, San Jose

Division, Defendants will and hereby do move the Court for entry of an order dismissing this

action pursuant to Federal Rule of Civil Procedure 12(b)(6).

This motion is based on this notice of motion and motion, the supporting memorandum of

points and authorities, the accompanying Schmidt Decl., including exhibits,1 and such additional

evidence and arguments as may hereinafter be presented.

MEMORANDUM OF POINTS AND AUTHORITIES

I. INTRODUCTION

Amendments impacting all claims of the ’339 patent were made during prosecution, but

are not reflected in the issued claims that form the basis for this litigation. The claims of the ’339

patent are, therefore, invalid as indefinite under 35 U.S.C. § 112(2) for failure to claim what the

inventors regard as their invention, and the Amended Complaint should be dismissed.

35 U.S.C. § 112(2) requires that each claim of a patent must set forth what the patent

applicants regarded as their invention. The Federal Circuit has held that, when a transcription

error renders an issued claim different than an allowed claim, the claim is invalid as indefinite for

failure to specifically claim what the inventor regards as his invention. Grp. One Ltd. v. Hallmark

Cards, Inc., 407 F.3d 1297, 1303 (Fed. Cir. 2005). Patentees have a duty to correct errors with a

certificate of correction under 35 U.S.C. § 254, but a certificate of correction has no effect in

litigation initiated before the certificate is issued. Id.

Here, the issued claims of the ’339 patent are meaningfully different from the claims

requested by the applicants and allowed during prosecution. When the PTO prepared the ’339

patent for issuance, it made a transcription error that failed to address amendments entered by the

examiner during prosecution and, therefore, omitted key language from the independent claims.

1 All Exhibits referenced herein refer to Exhibits to the Schmidt Decl. filed concurrently herewith.
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