UNITED STATES PATENT AND TRADEMARK OFFICE

BEFORE THE PATENT TRIAL AND APPEAL BOARD

GOOGLE INC.,
Petitioner,

V.

VEDANTI SYSTEMS LIMITED,
Patent Owner.

Case IPR2016-00212"
U.S. Patent No. 7,974,339 B2

PATENT OWNER’S CONTINGENT MOTION TO AMEND
PURSUANT TO 35 U.S.C. § 316(d)(1) and 37 C.F.R. § 42.121

' Case IPR2016-00215 has been consolidated with this proceeding.
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SUMMARY

Patent Owner’s contingent motion to amend seeks the following:

e First, in the event that independent claim 7 is found unpatentable,
substitute claim 14 for claim 7, and substitute dependent claim 15 for
dependent claim 9 (to update the dependency).

e Second, in the event that independent claim 10 is found unpatentable,
substitute claim 16 for claim 10, and substitute dependent claim 17 for
dependent claim 12 (to update the dependency).

The Appendix accompanying this motion sets forth the substitute claims in
markup form to identify the amendments (additions underlined and deletions
stricken). Only one substitute claim is proposed for each of the challenged claims
7,9, 10, and 12. See 37 C.F.R. § 42.121(a)(3).

ARGUMENT

Patent Owner’s conditional motion presents allowable substitute claims.

I. The Substitute Claims Do Not Enlarge the Scope of Any Original
Claim

Each of the substitute claims includes a new limitation in addition to the
limitations found in each respective original claim, satisfying the statutory
requirement that the changes “may not enlarge the scope of the claims of the
patent.” 35 U.S.C. § 316(d)(3); see also 37 C.F.R. § 42.121(a)(2)(i1).

Proposed substitute claim 14 includes all of original independent claim 7’s
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limitations as well as the following new limitation: “wherein the optimized matrix

data defines at least two regions having different aspect ratios.” Proposed

substitute dependent claim 15 corresponds to original claim 9. Proposed claim 15
was amended to update the dependency to new claim 14.

Proposed substitute claim 16 includes all of words of original independent
claim 10, including the following underlined additions: dividing an array of pixel

data into two or more regions_defined by region data; and selecting a non-

predetermined set of pixel data from each region_to produce selection pixel data for

each region. The “non-predetermined” language is a new limitation. The other
added language was necessarily implied by the original text of original claim 10.
Proposed substitute dependent claim 17 corresponds to original claim 12.
Proposed claim 17 was amended to update the dependency to new claim 16.

I1. The Substitute Claims Do Not Introduce New Matter and Are
Supported by the Original Disclosures

The substitute claims do not introduce new matter, 35 U.S.C. § 316(d)(3),
and are supported by the July 16, 2004 original application (Ex. 1002) as well as
the January 16, 2002, PCT application (Ex. 1018), 37 C.F.R. § 42.121(b).

Substitute claim 14 adds a requirement that the optimized matrix data that is
generated “defines at least two regions having non-uniform aspect ratio . . . .” The
original and PCT applications each disclose that, after receiving frame data,

optimized matrix data is generated, and that the matrix data can define regions
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