
 
 
 
 

UNITED STATES PATENT AND TRADEMARK OFFICE 
_______________ 

 
 

BEFORE THE PATENT TRIAL AND APPEAL BOARD 
_______________ 

 
NEOCHORD, INC. 

 
Petitioner, 

v. 
UNIVERSITY OF MARYLAND, BALTIMORE 

 
Patent Owner. 

______________ 
 

Case No.: IPR2016-00208 
Patent No. 7,635,386 

______________ 
 

 
 
 

OPPOSITION TO PATENT OWNER’S 
MOTION TO DISMISS 

 

 

 

 

 

f 

 

Find authenticated court documents without watermarks at docketalarm.com. 

https://www.docketalarm.com/


i 
 

TABLE OF CONTENTS 

 

TABLE OF AUTHORITIES .................................................................................... ii 

Petitioner’s Updated Exhibit List as of March 2, 2017 ........................................... iv 

I.  INTRODUCTION ........................................................................................... 1 

II.  UMB HAS WAIVED SOVEREIGN IMMUNITY ........................................ 1 

A.   Sovereign Immunity Is Not an Absolute Bar ................................................. 2 

B.  Sovereign Immunity Is Waived by UMB’s Conduct in This IPR ................... 3 

C.  Sovereign Immunity Is Expressly Waived for USPTO Proceedings by 
UMB’s License Agreement ............................................................................. 6 

III.  COVIDIEN DOES NOT CONTROL .............................................................. 8 

A.  Covidien Is Not Similar to This IPR ................................................................ 8 

B.  Covidien is Not Binding on This IPR .............................................................. 9 

IV.  COVIDIEN WAS WRONGLY DECIDED ................................................... 10 

A.  Both the Motion and Covidien Ignore Supreme Court  
Precedent in Cuozzo ....................................................................................... 10 

B.  Covidien Incorrectly Analyzes Supreme Court Precedent in Bankruptcy 
Cases that Exempt Sovereign Immunity ....................................................... 12 

C.  Covidien Ignores the Second Sentence of Section 271(h) as a Basis for 
Statutory Abrogation ..................................................................................... 13 

V.  CONCLUSION .............................................................................................. 15 

CERTIFICATE OF COMPLIANCE WITH PAGE LIMITATIONS ..................... 16 

CERTIFICATE OF SERVICE ................................................................................ 17 

 

  

f 

 

Find authenticated court documents without watermarks at docketalarm.com. 

https://www.docketalarm.com/


ii 
 

TABLE OF AUTHORITIES 

 
 
 
A123 Systems v. Hydro-Quebec, 626 F.3d 1213 (Fed. Cir. 2010) ............................. 7 

Advanced Estimating Systems, Inc. v. Riney,  

 30 F.3d 996, 999 (11th Cir. 1997) ........................................................................ 4 

Baum Research and Development Co., Inc. v. University of Massachusetts 

 at Lowell, 503 F.3d 1367 (Fed. Cir. 2007) .......................................................... 7 

Biorad Laboratories, Inc. v. California Institute of Technology,  

 IPR2015-00009, Paper 10 (Mar. 13, 2015) ......................................................... 2 

Central Virginia Community College v. Katz, 546 U.S. 346 (2006) ....................... 13 

Chevron North America, Inc. v. Milwaukee Electric Tool Corp.,  

 IPR2015-00595, Paper 35, p. 4 (Nov. 13, 2015) ................................................. 9 

Clark v. Barnard, 108 U.S. 436 (1883) ..................................................................... 6 

Coll. Sav. Bank v. Fla. Prepaid Postsecondary Educ. Expense Bd.,  

 527 U.S. 627 (1999) ............................................................................................. 3 

Covidien v. Univ. of Fla. Research Found., Inc.,  

 IPR2016-01274, Paper 21 (PTAB Jan. 25, 2017) .............................. 1, 4-5, 8-13 

Cuozzo Speed Tech. LLC. v. Lee, 136 S.Ct. 2131 (2016) .................................. 10-12 

Fed. Mar. Comm'n v. South Carolina State Ports Auth.,  

 535 U.S. 743 (2002) ........................................................................................... 10 

Florida Prepaid Postsecondary Educ. Expense Bd. v. College Savings Bank, 

 527 U.S. 627 (1999) ........................................................................................... 13 

Hill v. Blind Ind. and Services of Maryland, 179 F.3d. 754 (9th Cir. 1999) .......... 3-4 

Motorola Mobility LLC v. Arnouse, IPR2013-00010, Paper 30 (Apr. 9, 2013) ........ 2 

Pioneer Inv. Services Co. v. Brunswick Associates Ltd. Partnership,  

 507 U.S. 380 (1993) ............................................................................................. 4 

f 

 

Find authenticated court documents without watermarks at docketalarm.com. 

https://www.docketalarm.com/


iii 
 

Case            Page 
 
Reactive Surfaces LTD, LLP v. Toyota Motor Corp.,  

 IPR2017-00572, Order, Paper No. 22 (Feb. 21, 2017) ........................................ 2 

Tennessee Student Assistance Corp. v. Hood, 541 U.S. 440 (2004) ................. 12-13 

University of Maryland Biotechnology Institute v. Presens Precision Sensing 

 GMBH, Fed. Cir. Appeal Nos. 2016-2745 and 2017-1057 ................................. 8 

Wisconsin Dept. of Corr. v. Schacht, 524 U.S. 381 (1998) ....................................... 2 

 

 

Statues, Rules & Other Authorities  

35 U.S.C. § 271(h) ................................................................................................... 14 

37 C.F.R. § 42.20(c) ................................................................................................... 4 

37 C.F.R. § 42.25(c) ................................................................................................... 1 

Trial Practice Guidelines, Fed. Reg. Vol. 77, No. 157 (Aug. 14, 2012) .................. 2 

“How to Assert State Sovereign Immunity Under the Federal Rules of Civil 

Procedure,” Vanderbilt Law Review, Vol. 69:3:761 (2016) ...................................... 3 

f 

 

Find authenticated court documents without watermarks at docketalarm.com. 

https://www.docketalarm.com/


iv 
 

Petitioner’s Updated Exhibit List as of March 2, 2017 

Exhibit # Name 

1001 U.S. Patent No. 7,635,386 (the ‘386 Patent) 

1002 Power of Attorney for Petitioner NeoChord, Inc. 

1003 Prosecution History for the ‘386 Patent 

1004 U.S. Patent No. 6,978,176 (Lattouf I) 

1005 U.S. Patent No. 6,840,246 (Downing) 

1006 U.S. Patent No. 8,465,500 (Speziali) 

1007 U.S. Patent No. 7,871,433 to (Lattouf II) 

1008 U.S. Publ. No. 2004/0044365 (Bachman) 

1009 Cardiac valve surgery – the “French Correction” by Alain 
Carpentier, M.D., The Journal of Thoracic and 
Cardiovascular Surgery, Vol. 86, No. 3, September 1983 
(Carpentier) 

1010 U.S. Patent No. 6,269,819 (Oz) 

1011 Declaration of Dr. Lishan Aklog 

1012 Dictionary definition for “inunction” 

1013 PCT Publication No. WO 2006/078694 (Speziali) 

1014 Provisional Application No. 60/645,677 (Speziali) 

1015 File history for US 8,465,500 (Speziali) 

1016 Petitioner’s Demonstratives for Oral Hearing 

f 

 

Find authenticated court documents without watermarks at docketalarm.com. 

https://www.docketalarm.com/


Real-Time Litigation Alerts
	� Keep your litigation team up-to-date with real-time  

alerts and advanced team management tools built for  
the enterprise, all while greatly reducing PACER spend.

	� Our comprehensive service means we can handle Federal, 
State, and Administrative courts across the country.

Advanced Docket Research
	� With over 230 million records, Docket Alarm’s cloud-native 

docket research platform finds what other services can’t. 
Coverage includes Federal, State, plus PTAB, TTAB, ITC  
and NLRB decisions, all in one place.

	� Identify arguments that have been successful in the past 
with full text, pinpoint searching. Link to case law cited  
within any court document via Fastcase.

Analytics At Your Fingertips
	� Learn what happened the last time a particular judge,  

opposing counsel or company faced cases similar to yours.

	� Advanced out-of-the-box PTAB and TTAB analytics are  
always at your fingertips.

Docket Alarm provides insights to develop a more  

informed litigation strategy and the peace of mind of 

knowing you’re on top of things.

Explore Litigation 
Insights

®

WHAT WILL YOU BUILD?  |  sales@docketalarm.com  |  1-866-77-FASTCASE

API
Docket Alarm offers a powerful API 
(application programming inter-
face) to developers that want to 
integrate case filings into their apps.

LAW FIRMS
Build custom dashboards for your 
attorneys and clients with live data 
direct from the court.

Automate many repetitive legal  
tasks like conflict checks, document 
management, and marketing.

FINANCIAL INSTITUTIONS
Litigation and bankruptcy checks 
for companies and debtors.

E-DISCOVERY AND  
LEGAL VENDORS
Sync your system to PACER to  
automate legal marketing.


