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l. RELIEF REQUESTED
Argentum Pharmaceuticals LLC (“Petitioner”) respectfully requests the

PTAB to consolidate ex parte Reexamination No. 10/058,634 (“Reexam™) with the
present inter partes review (“IPR”) of U.S. Patent No. RE38,551 (*’551 patent”),
pursuant to 35 U.S.C. 8§ 315(d) and 37 C.F.R. § 42.122(a).
1. STATEMENT OF MATERIAL FACTS

1. On November 23, 2015, Petitioner filed its petition against all claims of the
'551 patent on several grounds. Ground 3A asserted obviousness of claims 1-9
over Kohn 1991' and Silverman,® and Ground 3B asserted obviousness of
dependent claims 10-13 over Kohn 1991, Silverman, and the ' 729 patent.®> The
petition cited additional background prior art in support of Grounds 3A-3B,
including the *301 patent* and LeGall.”> See Pet. 46-47. Two expert declarations
were filed with the petition. Ex. 1002 (Wang Decl.); Ex. 1003 (Heathcock Decl.).

2. On March 25, 2016, Petitioner filed a reexamination request for claims 1-13

! Kohn et al., Preparation and Anticonvulsant Activity of a Series of Functionalized
a-Heteroatom-Substituted Amino Acids, 34 J. Med. Chem. 2444 (1991).

% Silverman, R. B., The Organic Chemistry of Drug Design and Drug Action,
Academic Press (1992).

3 U.S. Patent No. 5,378,729.
4 U.S. Patent No. 5,654,301.

°> Philippe LeGall, 2-Substituted-2-acetamido-N-benzylacetamides. Synthesis,
Spectroscopic and Anticonvulsant Properties (Dec. 1987).
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of the 551 patent. Ex. 1045. The request proposed two grounds of rejection:
(1) obviousness-type double patenting (“ODP”) of claims 1-13 over the ' 301 patent
in view of the ’ 729 patent and Kohn 1991; and (2) ODP of claims 1-13 over the
*301 patent in view of the’ 729 patent and LeGall. Petitioner’s request included the
same two expert declarations by Drs. Wang and Heathcock filed in the IPR.

3. On May 9, 2016, the Central Reexamination Unit (“CRU”) conducted a
telephonic interview with the Patent Owner's counsel pursuant to the Pilot
Program for Wavier of Patent Owner’s Statement. EX. 1046 at 3. Patent Owner
refused to waive its right to file claim amendments and a statement under 35
U.S.C. § 304, thus preventing the simultaneous issuance of an Office action. Id.

4. On May 23, 2016, the Board instituted the IPR against al claims on
Grounds 3A and 3B. Patent Owner’s response and motion to amend are due
August 15, 2016. Paper 20 at 7.

5. On June 16, 2016, the CRU ordered the reexamination of clams 1-13,
finding a substantial new question of patentability based on the '301 patent, the
729 patent, Kohn 1991, and LeGall. Ex. 1047 at 8. Patent Owner's 8§ 304
statement and amendments are due August 16, 2016, followed by a two-month

period for Petitioner to file areply to such statement. /d. at 10.
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1. ARGUMENT

A. The Board Has Authority to Consolidate the IPR and the
Reexam under 35 U.S.C. § 315(d)

Under 35 U.S.C. § 315(d), “[n]othwithstanding . .. chapter 30,” “if another
proceeding or matter involving the patent is before the Office, the Director may
determine the manner in which the inter partes review or other proceeding or
matter may proceed, including providing for stay, transfer, consolidation, or
termination of any such matter or proceeding.” See also 37 C.F.R §42.122(a).
The Board thus “has the discretion to consolidate a review proceeding with a
pending . . . reexamination that involves the same patent.” 77 Fed. Reg., 48,680,
48,697 (Aug. 14, 2012). A consolidated reexam/IPR will proceed as “asingle inter
partes review proceeding,” i.e., a“merged proceeding.” /d. at 48,697-48,698.

Patent Owner may argue that the Board is powerless to consolidate in this case
because ODP is not a ground initially petitionable in IPR. That isincorrect. Upon
consolidation, the Board may address the ODP grounds in a final IPR written
decision. Section 318(a) does not limit the “patentability” issues the Board may
decide in a final decision. For this reason, the Board has properly held that
proposed new claims are unpatentable under grounds other than 88 102 and 103
and prior art other than patents and printed publications. See, e.g., Smith &
Nephew, Inc. v. ConvaTec Techs., |PR2013-00102, at 53-54 (PTAB May 29, 2014)

(deciding § 112(a) written description issue); Ariosa Diagnostics v. Isis Innovation

DOC KET

A R M Find authenticated court documents without watermarks at docketalarm.com.



https://www.docketalarm.com/

Nsights

Real-Time Litigation Alerts

g Keep your litigation team up-to-date with real-time
alerts and advanced team management tools built for
the enterprise, all while greatly reducing PACER spend.

Our comprehensive service means we can handle Federal,
State, and Administrative courts across the country.

Advanced Docket Research

With over 230 million records, Docket Alarm’s cloud-native
O docket research platform finds what other services can't.
‘ Coverage includes Federal, State, plus PTAB, TTAB, ITC
and NLRB decisions, all in one place.

Identify arguments that have been successful in the past
with full text, pinpoint searching. Link to case law cited
within any court document via Fastcase.

Analytics At Your Fingertips

° Learn what happened the last time a particular judge,

/ . o
Py ,0‘ opposing counsel or company faced cases similar to yours.

o ®
Advanced out-of-the-box PTAB and TTAB analytics are
always at your fingertips.

-xplore Litigation

Docket Alarm provides insights to develop a more
informed litigation strategy and the peace of mind of

knowing you're on top of things.

API

Docket Alarm offers a powerful API
(application programming inter-
face) to developers that want to
integrate case filings into their apps.

LAW FIRMS

Build custom dashboards for your
attorneys and clients with live data
direct from the court.

Automate many repetitive legal
tasks like conflict checks, document
management, and marketing.

FINANCIAL INSTITUTIONS
Litigation and bankruptcy checks
for companies and debtors.

E-DISCOVERY AND

LEGAL VENDORS

Sync your system to PACER to
automate legal marketing.

WHAT WILL YOU BUILD? @ sales@docketalarm.com 1-866-77-FASTCASE




