IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

BEFORE THE PATENT TRIAL AND APPEAL BOARD

WTS Paradigm, LLC,
Petitioner,

V.

EdgeAQ, LLC,

Patent Owner.

Case IPR2016-00199
Patent 7,805,461

EDGEAQ, LLC’S PRELIMINARY RESPONSE TO PETITION
Filed on behalf of EdgeAQ, LLC
By:
W. Edward Ramage (LLead Counsel)  Samuel F. Miller (Back-up Counsel)
Reg. No. 50,810 (pending pro hac vice admission)

BAKER, DONELSON, BEARMAN, BAKER, DONELSON, BEARMAN,
CALDWELL & BERKOWITZ, P.C. CALDWELL & BERKOWITZ, P.C.

Baker Donelson Center Baker Donelson Center

211 Commerce Street, Suite 800 211 Commerce Street, Suite 800
Nashville, Tennessee 37201 Nashville, Tennessee 37201
Telephone: (615) 726-5771 Telephone: (615) 726-5594
Facsimile: (615) 744-5771 Facsimile: (615) 744-5594

Email: eramage @bakerdonelson.com Email: smiller@bakerdonelson.com

DOCKET

A R M Find authenticated court documents without watermarks at docketalarm.com.



https://www.docketalarm.com/

TABLE OF CONTENTS

L INTRODUCGTION ..ottt ettt 1
II. APPLICABLE LEGAL STANDARDS ......oooiiiiiiiieeeetee e 2
A.  Institution of Inter Partes Review.........ccocccoiiiiiiiiiiiniiiicieeee, 2
B. Obviousness Under § 103(Q). .ccceeeeeeeeeeieeeeeeeeeeeeeeeeeeeeeeeeeeeeeee e 3
ITI. CLAIM CONSTRUCTION ......ooiiiiiiiiiiiiiieteteeeee ettt 5
IVLARGUMENT ..ottt et 6

A. Petitioner Fails to Demonstrate a Reasonable Likelihood of
Prevailing........cooiiiiiieeee e 6

1. The Petition Fails to Establish A Reasonable Likelihood
That Claims 1-11 Of The ‘461 Patent Would Have Been
Obvious Based on Greef, Bader and Weida. ........c.ccoeoevvvvennennnn. 6

2. The Petition Fails to Establish A Reasonable Likelihood
That Claims 1-11 Of The ‘461 Patent Would Have Been
Obvious Based on Greef, Bader, Weida and Altman. .............. 12

‘ . CONCLUSION .................................................................................................. 1 I

11

DOCKET

A R M Find authenticated court documents without watermarks at docketalarm.com.



https://www.docketalarm.com/

TABLE OF AUTHORITIES

Page(s)

CASES
CCS Fitness, Inc. v. Brunswick Corp.,

288 F.3d 1359 (Fed. Cir. 2002) ......ooieeeeeeeeeeeeeeeeeeeeeeeeeee et ev e 3
Graham v. John Deere Co.,

BE3 ULS. T (1960) ...ttt 3
In re Kahn,

441 F.3d 977 (Fed. Cir. 2000).........ccooiioeeeeeeeeeeeeeeeeeeeeeeeeeee et 4
Inline Connection Corp. v. Earthlink, Inc.,

684 F. Supp. 2d 496 (D. Del. 2010) ..o 4
KSR Int’l Co. v. Teleflex Inc.,

550 U.S. 398 (2007) oottt 3,4
Ortho-McNeil Pharm., Inc. v. Mylan Labs., Inc.,

520 F.3d 1358 (Fed. Cir. 2008) ........coovoiieeeieeeeeeeeeeeeeeeeeee et 4
Oxford Gene Tech., Ltd. v. Mergen Ltd.,

345 F. Supp. 2d 431 (D. Del. 2004) ..o 3
Perfect Web Techs., Inc. v. InfoUSA, Inc.,

587 F.3d 1324 (Fed. Cir. 2009) ..ot 4
Unigene Labs., Inc. v. Apotex, Inc.,

655 F.3d 1352 (Fed. Cir. 20T 1) oo 4
STATUTES
35 U.S.C. § TO3B(A) ceiuieeeeeeeeeeeeeeeeee ettt ettt sasaneneaas 3
B UL S . QB ettt ettt ettt ettt ettt 1
B U.S.CL 8 BT4(A) ettt ettt 2,6
OTHER AUTHORITIES
37 CER.§A2.100(D) ..ottt s e enenenan 2

1ii

DOCKET

A R M Find authenticated court documents without watermarks at docketalarm.com.



https://www.docketalarm.com/

37TCEFR. §42.107 e

77 Fed. Reg. 48756, 48766 (Aug. 14, 2012)

U.S. Patent No. 7,805,461 ......c.ccooovveeeevnenn.

LA VA

DOCKET

A R M Find authenticated court documents

without watermarks at docketalarm.com.



https://www.docketalarm.com/

Patent Owner, EdgeAQ, LLC (the “Patent Owner”), pursuant to 35 U.S.C. §
313 and 37 C.F.R. § 42.107, submits its Preliminary Response to WTS Paradigm,
LLC’s (the “Petitioner”) Petition for Inter Partes Review of U.S. Patent No.
7,805,461 (“the ‘461 Patent™).

I. INTRODUCTION

This Petition is the third of three post-grant proceedings filed by Petitioner
against a set of patents owned by Patent Owner. CBM2015-0064; CBM2015-
00055. The ‘461 Patent has been involved in pending litigation proceedings before
the United States District Court for the Western District of Wisconsin, WTS
Paradigm, LLC v. EdgeAQ, LLC, Case No. 15-CV-330. However, in that case,
Patent Owner has moved to dismiss its claim of infringement based on the ‘461
Patent. That motion is still pending.

In this Petition, Petitioner asserts that claims 1-11 (which comprise all of the
claims in the ‘461 Patent) should be invalidated on the basis of obviousness.
Patent Owner intends to vigorously contest the Petition if the Board initiates Inter
Partes Review. However, for purposes of its preliminary response, Patent Owner
submits that the Petitioner has so clearly failed to carry its burden under the
“reasonable likelithood” standard that the Board should not initiate Inter Partes
Review. As demonstrated below, none of the prior art cited by Petitioner discloses

an induction module configured to present pre-defined questions about
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