UNITED STATES PATENT AND TRADEMARK OFFICE

BEFORE THE PATENT TRIAL AND APPEAL BOARD

PALO ALTO NETWORKS, INC.,
Petitioner

V.

FINJAN, INC.,
Patent Owner

Patent No. 8,141,154

Inter Partes Review No. IPR2016-00151

PETITIONER’S REQUEST FOR ORAL ARGUMENT

la-1412601

DOCKET

A R M Find authenticated court documents without watermarks at docketalarm.com.



https://www.docketalarm.com/

IPR2016-00151 Attorney Docket No. 719712801200
Pursuant to 37 C.F.R. § 42.70(a), Petitioner submits this Request for Oral

Argument on the newly instituted grounds of unpatentability for claims 9 and 12 of

U.S. Patent No. 8,141,154 (see Order — Conduct of the Proceeding (Paper 55) at 2).
Petitioner will address the following issues:

1. Petitioner is not estopped under 35 U.S.C. §315(E)(1) from addressing
the patentability of claims 9 and 12, because there is no final written
decision with respect to those claims.

2. The Board should address the merits of Petitioner’s arguments with
respect to claims 9 and 12, despite the Board’s determination that claims
6 and 10 (from which 9 and 12 depend) are patentable.

3. Claims 9 and 12 are rendered obvious under 35 U.S.C. §103 over Ross
(U.S. Patent Publication No. 2007/0113282, “Ross”) in view of Calder
(U.S. Patent Publication No. 2002/0066022, “Calder.”)

The Board has already scheduled Oral Argument for March 26, 2019. (Order

(Paper 56) at 5).

la-1412601

DOCKET

A R M Find authenticated court documents without watermarks at docketalarm.com.



https://www.docketalarm.com/

IPR2016-00151 Attorney Docket No. 719712801200

Petitioner authorizes the Board or the Commissioner to charge the cost of any
fees due in connection with the filing of this document to Deposit Account No. 03-

1952 referencing Docket No. 719712801200.

Respectfully submitted,

Dated: March 20, 2019
By:_/ Shouvik Biswas /
Shouvik Biswas
Registration No.: 68,439
MORRISON & FOERSTER LLP
1650 Tysons Boulevard, Suite 400
McLean, VA 22102
Tel: (703) 760-7774
Attorney for Petitioner

la-1412601

DOCKET

A R M Find authenticated court documents without watermarks at docketalarm.com.



https://www.docketalarm.com/

IPR2016-00151 Attorney Docket No. 719712801200
Certificate of Service (37 C.F.R. § 42.6(e)(4))
I hereby certify that the attached PETITIONER’S REQUEST FOR ORAL
ARGUMENT was served as of the below date via e-mail (by agreement) to the

following counsel of record for the Patent Owner:

James Hannah

KRAMER LEVIN NAFTALIS &
FRANKEL LLP

990 Marsh Road

Menlo Park, CA 94025

Phone: (650) 752-1712

Fax: (650) 752-1812
jthannah@kramerlevin.com
jprice@kramerlevin.com
svdocketing(@kramerlevin.com
mkim@finjan.com

Dated: March 20, 2019 / Shouvik Biswas /
Shouvik Biswas
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