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UNITED STATES PATENT AND TRADEMARK OFFICE

BEFORE THE PATENT AND TRIAL AND APPEAL BOARD

ANCESTRY.COM DNA, LLC,
Petitioner

V.

DNA GENOTEK INC.,
Patent Owner

Case IPR2016-00060
Patent 8,221,381 B2
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Case No. IPR2016-00060
Patent No. Patent 8,221,381 B2

PETITIONER’S UPDATED EXHIBIT LIST

Exhibit

Description

1001

U.S. Patent No. 8,221,381 to Muir, ef al.

1002

File History of U.S. Patent No. 8,221,381

1003

Declaration of Terry N. Layton, Ph.D.

1004

Curriculum Vitae of Terry N. Layton, Ph.D.

1005

Plaintiff DNA Genotek Inc.’s Opening Brief in Support of Motion for
Preliminary Injunction, DNA Genotek, Inc. v. Spectrum DNA,; Spectrum
Solutions L.L.C., and Spectrum Packaging, LLC, Case No. 15-cv-00661-
SLR

1006

Declaration of Juan C. Lasheras, Ph.D., DNA Genotek, Inc. v. Spectrum
DNA; Spectrum Solutions L.L.C., and Spectrum Packaging, LLC, Case
No. 15-cv-00661-SLR

1007

U.S. Patent No. 7,645,424 to O’Donovan

1008

PCT Patent Publication WO 2003/104251 to DNA Genotek, Inc. (ex-US
designations) and Birnboim (US designation)

1009

U.S. Patent No. 6,152,296 to Shih

1010

PCT Patent Publication WO98/03265 (Japanese)

1011

Certified English Translation of PCT Patent Publication W098/03265
and certification thereof

1012

German Publication DE 199 50 884 A1l (German)

1013

Certified English Translation of German Publication DE 199 50 884 A1l
and certification thereof

1014

U.S. Patent No. 6,228,323 to Asgharian, et al.
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Case No. IPR2016-00060
Patent No. Patent 8,221,381 B2

Exhibit

Description

1015

The American Heritage Dictionary of the English Language, Fourth
Edition (2000) (selected pages) (definitions of: “cor-ner”; “fastener”;

29, ¢¢ 29, ¢

“Iinert”; “reservoir’”; “vial”)

1016

Defendants’ Brief in Opposition to DNA Genotek’s Motion for
Preliminary Injunction, DNA Genotek, Inc. v. Spectrum DNA; Spectrum
Solutions L.L.C., and Spectrum Packaging, LLC, Case No. 15-cv-00661-
SLR (REDACTED, PUBLICLY AVAILABLE, VERSION)

1017

Declaration of Terry Layton, Ph.D. in Support of Defendants’ Opposition
to DNA Genotek’s Motion for Preliminary Injunction, DNA Genotek,
Inc. v. Spectrum DNA; Spectrum Solutions L.L.C., and Spectrum
Packaging, LLC, Case No. 15-cv-00661-SLR

1018

U.S. provisional application no. 60/523,104, filed November 18, 2003 by
O’Donovan

1019

Chart, numerical designation of claim elements

1020

Declaration of Michael J. Sacksteder in Support of Petitioner’s Motion
for Pro Hac Vice Admission of Michael J. Sacksteder Pursuant to 37
C.F.R. §42.10(c)

1021

Declaration of Melanie L. Mayer in Support of Petitioner’s Motion for
Pro Hac Vice Admission of Melanie L. Mayer Pursuant to 37 C.F.R. §
42.10(c)

1022

NOT FILED, PREVIOUSLY SUBMITTED AS PAPER 5

Resubmitted Petition for Inter Partes Review for US Patent 8,221,381
(Paper 5)

(Marked as Exhibit 1022 at the Deposition of John M. Collins, Ph.D. on
August 24, 2016)
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Case No. IPR2016-00060
Patent No. Patent 8,221,381 B2

Exhibit

Description

1023

NOT FILED, PREVIOUSLY SUBMITTED AS PAPER 19
Institution Decision from The Patent Trial and Appeal Board (Paper 19)

(Marked as Exhibit 1023 at the Deposition of John M. Collins, Ph.D. on
August 24, 2016)

1024

Deposition of John M. Collins, Ph.D., August 24, 2016

1025

Excerpt from the Deposition of John Collins, Ph.D., November 13, 2015,
DNA Genotek Inc. v. Spectrum DNA, et al., USDC — D. Del. Case No.
15-CV-00661

1026

Declaration of John M. Collins, Ph.D. in Support of Plaintiff’s Reply in
Support of Motion for Preliminary Injunction, DNA Genotek Inc. v.
Spectrum Solutions L.L.C., et al., USDC — S.D. Cal. Case No. 16-CV-
01544 (Docket No. 51), filed August 19, 2016

1027

Biomek® User’s Manual, Beckman Coulter PN 719448, SAGIAN
Control Number 100-00-00388, Revision AA, May 2000, select pages
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Case No. IPR2016-00060
Patent No. Patent 8,221,381 B2

CERTIFICATE OF SERVICE

I, Jennifer R. Bush, hereby certify that on September 6, 2016, I caused the
foregoing PETITIONER ANCESTRY.COM DNA, LLC’S UPDATED
EXHIBIT LIST to be served via email on the following parties:

60414-381-IPR@mofo.com

Brian M. Kramer

Peng Chen

Desmond P. O’Sullivan

Chika Arakawa

Morrison & Foerster LLP

12531 High Bluff Drive, Suite 100
San Diego, CA 92130

Dated: September 6, 2016

FENWICK & WEST LLP
801 California Street
Mountain View, CA 94041
jbush-ptab@fenwick.com
Telephone: 650-988-8500
Facsimile: 650-938-5200

By: /Jennifer R. Bush/
Jennifer R. Bush, Reg. No. 50,784

Attorneys for Petitioner
Ancestry.com DNA., LLC
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