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UNITED STATES PATENT AND TRADEMARK OFFICE

BEFORE THE PATENT TRIAL AND APPEAL BOARD
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On April 25, 2016, on Petition of Costco Wholesale Corporation (“Costco”
or “Petitioner”), the Board instituted inter partes review of claims 1, 6, 9, and 10 of
U.S. Patent No. 8,099,823 (the “’823 Patent”; Ex. 1001). See Paper No. 20. On
April 12, 2017, the Board issued a Final Written Decision holding claims 1, 9, and
10 to be unpatentable, but finding that Petitioner did not show claim 6 to be un-
patentable. Paper No. 70 at 36. On May 12, 2017, Petitioner requested rehearing
of the Board’s decision as to claim 6 because the Board had held the exact opposite
with respect to the exact same claim limitation challenged on the exact same
grounds in a related proceeding involving the parent patent. See Paper No. 71; see
also Final Written Decision, Costco Wholesale Corp. v. Robert Bosch LLC,
IPR2016-00040, Paper No. 67 (PTAB Mar. 30, 2017).

Patent Owner subsequently filed appeals from this Board’s Final Written
Decisions entered in all six parallel inter partes review proceedings, including this
proceeding. The appeal from IPR2016-00034 (Appeal No. 2017-2239) is currently
active and pending before the Federal Circuit, with opening briefs due October 6,

2017%; the appeals from IPR2016-00036, IPR2016-00038, IPR2016-00039,

! Patent Owner has moved to stay this appeal or alternatively to extend the deadline
for opening briefs. Motion of Appellant to Stay Appeal, In re Robert Bosch LLC,

No. 17-2239 (Fed. Cir. Sept. 13, 2017), Dkt. 22.
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IPR2016-00040 have been consolidated into Appeal No. 2017-2122 and are stayed
pending the Board’s decision on Petitioner’s Request for Rehearing in this pro-
ceeding; and all that remains to be done in order to terminate the instant proceed-
ing, IPR2016-00041, is for the Board to render a decision on Petitioner’s Request
for Rehearing. See Paper No. 73.

Notwithstanding that Patent Owner has taken an appeal (or sought to take an
appeal, see Paper No. 73) from these proceedings, Patent Owner now moves to va-
cate the Final Written Decision in this proceeding based on what it calls “Costco’s
abandonment of the contest.” Paper No. 75 at 1.> But circumventing the appellate
process is not the appropriate mechanism for avoiding this Board’s reasoned judg-

ments.>

2 Patent Owner incongruously uses the word “terminate” to characterize two other
forms of relief in the alternative: (i) non-issuance of “any certificate cancelling
claims is issued pursuant to 35 U.S.C. § 318(b)” and (ii) entry of “adverse judge-
ment against Costco.” Paper No. 75 at 1-2.

% Although the Board specifically denied authorization for similar motions in the
parallel proceedings (see Paper No. 74), Patent Owner has indicated that it will file
such motions if the Board later grants authorization to do so. Paper No. 75 at 1

n.1. The Board recognized that it may perform only “purely ministerial functions”
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