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2 EMERSON ELECTRIC CO. V. SIPCO, LLC

Before NEWMAN, TARANTO, and STOLL, Circuit Judges.

STOLL, Circuit Judge.

Emerson Electric Co. challenged various claims of

SIPCO, LLC’s US. Patent No. 8,013,732 in an inter

partes review. The US. Patent and Trademark Office’s

Patent Trial and Appeal Board determined that Emerson
failed to show that certain claims would have been un-

patentable as obvious. Because the Board did not ade-

quately explain its reasoning on a point that was central

to its analysis and its conclusion on that point was con-

trary to another Board opinion on nearly identical facts,

we vacate the Board’s determination as to the appealed

claims and remand for further proceedings.

I

A

SIPCO’s ’732 patent is titled “Systems and Methods

for Monitoring and Controlling Remote Devices.” It

describes and claims systems and methods for “monitor-

ing a variety of environmental and/or other conditions

within a defined remotely located region,” such as utility

meters in a specific area. ’732 patent, Abstract.

The patent effectively takes a prior art wired sensor

network and converts it to a wireless network. Compare

id. Fig. 1, with id. Fig. 2, and col. 4 ll. 42—43, and col. 7

11. 33—56. Independent claim 13 is illustrative of the

invention, which is directed to a system for wirelessly

monitoring conditions in a defined region:

13. In a system couiprising a plurality of wireless

devices configured for remote wireless communi-

cation and comprising a device for monitoring and

controlling remote devices, the device comprising:
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a transceiver having a unique identification code

and being electrically interfaced with a sensor, the

transceiver being configured to receive select in-
formation and identification information trans-

mitted from, another wireless transceiver in a

predetermined signal type;

the transceiver being further configured to wire-

lessly retransmit in the predetermined signal type

the select information, the identification infor-

mation associated with the nearby wireless trans-

ceiver, and transceiver identification information

associated with the transceiver making retrans-

mission; and

a data controller operatively coupled to the trans-

ceiver and the sensor, the data controller config-
ured to control the transceiver and receive data

from the sensor, the data controller configured to

format a data packet for transmission via the

transceiver, the data packet comprising data rep-
resentative of data sensed with the sensor.

Id. at claim 13.

B

In September 2015, Emerson petitioned for inter

partes review of claims 13, 14, 16—21, and 23—35 as obvi-

ous under 35 U.S.C. § 103. Each ground Emerson articu-
lated included Kahn1 in view of the Admitted Prior Art.2

1 Robert E. Kahn et al., Advances in Packet Radio

Technology, 66 Proceedings of the IEEE 1468 (1978)

(Ex. 1002) (“Kahn”), J .A. 376—404.
2 Petitioner defined the “Admitted Prior Art” as the

disclosures found in the ’732 patent at column 1, lines 54

through 65; column 2, lines 27 through 29; column 5,

lines 32 through 44; and Figure 1. Emerson Elec. Co. U.
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Kahn discloses a wireless packet radio network. Kahn

at 1468 col. 1, J .A. 376. Indeed, Kahn explained that one

capability of the packet radio network was rapid and

convenient deployment. Kahn at 1470, J.A. 378. The

Admitted Prior Art discloses monitoring and control

systems, including sensor actuators electrically coupled to

a local controller. See ’732 patent, col. 5 11. 32—37. Emer-

son, in its petition, relied on Kahn for the motivation to

use the wireless packet radio of Kahn as a communication

network for the prior art monitoring and control systems

described in the Admitted Prior Art. Petition Requesting

Inter Partes Review, Emerson Elec. Co. U. SIPCO, LLC,

IPR2016-01973, Paper2 at 14 (P.T.A.B. Sept. 25, 2015)

(“Petition”), J .A. 82. Specifically, Emerson argued that a
skilled artisan:

would have recognized the advantage of using the
communication infrastructure disclosed in Kahn

to allow the sensors and actuators of the [Admit-

ted Prior Art] to be moved from location to loca-

tion without having to re-install physical cables
and wires to connect the sensors and actuators.

Id. In March 2016, the Board instituted inter partes

review based on all of the grounds in Emerson’s petition.3

At the oral hearing, Emerson for the first time re-

ferred to an article by Bill Greeves, SCADA Uses Radio to

Bridge the Gap, 14 Sensor Review, no. 2, 1994, at 31

(“Greeves”), J .A. 1368—72, to support its argument regard-

SIPCO, LLC, No. IPR2015-01973, Paper 25 at 2 n.2

(P.T.A.B. Mar. 27, 2017) (“Final Written Decision”).
3 Because the Board issued a Final Written Deci-

sion addressing all the claims that Emerson challenged,

this case is not impacted by the Supreme Court’s recent

decision in SAS Institute Inc. v. Iancu, 138 S. Ct. 1348

(2018).
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ing motivation to combine. Emerson relied on Greeves to

show that a person of ordinary skill in the art would have
been motivated to combine Kahn and the Admitted Prior

Art, noting that Kahn itself affirmed that the need for
cost reduction described in the Admitted Prior Art was a

known problem. The Board, however, determined that it

would be improper for it to rely on Greeves as evidence of

motivation to combine because Emerson did not rely on it

until oral argument. It was SIPCO’s declarant who

introduced Greeves into the record for the purpose of

showing challenges with radio technology. Emerson did

not even mention Greeves in its briefing or its expert

declaration. Accordingly, the Board focused its analysis

only on Kahn and the Admitted Prior Art.

The Board, in its Final Written Decision, concluded

that it was “not persuaded that Kahn provides a ra-

tionale, separate and apart from hindsight, which would

motivate one of ordinary skill in the art to combine the

teachings of Kahn and the [Admitted Prior Art].” Final

Written Decision at 12. Accordingly, the Board held that

Emerson had not proven by a preponderance of the evi-

dence that the challenged claims of the ’732 patent were

unpatentable. Emerson timely appeals. We have juris-

diction under 28 U.S.C. § 1295(a)(4)(A).

II

Emerson raises two main issues on appeal:

(1) whether the Board erred by not considering Greeves;

and (2) whether the Board erred in finding that one of

ordinary skill would not have been motivated to combine

the teachings of Kahn and the Admitted Prior Art. A

patent claim is invalid “if the differences between the

subject matter sought to be patented and the prior art are

such that the subject matter as a whole would have been

obvious at the time the invention was made to a person
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