IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

CASE NO ..ot TBD
U.S. PATENT NO i 8,096,869
PATENT ISSUE DATE ....cooooiiiiiiiiiiiiiciiiccics e, Jan. 17, 2012
PATENT FILING DATE ..o Dec. 9, 2005
FIRST NAMED INVENTOR.......cccoiiiniiiicciccns Osamu Yoshimi
TITLE ..cccccoviiiinne. “Gaming Machine with Runs of Consecutive Identical Symbols”

BEFORE THE PATENT TRIAL AND APPEAL BOARD

DECLARATION OF DR. WILLIAM BERTRAM IN SUPPORT OF
PETITION FOR INTER PARTES REVIEW OF
U.S. PATENT NO. 8,096,869

DOCKET

A R M Find authenticated court documents without watermarks at docketalarm.com.



https://www.docketalarm.com/

TABLE OF CONTENTS

L. INTRODUCTION AND SUMMARY OF MY OPINIONS........ccccoevieurunnn. 1
II.  QUALIFICATIONS AND EXPERIENCE ......ccccociiiiiininiiiccciecenen 3
III.  MATERIALS CONSIDERED .....cccoceviiiiiiiiiiiciiicirieicecec s 5
IV.  APPLICABLE LEGAL STANDARDS ......cccccoviiiiiiiicccccces 6
V.  THE 869 PATENT—GAMING MACHINE WITH RUNS OF
CONSECUTIVE IDENTICAL SYMBOLS ..o 8
VI.  CLAIMS OF THE 869 PATENT .....cccceviiiiiiriiciiriiceiiceiesiseessienines 10
VII.  CLAIM CONSTRUCTION .....ccocoiiiiiiiiiiiniiininiiiice s ssssssessnes 12
VIII. PRIOR ART TO THE ‘869 PATENT .....c.cceciiiiiiiiiiiiiiicciiccicescieiaes 18
A.  U.S. Patent Application No. 2003/0181240 (Nagao) 18
B.  U.S. Patent No. 8,246,047 (Sekine) 22
C. U.S. Patent No. 6,159,096 (Yoseloff) 23
D.  U.S. Patent No. 8,360,840 (Bennett) 27
IX. MOTIVATIONS TO COMBINE THE PRIOR ART REFERENCES ......... 30
X.  THE PRIOR ART RENDERS THE ‘869 PATENT OBVIOUS..................... 34
A.  Claim 1: Randomly Generated Run of Identical Symbols on a Simulated
Reel from a Subset of Symbols 34
B. Claim 2: Processor Selects Identical Symbols 36
C.  Claim 3: Symbols in the Subset have a Probability of Selection 36
D.  Claim 4: Winning Element is Selected 37
E.  Claim 5: Prize is Awarded 38
F. Claim 6: Matrix Comprises Five Columns and Three Rows 39
G.  Claim 7: Default Random Population 40
H.  Claim 8: Adapted for Potential Modification 40
L Claim 9: Leftwardly Adjoining Reel 41
J. Claim 11: Left-Most Reel 42
K. Claim 14: Upper Secondary Display 43
L. Claim 19: Randomly Generated Run of Identical Symbols on a
Simulated Reel from a Subset of Symbols 44
M.  Claim 20: Matrix Comprises Five Columns and Three Rows 46

i

DOCKET

A R M Find authenticated court documents without watermarks at docketalarm.com.



https://www.docketalarm.com/

N. Claim 21: Left-Most Reel 47

O.  Claim 22: Adapted for Potential Modification 48

XI.  EXHIBIT AUTHENTICATION STATEMENTS ....cccooiiiiiiiirniceiecn, 48

XII. STATEMENT UNDER U.S.C. SECTION 1001 OF TITLE 18.........ccccccec.c. 49

XTI CONCLUSION. ...ttt 49
il

DOCKET

A R M Find authenticated court documents without watermarks at docketalarm.com.



https://www.docketalarm.com/

I. INTRODUCTION AND SUMMARY OF MY OPINIONS

1. I, William Bertram, have been retained as an expert in this matter by
counsel for Petitioner, High 5 Games, LLC (“Petitioner”). I understand that Konami
Gaming, Inc., (“Patent Owner”) has asserted U.S. Patent No. 8,096,869, entitled
Gaming Machine with Runs of Consecutive Identical Symbols (“the ‘869 Patent”)
against Petitioner in Case No. 2:14-CV-01483-RFB-NJK. I also understand that
Petitioner has submitted the ‘869 Patent for Infer Parfes Review at the United States
Patent Office’s Patent Trial and Appeal Board (“PTAB”).

2. I have been asked by counsel for Petitioner to consider whether it would
be obvious to combine certain prior art and whether, alone or in combination, those
prior art references invalidate claims 1-9, 11, 14, and 19-22 (“the Challenged Claims”)
in the ‘869 Patent.

3. After reviewing these claims, the ‘869 Patent specification and file
history, the four pieces of prior art—Nagao, Sekine, Yoseloff, and Bennett—and
other information referenced herein, in my opinion, it would be obvious to make at
least four different combinations of the prior art, and each of those combinations
would render the ‘869 Patent obvious.

4. The opinions provided herein are my own and are based on my research
in this matter and the education, experience, training, and skill I have accumulated in

the gaming industry. Between now and such time that I may be asked to testify at
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trial, I expect to continue my review, evaluation, and analysis of information
submitted by the parties, as well as the relevant evidence presented at trial.

5. I also expect to review all submissions related to this Petition and
expressly reserve the right to amend or supplement this report, as appropriate. I also
expressly reserve the right to amend or supplement this Declaration in response to
additional evidence that may come to light as a result of continuing investigation.

0. My opinions have also been guided by how a person of ordinary skill in
the art (“POSITA”) would have understood the claims of the ‘869 Patent at the time
of the alleged invention, which I have been asked to assume is February 14, 2005, the
earliest filing date of an application that supports the ‘869 Patent claims. Based on my
experience and background, I consider myself to be a POSITA relevant to the alleged
inventions claimed in the ‘869 Patent. My opinions are also based on accepting as
correct the proposed construction of the claim terms “randomly selected anew,”

2 <<

“notional, non-visible, inner reel,” “virtual rotation,” “subset of a said plurality of
symbols,” “fixed for each game played,” “identical symbol,” and “probability of
selection,” as set forth below in Section VII.

7. I am over 18 years of age. I have personal knowledge of the facts stated
in this Declaration and could testify competently to them if asked to do so. My
testimony in this Declaration, and any offered in these proceedings, is given from the

perspective of a POSITA at the time of the filing of the ‘869 Patent—February 14,

2005.
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