
IN THE UNITED STATES DISTRICT COURT 
FOR THE DISTRICT OF DELAWARE 

M2M SOLUTIONS LLC, 

Plaintiff, 

v. 

SIERRA WIRELESS AMERICA, INC., 
et al., 

Defendants. 

)
)
)
)
)
)
)
)
)
)

C.A. No. 12-030 (RGA) (SRF) 

OPENING BRIEF IN SUPPORT OF DEFENDANTS 
@62??. D6?282@@ .92?60.& 6;0(d@ .;1 @62??. D6?282@@ 6;0(d@

MOTION FOR SUMMARY JUDGMENT OF INVALIDITY 

OF COUNSEL: 

Robert E. Krebs 
Jennifer Hayes 
Christopher M. Mooney 
NIXON PEABODY LLP 
2 Palo Alto Square 
3000 El Camino Real, Suite 500 
Palo Alto, CA  94306-2106 
(650) 320-7700 

Ronald F. Lopez 
NIXON PEABODY LLP 
One Embarcadero Center, Suite 1800 
San Francisco, CA  94111 
(415) 984-8200 

MORRIS, NICHOLS, ARSHT & TUNNELL LLP 
Thomas C. Grimm (#1098) 
Jeremy A. Tigan (#5239) 
1201 N. Market Street  
P.O. Box 1347 
Wilmington, DE  19899-1347 
(302) 658-9200 
tgrimm@mnat.com 
jtigan@mnat.com 
Attorneys for Defendants Sierra Wireless 
America, Inc and Sierra Wireless Inc.

Public Version Filed: July 23, 2015

Confidential Version Filed: July 10, 2015

PUBLIC VERSION

Ecug!2<23.ex.11141.TIC!!!Fqewogpv!29;!!!Hkngf!18034026!!!Rcig!2!qh!32!RcigKF!$<!6412

Sierra Wireless EX 1020 p 1f 

 

Find authenticated court documents without watermarks at docketalarm.com. 

https://www.docketalarm.com/


- i - 

TABLE OF CONTENTS 

Page 

TABLE OF AUTHORITIES .......................................................................................................... ii 

NATURE AND STAGE OF PROCEEDINGS .............................................................................. 1 

SUMMARY OF ARGUMENT ...................................................................................................... 1 

STATEMENT OF UNDISPUTED FACTS ................................................................................... 1#

I.# v-.- J;N?HN ;MM?LN?> CLAIMS................................................................................ 1#

ARGUMENT .................................................................................................................................. 3#

II.# LEGAL STANDARD FOR SUMMARY JUDGMENT .................................................... 3#

III.# tJLIAL;GG;<F? CHN?L@;=?u CM HIN >?M=LC<?D OR ENABLED BY 
NB? v-.- J;N?HN ............................................................................................................ 3#

IV.# INVALIDITY s MIXED APPARATUS AND METHOD ................................................ 7#

V.# INVALIDITY s INADEQUATE DISCLOSURE OF STRUCTURE FOR 
FUNCTIONAL TERMS ................................................................................................... 10#

A.# Federal Circuit in Citrix Overruled Strong Presumption Claims Not 
MjW_ZXi id GZVch Jajh @jcXi^dc LjaZh ^[ tbZVchu ;WhZci+ .................................. 10#

B.# tJgdXZhh^c\ GdYjaZ)u tJgd\gVbbVWaZ CciZg[VXZu VcY tGZbdgn GdYjaZu 

are Subject to § 112 ¶ 6. ........................................................................................ 11#

C.# No Structure Disclosed For Performing Functions Associated With the 
Functional Limitations. ......................................................................................... 13#

CONCLUSION ............................................................................................................................. 16#

Ecug!2<23.ex.11141.TIC!!!Fqewogpv!29;!!!Hkngf!18034026!!!Rcig!3!qh!32!RcigKF!$<!6413

Sierra Wireless EX 1020 p 2f 

 

Find authenticated court documents without watermarks at docketalarm.com. 

https://www.docketalarm.com/


- ii - 

TABLE OF AUTHORITIES 

Page(s) 
FEDERAL CASES

AK Steel Corp. v. Sollac Ugine, 
344 F.3d 1234 (Fed. Cir. 2003)..................................................................................................3 

,RKSTPERCT =GEJS( ,USTM( 9TY 5TF( V( 3OT[M 1CNG =GEJ(, 
521 F.3d 1328 (Fed. Cir. 2008)..........................................................................................14, 15 

Atmel Corp. v. Info. Storage Devices, 
198 F.3d 1374 (Fed. Cir. 1999)................................................................................................13 

Chiron Corp. v. Genentech, Inc.,
363 F.3d 1247 (Fed. Cir. 2004)................................................................................................10 

Datamize, LLC v. Plumtree Software, Inc.,
417 F.3d 1342 (Fed. Cir. 2005)................................................................................................10 

H-W Tech., L.C. v. Overstock.com, Inc.,
2014 U.S. App. LEXIS 13148 (Fed. Cir. 2014) ........................................................................8 

In re Katz Interactive Call Processing Patent Litigation,
639 F.3d 1303 (Fed. Cir. 2011)..................................................................................................7 

IPXL Holdings, L.L.C. v. Amazon.com, Inc.,
430 F.3d 1377 (Fed. Cir. 2005)..........................................................................................7, 8, 9 

Lighting World, Inc. v. Birchwood Lighting, Inc., 
382 F.3d 1354 (Fed. Cir. 2004)................................................................................................11 

Lizard Tech., Inc. v. Earth Resource Mapping, 
424 F.3d 1336 (Fed. Cir. 2005)..................................................................................................4 

Matsushita Elec. Indus. Co. v. Zenith Radio Corp., 
475 U.S. 574 (1986) ...................................................................................................................3 

Med. Instrumentation & Diagnostics Corp. v. Elekta AB, 
344 F.3d 1205 (Fed. Cir. 2003)................................................................................................13 

Moba, B.V. v. Diamond Automation, Inc.,
325 F.3d 1306 (Fed. Cir. 2003)..............................................................................................4, 6 

O'Reilly v. Morse, 
56 U.S. 62 (1853) .......................................................................................................................3 

Ecug!2<23.ex.11141.TIC!!!Fqewogpv!29;!!!Hkngf!18034026!!!Rcig!4!qh!32!RcigKF!$<!6414

Sierra Wireless EX 1020 p 3f 

 

Find authenticated court documents without watermarks at docketalarm.com. 

https://www.docketalarm.com/


- iii - 

PSN Illinois, LLC v. Ivoclar Vivadent, Inc., 
525 F.3d 1159 (Fed. Cir. 2008)..................................................................................................3 

S3 Inc. v. nVIDIA Corp.,
1999 U.S. Dist. LEXIS 23218 (N.D. Cal. 1999) .....................................................................10 

Tyler v. City of Boston, 
74 U.S. 327 (1868) .....................................................................................................................3 

Williamson v. Citrix Online LLC, 
No. 2013-1130, 2015 WL 3687459 (Fed. Cir. June 16, 2015) ........................................ passim 

FEDERAL STATUTES

35 U.S.C. § 101 ................................................................................................................................7 

35 U.S.C. § 112 ...................................................................................................................... passim  

35 U.S.C. § 282 ..............................................................................................................................10 

RULES

Fed. R. Civ. P. 56(c) ........................................................................................................................3 

OTHER AUTHORITIES

U.S. Patent No. 7,583,197..............................................................................................................14 

Ecug!2<23.ex.11141.TIC!!!Fqewogpv!29;!!!Hkngf!18034026!!!Rcig!5!qh!32!RcigKF!$<!6415

Sierra Wireless EX 1020 p 4f 

 

Find authenticated court documents without watermarks at docketalarm.com. 

https://www.docketalarm.com/


- 1 - 

NATURE AND STAGE OF PROCEEDINGS 

This Court issued claim construction orders on November 19, 2013, and January 30, 2014 

(D.I. 104, 113), and fact discovery and expert discovery have closed. Defendants Sierra Wireless 

Inc. and Sierra Wireless America, Inc. (XdaaZXi^kZan) tM^ZggV Q^gZaZhhu' cdl bdkZ [dg MjbbVgn 

DjY\bZci d[ CckVa^Y^in d[ Oc^iZY MiViZh JViZci Hd+ 5)-61)-.- &ti]Z v-.- JViZciu') i]Z dcan 

remaining Patent-In-Suit. 

SUMMARY OF ARGUMENT 

Sierra Wireless moves for summary judgment for invalidity under 35 U.S.C. § 112 

WZXVjhZ &.' cdi V h^c\aZ ZbWdY^bZci d[ V tegd\gVbbVWaZ ^ciZg[VXZu ]Vh WZZc YZhXg^WZY ^c i]Z 

specificatioc) VcY &/' i]Z tegdXZhh^c\ bdYjaZu a^b^iVi^dc b^mZh VeeVgVijh VcY bZi]dY ZaZbZcih 

and is therefore invalid. 

Furthermore, under the new standard of Citrix, i]Z tegdXZhh^c\ bdYjaZ)u tegd\gVbbVWaZ 

^ciZg[VXZ)u VcY tbZbdgn bdYjaZu a^b^iVi^dch VgZ bZVch-plus-function claims and are indefinite 

for lack of disclosure of corresponding structure in the specification. 

12$2','-2!.(!3-&*1/32'&!($%21!

I. c)*) =.A2;A .@@2?A21 CLAIMS 

The v-.- JViZci YZhXg^WZh V YZk^XZ i]Vi ^h XVeVWaZ d[ eZg[dgb^c\ ]^\] aZkZa 

communication functions that are essentially relaying information between a sensor device and a 

remote monitoring device.  See Ex. A, v-.- JViZci) 57/2-9:10.  To perform these functions, the 

v-.- JViZci WVh^XVaan XaV^bh V XdaaZXi^dc d[ \ZcZg^X ZaZXig^XVa XdbedcZcih dg tbdYjaZhu hjX] Vh V 

(1) tegd\gVbbVWaZ ^ciZg[VXZ)u &/' V tegdXZhh^c\ bdYjaZ)u VcY di]Zgh i]Vi eZg[dgb i]ZhZ 

functions without disclosing any specific devices, interfaces, processors, or even any algorithms 

for performing these functions.  See Ex. A, v-.- JViZci) 570.-67. 
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