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l. STATEMENT OF RELIEF REQUESTED
Pursuant to 35 U.S.C. § 317 and 37 C.F.R. 88 42.72 and 42.74, Petitioner

and Patent Owner jointly request termination of inter partes review |PR2015-
01722 of U.S. Patent No. 8,192,482 B2 (the “*482 Patent”) with respect to both
parties. The Board authorized thisjoint motion on March 31, 2016, by email to the
parties. A joint request to treat the two agreements discussed below as business
confidential information and to keep them separate from the files of the ‘482 Patent
is being filed concurrently.

[l.  STATEMENT OF FACTS

On August 12, 2015, Petitioner filed the petition in thisinter partes review.

On either September 27, 2014, or on September 1, 2015, the ‘482 Patent
expired. See Paper No. 9at 7.

On February 18, 2016, the Board instituted trial. See Paper No. 9. No
discovery has been exchanged, no depositions have been noticed, and the Patent
Owner has not responded substantively to the Petition.

On March 17, 2016, Petitioner and Patent Owner agreed to resolve their
dispute and executed two written agreements in connection therewith.

On March 28, 2016, the Patent Owner and the Petitioner dismissed their
respective clams and counterclams with prejudice in the related litigation

captioned, LifePort Sciences, LLC v. Endologix, Inc., D. Del. No. 12-cv-1791.
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There are no other pending litigations or any other proceedings between the
Petitioner and Patent Owner.

Both parties advise the Board that no litigation or proceeding involving U.S.
Patent No. 8,192,482 B2 is contemplated in the foreseeabl e future.

[1l. THE BOARD SHOULD TERMINATE IPR2015-01722
A. Termination of IPR2015-01722 |s Appropriate
The Board should terminate |PR2015-01722 because the review is still in its

early stages, because the Board has not yet finally decided any of the merits,
because no motions are outstanding, because the Petitioner and Patent Owner have
ended the related district court litigation, because termination of the present inter
partes review would resolve al presently pending disputes between the parties
pertaining to the ‘482 Patent, because no litigation or other proceedings involving
the ‘482 Patent are contemplated by either party, and because both Petitioner and
Patent Owner agree that thisinter partes review should be terminated.

The parties understand that if the Board terminates this inter partes review
with respect to Petitioner under 35 U.S.C. § 317(a), no estoppel under section
315(e) will attach to Petitioner on the basis of the Petitioner’s institution of this
inter partes review. The parties also understand that if the Board terminates this
inter partes review with respect to Petitioner before a final written decision on

patentability, no estoppel will attach to Petitioner under 37 C.F.R. § 42.73(d)(1).
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The parties understand that if the Board terminates thisinter partes review before a
final written decision on patentability, no preclusion will attach to Patent Owner
under 37 C.F.R. 8 42.73(d)(3).

B. TrueCopiesof the Written Agreements Are Being Filed Herewith
As required under 35 U.S.C. § 317(b) and 37 C.F.R. § 42.74(b), true copies

of the two written agreements made in connection with, or in contemplation of, the
termination of thisinter partes review are being contemporaneously filed herewith
as Exhibits 1023 and 1024, respectively. There are no other collateral agreements
or understandings made in connection with, or in contemplation of, the termination
of this inter partes review. A joint request to treat these agreements as business
confidential information and to keep them separate from the files of the ‘482 Patent
is being filed concurrently.

V. SUMMARY

For the foregoing reasons, Petitioner and Patent Owner respectfully request
termination of inter partes review no. IPR2015-01722 involving U.S. Patent No.
8,192,482 B2.

The Patent and Trial Appeal Board is hereby authorized to charge any fees

associated with the filing to Deposit Account 02-1818.
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Date: April 4, 2016
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Respectfully submitted,

By:

/Katherine L. Hoffee/

Katherine L. Hoffee

Reg. No. 72,691

K&L GATESLLP

e-mail: katy.hoffee@klgates.com
70 W. Madison Street, Suite 3100
Chicago, IL 60602

Backup Counsel for Petitioner

By:

/Robert W. Ashbrook Jr./
Reg. No. 52,572

Robert W. Ashbrook Jr.
Dechert LLP

robert.ashbrook @dechert.com
Cira Centre, 2929 Arch Street
Philadelphia, PA 19104

Lead Counsdl for Patent Owner

A R M Find authenticated court documents without watermarks at docketalarm.com.



https://www.docketalarm.com/

Nsights

Real-Time Litigation Alerts

g Keep your litigation team up-to-date with real-time
alerts and advanced team management tools built for
the enterprise, all while greatly reducing PACER spend.

Our comprehensive service means we can handle Federal,
State, and Administrative courts across the country.

Advanced Docket Research

With over 230 million records, Docket Alarm’s cloud-native
O docket research platform finds what other services can't.
‘ Coverage includes Federal, State, plus PTAB, TTAB, ITC
and NLRB decisions, all in one place.

Identify arguments that have been successful in the past
with full text, pinpoint searching. Link to case law cited
within any court document via Fastcase.

Analytics At Your Fingertips

° Learn what happened the last time a particular judge,

/ . o
Py ,0‘ opposing counsel or company faced cases similar to yours.

o ®
Advanced out-of-the-box PTAB and TTAB analytics are
always at your fingertips.

-xplore Litigation

Docket Alarm provides insights to develop a more
informed litigation strategy and the peace of mind of

knowing you're on top of things.

API

Docket Alarm offers a powerful API
(application programming inter-
face) to developers that want to
integrate case filings into their apps.

LAW FIRMS

Build custom dashboards for your
attorneys and clients with live data
direct from the court.

Automate many repetitive legal
tasks like conflict checks, document
management, and marketing.

FINANCIAL INSTITUTIONS
Litigation and bankruptcy checks
for companies and debtors.

E-DISCOVERY AND

LEGAL VENDORS

Sync your system to PACER to
automate legal marketing.

WHAT WILL YOU BUILD? @ sales@docketalarm.com 1-866-77-FASTCASE




