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Case No. IPR2015-01708 
Patent 7,525,484 B2 

 

1 

I. Introduction. 

 This Inter Partes review is limited to review of claims 1 and 51 of the ‘484 

patent, which are challenged as obvious under 35 U.S.C. § 103 in view of the 

Loomis-Wortham combination.  IPR2015-01708, paper 10 (“Decision”).  Patent 

Owner TracBeam appreciates the guidance provided by the Board in its Decision 

but respectfully maintains that Petitioners have failed to show that challenged 

claim 1 is obvious.  Patent Owner also maintains that claim 51 was and is 

patentable.  However, to conserve resources in these proceedings and the co-

pending litigation, which is nearing trial, Patent Owner has disclaimed claim 51, 

thereby rendering this proceeding moot as to that claim.  Ex. 2005.1  

                                           
 1 The effect of the disclaimer is that claim 51 of the ‘484 patent is treated as 

if it had never existed.  Genetics Inst., LLC v. Novartis Vaccines and Diagnostics, 

Inc., 655 F.3d 1291, 1299 (Fed. Cir. 2011) (“upon entry of a disclaimer under § 

253, we treat the patent as though the disclaimed claim(s) had never existed” 

(internal quotations omitted)); Guinn v. Kopf, 96 F.3d 1419, 1422 (Fed. Cir. 1996) 

(“A statutory disclaimer under 35 U.S.C. § 253 has the effect of canceling the 

claims from the patent and the patent is viewed as though the disclaimed claims 

had never existed in the patent” (emphasis added)).  As a result, this proceeding is 

now moot—the Board need not and cannot determine whether a claim that is 
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