UNITED STATES PATENT AND TRADEMARK OFFICE

BEFORE THE PATENT TRIAL AND APPEAL BOARD

ERICSSON INC. AND TELEFONAKTIEBOLAGET
LM ERICSSON,
Petitioner

V.

INTELLECTUAL VENTURES II LLC,
Patent Owner

Patent 7,787,431

Title: METHODS AND APPARATUS FOR MULTI-CARRIER
COMMUNICATIONS WITH VARIABLE CHANNEL
BANDWIDTH

PETITION FOR INTER PARTES REVIEW
Under 35 U.S.C. §§ 311-319
U.S. Patent No. 7,787,431

Claims 8-12 and 18-22

DOCKET

A R M Find authenticated court documents without watermarks at docketalarm.com.



https://www.docketalarm.com/

Petition for Inter Partes Review of U.S. 7,787,431

TABLE OF CONTENTS

I Mandatory NOTICES. .....ceecuiieiieeeieeeieeeiee ettt et et eteesbeeetae e treesbeesnseeenseeenns 1
II. Grounds for Standing..........cccccveeeeiiiieeiiiie e e 2

III. The Board Should Consider the New Prior Art and Arguments Presented
1N ThiS PEUILION ...t 2
IV. This Petition is Timely Under 35 U.S.C. § 315(b).cuvveeveiieieiiiiieieeeee e, 6
V. Rellef REqQUESTEA.....ccuviiieiiiieeiiie ettt e 8
VI. The Reasons for the Requested Relief.............occvveviiiiiiiiiiiiieee, 8
A. Summary of the Related Technology and the *431 Patent........................ 8
B. The Prosecution HiStOry ........ccceeeeiiiiiiiiiie e 12
C. The Prior Art of the Present Petition...........cccooceeviiiiiiiinieiniiiiiiceee, 13
VIIL. Identification of Challenges and Claim Construction...........ccceecuveennenns 22
A.  Challenged ClaimsS.........cccueeviieriieniieeiie e eee et eeeeeieeeeeeesereeeneeas 22
B.  Claim ConsStrUCtION........cccuviieiiieeeiiieeeireeeesreeeereeeeereeeeeeeeesrreeesnseeeenens 22
1. Core-Band.........ooeeiiiiiiiieee e 22
2. Primary Preamble ........c.coooviiiiiiiiicee e 23
3. Peak-t0-Average Ratio ........ccoccvveieiiiiiciiiecee e 24

C. Statutory Grounds for Challenges — Challenge #1: Claims 8-12 and
18-22 are unpatentable under 35 U.S.C. § 103(a) over Dulin,
Yamaura, Hwang, and Zhuang............cccccceeeviieenciiieeeiee e, 25

VIII. CONCIUSION <.ttt e e e et e e e e et e e e e e e aeaeeeeeaaaaaaees 60

DOCKET

A R M Find authenticated court documents without watermarks at docketalarm.com.



https://www.docketalarm.com/

Petition for Inter Partes Review of U.S. 7,787,431

l. Mandatory Notices

The real party-in-interest is: Ericsson Inc. and Telefonaktiebolaget LM
Ericsson (collectively “Petitioner™).

Related Matters: As of the filing date of this petition and to the best
knowledge of Petitioner, the 431 Patent is involved in the following litigations, all
located in Delaware, and inter partes reviews (IPRs): IV I LLC etal. v. AT&T
Mobility LLC et al., 1-13-cv-01668; IV I LLC et al. v. Leap Wireless Int’l et al., 1-
13-cv-01669; IV I LLC et al. v. Nextel Operations, et al., 1-13-cv-01670; IV 1 LLC
et al. v. T-Mobile USA Inc. et al., 1-13-cv-01671; IV I LLC et al. v. U.S. Cellular
Corp., 1-13-cv-01672; IV Il LLC v. AT&T Mobility LLC, 1:14-cv-01229; IV Il LLC
v. Leap Wireless International Inc., 1:14-cv-01230; IV I LLC v. Nextel Operations
Inc., 1:14-cv-01231; IV I LLC v. T-Mobile USA Inc., 1:14-cv-01232; IV Il LLC v.
U.S. Cellular Corp., 1:14-cv-01233-LPS; and Ericsson v. IV Il LLC, IPR2014-
01195.

Lead and Back-up Counsel: Petitioner appoints J. Andrew Lowes (Reg.
No. 40,706) as its lead counsel and David M. O’Dell (Reg. No. 42,044), Russ
Emerson (Reg. No. 44,098), and Clint Wilkins (Reg. No. 62,448) as its back-up
counsel. The phone number for Mr. Lowes is (972) 680-7557, the phone number
for Mr. O’Dell is (972) 739-8635, the phone number for Mr. Emerson is (214) 651-

5328, and the phone number for Mr. Wilkins is (972) 739-6927.
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The mailing address and fax number for all attorneys is HAYNES AND
BOONE, LLP, 2323 Victory Ave, Suite 700, Dallas, TX 75219 and (214) 200-
0853, respectively.

Service Information: Petitioner consents to electronic service by email at
the  following  email  addresses:  andrew.lowes.ipr@haynesboone.com,
david.odell.ipr@haynesboone.com, russell.emerson.ipr@haynesboone.com, and
clint.wilkins.ipr@haynesboone.com.

I1.  Grounds for Standing

Petitioner certifies that the ’431 patent is available for IPR and that

Petitioner is not barred or estopped from requesting IPR.

I11.  The Board Should Consider the New Prior Art and Arguments
Presented in This Petition

In connection with Petitioner’s initial petition for IPR of the 431 Patent (the
“Initial Petition”), the Board instituted review of claims 1 and 2 but declined
review of claim 8-12 and 18-22. See IPR2014-01195, Paper 11. The present
Petition challenges claims 8-12 and 18-22 (i.e., the claims that were not instituted
in connection with the Initial Petition). Although the Board has discretion to reject
a petition that raises substantially the same prior art or arguments presented
previously (see 35 U.S.C. § 325(d)), it would be inappropriate to exercise that
discretion for the challenges in this Petition. Specifically, this Petition presents

new prior art that (1) was not reasonably available to Petitioner when the Initial
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Petition was filed, (2) was accessible to the named inventors of the ‘431 Patent yet
was not disclosed during prosecution, and (3) does not suffer from the deficiency
relied on by the Board in denying institution of these claims from the Initial
Petition.

First, the challenges in this Petition present new prior art—the Hwang
(ERIC-1005) and Kerr (ERIC-1009) references—which Petitioner could not have
reasonably raised in the Initial Petition. Petitioner reviewed the file history of the
’431 patent and the references therein and conducted a thorough prior art search in
preparation of the Initial Petition. Despite diligent search efforts, Petitioner did not
identify the new prior art presented in this Petition until after the Initial Petition
was filed. As explained further below, a recently concluded investigation into the
inventors’ activities revealed new prior art for the ’431 Patent that (1) was
unknown to Petitioner when the Initial Petition was filed, and (2) was accessible to
the inventors but was not made of record in the ’431 patent file history. Thus,
Petitioner simply could not have raised this new prior art in its Initial Petition.

An investigation into the inventors’ activities revealed prior art that was
accessible to the inventors but was never disclosed to the PTO. Petitioner
discovered that the first two named inventors, Xiaodong Li and Titus Lo, were
repeat attendees in standards-setting sessions for the IEEE 802.16 Broadband

Wireless Access Standards. See, e.g., ERIC-1008, Appendix C. One such session
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