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UNITED STATES PATENT AND TRADEMARK OFFICE 
____________ 

 
BEFORE THE PATENT TRIAL AND APPEAL BOARD 

____________ 
 

HYDRITE CHEMICAL CO.,  
Petitioner, 

 
v. 
 

SOLENIS TECHNOLOGIES, L.P., 
Patent Owner. 
____________ 

 
Case IPR2015-01586, Patent 8,841,469 B2 
Case IPR2015-01592, Patent 8,962,059 B1 

____________ 
 

Held: September 13, 2016 
____________ 

 
 
BEFORE:  ERICA A. FRANKLIN, DONNA M. PRAISS, and 
JENNIFER MEYER CHAGNON, Administrative Patent Judges. 
 
 
 The above-entitled matter came on for hearing on Tuesday, 
September 13, 2016, commencing at 9:00 a.m., at the U.S. Patent 
and Trademark Office, 600 Dulany Street, Alexandria, Virginia. 
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APPEARANCES: 
 
ON BEHALF OF THE PETITIONER: 
 

CHRISTOPHER J. FAHY, ESQUIRE 
RICHARD T. ROCHE, ESQUIRE 
JOEL AUSTIN, ESQUIRE  
Quarles & Brady, LLP 
300 North LaSalle Street 
Suite 4000 
Chicago, Illinois  60654-3422  
 
 

ON BEHALF OF PATENT OWNER: 
 

CHARLIE C. LYU, ESQUIRE  
Baker Hostetler 
2929 Arch Street 
Cira Centre, 12th Floor 
Philadelphia, Pennsylvania  19104-2891 
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P R O C E E D I N G S 1 

-    -    -    -    - 2 

JUDGE CHAGNON:  Good morning, everyone.  This 3 

is the final hearing for two proceedings between petitioner, 4 

Hydrite Chemical Company, and patent owner, Solenis 5 

Technologies, L.P.  The proceeding numbers are IPR2015-01586 6 

for U.S. patent number 8,841,469 and IPR2015-01592 for U.S. 7 

patent number 8,962,059.   8 

I am Judge Chagnon and I have Judge Franklin here 9 

with me in Alexandria, and Judge Praiss is joining us remotely 10 

today on the screen behind us.  Counsel, could you please 11 

introduce yourselves and let us know who will be presenting 12 

today, starting with petitioner.   13 

MR. FAHY:  Good morning, Your Honors.  For 14 

petitioner Christopher Fahy with Quarles & Brady.  I will be 15 

presenting.  I'm here with lead counsel, Richard Roche, backup 16 

counsel Joel Austin, and the general counsel of Hydrite, David 17 

Beine.   18 

MR. LUCCI:  Judge, my name is Joe Lucci of Baker 19 

Hostetler.  I'll be representing the petitioner [sic].  With me today 20 

are my colleagues, David Farsiou and Charlie Lyu.   21 

JUDGE CHAGNON:  Thank you so much.  So today 22 

please take into consideration when you are giving your 23 

presentations that Judge Praiss is appearing remotely.  So please 24 
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make sure to identify the demonstrative exhibits that you will be 1 

referencing clearly and specifically, for example, with the slide 2 

number.  It will help ensure clarity of the record as well as ensure 3 

that Judge Praiss is able to follow along with the demonstratives.   4 

As you know, pursuant to our order of August 10th, 5 

each party has one hour of time today total for presenting.  You 6 

can allocate your time between the two cases as you see fit.  We 7 

will be entering the same transcript into the record for both cases.  8 

Petitioner has the burden to prove unpatentability of the 9 

original claims.  So petitioner will present first today followed by 10 

patent owner, and petitioner may reserve some time for rebuttal if 11 

desired.   12 

I also want to remind the parties today that we have 13 

some confidential information that was filed under seal in these 14 

cases.  The hearing is public, as you know, so keep that in mind 15 

during your presentations.  If there's any confidential information 16 

that will be discussed, please just let us know ahead of time.  But 17 

I think that in these cases we should be able to discuss the 18 

confidential information without actually revealing it.  You can 19 

just refer us to those cites in the record and we can look it up here 20 

on our screens.  And if we need to discuss it, we can address that 21 

when we get to that point.   22 

All right.  So Mr. Fahy, would you like to reserve any 23 

time for rebuttal today?   24 
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MR. FAHY:  Yes, Your Honor.  I actually don't expect 1 

my opening presentation to take more than 15 or 20 minutes.   2 

JUDGE CHAGNON:  Okay.  How about I set the time 3 

for 30 for you just so we have something on the clock?   4 

MR. FAHY:  You have heard people say that before. 5 

JUDGE CHAGNON:  So you can get started whenever 6 

you are ready.   7 

MR. FAHY:  Again, my name is Christopher Fahy.  I'm 8 

arguing on behalf of Hydrite Chemical Company, the petitioner 9 

in both the IPR proceedings here today.  And I'll begin, Your 10 

Honors, by noting that petitioner did not request oral argument 11 

for either of these proceedings.  In fact, we don't believe it's 12 

necessary.  We believe that the papers adequately describe and 13 

address both parties' positions.  But in view of the patent owner's 14 

request for oral argument, we are more than happy to take some 15 

of our allotted time to go over a few of the issues that remain 16 

before the parties and of course, answer any questions that Your 17 

Honors have for us.  But that is why I don't anticipate taking up a 18 

whole lot of time rehashing what is already in the papers here this 19 

morning.   20 

Referring to slide 2, I'm sure Your Honors are familiar 21 

with the institution decisions in these proceedings.  There are two 22 

patents at issue.  One is the subject of each separate IPR 23 

proceeding.  But the patents are extraordinarily similar.  In fact, 24 

they are so similar that there was an interference proceeding 25 
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